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THE Carn STATES TRADE-MARK ASSOCIATION 





522 Fifth Avenue, New York, N. Y. 





An Organization for the 
Protection of Trade-Marks and Trade-Names 





The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its sixty-four years of existence the Association has been accumulating compre- 
hensive records, files and a general library of information on trade-mark matters. Members or 
their counse! have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association’is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association's services of exceptional value to members. 
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ARBITRARY OR SUGGESTIVE TRADE-MARKS 


PART I 


ARBITRARY OR SUGGESTIVE TRADE-MARKS 


By Paul Abel* 


Dr. Heinrich Reif, in his article “Some Thoughts on the Selection of Trade- 
Marks,’” undertakes the interesting task of establishing a kind of “Linnaean System” 
in trade-marks. He analyzes and classifies carefully a very great number of trade- 
marks and reveals the origin and history of many of them, a result which he could 
not have achieved but after most exhaustive research work. Whoever is—either 
practically or theoretically—interested in trade-mark matters must be grateful to 
him for this work. Doctor Reif rightly draws the attention of the trade to the 
mistakes which not seldom occur when traders are selecting signs for their goods; 
he stresses that selection of marks should not be left to arbitrary choice, and manu- 
facturers and traders ought to try to find which type of marks would appear to be 
most suitable for the successful marketing of their goods. But as much as I appre- 
ciate many ideas suggested in the article under review, I cannot help feeling that 
some of the principles expressed by Doctor Reif are rather controversial. I am 
sure the author will not mind my making some comments, even if they are not in 
accordance with his own views. 

(1) The standpoint that if a trade-mark is not suggestive “it is not good at all” 
runs like a red thread through the whole of Doctor Reif’s reasoning. Fancy (arbi- 
trary) marks are, in his opinion, “bound to become exceptions” because “they defeat 
their own ends.” “A trade-mark,” he argues, “should not be mute, conveying no 
meaning and no message.’ An important feature of a trade-mark is, according to 
| our writer, “its aptitude to speak up for itself.” ‘A trade-mark should convey a 

plain message of some kind.” A trade-mark is of the nature of a “compressed adver- 
| tisement”’; . . . this advertisement “must say something.” He goes even so far as 
to hold that if a trade-mark, from its first inception, does not convey a suggestive 
message and “help to sell the goods it covers,” it is not worth the registration fee, 
much less the costs of popularizing it; it is a “dead letter’ ; and he considers a non- 
suggestive trade-mark to be “practically valueless.” 
First of all, the meaning of the term “suggestive trade-mark” must be estab- 
lished. Doctor Reif seems to understand under this notion marks (either word or 
pictorial marks) which, though not descriptive, suggest to the purchaser of the 
articles concerned some advantageous quality or effect of these articles or some 
favorable trait of their manufacturer or trader. It would seem to me that this is the 
proper meaning of “suggestive.” The suggestiveness must be viewed from the 
standpoint of the public. A trade-mark which is not coined arbitrarily but which, 
for instance, is made up of the initials of the trader’s name or of syllables of the com- 
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* Doctor of Laws (Vienna) ; Consultant on International Law, London. 
1. 33 T.-M. Rep. 77. 
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ponent materials contained in the article, is not a suggestive mark, if the connection 
with the many names or the materials is not noticeable by the buyer. Such a mark 
conveys no meaning and cannot, therefore, be called a suggestive sign. 

There is no doubt that suggestive marks may prove attractive and that in certain 
circumstances the selection of such signs may be recommendable. But I cannot agree 
with Doctor Reif that suggestive marks should be the standard type of marks, in 
general and that manufacturers and traders ought, as a rule, to adhere to that type 
in marking their goods. The main function of a trade-mark is, to my mind, not to 
convey to the public an assertion about certain qualities of the goods or of their 
manufacturer or dealer but to distinguish the goods of the owner of the mark from 
similar goods of competitors and to identify the goods with a particular maker or 
dealer.” The main function of a trade-mark is to indicate the origin, not to indicate 
the properties, of the product it covers. 

If the question is asked as to whether suggestive or fanciful marks are preferable 
I cannot help stating that experience of many years has taught me that the advan- 
tages of the latter type outweigh by far the advantages ascribed by Doctor Reif to 
suggestive signs. This seems to me to be true as well of the advertising effect as to 
the security and the range of protection against imitations. 

Dr. Reif rightly remarks that we must not be guided by results gained with such 
famous marks as “4711” or “606,” as the success of these signs may be due to excep- 
tional circumstances ; these marks may be examples of the saying “the exception 
proving the rule.” But many other marks which “do not speak for themselves” and 
convey no “suggestive message” at all to the public have proved successful in an out- 
standing manner. If our author’s theory were right nearly all the signs whose main 
feature consists, for instance, in the combination of different colors—I refer, e.g., to 
the red and yellow painting of Shell pumps—would be stigmatized as a bad choice, 
in spite of their obvious success in the trade. And the same would be true, inter alia, 
of the famous signs with which the steel industry marks its products—e.g., the twin 
sign of J.A.Henckels, Solingen, Germany—or of the different pictorial signs which 
are known in many countries as characteristic for the highly developed Austrian 
scythes industry (such as the picture of a posthorn or of the head of a Turk). All 
these marks are “mute,” they are not “compressed advertisements,” and they have 
been, nevertheless, of the highest value to their owners, in many cases, for ages. 
Innumerable other examples could be quoted which seem to me to show that our 
writer’s dislike of “senseless” signs, of fanciful, arbitrarily invented marks is not 
shared by the trade. Even if we look at the examples of marks which he considers 
to be “good” ones we must state that many of them convey no message at all within 
the meaning ascribed to this expression by Doctor Reif. Almost none of the marks 
with which he deals in Section II of his essay (“Letter—or Initial—Marks’’) say 


2. In re Dennison Mfg. Co. v. Thomas Mfg. Co., 94 Fed. Rep. 651, 656; Hopkins, “The Law 
of Trade-marks, Trade-names and Unfair Competition,” §§ 8 and 9. Compare further the follow- 
ing passage from an article “La Protection des Marques Non Enregistrées” in “La Propriété 
Industrielle,” Berne, 1943, page 124, col. 2 (translated from the French): “The Trade-Mark— 
which is a creation of imagination—is deprived of economic value if viewed per se; it acquires 
value from the moment in which it reveals the origin of the article marked with it, i.e., in which 
the interested circles consider the mark the individual sign of a certain person or firm, or in 
which the mark guarantees a certain quality of the article.” 
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anything for themselves and are, nevertheless, far from being “valueless.” How 
many members of the general public are aware of the origin of marks such as 
“F.LA.T.,” “LG.,” “M.A.N.,” “Hag,” and the like? Suggestiveness cannot, there- 
fore, have been the reason why all these marks have stood the test in such an eminent 
degree. All these signs have proved to be attractive but not because of their intrinsic 
meaning. The purchaser in all these cases is not aware of the considerations which 
have led to the coining of these marks. Can we really think that the purchaser “of 
a bulb marked “‘Osram’’—a mark known all over the world—knows that it is derived 
from Osmium and Wolfram? Or what message is conveyed to the public by the 
words “Persil” or “Odol”? These few examples which could be increased manifold 
show, to my mind, that Doctor Reif’s contention that only suggestive marks are 
worth being selected requires careful examination and would appear to be objec- 
tionable. 

It may be, as Doctor Reif points out, that suggestive signs are more easily 
remembered and that fancy marks demand from the public a special effort to remem- 
ber them or the article or firm to which they refer. Even when this is really the 
case, such marks are better retained in the customer’s memory when the initial 
difficulties have been overcome. 

It would seem to me, however, that of much greater weight than the initial 
difficulties of remembering a fancy mark are the dangers to which suggestive marks 
may be exposed. 

The borderline between descriptive (and, therefore, not registrable) and sug- 
gestive marks is a narrow one. Suggestive marks are in danger of being attacked 
because every such mark must contain some descriptive element, and it is not unusual 
for them to be cancelled as descriptive. And (what is of still greater importance) 
their range of protection is not so wide as that of invented marks and for this 
reason it is often difficult to protect them against infringement. Doctor Reif mini- 
mizes this, but I cannot agree with him in this respect. In a case in which the words 
“Drinksum” and “Havesome” were to be compared the Court of Appeals of the 
District of Columbia held that “the adoption of a suggestive mark by one trader 
does not preclude all other traders from employing another mark of similar sug- 
gestiveness.”* The same opinion was held in Ostermoor & Company v. Rose Spring 
& Mattress Company* and recently (April 6, 1943) by the United States Circuit 
Court of Appeals, Sixth Circuit, in Solventol Chemical Products, Inc. v. Solvite 
Company.’ Reversing the decision of the court below, the Court of Appeals held 
the marks “Solvite’” and “Solventol” to be sufficiently different from each other, 
for “neither of the marks in question is of that class known as arbitrary or fanciful. 
Each falls quite clearly into the class of suggestive marks characteristic of the product 
exemplified. ... Such trade-marks may be valid, but as to them the field is open to 
other traders to employ equally suggestive marks, provided only that they be not 
deceptively similar.” It can well be assumed that the decision would have been 
different had the syllable “Solv’” not been descriptive of the product concerned. 


28 App. D. C. 1; 13 T.-M. Rep. 22. 
5F (2d) 268 (App. D. C.); 15 T.-M. Rep. 467. 
33 T.-M. Rep. 270. 
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These cases show that traders may employ equally suggestive marks without having 
to fear being successfully sued for infringement.® 

(2) Another point in Doctor Reif’s interesting essay to which I would like to 
refer is the distinction drawn by him between “good” and “bad” trade-marks. 
There is no doubt that the greatest care ought to be taken in coining new marks and it 
is equally true that some marks when introduced in the market prove to be “good” 
and others “bad.” But the test as to whether a certain word or picture is likely to be 
a “good” mark is not primarily its meaning. The customer cannot be expected to 
inquire into the origin of a word or to make linguistic or etymological studies, though 
these may of course be of great interest and value from a scientific or historical point 
of view. But if the value of a trade-mark as a commercial sign is at issue the sole 
matter which counts is, to my mind, the standpoint and the opinion of the customers 
concerned. Viewed from this angle, I would think that the main question is as to 
whether the mark is likely to prove attractive to the ear as well as to the eye and to 
appeal to the customer’s taste ; further, whether the word can be easily pronounced in 
different languages, particularly in the languages spoken in those countries which 
are expected to be the main markets for the article concerned. The sense or meaning 
of the word or picture to be chosen may be one of the factors to be taken into con- 
sideration when coining a new trade-mark, but only one and, by far, not the fore- 
most factor. Why should the word “Lux” as a trade-mark for soaps be considered 
“basically wrong’? Doctor Reif is, of course, right when stating that “the average 
housewife and servants have not the least idea of the meaning of Latin words” ; but 
does this matter at all if the word is attractive per se and easily pronounced in many 
countries, as it is in fact? Needless to say that not only the attractiveness of the 
mark, but—and in a higher degree—the qualities of the soaps, marked “Lux,” have 
caused the success of that mark. And can it be said that the word “Ovomaltina” 
has proved to be successful because “it clearly indicates a product composed of 
eggs (yolk) and malt’? I feel that Doctor Reif overestimates the linguistic knowl- 
edge of the general public. If the ordinary housewife is not aware of the meaning 
of “Lux” she understands much less the syllable “Ovo.” And is it true that “Oval- 
tine” is not as “good” a creation as “Ovomaltine” because the word “oval” is not 
understood as referring to an “egg’’? These examples prove, in my submission, 
that the meaning of the word or words should not be the main criterion when selecting 
a trade-mark. 

(3) The principle stated by Doctor Reif “that a firm’s name ought not to be in 
any way altered in trade if there is no important need therefor” does not appear to 
be in accordance with custom in trade; the use of abbreviated styles is a general one 
and can hardly be condemned. I would, therefore, submit that, for instance, the 
Swiss “Eschern—Wyss & Co.” were not wrong in coining the mark “Ewag” instead 
of “E.W.” which Doctor Reif would have preferred, or that the firm W. Koreska 
cannot be criticized for having selected the mark “Kores,” nor D. Gestetner, Ltd., 


6. This statement is not in contradiction to the rule that the suggestive character is one of 
the factors to be taken into consideration when deciding on the similarity of trade-marks (see 
inter alia the decision of the Commissioner of Patents regarding the marks “Big Green” and 
“Green Giant,” April 3, 1943, 33 T.-M. Rep. 298; “Mill Hill” and “Mill Farm,” April 24, 1943, 
57 U. S. P. Q. 197; “Mill Hill” and “Millside Inn,” 33 T.-M. Rep. 299). 
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for having adopted the mark “Geste—Print” and not “Gestet—Print,” as favored 
by Doctor Reif! 

A trade-mark, in my opinion, cannot be deemed bad because, from a linguistic 
point of view, it could or should have been formed in another manner. 

The preceding remarks must not be understood as reducing in any way the great 
merit of Doctor Reif’s essay under review. Although all the proposals put forward 
by our author cannot be adhered to, in my opinion, it is highly to his credit that he 
has drawn the attention of the circles concerned to the careful consideration which 
ought to be given when embarking on the difficult task of selecting a new trade-mark. 





RECENT DECISIONS IN THE ARGENTINE 


By Dr. Martin Wassermann 


(Concluded from preceding issue) 





XXX. Rey del Tango—Astro del Tango.—A very interesting problem, namely, 
the trade-mark right in the title of a firm engaged the court in the following case: 

A certain José G. Silva had several years ago registered the words “Rey del 
Tango” as a trade-mark for goods in class 6 (scientific appliances, cinematographic 
films and tape therefor). Accordingly, when, in 1939, the well-known Establi- 
mientos Filmadores Argentinos put out and advertised a film with the title “Rey 
del Tango,” Silva brought suit against the directors of the company for trade-mark 
infringement. 

The latter had not known of complainant’s film bearing the same name, and, as 
soon as they learned of its registration, they had changed the name of the film to 
“Astro del Tango.” However, this also, complainant averred, violated his trade- 
mark rights and he sued for injunction and damages, alleging that he was about to 
bring out a film entitled “Rey del Tango” and would be greatly impeded by 
defendant’s conduct. 

The defendants maintained in defense that (1) the trade-mark law did not pro- 
tect the title of a movie film, which could be protected only by the copyright law. 
(2) There was no liability of confusion between the names “Rey del Tango” and 
“Astro del Tango.” (3) Complainant’s mark was invalid, since he was neither 
merchant, iridustrialist or farmer, and hence was not qualified to register a trade- 
mark. (4) On the defendant’s side, any wrong intent (dolus) was lacking—an 
indispensable requirement for such an action. 

The E. F. A. was one of the most important movie companies in the country. 
In November, 1939, a script had been submitted to it by Messrs. Koller and Cortazo 
bearing the title “Rey del Tango,” which was approved by the directors, was filmed 
during the period from December 3, 1939, to January 11, 1940, and on February 
7, 1940, had its premiere in Buenos Aires as “Astro del Tango” amid great public 
acclaim. The production had cost around 185,500 pesos, the advertising about 5000 
pesos. The script, as an unpublished work, had been deposited with the National 
Registrar of Intellectual Property (Copyright Office), as prescribed by the law. 
When the directors of E. F. A. received notice of the registration of complainant’s 
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mark, the title at the premiere was changed to “Astro del Tango,” though by so 
doing the directors certainly did not mean to acknowledge that, by using the original 
title, they would infringe any right of complainant. As it had now become cus- 
tomary to register film titles as trade-marks, they had protected the new title “Astro 
del Tango” in this way—and without any opposition. 

The complainant affirmed that in 1935 he had begun to make a film, but had not 
yet completed it; as a matter of fact, only 700 meters of it—“an extremely small 
amount for five years of planning, as this length hardly corresponds normally to a 
day and a half of filming. In a film there are used at least more than 10,000 meters 
of celluloid for subsequent reduction by means of cuts and patching to 2000-25,000 
meters.” 

The federal judge on November 12, 1942, dismissed the complaint, with costs. 

This sentence was entered with complainant’s consent and hence will not be 
appealed to the higher courts—which is regrettable, for it presents a question of 
outstanding interest. This is evident from the grounds of the judgment, for the judge 
states that acquittal must follow since “there are lacking the elements that charac- 
terize and consummate the crime. This compels me to consider other aspects of 
the case than have been discussed by the defense in their sound and interesting 
exposition.” Through the kindness of my colleagues, the defense counsel, I was 
privileged to examine the brief submitted by them. This is really a scientific work 
of the first order, in which the relations between marks and copyrights in titles of 
films, books, newspapers, etc., are thoroughly explored, and this not from the view- 
point of Argentinian law alone, but as compared with the rich doctrine and juris- 
prudence of France, Germany, Italy and the United States (decision of the New 
York Court of Appeals of May, 1916, reported in Droit d’Auteur, 1916, p. 81). In 
all these countries it is recognized that the title of a book enjoys copyright protection 
in so far as it forms an integral and inseparable part of the intellectual work. The 
title of a periodical or newspaper has a different function, as it indicates not the 
author of the articles contained in the periodical, but the publisher. “La Prensa,” 
“La Nacion” and “El Diario” are titles which serve as indications of origin, and . 
thus serve the same purpose as a mark. “The public asks for a paper by its name, 
by its mark, in the same manner as it asks for cigarettes.” Thus the names “Fox,” 
“Metro,” “Pathé,” “Gallo,” “Ufa,” “Terra” and “E.F.A.” serve as marks for films, 
but not the title of the film itself. 

Moreover, in a competitive sense, the title of a film is not an element of the 
struggle, not a weapon in competition, for as the court remarked, “in the patronage 
which the public gives to the films, the title of the work does not guide it, save in 
the film adaptation of works already famous in book form or in the theater. The 
public is attracted in the first place by the talent and fame of the actors, then by the 
name of the art director and the executive capacity of the filming company, and, in 
many cases, by the success disclosed by the exhibition of the film.” 


56. Patentes y Marcas, 1942, pp. 533, 534. 
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PART II 


DWINELL-WRIGHT COMPANY v. WHITE HOUSE MILK COMPANY, 
INC. 


United States Circuit Court of Appeals, Second Circuit 
January 4, 1943 


TRADE-MARK INFRINGEMENT—SUITS—ACQUIESCENCE—LACHES. 


In an action to enjoin use by appellee of the words “White House” and the picture thereof 
as a trade-mark for canned evaporated milk on the ground of appellant’s prior use of the same 
mark on coffee and tea, the fact that appellee adapted the said mark in ignorance of appellant’s 
use thereof, and built up a large business thereunder without protest by the appellant for 
sixteen years, held laches; and the decision of the lower court dismissing the complaint was 
affirmed. 


TRADE-MARK INFRINGEMENT—‘WHITE House” AND PICTURE THEREOF—CopyING DETAILS OF 
MARK. 
The fact that the appellee, with the full knowledge of appellant, used the name “White 
House” and a picture thereof in the exact form in which it was adopted and used by appellant, 
held not to have any effect on the issues involved. 


In equity. Appeal from a judgment of the District Court for the Western Dis- 


trict of New York, dismissing a complaint for infringement of a registered trade- 
mark. Affirmed. 


Before L. Hanp, CHASE and FRANK, Circuit Judges. 


Frederick R. Twelvetrees (Charles R. Fenwick and Edward G. Fenwick, of coun- 
sel), for appellant. 

Munn, Liddy & Glaccum and Feldman, Kittelle, Campbell & Ewing (Sylvester J. 
Liddy, Orson D. Munn and Sumner S. Kittelle, of counsel), for appellee. 


L. Hanp, Circuit Judge: 


The plaintiff appeals from a judgment dismissing its complaint after a trial in an 
action to enjoin the infringement of its trade-mark, “White House.” It has used 
this mark coupled with a picture of the White House in Washington, continuously 
since 1888 in the sale of coffee throughout the United States, and since 1910 in the sale 
of tea; in that year it secured two registrations of both mark and picture; one for 
coffee, the other for tea. The defendant’s user began in 1917 by a Wisconsin cor- 
poration, first called the White House Milk Products Company, and later the White 
House Milk’Company. This company sold out the business to a subsidiary of the 
Great Atlantic & Pacific Tea Company in 1922, which in turn sold to the defendant, 
another subsidiary of the Tea Company, in 1935. Throughout this time and until 
the filing of the complaint in 1940, the user has been continuous, but confined to 
canned evaporated milk. The mark has always been the same as the plaintiff’s— 
‘White House’”—and with it since 1927 the defendant. or its predecessor has coupled 
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a picture of the White House exactly like the plaintiff’s. The plaintiff has never 
sold milk; neither the defendant nor any of its predecessors has ever sold tea or 
coffee ; and the action must rest, as indeed it does, upon the well-established principle 
that the owner of a mark may protect its use upon goods other than those which he 
himself sells, provided they are not too different from his. 

The defense is in substance that the defendant has built up its business upon the 
faith of the plaintiff’s implicit assurance that it had no grievance. The facts on 
which this depends are as follows: The use of the mark upon milk first came to 
the plaintiff’s notice in 1920 through one of its salesmen. At that time the business 
of the Wisconsin business was three years old and amounted to about 300,000 cases 
of milk a year. The mark was adopted in ignorance of the plaintiff’s mark. The 
plaintiff made no protest in 1920, preferring, as it said, to let the situation develop, 
expecting that the business might disappear. Eight years later, in 1928, it had not 
done so but, on the contrary, after having been conducted by the Tea Company’s sub- 
sidiary for six years, it had grown to nearly 150 million cases. In that year the 
plaintiff began to sell its coffee in quantity to the Tea Company ; and at an interview 
between its general sales manager and its eastern sales manager and the Tea Com- 
pany’s purchasing “‘supervisor,” it suggested that the Tea Company ‘“‘make up a com- 
bination of ‘White House’ coffee and ‘White House’ evaporated milk.” This the 
“supervisor” refused because the Tea Company had its own coffee to sell; but he 
nevertheless agreed to push the sale of the plaintiff’s coffee among the company’s 
distributing agencies. The plaintiff continued selling coffee to the Tea Company 
until just before this action was begun, by which time the milk business had grown 
from 150 million cases in 1928 to 272 million. Meanwhile, on the 4th of September, 
1935, and again on the 29th of January, 1936, the plaintiff entered into a contract 
with the Tea Company agreeing to allow five percent discount upon its sales of 
coffee “for advertising and for distribution service.” Throughout the period it not 
only knew that the Tea Company was advertising milk under the “White House” 
mark, but that in some cases it was actually grouping “White House” milk and 
“White House” coffee in the same format. The sale of milk appears to have gone 
along without doing the plaintiff any injury until 1930, when the Tea Company cut 
the price below that of other standard brands, a competition which independent 
grocers could not meet. This, added to what was probably an already existing 
hostility to “chain stores,’ angered these grocers, who, in retaliation cut their 
purchases of “White House” coffee, supposing that it, like the milk, was one of 
the Tea Company’s products. Still the plaintiff made no protest until May, 1936, 
when it filed a proceeding in the Patent Office to cancel the defendant’s registered 
mark, in which it was eventually successful in May, 1940 (111 Fed. (2d) 490). 
Even this proceeding was not strictly a protest against the defendant’s use of the 
mark, but rather against its effort to monopolize it in the milk market ; nevertheless, 
we shall take it as a protest, for the defendant probably understood that, if its mark 
was once successfully challenged, the plaintiff would follow with a demand that its 
use should be discontinued ; and in fact this suit followed close upon the termination 
of the cancellation proceeding. The judge apparently assumed the original validity 
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of the plaintiff’s claim to relief, but held that it had lost its rights by an acquiescence 
on which the defendant had relied. 

Whenever a newcomer invades another’s market by the use of the other’s mark, 
every sale isa separate wrong. True, it does not inevitably follow that the customer 
secured would have bought of the mark’s owner, but if the newcomer adopts the 
mark for that purpose, or continues to use it without excuse after he learns of the 
mark, he will not be heard to say that his effort may be unsuccessful. The wrong is 
therefore really a series of wrongs, and delay alone can never be more than a partial 
defense ; it will bar any redress for those wrongs which have happened before the 
period of limitation, but it will never bar redress for any others, past or future. 
McLean v. Fleming, 96 U. S. 245; Menendez v. Holt, 128 U. S. 514. This has at 
times been said to be because infringement of a trade-mark is a “fraud,” but it is 
hard to see what is gained by interjecting that idea, and indeed it is not accurate to 
do so, for delay alone is as bad a defense when the newcomer’s past user has been 
innocent as when it has been guilty. He must show some reason why it will not be 
just to stop him. That he may of course do, if he has acted upon the actual consent 
of the owner of the mark, or if the owner has abandoned it—and that may at times 
appear by inaction continued long enough. Saxlehner v. Eisner & Mendelson Co., 
179 U. S.19. But those are not the only possible defenses ; the owner may have so 
conducted himself as impliedly to assure the newcomer that he does not object, and 
the newcomer may have built upon that assurance. Prince Metallic Paint Co. v. 
Prince’s Manufacturing Co., 57 Fed. 938, 944 (C. C. A. 3); Thomas J. Carroll & 
Son Co. v. McIlvaine & Baldwin, 183 Fed. Rep. 22 (C. C. A. 2) ; Landers, Frary & 
Clark v. Universal Cooler Corp., 85 Fed. (2d) 46 (C. C. A. 2) [26 T.-M. Rep. 591] ; 
Procter & Gamble Co. v. J. L. Prescott Co., 102 Fed. (2d) 773, 781 (C. C. A. 3) 
[29 T.-M. Rep. 103] ; Emerson Electric Manufacturing Co. v. Emerson Radio and 
Phonograph Corp., 105 Fed. (2d) 908 (C. C. A. 2) [29 T.-M. Rep. 514] ; National 
Fruit Products Company, Inc. v. Dwinell-Wright Co., 47 Fed. Supp. No doubt 
it is harder to establish this defense when the newcomer originally sets out to pass off 
his goods; conceivably, indeed, in the fact of deliberate and continued palming off, 
not even the owner’s assurance will be a defense although our language in Landers, 
Frary & Clark v. Universal Cooler Corp., supra, 49, should not be understood as 
definitely so holding. 

If, however, the question comes up, not when the newcomer is actually competing 
in the owner’s market, but when, as here, he is selling goods which the owner has 
never sold, though they are like enough to make people think him their source, the 
determining considerations are different. The owner’s only interest in preventing 
such a use of his mark is because he may wish to preempt the market for later ex- 
ploitation, or not to expose his reputation to the hazard of the newcomer’s business 
practices, or both. As we said in Emerson Electric Manufacturing Corp. v. Emer- 
son Radio Phonograph Corporation, supra, these interests yield much more readily 
to any conflicting interests of the newcomer than when he invades an existing market. 
See Judge Wyzanski’s scholarly discussion of the whole subject in National Fruit 
Products Co., Inc. v. Dwinell-Wright Co., supra (47 Fed. Supp.). The right to 
preempt is a very slender thread indeed ; protection to reputation is more substantial, 
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it is true, though even that may perhaps to some degree be measured by what the 
newcomer’s practices have been and are likely to be. On the other hand, the new- 
comer always stands in a much less vulnerable position, because, while it is prima 
facie indefensible ever deliberately to copy another’s mark even in a non-competing 
market, it is nothing like so reprehensible as to cheat him out of his customers by 
pretending that oné is selling his goods. Here, as often, equity does not seek for 
general principles, but weighs the opposed interests in the scales of conscience and 
fair dealing. What would be no excuse for invading another’s territory may well 
serve in the struggle for a hinterland or sphere of influence ; from such an occupation 
it would be utterly unfair to oust one who has actually entered in reliance upon the 
other’s consent. The owner’s rights in such appendant markets are easily lost ; they 
must be asserted early, lest they be made the means of reaping a harvest which others 
have sown. 

We agree with the judge that it would be unjust to deny the defendant its right 
to use the mark in selling milk. From the first moment when it learned of the Wis- 
consin Company’s use of the mark down to 1936—sixteen years—the plaintiff did 
nothing to stop that use; it merely stood aside and watched the business grow at 
great cost to colossal proportions. That alone would make us hesitate to intervene ; 
but it is far from the measure of the plaintiff’s implied assurance. When it began 
to deal with the Tea Company in 1928 it affirmatively suggested the joint sale of 
milk and coffee under the same mark; after the Tea Company had refused this, it 
contributed to the joint advertising of both, and continued to do so for eight years, 
during which the milk business continued to grow. Even in 1930 when for the first 
time it began really to be injured, it did nothing ; not a word of protest, or gesture 
of complaint, escaped it for six years more ; and still the milk business kept increas- 
ing. What equity it can have the hardihood now to assert ; how it can expect us to 
stifle a competition which with complete complaisance, and even with active encour- 
agement, it has allowed for years to grow like the mustard tree; why we should 
destroy a huge business built up with its connivance and consent: this we find it 
impossible to understand. 

There is but one feature of the controversy which is even open to debate. The 
picture of the “White House” which the plaintiff uses is plainly not a photograph, 
but a composition ; and the defendant’s is so like it down to the minutest detail that 
it is impossible to doubt that, when the Tea Company’s first subsidiary began to use 
it in 1927, it copied the original. Even so, we are not disposed to interfere. This is 
not an action for the infringement of copyright ; it is a trademark suit, and, believing 
as we do, that the defendant has the right to use a picture of the White House in 
selling its milk, we cannot suppose that the particulars plagiarized give any appre- 
ciable added support to the belief that the plaintiff is the source of the milk, beyond 
what a new and originally composed picture would give. Besides, even though it 
does add a trifle, the plaintiff knew of the picture along with the mark; it was as 
content with the detail, as it was with the ensemble; they should stand or fall to- 
gether. 

Judgment affirmed. 
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LADY ESTHER, LTD. v. FLANZBAUM, borne Business as LADY ESTHER 
SHOES anp LADY ESTHER SHOE STORE 


Uuited States District Court, District of Rhode Island 
March 30, 1942 


UnFair COMPETITION—USE OF CORPORATE NAME IN TRADE-MARK—‘“LApyY EsTHER”’—Nown- 

CoMPETING Goons. 

The use by defendant on his store signs and on shoe labels of the name “Lady Esther,” long 
after complainant had adopted the same words as a trade-mark for cosmetic and toilet articles, 
held unfair competition, especially as defendant displayed the said name in the same script 
used by plaintiff. 


In equity. Action for unfair competition. Judgment for plaintiff. 


Thomas A. Jenckes, Providence, R. I., and Irving S. Adler, Chicago, Ill., for com- 
plainant. 


Sidney L. Rabinowitz and John E. Mullen, both of Providence, R. I., for respondent. 


HartiGAan, District Judge: 


This is a suit in equity for trade-mark infringement and unfair competition. 

The respondent denies the allegations of infringement of the trade-mark and 
of unfair competition and has filed.a counterclaim in the nature of a crossbill for 
equitable relief. | 

The complainant is an Illinois corporation and the respondent is a citizen of 
Rhode Island. 

The alleged infringement involves the trade-mark “Lady Esther” Number 
143,921, registered June 21, 1921, in the United States Patent Office, for face 
powders, face creams and rouge. 

The gist of this action is unfair competition in the use by the respondent of 
the trade-name “Lady Esther” in connection with the sale of ladies’ shoes and 
stockings. There is no testimony that the respondent ever used the trade-name 
“Lady Esther” in connection with cosmetics. 

The complainant and its predecessors have used continuously since 1913 the 
trade-name “Lady Esther” for cosmetics which are sold throughout the country 
and are widely advertised. The first advertisement of complainant appeared about 
1921 in a nationally distributed magazine. Subsequently the complainant advertised 
its products in many newspapers and magazines published throughout the United 
States and on radio programs. In 1923 full page advertisements appeared in a 
national weekly that also had a circulation in Providence and other parts of Rhode 
Island of over 50,000. 

“Lady Esther” .cold cream was sold in one department store in Providence in 
1923 and shortly after 1926 the complainant’s products were sold in another Provi- 
dence department store for three or four years. 

In 1931 the complainant began to use national radio broadcasts to advertise its 
products and well-known orchestras appeared on its programs. Since then it has 
used national radio broadcasts at least once a week. 
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The complainant has spent for newspaper advertisement from January 1, 1921, 
to October 1, 1939, $1,564,352.12; for magazine advertising from 1933 to October 
1, 1939, $494,398.79; for radio time from January 1, 1931, to October 1, 1939, 
$5,035,796.03 ; for radio talent from 1933 to October 1, 1939, $1,962,372.19; for 
samples from 1924 to October 1, 1939, $847,030.94. The complainant has also 
spent several thousand dollars for electros, co-operative advertising, inserts, etc. 
Its various advertising costs in 1931 amounted to $78,262.65, and in 1935 they 
totalled $1,801,119.65. The complainant’s advertising costs exceeded a million 
dollars each year from 1934 to 1939, inclusive. 

About 1921 or 1923 the complainant used script in its “Lady Esther” trade- 
mark which appeared on every package sold. The complainant’s goods achieved a 
national distribution in 1923 to 1925 and such distribution has continued to date. 

The complainant’s sales in Providence in 1931 amounted to $81.69; in 1932, 
$3,596.49 ; in 1933, $15,311.33, and for the years 1934 to 1939 they were in excess 
of $15,311.39, the peak year being 1934 when they amounted to $21,022.86. Sales 
were also made in other parts of Rhode Island. 

In 1931 the complainant spent for radio advertising in Providence $3,662.10; 
and in 1933 for radio time and talent $9,228.03; in 1934, $13,817.25; in 1935, 
$13,350.89; in 1936, $19,194.43; in 1937, $21,145; in 1938, $16,033; in 1939, 
$15,238. 

The complainant has advertised on Providence radio stations at least once weekly 
since 1931 ; in 1935 three times a week ; in 1936 and 1937 two nights a week, and in 
1938, 1939 and 1940 at least one night a week of a half-hour duration. 

The net sales of the complainant amounted to $3,831,885 in 1939 of which amount 
$16,568 were derived from sales made in Providence. 

The complainant filed in the office of the Secretary of State of Rhode Island on 
March 7, 1934, pursuant to the provisions of Chapter 223 of the General Laws of 
the State of Rhode Island (1923), its trade-mark for cosmetics of all kinds, the 
essential feature of which consisted of the name “Lady Esther’’ written in a particu- 
lar script. 

The complainant produced three witnesses who bought shoes from the respondent 
in 1935, 1938 and 1941 which were marked “Lady Esther.” Their testimony, how- 
ever, was not convincing that they believed the shoes were the products of the 
complainant. 

The respondent testified that he has been in the retail shoe business for thirty-one 
or thirty-two years and that he first used the name “Lady Esther Shoes” in Leon’s 
Shoe Store in Worcester, Mass., “about 1930” and two or three months after that 
he sold such shoes in Bailey’s Shoe Store in Providence. In 1934 he opened a 
“Lady Esther Shoe Store” in Providence which he operated for about seven or 
eight months. A few months later he opened another “Lady Esther Shoe Store” in 
Providence which remained in operation for about a year. In 1935 he opened a 
“Lady Esther Shoe Store” at 1936 Westminster Street in Providence which he still 
operates. 

The respondent testified that it was in 1932 he displayed the first “Lady Esther” 
shoe sign in the window of his Worcester store. 
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The shoes sold by the respondent bore labels upon which were printed “Styled 
Exclusively for Lady Esther” (Ex. 26) ; some were marked on the outer and inner 
soles “Lady Esther Fashion Arch” (Ex. C) ; others were marked on the inner sole 
“Lady Esther” (Ex. A). The shoe boxes used by the respondent in his store were 
plainly marked in script with the words “Lady Esther.” 

The front of the respondent’s store in Providence conspicuously displayed five 
signs, including a large Neon sign, all containing the words “Lady Esther”’ in script 
similar to the script used by the complainant. The respondent also used a horizontal 
elongation of the letter “L” in the word “Lady” very similar to that used by the 
complainant on its products and as appears in complainant’s registered trade-mark. 

The respondent in his direct examination testified that he first used the name 
“Lady Esther Shoes” in his Worcester store “about 1930.” In his cross-examina- 
tion he testified he first used the name in 1932. He admitted that he never used 
an electric sign with the name “Lady Esther” on or before the opening of the first 
“Lady Esther Shoe Store” in 1934 in Providence. He was unable to tell who made 
the first “Lady Esther” label for the shoes. 

The respondent’s son, testifying after his father, said “Lady Esther” was used 
first in 1930 in Leon’s Shoe Store in Worcester and that the name “Lady Esther” 
was adopted because it was the nickname of his wife. This witness admitted that 
this adoption of the trade-name was not until about five years after his marriage 
during which period the respondent was operating shoe stores under less fanciful 
names. 

The evidence convinces me and I find that the respondent did not use the name 
“Lady Esther” prior to 1932 by which time the complainant’s use of that name was 
well known in Providence and other parts of Rhode Island because of newspaper 
advertisements, radio broadcasts and the sale of the complainant’s goods in stores. 
The respondent denied that he knew of such use of the name “Lady Esther” by the 
complainant, but this seems inconceivable under the circumstances. 

The products of the parties are used by women. The trade-name “Lady Esther”’ 
is fanciful. The complainant has spent large sums of money in advertising to build 
up good-will and to make its trade-name and products known to the purchasing 
public. The complainant used the trade-name for about twenty-nine years before 
the respondent adopted it in his business. 

Assuming that the respondent adopted the trade-name “Lady Esther” because, 
as his son testified, it was the nickname of his son’s wife and the adoption was made 
in good faith, I do not believe that it can be charged to coincidence that the re- 
spondent adopted practically the same script on his advertising signs and on his 
products as the complainant used in its trade-mark on its products. 

In the case of Great Atlantic & Pacific Tea Co. v. A. & P. Radio Stores, 20 F. 
Supp. 703, 704, the court said: 


The plaintiff seeks to restrain the defendant from using its trade-name “A & P” in con- 
nection with its business of selling radios, washing machines, and electric refrigerators. 
None of these articles is sold by the plaintiff. Consequently the first question presented is 
whether the owner of a nationally known and valuable trade-name may restrain its use 
by a third party in connection with a non-competing business. It is quite clear that in such 
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a case the defendant is not actually diverting custom and trade from the plaintiff. Such an 
injury, however, is not the only one which may result. As was said by Mr. Justice Shien- 
tag in Philadelphia Storage Battery Co. v. Mindlin, 163 Misc. 52, 296 N. Y. S. 176, 178: 
“The normal potential expansion of the plaintiff’s business may be forestalled. . . . His repu- 
tation may be tarnished by the use of his mark upon an inferior product. ... A false im- 
pression of a trade connection between the parties may be created, possibly subjecting the 
plaintiff to liability or to the embarrassments of litigation, or causing injury to his credit 
and financial standing.” 

The underlying principle involved in these cases was well put by Circuit Judge Learned 
Hand in Yale Electric Corporation v. Robertson (C. C. A.), 26 F. (2d) 972, 974, as follows: 
“However, it has of recent years been recognized that a merchant may have a sufficient 
economic interest in the use of his mark outside the field of his own exploitation to justify 
interposition by a court. His mark is his authentic seal; by it he vouches for the goods 
which bear it; it carries his name for good or ill. If another uses it, he borrows the 
owner’s reputation, whose quality no longer lies within his own control. This is an injury, 
even though the borrower does not tarnish it, or divert any sales by its use; for a reputa- 
tion, like a face, is the symbol of its possessor and creator, and another can use it only as a 
mask.” 

It is on the basis of this developing conception of unfair competition that the courts 
have repeatedly restrained the use of similar trade-marks on non-competing goods. See 
Walter v. Ashton, 1902, 2 Ch. 282; Aunt Jemima Mills Co. v. Rigney & Co. (C. C. A.), 
247 F. 407, L. R. A. 1918c, 1039 [8 T.-M. Rep. 163], cert. den. 245 U. S. 672, 38 S. Ct. 222, 
62 L. ed. 540; Aluminum Cooking Utensil Co. v. Sargoy Bros. & Co. (D. C.), 276 F. 
447 [12 T.-M. Rep. 53]; Vogue Co. v. Thompson-Hudson Co. (C. C. A.), 300 F. 509 
[15 T.-M. Rep. 1]; Wall v. Rolls-Royce of America (C. C. A.), 4 F. (2d) 333 [15 T.-M. 
Rep. 239] ; Hudson Motor Car Co. v. Hudson Tire Co. (D. C.), 21 F. (2d) 453 [17 T.-M. 
Rep. 459] ; Duro Co. v. Duro Co. (C. C. A.), 27 F. (2d) 339 [22 T.-M. Rep. 83] ; Standard 
Oil Co. v. California Peach & Fig Growers (D. C.), 28 F. (2d) 283 [19 T.-M. Rep. 1]; 
Del Monte Special Food Co. v. California Packing Corporation (C. C. A.), 34 F. (2d) 
774 [19 T.-M. Rep. 443] ; Waterman Co. v. Gordon (C. C. A.), 72 F. (2d) 272 [24 T.-M. 
Rep. 343]; Alfred Dunhill of London v. Dunhill Shirt Shop (D. C.), 3 F. Supp. 4789; 
Great Atlantic & Pacific Tea Co. v. A. & P. Cleaners & Dyers (D. C.), 10 F. Supp. 450 
{25 T.-M. Rep. 557]. 


0 is «anal ee eel 


In the case of Alfred Dunhill of London, Inc. v. Dunhill Shirt Shop, Inc., 3 F. 
Supp. 487, the court said : 


I think this is a plain case for injunctive relief. The only conceivable reason for the 
use of name “Dunhill” by the defendant is to trade on the reputation and good will of the 
plaintiff. Indeed, that in substance is admitted in the answering affidavit, where it is stated 
that the name was chosen “because we wanted a name for our men’s haberdashery shop 
that would be associated with ‘the English’ because of that people’s great reputation in 
turning out well dressed men.” 

It is no answer that the defendant sells shirts, and the plaintiff, smokers’ requisites. 
Wall v. Rolls-Royce (C. C. A.), 4 F. (2d) 333; Yale Electric Corp. v. Robertson 
(C. C. A.), 26 F. (2d) 972. Nor is it a defense that the defendant is incorporated, and 
that the name “Dunhill” appears in its corporate title. . 





The facts in the instant case entitle the complainant to equitable relief. 


FINDINGS 


I find that the respondent adopted the name “Lady Esther” with the intention 
to benefit by the use of the trade-name of the complainant. 
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I find that the respondent’s use of the trade-name “Lady Esther” is likely to 
confuse and deceive the purchasing public in believing the products of the parties 
have the same origin. 

I find that the complainant’s trade-name was well known in Rhode Island and 
that its products were sold there for a long time prior to the time that the respondent 
began the use and sale of his goods under the trade-name “Lady Esther.” 

I find that the complainant has not suffered any pecuniary loss. 


CONCLUSIONS OF LAW 


The evidence in this case leads me to the conclusion that the respondent’s use 
of the name “Lady Esther’ in connection with his business constitutes unfair com- 
petition with the complainant in violation of the law. 

The complainant is entitled to an injunction against the respondent restraining 
him from using the name “Lady Esther” in connection with his business. 

The respondent has stated in his brief “. . . . the respondent . . . . has refrained 
from offering any proof in support of his counterclaim, and has no objection, at 
this time to its dismissal.” The respondent’s counterclaim is, accordingly, denied 
and dismissed. 

I will hear the parties on April 6, 1942, at 10 a.m. on the form of judgment to be 
entered and the matter of costs. 





STERLING PRODUCTS CORPORATION v. STERLING PRODUCTS, 
INC. (DELAwarE) ; SAME v. STERLING PRODUCTS, INC. 
(WEstT VIRGINIA) 


United States District Court, Southern District of New York 
July 20, 1942 


TRADE-MARKS—DESCRIPTIVE TERMS—“STERLING” AND “STERLING Propucts”’—SECONDARY 
MEANING. 

The word “Sterling” and the name “Sterling Products” being descriptive, to entitle it to 
their exclusive use plaintiff must prove that they have acquired a secondary meaning in the 
particular trade as identifying plaintiff and its business. 

TRADE-MARKS AND UNFAIR COMPETITION—DESCRIPTIVE TERMS—USE BY COMPETITOR—RIGHT TO 
RELIEF. 

Even if plaintiff established that the words “Sterling Products” have a secondary meaning, 
in order to be entitled to injunctive relief, it must also establish a fraudulent and unfair use 
thereof by defendants. 

UnFatir CoMPETITION—SUITS—EVIDENCE. 

In spite of customers’ affidavits adduced by plaintiff to show that the words “Sterling 
Products” meant the plaintiff, since there may be many customers who identify them with 
defendants, the issue cannot be passed upon without a trial. 


In equity. Action for unfair competition. On defendants’ motion for summary 
judgment. Motion denied. 
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Gustave Simons, New York, N. Y., for plaintiff. 
Wright, Gordon, Zachry, Parlin & Cahill (John T. Cahill and Fred J. Knauer, of 
counsel ), all of New York, N. Y., for defendants. 


GODDARD, District Judge: 


The plaintiff in each of the above-entitled consolidated actions seeks a permanent 
injunction restraining the defendant corporation from using the word “Sterling” in 
their trade-names or businesses. Plaintiff also seeks damages amounting to 
$250,000. <A preliminary injunction was denied by Bright, D. J., of this court, on 
January 27,1942. 43 F. Supp. [52 U.S. P. Q. 454]. Defendants now move under 
Rule 56 of the Federal Rules of Civil Procedure for summary judgment. 

Plaintiff, Sterling Products Corporation, was incorporated in New York in 1925, 
although it did not begin to function under that name until 1928. There and since 
1914 the business was conducted by the vice-president of the plaintiff, one David B. 
Levy, under his own name which had attached to it the words “Sterling Products.” 
One defendant was organized in West Virginia in 1901 as the Neuralgyline Com- 
pany, which name was changed in 1917 to Sterling Products, Inc. The other de- 
fendant was incorporated in Delaware in 1932 under its present name. Shortly 
thereafter the stock of the West Virginia defendant, as well as the stock of the 
various subsidiaries owned by it, was transferred to the Delaware corporation which 
became a holding corporation, while the West Virginia concern continued as an 
operating company. It is not clearly established whether both defendants estab- 
lished offices in New York, although one did, presumably the Delaware Corporation. 

Plaintiff contends that defendants have been gradually transferring the bulk of 
their business to New York and have entered into unfair competition with it to 

its damage. It is asserted that, although the plaintiff and the West Virginia cor- 
‘poration are not in the same business, they are in similar businesses in that they 
sell drugs and surgical supplies to doctors, hospitals, etc. The West Virginia cor- 
poration denies this, contending that one hundred percent of its business is in drugs, 
whereas the principal business of the plaintiff is surgical supplies and its drug busi- 
ness is only incidental. The Delaware corporation denies that it sells anything. 

In denying plaintiff's motion for a preliminary injunction, Judge Bright stated 
in his opinion that the word “Sterling’’ and the words “Sterling Products” are 
descriptive and are not susceptible to exclusive adoption by anyone. Even if I did 
not accept Judge Bright’s decision on this feature of the case, the affidavits sub- 
mitted on this motion contain nothing in the way of additional facts to warrant my 
coming to a different conclusion. 

To entitle it to exclusive use of these words, therefore, plaintiff must establish 
that they have acquired a secondary meaning in the particular trade. Plaintiff must 
demonstrate that these words have been used exclusively for many years and to such 
an extent that they are commonly associated with the plaintiff and plaintiff’s business. 
R. H. Macy & Co. v. Colorado Clothing Mfg. Co., 68 F. (2d) 690 [24 T.-M. Rep. 
43] ; Standard Oil Co. of New Mexico v. Standard Oil Co. of California, 56 F. (2d) 
973 [22 T.-M. Rep. 363]. 
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Defendants contend that, even if plaintiff were to establish that the words 
“Sterling Products’ have a secondary meaning, the plaintiff must also establish a 
fraudulent and unfair use of the words by defendants to be entitled to injunctive 
relief. This, defendants urge, the plaintiff has failed and is unable to do and there- 
fore defendants are entitled to dismissals of the complaints. 

It is quite true that the use of the descriptive word “Sterling” is not susceptible 
of exclusive use by plaintiff, although it may have acquired a secondary meaning, and 
any one is entitled to make fair use of the word. It is not the mere use of the word 
“Sterling,” but the method or manner of its use which determines the rights of the 
parties ; in order for the plaintiff to prevail it must show that defendants made an 
unfair use of it. Even though plaintiff does establish a secondary meaning, this does 
not mean that it can, for instance, pick out from the telephone book all those con- 
cerns employing the name “Sterling’—and there are many—and restrain them 
from using that name. It must establish by facts that the necessary and probable 
tendency of defendants’ conduct is to deceive the public and pass its goods off as and 
for those of plaintiff, although actual fraudulent intent need not be shown. Coty, 
Inc. v. Parfums De Grande Luxe, 298 F. 865 [14 T.-M. Rep. 185]. After reading 
the various affidavits, it seems doubtful whether the plaintiff can establish such facts, 
but in any event, it is an issue that should be decided only after trial. Although it 
was conceded by the defendants for the purpose of this motion that the word 
“Sterling” or the words “Sterling Products,” as used in the plaintiff's name, have 
acquired a secondary meaning, that fact will also have to be established at the trial. 

Despite the many statements and affidavits of customers of the plaintiff to the 
effect that to them the words “Sterling Products” meant the plaintiff or the plaintiff's 
predecessor, David B. Levy, undoubtedly there are many customers of the defend- 
ants who never heard of the plaintiff and to whom the words “Sterling Products” 
meant the defendants. That issue cannot be properly passed upon without a trial. 
These and other questions cannot be decided on the papers before me, but must be 
left for determination after trial. 

Defendants’ motions for summary judgment are denied. 

Settle order on notice. 





DIXIE ROSE NURSERY v. COE, COMMISSIONER OF PATENTS 
Court of Appeals, District of Columbia 
December 16, 1942 


TRADE-MARKS AND TRADE-NAMES—DEVELOPMENT OF ARBITRARY Worps INTO DESCRIPTIVE 
TERMS—REGISTRABILITY. 

A name used at first to distinguish an invented device would then be arbitrary, but, if 
applied for a considerable period to all such devices and to nothing else, it would come to 
describe it and hence be unregistrable. 

TRADE-MARKS—REGISTRABILITY—VARIETY NAMES FOR RosEsS—“TEXAS CENTENNIAL” —INTENT 
or CONGRESS. 

Where appellant developed a new variety of rose, which it patented under the name “Texas 
Centennial,” and sold to the public from its own nursery and through licensees, the said words, 
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though at first arbitrary, held to have become descriptive of the kind of rose, rather than an 
indication of origin. It is not clear that Congress intended to imply that such names were 
registrable, even though, for the moment, applicant and his licensees are the only persons 
who produce the goods. 
TRADE-MARKS—ADDITION OF GEOGRAPHICAL NAME—REGISTRABILITY. 
The inclusion of a geographical name or map does not entitle a descriptive mark to regis- 
tration. 


Appeal from the United States District Court for the District of Columbia. 
Action under R. S. 4915 to obtain registration of a trade-mark. From judgment for 
defendant, plaintiff appeals. Affirmed. For decision below, see 30 T.-M. Rep. 476. 


Harry C. Robb, Sr., Washington, D. C. (John F. Robb, Cleveland, Ohio, and Harry 
C. Robb, Jr., Syracuse, N. Y., on the brief), for appellant. 

Edwin L. Reynolds, Washington, D. C. (W. W. Cochran, Solicitor, U. S. Patent 
Office, on the brief), for appellee. 


Before Groner, Chief Justice, and EDGERTON and RUTLEDGE, Associate Justices. 
EDGERTON, Associate Justice : 


This appeal is from the District Court’s refusal to authorize the Commissioner 
of Patents’ to register appellant’s trade-mark for rose plants, scions and cuttings. 
The mark consists of the words “Texas Centennial” on an outline map of Texas. 
The Trade-Mark Act of 1905 provides that “no mark which consists .. . . merely in 
words or devices which are descriptive of the goods with which they are used, or of 
the character or quality of such goods, or merely a geographical name or term, shall 
be registered... .”* The Patent Office refused registration on the grounds that 
“Texas Centennial” is the name of a variety of rose, and descriptive, and that the 
name and map of Texas are geographical. 

Appellant concedes that “Texas Centennial” is the name of a variety of rose. 
This variety is known throughout the trade, and listed in appellant’s catalog by 
this name. Purchasers call for it, and for no other variety, by this name. Appel- 
lant’s catalog attributes to the “Texas Centennial” a number of physical features 
which distinguish it from other roses. Appellant has patented this rose, and appar- 
ently it is grown and marketed only by appellant and its licensees. Though the 
licensees agree to tell purchasers of appellant’s connection with it, one may in fact 
buy “Texas Centennial” roses without learning that the original stock came from 
appellant’s nursery. 

If a man should invent a combination automobile and airplane, and call it an 
ambi, the name would at first be arbitrary and not descriptive. But if the name 
were applied, for a considerable period, to all such combinations and to nothing else, 
the name would come to identify or describe the thing, as the word “cellophane’”® 
has come to describe a thing. “The meaning which should be given to the words 






1. Under R. S., § 4915, 35 U.S. C., § 63. 

2. 33 Stat. 725, § 5; 15 U.S. C., § 85. 

3. Dupont Cellophane Co., Inc. v. Waxed Products Co., Inc., 85 F. (2d) 75, 80 (C. C. A. 2d), 
cert. den., 304 U. S. 575 [26 T.-M. Rep. 513]. 
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constituting the mark is the impression and signification which they would convey 
to the public.”* The Patent Office and the District Court might properly conclude 
that the words “Texas Centennial,” though originally arbitrary, have come to 
describe to the public a rose of a particular sort, not a rose from a particular nursery. 
It follows that the statute forbids the registration of the words, unless an exception 
is to be read into the statute to the effect that words which are descriptive may none- 
theless be registered when the applicant and his licensees are, for the moment, the 
only persons who produce the thing described. 

The policy of such an exception is not so clear that we can impute to Congress 
an intent to imply it. It is conceived to be fair to persuade buyers that they want 
goods from a particular source, and to enable them to get such goods by the con- 
venient means that an exclusive trade-mark or trade-name provides. It is con- 
ceived to be unfair to require buyers who are indifferent to source and want merely 
goods of certain characteristics, to name a particular source in order to name the 
desired characteristics.” To allow registration of the name “Texas Centennial” 
would give appellant an unfair advantage despite the fact that only appellant and its 
licensees now produce “Texas Centennials.”’ It would tend to prolong appellant’s 
monopoly, beyond the life of appellant’s patent, by making it difficult for a newcomer 
to break into the field. We cannot read such an intent into the Trade-Mark Act. 

The inclusion or addition of the geographical name and map does not entitle the 
mark to registration. If, as appellant contends, the Patent Office has previously 
registered trade-marks in like circumstances, it does not follow that its present 
action is erroneous. 

Affirmed. 


MILES LABORATORIES, INC. v. AMERICAN PHARMACEUTICAL 
COMPANY, INC. Et AL. 


New York Supreme Court 
September 9, 1942 


Unrair CoMPETITION—“ALKA-SELTZER”—SvUITS—ACCOUNTING—BURDEN OF PROOF. 

In fixing the amount of damages in an action for unfair competition and for infringing the 
trade-mark “Alka-Seltzer,” the referee’s ruling that the burden of proving costs of manu- 
facturing and selling the product he placed on defendants held proper. 

Unramr ComPETITION—SUITS—ACCOUNTING—COMPARED WITH INFRINGEMENT SUITS. 

The same equitable principles apply when relief against unfair competition is sought in 
equity as in cases of trade-mark infringement. 

UnFair CoMPETITION—SUITS—ACCOUNTING—STATUTORY FEES. 

Under the Civil Practice Act, the referee’s fees may be fixed in an amount approved by 
the court. Moreover, there is no statutory authority which permits the allowance of a 
counsel fee to plaintiff for services rendered in the reference. 


4. In re Irving Drew Co., 54 App. D. C. 310, 311 [14 T.-M. Rep. 225]. 


5. Cf. Singer Mfg. Co. v. June Mfg. Co., 163 U. S 169, 185, 186; DuPont Cellophane Co. v. 
Waxed Products Co., 85 F. (2d) 75, 80. 
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In equity. Action for trade-mark infringement and unfair competition. On 
plaintiff's motion to confirm report of referee and defendants’ objections thereto. 
Objections overruled. 


Leslie D. Taggart, of New York City, for plaintiff. 
Albert T. Scarps, of New York City, for defendants. 


Mr. Justice HECHT: 


This is an equity suit for an injunction and an accounting. Plaintiff is the owner 
of the trade-mark ‘Alka-Seltzer,’ which is registered in the United States Patent 
Office. Plaintiff alleged that defendants infringed the trade-mark “Alka-Seltzer” 
and competed unfairly in their use of their alleged trade-mark “Aphco Alkaline 
Selzer.” Plaintiff prevailed on the trial, an injunction was granted against the two 
defendants and they were ordered to account. Plaintiff moves to confirm the report 
of the referee appointed herein, by order of the Appellate Division, and for a 
fixation of the fees of the referee, the stenographer who took the minutes of the 
hearings and of counsel for the plaintiff for services rendered on the accounting. 

The objections made by defendants to the adoption of the report fall into two 
categories, which we shall designate as major and minor. 

The first major objection is made to the rule adopted by the referee on the 
question of burden of proof, which, if upheld, would vitiate the entire reference. 
Defendants contended before the referee that Rule 174, Rules of Civil Practice, 
placed the burden of proof upon the plaintiff to sustain the objections it made to 
the account as filed by the defendants. Counsel for defendants cites cases which 
indicate that this Civil Practice Rule stems from the 107th Chancery Rule of the 
former Chancery practice of this state, which placed the burden of proving objec- 
tions to a filed account upon the objector (N. Y. Bank Note Co. v. Hamilton Bank 
Note, &c., Co., 56 App. Div. 488). The referee rejected this contention and ruled 
that plaintiff made out a prima facie case when it established the amount of sales 
made by the infringer defendants, and held that the latter, in order to diminish the 
profits as represented by the sales, had the burden of proving costs of manufacturing 
and selling the product (S. M., vol. 1, pp. 13, 14, 15, 16). Under the circumstances 
presented in this case, I believe the referee adopted the proper rule relative to the 
burden of proof. The Restatement of the Law of Torts states: “Section 748. Com- 
putation of Profits. The net profits for which the actor is liable under the rule 
stated in Section 747 are the gross income earned by means of the conduct which 
subjects him to liability less the allowable costs incurred by him in earning that 
income.” 

The comment on that section reads: “a. Deductions from Gross Income. When , 
the defendant is shown to have earned income by means of the conduct which 
subjects him to liability, the burden is on him to establish that this income does not 
represent his net profits and what deductions should be made in order to ascertain 
his net profits. The rule stated in Sections 747-8 permits the deduction of costs or 
expenses incurred in earning the gross income and the comments which follow dis- 
cuss items the deductibility of which is generally important.” 
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The above in effect is the rule followed in the federal courts in trade-mark and 
similar accountings (Westinghouse v. Wagner, 225 U. S. 604; Hamilton-Brown' 
Shoe Co. v. Wolf Bros. & Co., 240 U.S. 251) [6 T.-M. Rep. 169]. It is true that 
this action is not based upon a “trade-mark’”’ as such. Nevertheless, the same 
equitable principles apply when relief against unfair competition is sought in equity. 
It would be most inequitable to permit defendant, an adjudicated wanton wrongdoer, 
to file an account in which he has commingled costs and other deductions and cast 
the almost impossible burden upon plaintiff to disprove the items set forth in the 
account. It would render the accounting nugatory (Winthrop Chemical Co., Inc. 
v. Blackman, 159 Misc. 453 [24 T.-M. Rep. 241]. 

Defendants’ second major objection is made to the finding of the referee that the 
defendants corporation and Kachurin constitute one entity, and to the fact that he 
stated the account on that basis. The referee’s determination on this issue is correct 
(S. M., pp. 1251 to 1264). It is supported by the findings contained in the inter- 
locutory judgment herein, dated May 16, 1936, the order of the Appellant Division, 
dated January 10, 1941, and the facts developed at the trial. All indicate that de- 
fendant Kachurin, a chronic, unfair competitor, used the corporate entity of de- 
fendant corporation to make himself “accounting proof.” 

Proceeding to the first of the minor objections, we find that defendants urge that 
the referee erred in refusing to allow credit for merchandise of the value of $1,957.63 
allegedly returned by customers. The referee based his determination upon the fact 
that there was no proof that the returns were destroyed, as defendants contend. 
Assuming this to be true, it nevertheless is not disputed that returns totalling 
$1,957.63 were in fact made. This sum, therefore, should be deducted from the 
gross sales and a reduction made of the total cost of manufacture by an amount 
proportionate to the cost of the returns. The report is modified accordingly. 

The rest of the minor objections relate to disallowances made by the referee of 
various claimed items of direct expense. The defendants rely on the uncorroborated 
oral testimony of two of the employees of the corporate defendant to sustain these 
alleged expenses. The referee in his opinion (p. 15) states that the testimony of 
these witnesses “is opposed to the probabilities, is suspicious and are merely guesses 
to say the least and in some instances untrue. Answers to many questions asked of 
them were evasive and contradictory. Their testimony as to these matters is not 
worthy of credence.” The referee had the advantage of seeing and hearing these 
witnesses and his appraisal of the weight to be given to their testimony will not be 
disregarded. The court will not interfere with the determination of the referee 
on these items. 


Defendants direct their final group of objections to the allowances requested 
by the stenographer who reported the hearings, the referee and the attorneys for 
plaintiff. The order of the Appellate Division, dated January 10, 1941, directing 
the reference, provided in part: “The expenses of said accounting reference before 
the said John F. Collins, Referee, to wit, the referee’s fees in an amount to be 
approved by the court, the costs of taking and transcribing the testimony in this 
reference, a reasonable counsel fee for the plaintiff on this reference, and any other 
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items of costs or disbursements reasonably attributed thereto, to be taxed on the 
final judgment.” 

The stenographer has submitted a bill approved by the referee asking that he be 
paid at the rate of 75c. per page of transcribed testimony. Defendants claim this is 
an excessive charge. I do not agree that it is. It is the usual fee charged on refer- 
ences made by this court (People ex rel. Nichols v. Miller, New York Law Journal, 
January 17, 1939, McLaughlin, J.). 

The order of the Appellate Division above referred to specifically provides that 
the referee’s fee should be “in an amount to be approved by the court.” Defendants 
argue that all directions in that order for the payment of fees must be read in the 
light of existing statutory provisions therefor, and they insist that, pursuant to the 
provisions of section 1545, Civil Practice Act, in the absence of a stipulation of the 
parties, fees of the referee are limited to $25 per day. That section reads: “For 
each day spent in the business of a reference the referee shall be entitled (a) in an 
action or special proceeding brought in a court of record to $25 or (b) ina special 
proceeding supplementary to judgment to $10; unless a different rate of compen- 
sation is fixed by the court, or a judge or justice thereof, or by consent of the parties, 
other than those in default of failure to appear or plead, manifested by an entry in 
the minutes of the referee, or otherwise in writing.” (Italics supplied.) 

A referee was appointed in the interlocutory judgment in this action to take and 
state the account. That referee was removed by order of the Appellant Division, 
dated January 10, 1941. In that judgment there was a provision with reference to 
the referee’s fees in exactly the same language as in the order of January 10, 1941, 
appointing the referee herein. In the opinion of the Appellate Division removing 
the former referee (Miles Laboratories, Inc. vy. Am. Pharmaceutical Co. and ano., 
261 App. Div. 108), referring to a proposed stipulation as to the former referee's 
fees, that court said (p. 112): “..... A stipulation is wholly unnecessary in this case 
for the reason that the interlocutory order provided that the referee’s fees were to 
be fixed in an amount to be approved by the court.” 

Accordingly, the referee’s fee is now fixed at $3,500. 

The attorneys for plaintiff ask that they be allowed a counsel fee for services 
rendered on the reference. I can find no statutory authority which permits such 
allowance. Costs and allowances to parties, under the practice in this state, are 
regulated by statute (Fine v. Clinton Realty, 105 Misc. 319, aff’d 188 App. Div. 319; 
Bishop v. Hendrick, 82 Hun. 323, aff'd 146 N. Y. 398). In addition to the usual 
costs and disbursements, an additional allowance may be made to a party for the trial 
of a difficult and extraordinary case when the court in its discretion may award “a 
sum not exceeding five percentum upon the amount recovered” (section 1513, 
C. P. A.), and not in excess in the aggregate of $2,000 (section 1514, C. P. A.). 
This undoubtedly was a difficult and extraordinary case and plaintiff is awarded an 
extra allowance of 5 percent on the amount recovered as fixed in the final judgment 
to be entered hereon. The only case in support of its claim that plaintiff has directed 
my attention to is Winthrop Chemical Co., Inc. v. Blackman, supra. <A reading of 
the decision of Mr. Justice McLaughlin made therein indicates that the question of 
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the propriety of the award of counsel fee was not before the court. There both 
parties agreed that the referee could fix a reasonable allowance as counsel fee for 
the attorney for plaintiff. The court there merely held that under such circum- 
stances defendant would not be heard to complain of the reasonableness of the fee 
allowed. 

Motion to confirm the report of the referee is granted to the extent above indi- 
cated. Interest on the amount due plaintiff to run from May 17, 1935 (Lever Bros. 
v. Eavenson & Sons, Inc., 261 App. Div. 584 [25 T.-M. Rep. 648] ; Warren, Inc. 
v. Turner’s Gowns, Lim., 285 N. Y. 62 [30 T.-M. Rep. 77]). Defendants granted 
ten days’ stay of execution. Settle judgment. 





WILLIAM I. KAUFMAN, INDIVIDUALLY, AND TRADING AS THE K-M AUTO 
SUPPLY CO. v. MICHAEL MATCZAK, InpIvIDUALLY, AND TRADING AS 
K AND M AUTO SERVICE 


Pennsylvania Court of Common Pleas, Philadelphia County 
October 21, 1942 


UNFAIR CoMPETITION—USE OF SIMILAR TRADE-NAMES—“THE K-M Auto Suppty Co.” ann “K 
AND M Auto SErvIcE”—Non-CONFLICTING NAMES. 

The name “K and M Auto Service,” held not to be confusingly similar to “K-M Auto 
Supply Company,” particularly as the former was used to designate a business of selling 
supplies and accessories for automobiles, and the latter as the name of a business of servicing 
automobiles. 


UNFAIR COMPETITION—TRADE-N AMES—SCOPE OF PROTECTION. 

While the adoption of a trade-name is an exclusive appropriation, it does not follow that 
its use under all circumstances, the test being whether its later use is likely to cause con- 
fusion among purchasers of the respective goods or services. 

UNFAIR COMPETITION—USE OF SIMILAR TRADE-NAMES IN NON-COMPETING BUSINESS. 

Plaintiff began in 1918 selling at wholesale automobile supplies and parts, electrical supplies 
and appliances, household furnishings and sporting goods in Philadelphia, Penna., under the 
trade-name “The K-M Auto Supply Company,” having 600 customers and doing a business of 
$675,000 in 1941. Defendant conducted since May, 1935, a general garage business, doing 
repair work and servicing automobiles, located also in Philadelphia, under the name “K and 
M Auto Service.” Plaintiff held without right to restrain defendant from the use of said 
name, particularly as it was adopted in good faith and there was no evidence of confusion 
among the public as to the identity of the parties. 

UNFAIR COMPETITION—TRADE-NAMES—EFFECT OF REGISTRACION. 

The fact that plaintiff had registered his trade-name under the Fictitious Names Act long 

before the defendant gave him no right to the exclusive use of the said name. 


In equity. Action for unfair competition in the use of a trade-name. Com- 
plaint dismissed. 


Herman Eisenberg, of Philadelphia, Penna., for plaintiff. 
Louis J. Soligon, of Philadelphia, Penna., for defendant. 
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CRUMLISH, Judge: 
STATEMENT OF PLEADINGS 


This is a suit in equity filed by William I. Kaufman, individually and trading as 
“The K-M Auto Supply Co.,” seeking an injunction restraining the defendant from 
using the letters “K” and “M” in any combination or arrangement of words in his 
trade-name and in his business which at the present time is known as the “K and M 
Auto Service.”* 

From the evidence, the chancellor makes the following : 


FINDINGS OF Fact 


1. The plaintiff has been engaged in business under the name of “The K-M Auto Supply 
Co.” continuously from 1918 to date. 

2. The plaintiff commenced using the name in partnership with one Charles K. Babbitt in 
1918. 

3. The name “The K-M Auto Supply Co.” was registered by the plaintiff and Charles K. 
Babbitt, under the Fictitious Names Act, in the office of the Secretary of Commonwealth in 1920. 

4. After the dissolution of the partnership between plaintiff and Charles K. Babbitt, the 
name, “The K-M Auto Supply Co.,” was registered by the plaintiff individually, pursuant to the 
provisions of the Fictitious Names Act, in the office of the Secretary of the Commonwealth and 
in the office of the Prothonotary of Philadelphia in 1936. 

5. Plaintiff’s business consists of the wholesale merchandising of automobile supplies and 
parts, electrical supplies and appliances, household furnishings, sporting goods and merchandise 
of a similar nature. 

6. Plaintiff’s place of business was originally located at 5936 Germantown Avenue, Phila- 
delphia. Plaintiff’s main store is now located at 1333 North Broad Street, Philadelphia, and he 
also conducts three additional stores at 2905-07-09 North Broad Street, Philadelphia. Plaintiff 
also maintains three warehouses in connection with his business. 

7. Plaintiff's trade-name has been listed in the Bell Telephone Directory continuously from 
1919 to the present time. 

8. All the plaintiff’s business contracts are executed in the name of “The K-M Auto Supply 
Ge.” 

9. All of the plaintiff’s business is conducted under the name of “The K-M Auto Supply Co.” 

10. The name, “The K-M Auto Supply Co.,” is displayed by the plaintiff on all of his place 
of business. 

11. Plaintiff carries an inventory of approximately $75,000.00. 

12. Plaintiff did a business of approximately $675,000.00 during 1941. 

13. Plaintiff has approximately 600 customers including garage customers. 

14. Defendant has been engaged in the garage and auto repair business since November 1, 
1934, under the name of “K and M Auto Service.” 

15. Defendant was originally in partnership in said business with one Joseph Karczewski, 
and since May, 1935, when the partnership was dissolved, he has conducted the business personally, 
continuing to use the name of “K and M Auto Service.” The letters, “K” and “M,” were used 
because they are the first initials of the surnames of said Karczewski and defendant. The name, 
“K and M Auto Service,” was first registered, pursuant to the provisions of the Fictitious Names 
Act, in September, 1941. 

16. Defendant conducts a general garage business, where he stores sixty-five automobiles and 
further engages in general repair work and in the servicing of automobiles. 





* Note —A portion of the Statement of Pleadings not necessary to an understanding of the 
decision is here omitted. Eb. 
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17. Defendant’s place of business was originally on the premises at 1938 East Allegheny 
Avenue, in Philadelphia, and his garage is now located at 3019 Frankford Avenue in Philadelphia. 
18. The name, “K and M Auto Service,” is displayed by defendant at his place of business. 

19. Defendant has an investment of about $5,000.00 in his business. 

20. Defendant has no selling counters nor salesmen in his place of business and sells no acces- 
sories except such as are used on automobiles which he repairs or services. 

21. Plaintiff sold gasoline from 1919 to 1926, but has sold none from 1927 to the present time. 

22. Defendant sells gasoline in connection with his garage business. 

23. Defendant did not know of “The K-M Auto Supply Co.” at the time he first started to 


use the name, “K and M Auto Service,” in 1934, but defendant did learn of plaintiff’s business 
and trade-name a few years later. 


24. Plaintiff first became aware of the use by the defendant of the name, “K and M Auto 


Service” in September, 1941, as a result of defendant’s registration of this name under the 
Fictitious Names Act in that month. 

25. Shortly after learning of defendant’s trade-name, plaintiff had his attorney write to the 
defendant, requesting the defendant to discontinue using the name, “K and M Auto Service.” 

26. The defendant is still using the name, “K and M Auto Service.” 

27. The names—‘The K-M Auto Supply Co.” and “K and M Auto Service”— while similar, 
are not so similar under the circumstances of this case as to be confusing to the public. 

28. The nature of the business carried on by plaintiff is totally different from that carried 
on by the defendant. The two businesses are non-competing ; plaintiff’s business consists of the 
wholesale merchandising of automobile supplies and parts, electrical supplies and appliances, 
household furnishings, sporting goods, and things of a similar nature, while defendant conducts 
a neighborhood garage and general automobile repair service. 

29. Following the registration of defendant’s trade-name, plaintiff was accused by a few 
customers and suppliers of selling retail as well as wholesale. 

30. Ona number of occasions plaintiff received mail which was intended to reach defendant. 

31. There has been no substantial confusion on the part of the public with regard to the two 
businesses, nor is there a likelihood that there will ever be any such confusion in the future. 


DISCUSSION 


The gist of the complaint is unfair competition. The parties are in non-com- 
peting branches of the automobile trade. Plaintiff is a wholesaler selling to retail 
merchandisers automobile accessories and general merchandise; the defendant 
operates a garage, and repairs and services automobiles. The question involved 
may be stated as follows: Willa court of equity enjoin the use of a similar trade-name 
where the parties are non-competing and the use indicates no tendency to confuse a 
person of ordinary intelligence using ordinary caution? 

The general subject, unfair competition, is of ever increasing importance because 
of the complexity of our commercial enterprises. In dealing with the issue pre- 
sented, a thorough examination of the law applicable to the facts here presented has 
been made before concluding that the question involved must be answered in the 
negative. . 

The defendant is not and up to the present time has not been in competition 
with the plaintiff in any sense of the word. Therefore, the issue here is the right 
to restrain the use of a trade-name, where the use complained of is in a non-com- 
peting and unrelated business. If the plaintiff’s position were to be sustained, 
rights in trade-names would be carried further than in any reported case that has 
been brought to the chancellor’s attention. Upon the question of the extent of the 
plaintiff’s rights, there are certain general and well settled principles. 





ee _—~ 


en 





: 








WILLIAM I. KAUFMAN v. MICHAEL MATCZAK 21 





First : The plaintiff has certain rights in the name, “The K-M Auto Supply Co.,” 
as a trade-name, but these rights give him no standing in this case to restrain the 
defendant’s use of the name, “K and M Auto Service.” “The mere fact that one 
person has adopted and used a trade-mark on his goods does not prevent the adop- 
tion and use of the same trade-mark by others on articles of a different description. 
There is no property in a trade-mark apart from the business or trade in connection 
with which it is employed. United Drug Co. v. Rectanus Co., 248 U. S. 90, 97 [97 
T.-M. Rep. 1] ; Hanover Milling Co. v. Metcalf, 240 U. S. 403, 413-14 [6 T.-M. 
148]. ‘The law of trade-marks is but a part of the broader law of unfair competi- 
tion’ (idem), general purpose of which is to prevent one person from passing off his 
goods or his business as the goods or business of another” ; American Foundries v. 
Robertson, Comr., 269 U. S. 372, 380, 46 S. Ct. 160, 70 L. Ed. 317 (1926). “In 
truth, a trade-mark confers no monopoly whatever in a proper sense, but is merely 
a convenient means of facilitating the protection of one’s good will in trade by placing 
a distinguishing mark or symbol—a commercial signature—upon a merchandise or 
the package in which it is sold’: United Drug Co. v. Rectanus, supra. There may 
be, of course, instances where a single word in the corporate name has become so 
identified with the particular corporation that whenever used it designates to the 
mind of the public that particular corporation: American Steel Foundries v. Robert- 
son, Comr., supra, at 383. But here, as in the American Foundries case, such fact 
was not established. It follows, then, that a plaintiff cannot restrain the use of a 
word or symbol as a trade-mark or trade-name merely, if the use is in connection 
with non-competing and unrelated goods. See Certain-Teed Products Corp. v. 
Phila. & Suburban Mortgage Guarantee Co., 49 F. (2d) 114, 115 [9 U. S. P. Q. 75, 
76| (C.C. A. 3rd, 1931). “‘.... Since its sole office is to indicate that the goods of 
the same general class to which it is attached emanate from a single source or reach 
the consumer through the same channels of trade . . . . the proprietor of a trade- 
mark is without right to forbid or exclude the use of the same mark, words, or 
symbol by another upon goods or a class and quality so different from those of the 
original user as to preclude the probability that purchasers will be misled into be- 
lieving that the different articles spring from a common source, Schechter’s His- 
torical Foundations of Trade-Mark Law, pp. 146-150; Nims on Unfair Competition 
and Trade-Marks, section 221; Hanover Milling Co. v. Metcalf, supra; for in the 
absence of such confusion in the minds of purchasers the use of the mark by another 
brings about no interference with the trade-mark owner’s right of ‘reasonable ex- 
pectation of future patronage,’ E. S. Rogers, Good Will, Trade-Maries, and Unfair 
Trading, p. 13”: Standard Oil Co. v. California Peach & Fig Growers, Inc., 28 F. 
(2d) 283, 285 (D. C., Del., 1928) (The Nujol case). 

Many of the cases here referred to are cases involving the infringement of trade- 
marks rather than trade-names.' But this does not rule them out as controlling 


1. Restatement of Torts, section 716, comment (a), clearly distinguishes the two in this 
manner: “A trade-name performs the same functions as a trade-mark, but in a much broader 
scope. While a trade-mark identifies only goods, a trade-name may be the name for goods 
emanating from a particular source, whether known or anonymous, or it may be the name of 
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authority, since our courts have stated that the principles pertinent to technical trade- 
mark cases apply also to trade-name cases and to those of unfair competition. See 
Scranton Stove Works v. Clark, 255 Pa. 23, 27 (1916) [7 T.-M. Rep. 20] ; B. V. D. 
Co. v. Kaufmann & Baer Co., 279 Pa. 152, 158 (1924) [14 T.-M. Rep. 203] ; North 
American Provision Co. v. Millar, 85 Pa. Super. Ct. 265, 267 (1925) ; Restatement 
of Torts, section 717, comment (a). 

Second, it is a well settled rule that no one shall, by imitation or unfair device, 
induce the public to believe that the goods he offers for sale are the goods of another 
and thereby appropriate to himself the value of a reputation which his rival has ac- 
quired for his own merchandise: John H. Gates v. Gates Coal Co., 114 Pa. Super. 
Ct. 157, 160 (1934) [24 T.-M. Rep. 449]. In Juan F. Portuondo Cigar Mfg. Co. 
v. Vincente Portuondo Cigar Mfg. Co., 222 Pa. 116, 132 (1908), the court said: 
“The general rule is that anything done by a rival in the same business by imitation 
or otherwise, designed or calculated to mislead the public in the belief that in 
buying the product offered by him for sale, they were buying the product of an- 
other’s manufacture, would be in fraud of that other’s rights, and would afford just 
ground for equitable interference.’ See also: Pratt’s Appeal, 117 Pa. 401, 410 
(1888) ; American Clay Mfg. Co. v. American Clay Mfg. Co., 198 Pa. 189, 193 
(1901) ; Scranton Stove Works v. Clark, supra, at 28 (1916) ; Ralph Bros. Furn. 
Co. v. Ralph, 338 Pa. 360, 363 [45 U. S. P. Q. 375] (1940) ; Potter v. Osgood, 79 
Pa. Super. Ct. 397, 399 (1922); Restatement of Torts, section 717 et seq. The 
underlying and fundamental purpose of the injunctive relief provided by equity is 
to restrain unfair competition, that is, to prevent one person from passing off his 
goods or business as the goods or business of another. This was clearly pointed 
out in B. V. D. v. Kaufmann & Baer Co., supra, by Mr. Justice Kephart (at page 
26Z): 

The gist of the offense seems to be whether the act done tends to pass off the goods of 
one for those of another, or to deprive such other of his rights; and the basis of the action 

is fraud or deceit, misleading the public in the purchase of goods. It is not unlawful for a 

tradesman to imitate, manufacture and sell, as his own, an article manufactured by another, 

not covered by a patent, where the likeness is confined to the goods themselves and there 

is no attempt to deceive purchasers with respect to the manufacturer ; there is no ground on 


which a court of equity can grant an injunction. Scranton Stove Works v. Clark, 255 Pa. 
23. 


It is only by virtue of rights acquired under a trade-mark and the rules of law 
relating to unfair competition that complainant may institute an action; and the 


services rendered by a particular person or association, or it may be the name under which a 
particular person or association does business. 

“A designation becomes a trade-mark as soon as it is adopted and used as a trade-mark; it is 
a trade-mark before as well as after it has acquired a market reputation. But a designation is 
not a trade-name until it has in fact become in the market the name for goods or services coming 
from or through a particular source or the name for a particular business. .. . 

“To be a trade-mark, a designation must . . . be affixed to the goods. But there is no require- 
ment of affixation with reference to trade-names. 

“When a trade-name denominates goods and is affixed to them, there is, as a practical matter, 
little legal differences between it and a trade-mark. Such a trade-name is frequently called a 
trade-mark and under some circumstances may be registered as a trade-mark under the trade- 
mark statutes.” 
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test, so far as the defendant is concerned, is whether the thing done was calculated “to 
deceive an intending ordinary purchaser, not necessarily an intelligent one” (persons 
of ordinary intelligence using ordinary caution: Heinz v. Lutz, 146 Pa. 592, 609 
(1892). See also Geffen v. Baltimore Markets, Inc., 325 Pa. 509, 515 [36 U. S. 
P. Q. 147] (1937) ) “in that the goods sold were not those of the manufacture called 
for. The true theory is the protection of the public, whose rights are infringed or 
jeopardized by confusion of the goods produced by unfair methods of trade—as well 
as the owner’s right to be protected from such methods, . . . Complainant has the 
right to be protected in its reputation and the good will of the business designated 
and known by the use of the trade-mark”: B. V. D. v. Kaufmann & Baer Co., supra. 
See also: Juan F. Portuondo Cigar Mfg. Co. v. Vincente Portuondo Cigar Mfg. 
Co., supra; Pa. Central Brewing Co. v. Anthracite Beer Co., 258 Pa. 45, 50 (1917) 
[7 T.-M. Rep. 549] ; Phila. Dairy Products v. Quaker City Ice Cream Co., 306 Pa. 
164, 176 (1932) [22 T.-M. Rep. 40]; W. E. Schmick v. West Reading Broom 
Works, et al., 79 Pa. Super. Ct. 331, 337 (1922). 

Third: While the adoption of a trade-name is an exclusive appropriation of that 
name, it does not follow that the plaintiff can restrain its use by all persons 
under all circumstances. The plaintiff's rights against a subsequent user depend 
upon a further element—the likelihood of the use producing confusion or uncer- 
tainty in the mind of the public: Pratt’s Appeal, supra, at 410; Heinz v. Lutz, supra, 
at 609, and cases cited therein ; Suburban Press v. Phila. Suburban Publishing Co., 
227 Pa. 148, 152 (1910) ; Pa. Central Brewing Co. v. Anthracite Beer Co., supra, 
at 50; B. V. D. v. Kaufmann & Baer Co., supra; Geffen v. Baltimore Markets, Inc., 
supra, at 515; Stroehmann Bros. Co. v. Manbeck Baking Co., 331 Pa. 96, 97, 98 
(1938) ; Hohenstein v. Perelstine, 37 Pa. Super. Ct. 540, 547 (1908) ; Potter v. 
Osgood, supra, at 399, 400; Restatement of Torts, section 717 et seq. 


The general doctrine is that equity not only will enjoin the appropriation and use of a 
trade-mark or trade-name, where it is completely identical with the name of the cor- 
poration, but will enjoin such appropriation and use where the resemblance is so close as 
to be likely to produce confusion as to such identity, to the injury of the corporation to 
which the name belongs. . . . Judicial interference will depend upon the facts proved and 
found in each case. .. . But where less than the whole name has been appropriated, the 
right of registration will turn upon whether it appears that such partial appropriation is 
of such character and extent that, under the facts of the particular case, it is calculated to 
deceive or confuse the public to the injury of the corporation to which the name belongs: 
American Steel Foundries vy. Robertson, supra, at 381, 382. 


In the foregoing, the court was referring to the right of registration, but that de- 
pends upon the same principles as the right to restrain the use of the word by an- 
other. See Certain-Teed Products Corp. v. Phila. Suburban Mortgage Guarantee 
Co., supra, at 16. In that case (the Certain-Teed case), the Circuit Court of 


Appeals for the Third Circuit adopted the opinion of Kirkpatrick, D. J., who said 
(at page 116): 


In every case brought to any attention in which the use of a word in a non-competing 
business has been restrained, the plaintiff’s right has turned upon the presence of possible 
or likely confusion. (See cases cited) .. . We may take it as settled therefore, that the 
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plaintiff’s rights, even when the word used by the defendant is part of the plaintiff’s cor- 
porate name, depend in some degree at least upon the likelihood of the public confusing 
either the goods of the plaintiff with the business of the defendant or the business of the 
plaintiff with the business of the defendant. As to the degree in which this element 
must be present I do not think the cases go as far as the plaintiff contends, namely, a possi- 
bility of confusion of identity. If they did it seems to me that it would be tantamount to 
giving the plaintiff the absolute right to restrain the use of the word under all circum- 
stances and in connection with any business or any kind of goods. It is obvious that this 
is not the rule, or it would have been so stated long ago. I suppose there is always a 
remote possibility of some confusion arising from the use of the same word in connection 
with different businesses. But in cases of this kind the courts do not deal with possibilities, 
and in every case in which the defendant has been restrained there has been a reasonable 
likelihood of confusion existing, and I take this to be the real question. 


Expressing the rule in almost identical language, in Stroehmann Bros. Co. v. 


Manbeck Baking Co., supra, Mr. Justice Drew said (at page 97) : 


The possibility that purchasers will be misled is not enough: Lafean v. Weeks & Co., 
177 Pa. 412; Brown v. Seidel, 153 Pa. 60.... A likelihood that the public will be confused 
in the belief that a competition’s product is in fact that of the complainant must be demon- 
strated: Hiram Walker & Sons vy. Penn-Maryland Corp., 79 F. (2d) 836, 839 [28 U. S. 
P. Q. 44, 46] ; Maytag Co. v. Meadows Mfg. Co., 35 F. (2d) 403, 406, [20 T.-M. Rep. 408] ; 
Premier Malt Products Co. v. Kasser, 23 F. (2d) 98 [18 T.-M. Rep. 325]. It is not 
necessary that the public should be actually deceived in order to afford a right of action. 
All that is necessary is that the infringement should have a tendency to deceive. The gist 
of the action is the intent to get an unfair benefit of another’s trade; Shaw & Co. v. Pill- 
ing & Son, 175 Pa. 78, 87 (1896). 


The foregoing principles are well established. It remains only to apply them 
to the facts before the chancellor ; remembering that ‘judicial interference will de- 
pend upon the facts proved and found in each case”: American Steel Foundries v. 
Robertson, supra, at 381. From the record, the chancellor is convinced, that there is 
no reasonable likelihood or tendency of the defendant’s use of the trade-name, “K 
and M Auto Service,” creating any confusion in the mind of the public or leading 
the public to believe that his business is the business of the plaintiff. 

In the first place, when defendant started out in business, in 1934, he used as a 
trade-name, quite understandably, the first initials of the surnames of both his then 
partner and himself. He was at that time completely unaware of the existence of 
plaintiff’s business, nor. did he find out about it until a few years later. While it is 
true that a fraudulent intent is not an essential part of plaintiff's cause of action 
(American Clay Mfg. Co. v. American Clay Mfg. Co., supra, at 193, 194, and cases 
cited therein), nevertheless the plaintiff does not make out his case justifying 
equitable interference unless he proves that the effect of defendant’s action “is to 
produce confusion in the public mind and consequent loss to the complainant” ; 
American Clay Mfg. Co. v. American Clay Mfg. Co., supra, at 193, 194. 

The next question, then, is whether or not there is sufficient evidence to support 
a finding that a confusion is likely to result in the minds of the public in transacting 
business with plaintiff and defendant. “.... The test is whether or not the resem- 
blance is such as would be likely to deceive purchasers of the perceptive and analytical 
capacity ordinarily encountered in the usual course of business in the particular 
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trade. Worded otherwise, is the resemblance likely to deceive . . . . purchaser of 
the article” (of ordinary intelligence using ordinary caution: Heins v. Lutz, supra, 
at page 609), “leading him to believe he was purchasing someone else’s goods”: 
Geffen v. Baltimore Markets, Inc., supra, at 515. See also: Heinz v. Luts, supra, 
at 609; White v. Trowbridge, 216 Pa. 11, 21 (1906) ; Pa. Central Brewing Co. v. 
Anthracite Beer Co., supra, at 50; Chas. H. Elliott Co. v. Skillkrafters, Inc., 271 Pa. 
185, 188 (1921) [11 T.-M. Rep. 351] ; Stroehmann Bros. Co. v. Manbeck Baking 
Co., supra, at 98; Peters Packing Co. v. Oswald & Hess Co., 334 Pa. 272, 276 
(1939) ; Nims on Unfair Competition and Trade- Marks, 2nd ed., section 335; Re- 
statement of Torts, section 717, comment (b). And see also: Risser v. Mellott et ux. 
(opinion by President Judge Wright, Court of Common Pleas, Bedford County), 
Legal Intelligencer, vol. 107, page 573. 

That there is no likelihood of confusion in this case is manifestly apparent from 
a number of factors here present. Defendant had been conducting his garage under 
the name, “K and M Auto Service,” for seven years before plaintiff even heard of 
defendant’s business or trade-name. While it is not necessary to prove actual de- 
ception and it is enough to show that there is a likelihood of purchasers being misled, 
still the very fact that there was actually no confusion all during that time (7 years) 
is a strong indication that there will be no confusion in the minds of the public in the 
future. 

Further, there is no likelihood of confusion because the names are not so decep- 
tively similar that, when taken together with all of the other circumstances present 
in this case, there would be a tendency or likelihood to confuse the public. In Quaker 
State Oil Refining Co. v. Steinberg et al., 325 Pa. 273 (1937), the court refused to 
enjoin the defendant from using the name, “Quaker City,” in connection with the 
sale of motor oil. Plaintiff was seeking an injunction on the ground that defendant’s 
trade-name was an infringement of its (plaintiff’s) name of “Quaker State,” which 
it used in marketing oils. The Supreme Court in the Quaker State case pointed out 
that only if a geographical term has taken on a secondary meaning will it be pro- 
tected, and the court there found no such secondary meaning. “But,” said the 
court (at page 281), “even if it be assumed that the words ‘Quaker State’ acquired 
a secondary meaning in 1919, it will not help the complainant’s case. ‘The defendant 
can only be enjoined from the use of the name ‘Quaker City’ if it is deceptively 
similar thereto.” The majority of the court, with Mr. Justice Maxey dissenting (at 
page 284), was of the opinion that the words, “Quaker State” and “Quaker City,” 
were not deceptively similar and would not confuse the purchasing public. The 
court said (at page 282) : 


It is true that the evidence before us shows there is confusion on the part of some of 
the customers. This confusion, however, is the result of the fact that some of the pur- 
chasers called the plaintiff’s oil by the name “Quaker” rather than “Quaker State.” The 
record is barren as to any confusion between the names “Quaker State” and “Quaker City.” 


Likewise, in the case before the chancellor, the record is barren as to any con- 
fusion between the names, “The K-M Auto Supply Co.” and “K and M Auto 
Service.” There was evidience of some mail being misdirected, but the little con- 
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fusion which resulted was certainly not sufficient to warrant the interference of 
equity in these proceedings. And at the time defendant registered in 1941, plaintiff 
was accused by some of his customers and suppliers of being engaged in a retail 
business, but outside of that there was no proof of any confusion on the part of the 
public. While plaintiff alleges that at one time the railroad mistakenly complained 
about a bill which was not really owing by the plaintiff, it also appears that the de- 
fendant never received any goods from the Pennsylvania Railroad. The mistake 
on the part of the railroad might have been made for any number of reasons other 
than an existing confusion between the business of plaintiff and defendant. Further- 
more, in applying the test (supra), the resemblance is not “likely to deceive an 
ordinary purchaser of the article, leading him to believe he is purchasing someone 
else’s goods.” The plaintiff’s name, “The K-M Auto Supply Co.,” suggests that 
he is selling auto parts and accessories, while the connotation of ‘““K and M Auto 
Service,” the defendant’s name, is the selling of general garage and repair work— 
the selling of a service instead of an article or accessory. Taking both names in 
their entirety (see Quaker State case, supra), the resemblance is not “likely to de- 
ceive an ordinary purchaser of the article, leading him to believe he is purchasing 
someone else’s goods.” Couple this with the location of the two businesses, in 
different parts of the city, and you find neither an actual confusion nor a likelihood 
of confusion on the part of the public. 

In further support of our conclusion that the trade-names before us are not 
likely to result in a confusion on the part of the public, we also call attention to the 
fact that plaintiff had not even so much as heard of defendant’s place of business 
until after defendant had been operating his garage for seven years, and then plaintiff 
was informed of defendant’s business by someone who had seen the registration 
notice in the newspaper. The mere fact that plaintiff had registered the name, “The 
K-M Auto Supply Ce.,” long before defendant registered his trade-name is unim- 
portant. Registry of a trade-name of itself gives no right to exclusive use: Stroeh- 
mann Bros. Co. v. Manbeck Baking Co., supra, at 99. See also: Risser v. Mellott 
et ux., supra, and cases cited therein. 

Unfair competition is the gist of the offense, and yet there is no unfair com- 
petition present here. Plaintiff’s business is the wholesale merchandising of auto- 
mobile tools, parts, and accessories, electrical appliances, and certain household fur- 
nishings. Defendant, on the other hand, conducts a small auto garage and repair 
shop. He has no salesmen, nor does he have so much as a sales counter at his 
garage. Defendant’s sales of auto parts are limited to those accessories needed in 
the making of repairs. Defendant is simply a small garageman. It is perfectly 
obvious that his business is not at all confusing with that of the plaintiff. The two 
are not competing in any sense of the word. The cases dealing with the infringe- 
ment of trade-names all stress the factor that the defendant is in a competitive busi- 
ness of a similar character under a like name. See North American Provision Co. 
v. Millar, supra; American Clay Mfg. Co. v. American Clay Mfg. Co., supra; 
Suburban Press Co. v. Suburban Pub. Co., supra; Hires Co. v. Hires Co., 182 Pa. 
346 (1897) ; Van Stans Stratena Co. v. Van Stans, 209 Pa. 564 (1904). The lan- 
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guage in all these cases indicates that the courts are dealing with businesses where 
similar products are being placed upon the market. “The general rule is that any- 
thing done by a rival in the same business by imitation or otherwise, designed or cal- 
culated to mislead the public in the belief that in buying the product offered by him 
for sale, they were buying the product of another’s manufacture, would be in fraud 
on that other’s rights, and would afford just ground for equitable interference.” 
(Italics supplied.) Juan F. Portuondo Cigar Mfg. Co. v. Vincente Portuondo 
Cigar Mfg. Co., supra, at 132. There are, of course, cases in which non-competing 
businesses have been restrained in the use of a trade-name (see Great Atlantic & 
Pacific Tea Co. v. A. & P. Radio Stores, Inc., 20 F. Supp. 703 (D. C. Pa., 1937) 
[27 T.-M. Rep. 783]; R. H. Macy & Co. v. Macy’s Drug Store, Inc., et al., 84 F. 
(2d) 387 (C. C. A. 3rd, 1936) [23 T.-M. Rep. 443] ; Aunt Jemima-Mills v. Rigney 
& Co., 247 F. 407 (C. C. A. 2d, 1917) [8 T.-M. Rep. 163] ; Wall v. Rolls-Royce of 
America, Inc., 4 F. (2d) 333 (C. C. A. 3rd, 1925) [15 T.-M. Rep. 239] ; Akron- 
Overland Tire Co. v. Willys-Overland Co., 273 F. 674 (C. C. A. 3rd, 1921) [11 
T.-M. Rep. 281] ; but in all such cases the plaintiff's right has turned upon the 
presence of likely confusion, and that presence, the chancellor is unable to find in this 
case. 

The learned counsel for plaintiff relies upon the case of Potter v. Osgood, supra, 
in support of his argument that defendant should be restrained even though there 
are here involved non-competing businesses. In that case, the plaintiff was in busi- 
ness under the name of ‘‘Pittsburg Distributing Co.” His business was the receiv- 
ing of merchandise in bulk or carload lots from various manufacturers and dis- 
tributing it in smaller quantities to buyers and consignees. Some years later, the de- 
fendant, who had been engaged in the wholesale liquor trade in Pittsburgh took up 
the business of broker and dealer in whiskey certificates and adopted the name of 
“Pittsburgh Distributing Co.” In granting the injunction prayed for, the court said 
(at page 400): “The evidence in the case is convincing that the action of this de- 
fendant has produced, and unless restrained will continue to produce, confusion in 
the public mind and unnecessary interference with plaintiff's business, with conse- 
quent loss to him.” But here the record is barren of such evidence of confusion in 
the public mind. In Potter v. Osgood both plaintiff and defendant used exactly the 
same names, but in this case the names used indicate that plaintiff is selling supplies 
and that defendant repairs autos—two totally different businesses. In Potter v. 
Osgood, both were wholesalers selling to buyers and consignees. Here, defendant 
does not sell at all, other than in connection with his repair jobs, while plaintiff is a 
wholesale merchandiser. Obviously, the facts of the two cases are readily dis- 
tinguishable. 

While the class of goods, services or businesses with reference to which the interest 

in a trade-mark or trade-name is protected has been greatly expanded, the class is never- 

theless limited. The interest is not protected against the use of a similar designation for 

any goods, services or business. It is protected only within the limits fixed by the likeli- 
hood of confusion of prospective purchasers. The issue in each case is whether the goods, 
services or businesses of the actor and of the other are sufficiently related so that the alleged 


infringement would subject the good will and reputation of the other’s trade-mark or 
trade-name to the hazards of the actor’s business. 
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Restatement of Torts, section 730, comment (b). That plaintiff’s good will 
and reputation could not here be subject to the hazards of the defendant’s business is 
apparent from plaintiff's answer when he was asked, at the trial, whether or not 
there had been any loss of business due to defendant’s use of the trade-name, “KK and 
M Auto Service.” Plaintiff said: ‘“‘No, he (defendant) couldn’t take any customers 
from us right now, unless he went into the automotive supply business later on.”’ 
Applying the tests which Restatement of Torts, section 731, indicates as important 
in determining whether one’s interest in a trade-name is protected, it is clear that 
there is no case here for the interference of equity. There is no likelihood here that 
plaintiff's business will be mistaken for that of defendant ; there is no likelihood that 
either plaintiff or defendant will expand their businesses so as to compete with each 
other ; the goods of the plaintiff and the services of the defendant do not have com- 
mon purchasers or users; they are not marketed through the same channels; the 
functions of the services performed by plaintiff and defendant are unrelated ; de- 
fendant used the name for seven years before plaintiff became aware of it; and de- 
fendant was unaware of plaintiff's business or trade-name when he adopted the 
name, “K and M Auto Service.” While all of these factors do not constitute an ex- 
clusive catalogue, nevertheless, they are of sufficient importance to warrant the con- 
clusion that plaintiff has not made out a case for equitable relief. 

In the opinion of the chancellor, this is a case of a plaintiff who has become 
annoyed by another person’s completely innocent use, without knowledge, of a 
similar trade-name, a use which has neither produced nor is it at all likely to produce 
any confusion on the public, and therefore, the plaintiff is not entitled to equitable 
relief. 

Accordingly, the chancellor enters the following 


CONCLUSIONS OF LAW 


1. Plaintiff’s right to equitable relief depends upon the question of whether or not there 
exists a reasonable likelihood of confusion of the public with regard to the two businesses. 

2. The use of the similar names by plaintiff and defendant here has not resulted in con- 
fusion nor is it likely to result in confusion. 

3. Plaintiff and defendant are not in competing businesses, nor are their businesses so related 
that there is likely to be confusion because of the use of their respective trade-names. 

4. Plaintiff has no right to equitable interference to restrain the defendant from further 
use of the name, “K and M Auto Service.” 
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IN RE C.W. MARKS SHOE CoO. 





IN THE MATTER OF THE APPLICATION OF C. W. MARKS SHOE 
COMPANY 


United States Court of Customs and Patent Appeals 
Serial No. 421,856 
October 26, 1942 


TRADE-M ARKS—REGISTRATION—“LADY CHESTERFIELD” ON SHOES—NAME OF INDIVIDUAL. 
A mark used on shoes consisting of the words “Lady Chesterfield,” held unregistrable, as 
its distinguishing feature, the word “Chesterfield,” is a surname, not distinctively displayed. 


On appeal from a decision of the Commissioner of Patents, refusing to register 
a trade-mark. Affirmed. For the Commissioner’s decision, see 31 T.-M. Rep. 360. 


Joshua R. H. Potts, Eugene Vincent Clarke and Basel H. Brune, all of Washington, 
D. C., for appellant. 

W.W. Cochran (E. L. Reynolds, of counsel, of Washington, D. C.), for the Com- 

missioner of Patents. 


3efore GARRETT, Presiding Judge, and BLAND, HATFIELD, LENROOT, and JACK- 
son, Associate Judges. 


HATFIELD, Judge: 


This is an appeal from the decision of the Commissioner of Patents affirming the 
decision of the Examiner of Trade-Marks denying appellant’s application for the 
registration of an alleged trade-mark under the Trade-Mark Act of February 20, 
1905." 

The mark in question consists of the words “Lady Chesterfield,” and is used on 
shoes. 

The tribunals of the Patent Office concurred in holding that appellant’s mark 
consisted merely in the name of an individual, and that, as it was not written, 
printed, impressed, or woven in a distinctive manner, it was not registrable by virtue 
of the proviso contained in section 5 (b) of the act in question, which reads: 


....no mark which consists merely in the name of an individual, firm, corporation, or asso- 
ciation not written, printed, impressed, or woven in some particular or distinctive manner, 
or in association with a portrait of the individual, . . . shall be registered under the terms 
of this Act. 


In his decision, the Commissioner of Patents stated: 


The Examiner refused registration on the ground that applicant’s mark is the name of 
an individual not distinctively displayed. 

Counsel points out that “Chesterfield” is not a surname in common use; and that in 
any event the word is not “merely” the name of an individual, because it also means a 





1. This cause was originally decided by this court on the 29th day of June, 1942. There- 
after, counsel for appellant filed a petition for rehearing. The rehearing was granted October 
23: 1942, solely for the purpose of permitting the court to revise certain language in its original 
decision to which counsel for appellant directed the court’s attention. 
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particular type of overcoat. Applicant’s mark, however, is not “Chesterfield,” but “Lady 
Chesterfield”; and it seems to me that the combination precludes any other significance 
than that of a name. Nor is it material that the name is not in common use, for as was 
observed by the Court of Customs and Patent Appeals in the case of In re Nisley Shoe 
Co., 19 C. C. P. A. 1211, 58 Fed. (2d) 426 [22 T.-M. Rep. 265], “the statute makes no 


exception in the case of uncommon or rare names.” 

Counsel urges that the mark is nevertheless registrable, because it is “the name of a 
deceased person who achieved fame and distinction,” and cites Shoemaker on Trade-Marks 
as authority for the proposition that names of that character are entitled to registration. 
Assuming, arguendo, the soundness of such doctrine, I am unable to apply it here in the 
absence of proof that the late lady in question qualifies thereunder. 


It is contended here by counsel for appellant that the mark “Lady Chesterfield” 
is not merely the name of an individual, and that it is entitled to registration for the 
reasons set forth in their brief as follows: 


There is no evidence in the record that there is any individual bearing the names 
“Chesterfield” or “Lady Chesterfield” and the only evidence shows that said names do not 
appear for any individual in the telephone directories of Chicago and Philadelphia, two 
of the largest cities in the United States. 


* * * 
It [the mark “Lady Chesterfield”] is universally recognized as having a primary dis- 
tinctive, suggestive significance, to wit: 


1. Elegance. 
9 


2. The name of a fanciful person. or the wife of a deceased person having achieved 
fame and distinction for elegance. 
* * * 

The real name of the famous Lord Chesterfield was Phillip Dormer Stanhope. “Lord 
Chesterfield” was merely his title and not his name, and the title of his wife was Lady 
Chesterfield. Stanhope died in 1773. The foregoing data are given by Burke’s Peerage, 
the Dictionary of National Biography and other authorities, which state that Lord 
Chesterfield was noted for being “exquisitely elegant.” 


No claim is made here by counsel for appellant that the mark is written or printed 
in a distinctive manner. 

The Solicitor for the Patent Office points out in his brief that the 1940 edition of 
“Who’s Who” lists “a twelfth Earl of Chesterfield, who is married” (appellant’s 
application was filed July 22, 1939), and it is contended by the Solicitor that the 
bearer of that title is “referred to as Lord Chesterfield and his wife as Lady Chester- 
field,” and that the names “Lord Chesterfield” and “Lady Chesterfield” are in- 
tended to, and do, in fact, designate those individuals. The Solicitor also calls at- 
tention to the fact that such titles as Byron, LaFayette, Wellington, Essex, and 
Chesterfield are listed in such standard reference works as the Encyclopedia Britan- 
nica, and are generally accepted by the public as the names of the individuals who 
bore them, rather than the family names—Gordon, DuMotier, Wesley, Capel, and 
Stanhope, respectively. It is also contended in the brief of the Solicitor that, 
although the name “Chesterfield” may have a secondary meaning, such as elegance, 
the name is not registrable merely for that reason, and the decision of this court in 
the case of In re Canada Dry Ginger Ale, Inc., 24 C. C. P. A. (Patents) 804, 86 F. 
(2d) 830, overruling our decision in the case of Jn re Plymouth Motor Corporation, 
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18 C. C. P. A. (Patents) 838, 46 F. (2d) 211 [21 T.-M. Rep. 157], so far as it 
held that a geographical term was registrable as a trade-mark if it had acquired a 
secondary meaning, was cited in support of that contention. 

As will be observed, the Commissioner of Patents stated in his decision that the 
Examiner of Trade-Marks had refused registration of the involved mark on the 
ground that it is the name of an individual, not displayed in a distinctive manner. 

In his decision, the Examiner of Trade-Marks said: 


... The ground of refusal to register is that the mark is merely the name of an indi- 
vidual not distinctively displayed. The basis for refusal is the decision of the Assistant 
Commissioner in Cluett, Peabody & Co., Inc. v. Adelphi Shirt Co., 159 M. D.778 [27 T.-M. 
Rep. 419], wherein the mark “Lord Kent” wts refused registration under the 1905 Act, 
Therein the Assistant Commissioner said: “. . . I do not think the addition thereto of 
the title ‘Lord’ saves it from being merely the name of an individual within the meaning of 
the statute.” (Italics ours.) 


In the case of Cluett, Peabody & Co., Inc. v. Adelphi Shirt Co., which was the 
basis for the holding of the Examiner of Trade-Marks in the instant case, the Com- 
missioner of Patents, in holding that the trade-mark “Lord Kent” was confusingly 
similar to the trade-mark ‘‘Kent,” stated that, in addition to the term “Kent” being a 
and that the addition 


9 


geographical term, it was ‘‘admittedly a common surname, 
of the title “Lord” did not prevent the trade-mark “Lord Kent” from being merely 
the name of an individual within the meaning of the proviso contained in section 
5 (b), supra. In support of such holding, the Commissioner cited the case of 
In re Artesian Mfg. Co., 37 App. D. C. 113 [1 T.-M. Rep. 53], wherein it was 
held that the trade-mark “Deacon Brown” was not registrable under the Trade- 
Mark Act of February 20, 1905, because the mark was merely the name of an in- 
dividual, not displayed in a distinctive manner. In so holding, the court said: 


We agree with the Commissioner that “the name ‘Brown’ is a common surname, and 
the prefixing of the word ‘Deacon’ thereto no more renders it registrable than would the 
prefixing of the word ‘Mr.,’ ‘Dr.,’ ‘General,’ or the like.” 


The court then stated that the decision of the Commissioner was in harmony 
with other decisions on the subject which it cited, but which we deem unnecessary 
to refer to here. 

It is evident from his decision that the Examiner of Trade-Marks held that the 
term “Chesterfield” was in use as a surname ; that it was the dominant or distinguish- 
ing feature of appellant’s mark ; and that, in view of the authority cited by him, the 
association therewith of the term “Lady” did not render appellant’s mark registrable. 

It appears from the record that counsel for appellant argued before the Examiner 
of Trade-Marks and before the Commissioner that, as the telephone directories in 
Chicago and Philadelphia did not disclose the term “Chesterfield” as the name of 
any individual residing in those cities, it was not a common surname, and that if it 
“had been found in a directory,” presumably by the Examiner of Trade-Marks, 
“that, in itself, would not establish that” it “was a common surname as, at most, it 


would only establish that it was a surname for one or more persons.” (Italics ours.) 
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It is apparent from the record that counsel for appellant understood that the 
Examiner of Trade-Marks refused to register appellant’s mark on the ground that 
the name “Chesterfield” was in use as a surname and that appellant’s mark was 
merely the name of an individual not distinctively displayed ; that counsel then con- 
tended that the name “Chesterfield” was not commonly used as a surname and that, 
unless it was commonly so used, it, in association with the term “Lady,” was regis- 
trable under the Trade-Mark Act of February 20, 1905. In this connection it is 
sufficient to say that whether the name “Chesterfield” is commonly or only rarely 
used as a surname, is not of vital importance as held by the Commissioner. Jn re 
Nisley Shoe Co., 19 C. C. P. A. (Patents) 1211, 58 F. (2d) 426 [22 T.-M. Rep. 
265]. 

It also appears from the record that counsel for appellant contended before the 
tribunals of the Patent Office that the name “Chesterfield has a distinct, arbitrary, 
well-understood meaning. Jt signifies smartness and this significance is its only 





significance. Even if there were any person with the name, however, it is manifest 
that the significance of smartness is the dominating significance and this must be 
clear from the fact that the name was chosen for shoes.” (Italics ours.) In their 
brief in this court, however, counsel for appellant contend, as hereinbefore noted, 
that the mark “Lady Chesterfield”’ is 


universally recognized as having a primary distinctive, suggestive significance, to wit: 


1. Elegance. 
2. The name of a fanciful person or the wife of a deceased person having achieved 
fame and distinction for elegance. 


The term “‘Chesterfield,” as held by the tribunals of the Patent Office, is not 
only in use as a surname, but, according to such standard works as Funk & Wagnalls 
New Standard Dictionary and the Encyclopedia Britannica, is the name of a certain 
style of overcoat ‘so-called from an Earl of Chesterfield of the 19th Century [the 
‘Lord Chesterfield’ referred to in the quoted excerpt from appellant’s brief],” is a | 
part of the title “Earl of Chesterfield,” and is also a geographical term. | 

We find nothing whatsoever in any standard authority to indicate that the “Lady 
Chesterfield” signifies anything other than that the person bearing that title is the 
wife of a person bearing the name “Chesterfield.” Nor do we find anything to in- 
dicate that the name “Lady Chesterfield” has a primary significance of either smart- 
ness or elegance. 

As the term “Chesterfield” is in use as a surname, it is the distinguishing feature 
of appellant’s mark. See The American Tobacco Co. v. Wix, 20 C. C. P. A. 
(Patents) 835, 838, 839, 62 F. (2d) 835 [23 T.-M. Rep. 104]. Accordingly, the 
addition of the descriptive title “Lady” to the surname “Chesterfield” does not 
render appellant’s mark registrable under the Trade-Mark Act of February 20, 
1905. Inre Artesian Mfg. Co., supra, and cases therein cited; Cluett, Peabody & 
Co., Inc. v. Adelphi Shirt Co., supra. 
For the reasons stated, the decision of the Commissioner of Patents is affirmed. 
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ISLAND ROAD BOTTLING COMPANY v. DRINK-MOR BEVERAGE 
COMPANY 


United States Court of Customs and Patent Appeals 
Opposition No. 20,266 
November 5, 1942 


TRADE-MARKS—OPPOSITION—“MAMMY’S” AND “Ma’s”—PanrtTIES. 

Where, in an opposition proceeding, it was held that the notice of opposition should be dis- 
missed for failure to establish damage, but that appellant was not entitled to the registration 
applied for and appellee took no appeal from the decision holding that its notice of opposition 
should be dismissed, he/d that the instant proceeding is solely between appellant and the Com- 
missioner of Patents, and appellee is not a party thereto other than in form. 


On appeal from a decision of the Commissioner of Patents in an opposition pro- 
ceeding. On motion to correct diminution of the record. Motion denied. For the 
Commissioner’s decision, see 32 T.-M. Rep. 248. 


C.W. Revise, for appellant. 
W.W. Cochran, for Commissioner of Patents. 


Upon appeal, the Commissioner of Patents affirmed the decision of the Ex- 
aminer holding that opposer’s notice of opposition should be dismissed, but reversed 
his decision holding that appellant was entitled to the registration applied for. In 
his decision the Commissioner stated “.. . . it is adjudged ex parte, that applicant is 
not entitled to the registration for which it has made application.” 

Appellant has taken an appeal to this Court from said ex parte decision. The 
Drink-Mor Beverage Company took no appeal from the holding that its notice of 
opposition should be dismissed. 

Upon the record before us the Drink-Mor Beverage Company is not a party to 
this appeal other than in form. The controversy presented to us is solely between 
appellant and the Commissioner of Patents representing the public, and it should be 
treated in all respects as an ex parte case with the Solicitor for the United States 
Patent Office appearing to represent the Commissioner of Patents. 

It follows from the foregoing that the Drink-Mor Beverage Company is not en- 
titled to make the motion here before us, or appear in any other respect as a party 
to this appeal. 

Therefore the motion for diminution of the record is denied. 


PER CURIAM. 


The Drink-Mor Beverage Company, named as appellee in this proceeding, has 
filed a motion to correct diminution of the record, setting forth that a certain Trade- 
Mark Registration No. 347,478 should be included in the record certified to this 
Court of the Commissioner of Patents. 

It appears that appellant is an applicant for a trade-mark registration of the nota- 
tion “Mammy’s” used upon non-alcoholic beverages and syrups, etc., used in mak- 
ing the same. 
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The Drink-Mor Beverage Company filed notice of opposition to such registration 
alleging that it is the owner of the mark “Ma’s” used upon similar goods; that the 
marks of the parties are confusingly similar and that its use of the mark ‘‘Ma’s” 
antedated the use by appellant of its mark. 

Testimony was taken and upon final hearing the Examiner of Interferences held 
that the opposer’s notice of opposition should be dismissed for failure to establish 
damage to itself by the use by appellant of its mark. The Examiner further held 
that appellant was entitled to the registration of its mark. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Assignment of Mark 
Authority to assign 


Frazer, F. A. C.: This trade-mark interference proceeding involves the appli- 
cation of Charles Banks Stout, of Memphis, Tenn., for registration of the word 
“Silk” as a trade-mark for wheat flour and registrations of all other parties, for the 
same goods, of the marks including the same word. These other parties are The 
Kansas Milling Company, of Wichita, Kans., General Mills, Inc., of Minneapolis, 
Minn., The Scott County Milling Company, of Advance, Mo., The Ismert-Hincke 
Milling Company, of Kansas City, Mo., Nebraska Consolidated Mills Co., of Grand 
Island, Nebr., and Commander-Larabee Milling Company, of Kansas City, Mo. 

The case came before the First Assistant Commissioner upon Stout’s appeal 
from the decision of the Examiner of Interferences adjudging Stout “not entitled to 
the registration for which he has made application.” Ina decision rendered Septem- 
ber 9, 1942 (163 M. D. 1054), the First Assistant Commissioner affirmed said de- 
cision of the Examiner. 

The earliest of the interfering registrations was issued February 8, 1921. The 
First Assistant Commissioner stated that Stout, himself, has used the mark of his 
application only since May, 1926; but claimed title through alleged predecessors in 
interest since about 1880. With reference to said claim of title, the First Assistant 
Commissioner said : 


For the purpose of this decision it may be assumed that the mark here sought to be 
registered was adopted and used by a corporation known as Regina Flour Mill Co. prior 
to the date of first use of any of the interfering marks. Appellant relies upon a purported 
assignment in November, 1924, from that concern to a second corporation known as 
Washington Flour Mill Co., and a transfer in May, 1926, from Washington Flour Mill 
Co. to himself. 

As junior party to this proceeding, the burden of proof rests upon appellant, and all 
doubts must be resolved against him. Brewster-Ideal Chocolate Co. vy. Dairy Maid Con- 
fectionery Co., 20 C. C. P. A. 848, 68 Fed. (2d) 844 [23 T.-M. Rep. 86]. So resolving 
doubts, I am constrained to agree with the Examiner of Interferences that appellant has 
failed to establish a valid transfer from Regina Flour Mill Co., to Washington Flour Mill 
Co., which transfer was an essential link in his purported chain of title. 

The only witness having personal knowledge of the transaction in question was Mr. 
Firmin D. Fusz. He identified appellant’s Exhibit 6, which is referred to by the Examiner 


as a “formal assignment.” This document was executed November 5, 1924, by Firmin D. 
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Fusz and Eugene A. Fusz, as “trustees for the stockholders of the former Regina Flour 
Mill Company, a corporation, now dissolved.” It recites that on the date of its execution 
“the said Regina Flour Mill Company voluntarily dissolved, and the property aforesaid 
thereby became vested under the laws of Missouri, in Eugene A. Fusz and Firmin D. Fusz, 
the last board of directors of said company, as trustees for the stockholders of the Regina 
Flour Mill Company, a corporation”; and lists the property to which it refers as certain 
specified trade-marks not here involved, “and all other brands adopted and used by the 
Regina Flour Mill Company and its predecessor.” It purports to “assign and transfer to 
the Washington Flour Mill Company all of the right, title and interest in and to said above 
mentioned trade-marks, and in and to the good will of the business associated with said 
trade-marks, and in and to the business associated with said trade-marks.” 

It is well settled that “a trade-mark can be transferred only in connection with the 
transfer of an existing business.” Kelly Liquor Co. v. National Brokerage Co., 26 C. C. 
P. A. 1110, 102 Fed. (2d) 857 [29 T.-M. Rep. 279]; and I agree with the Examiner that 
it is at least doubtful upon the entire record whether there was an existing business to be 
transferred to Washington Flour Mill ‘Co. But even if there had been, there are at least 
two valid objections to appellant’s Exhibit 6 as evidence of the attempted transfer. One 
is that there is no proof of the authority of Eugene A. Fusz and Firmin D. Fusz to act as 
trustees for the stockholders of the defunct corporation. The other is that there is no proof 
of their authority to dispose of the assets of the corporation, even had the trust relation 
been established. 


In passing upon the admissibility of three other exhibits introduced by the appel- 


lant Stout, the First Assistant Commissioner said: 





Appellant places considerable reliance upon his Exhibit 10, which purports to be a copy 
of an agreement among “all the stockholders of the Regina Flour Mill Co. and of the 
Washington Flour Mill Co. or the executors of deceased stockholders in said companies,” 
and tends to throw some light upon the transaction referred to in Exhibit 6. With respect 
to Exhibit 10 the Examiner of Interferences expressed himself as being “persuaded that 
it is here of little, if any probative value.” Aside from accounting for the loss of the 
original, no attempt was made to lay any foundation for the introduction of this exhibit; 
and as proper objections were interposed to its introduction, I must decline to consider it 
for any purpose. 

Appellant complains of the Examiner’s ruling that his Exhibits 8 and 12 were “inad- 
missible over objections which have been duly made with regard thereto.” These exhibits 
are printed records in an opposition proceeding and an interference proceeding, to neither 
of which any of the appellees in the instant case was a party. They were properly ex- 
cluded by the Examiner on authority of Breese v. Tampax Sales Corporation, 26 C. C. 
P. A. 994, 102 Fed. (2d) 808, cited and relied upon in his decision. 


‘ 





In regard to a further complaint of the appellant, the First Assistant Commis- 
sioner stated : 


Finally, complaint is made of the Examiner’s failure to give due weight to the Commis- 
sioner’s decision in the case of Oakford & Fahnestock v. Stout, 156 M. D. 548 [21 T.-M. 
Rep. 165], where the appellant here defeated the opposition of Oakford & Fahnestock to 
his application for registration of the words “Blue Ribbon” as a trade-mark for flour. In 
the course of his decision the Commissioner indicated that in his opinion the testimony sub- 
mitted was sufficient to prove Stout’s ownership of the mark there in issue, through the 
same succession of title upon which he relies in the instant case. That testimony, how- 
ever, is not a part of the record here, nor is the decision binding upon any of the appellees.’ 





1. Charles Banks Stout v. The Kansas Milling Company v. Washburn Crosby Company 
(General Mills, Inc., Assignee, Substituted) v. Stoddard Mill & Grain Company (The Scott 
County Milling Company, Assignee, Substituted) v. The Ismert-Hincke Milling Company v. 
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Cancellation 


Failure to prove exclusive use 


Frazer, F.A.C.: Reversed the decision of the Examiner of Trade-Mark Inter- 
ferences and thereby sustained the petition of Kellogg Company, of Battle Creek, 
Mich., to cancel trade-mark registration No. 178,725, issued January 15, 1924, on an 
application filed November 14, 1923, under the provisions of the Act of March 19, 
1920. This registration was issued to a corporation known as The Shredded Wheat 
Company, but is now owned by National Biscuit Company, the respondent. The 
trade-mark so registered is the notation “Shredded Wheat,” which, the First As- 
sistant Commissioner stated, has been used by respondent and its predecessors in 
interest since 1893. The registration is for “biscuits or crackers,” but the First As- 
sistant Commissioner noted that the mark has been applied only to the well-known 
shredded wheat cereal breakfast food. 

The same mark “Shredded Wheat” was involved in the case of Kellogg Com- 
pany v. National Biscuit Company, 305 U.S. 111, 39 U.S. P. Q. 296 [28 T.-M. Rep. 
569], and the First Assistant Commissioner concluded that the cancellation proceed- 
ing is controlled by the rulings made in that case by the Supreme Court of the United 
States. He said: 


It appears that respondent’s product was originally manufactured under a patent to one 
Henry D. Perky, issued October 15, 1895. The Supreme Court held in effect that during 
the life of this patent the term “Shredded Wheat” had become the generic name of the 
patented article, and in its opinion said: 

“Moreover, the name ‘Shredded Wheat,’ as well as the product, the process and the 
machinery employed in making it, has been dedicated to the public. The basic patent for 
the product and for the process of making it, and many other patents for special machinery 
to be used in making the article, issued to Perky. In those patents the term ‘shredded’ is 
repeatedly used as descriptive of the product. The basic patent expired October 15, 1912; 
the others soon after. Since during the life of the patents ‘Shredded Wheat’ was the 
general designation of the patented product, there passed to the public upon the expiration 
of the patent, not only the right to make the article as it was made during the patent 
period, but also the right to apply thereto the name by which it had become known.” 

While it is true that descriptiveness of a mark is not necessarily a bar to its registration 
under the 1920 act, it does not follow that the mere name of an article of commerce may be 
so registered as a trade-mark for that particular article. As pointed out by the Supreme 
Court, such names are public property, and no one can acquire the exclusive right to use 
them. 


The First Assistant Commissioner added: 


Section 2 of the Act of 1920 provides for the cancellation of registrations thereunder, 
when it appears “that the registrant was not entitled to the exclusive use of the mark at or 
since the date of his application for registration thereof.” Respondent asserts in its brief 
that the words “or since” as used in the statute “have no meaning except as they may affect 
or pertain to registrations communicated to the Commissioner by the international bureau 
of a mark first used by another in a country adhering to the International Convention.” 


Nebraska Consolidated Mills Co. v. The Larabee Flour Mills Corporation (Commander-Larabee 


ae Company, Assignee, Substituted), Trade-Mark Int. No. 3109, 163 M. D. 1054, September 
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The Commissioner’s decision in the old case of 4. E. Wright Co. v. The Sar-A-Lee Co., 
328 O. G. 787 [15 T.-M. Rep. 53], cited in the brief, seems to lend support to the inter- 
pretation thus suggested. But I find it unnecessary either to follow or overrule the cited 
decision, because respondent’s predecessor, at the date of its application to register, was 
not entitled to the exclusive use of the registered mark, nor had it been so entitled for a 
period of at least eleven years immediately prior thereto. Kellogg Company v. National 
Biscuit Company, supra. 

Respondent argues that petitioner has failed to prove itself injured by the inclusion of 
this mark on the register, and makes the following statement, with which I agree, in its 
brief on appeal : 

“The gravamen of a trade-mark cancellation proceeding is damage to the petitioner. 
Without a showing of damage or probability of damage, to the petitioner resulting from 
the registration, the petition must be dismissed.” 

But petitioner has been using the identical mark on substantially identical merchandise 
since 1927. It has been sued by respondent for trade-mark infringement. Prima facie, it is 
still subject to damages under section 4 of the act, and will remain so until the registration 
is canceled. That these facts are sufficient to constitute injury within the meaning of the 
statute seems to me clear beyond doubt.” 


Conflicting Marks 


“Clover Farm” and “Pink Clover” 


VAN ARSDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by Clover Farm Stores Corporation, of Cleve- 
land, Ohio, to the application of Harriet Hubbard Ayer, Inc., of New York, N. Y., 
for registration of the mark ‘Pink Clover” for soap. 

Neither party took testimony. The opposer filed copies of three registrations 
asserted in the notice of opposition, which registrations the Assistant Commissioner 
listed as follows: 


No. 290,469, under Act of February 20, 1905, of the mark “Clover Farm” for toilet and 
certain other soaps, issued January 5, 1932, to The Grocers & Producers Co., doing business 
as Clover Farm Stores. 

No. 316,286, under Act of February 20, 1905, of the mark “Clover Farm” for brush- 
less and lather shaving cream, issued August 21, 1934, to opposer, Clover Farm Stores 
Corporation, and 

No. 317,820, under Act of March 19, 1920, of the mark “Sally Clover” for various 
named cosmetic items, issued October 2, 1934, to opposer, Clover Farm Stores Cor- 
poration. 


The applicant filed copies of a considerable number of registrations to third 
parties as pertinent to the question of confusing similarity between applicant’s mark 
and the marks of the foregoing registrations. 

The Assistant Commissioner stated that these three registrations are asserted in 
the notice of opposition to have issued under the Act of February 20, 1905, and to 
be owned by opposer, and that opposer had repeated these assertions on the appeal. 
In regard to said assertions, the Assistant Commissioner said: 





2. Kellogg Company v. The Shredded Wheat Company (National Biscuit Company, 
Assignee, Substituted), Canc. No. 3727, 166 M. D. 8, October 22, 1942. 
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Opposer has submitted no proof that opposer and the registrant of registration No. 
290,469 are the same company or that opposer has acquired the registration or the mark 
thereof from the registrant, and it is not understood why on this appeal opposer persists 
in stating the registraton is owned by opposer or persists in stating that registration No. 
317,820 was registered under Act of February 20, 1905. Opposer has failed to establish 
ownership of either registration since it does not appear that registration No. 290,469 
issued to or has been assigned to opposer and registration No. 317,820 having been granted 
under Act of March 19, 1920, is not of itself evidence of ownership or use of the mark 
by the registrant. The Pepsodent Co. v. Pepsinic Seltzer Company, 26 C. C. P. A. 1210, 
103 F. (2d) 362, 507 O. G. 505 [29 T.-M. Rep. 299]. 


As to registration No. 316,286, the Assistant Commissioner held that since that 
registration was issued to opposer and under the Act of February 20, 1905, it con- 
stitutes evidence of ownership and use of the mark thereof by opposer. He added 
that this registration was issued prior to the date of first use claimed by applicant, 
and that it was admitted that the goods named in this registration and those named 
in the opposed application are goods of the same descriptive properties. The ques- 
tion remained, he said, whether the marks are or are not confusingly similar. Upon 
this question he had the following to say : 


Applicant calls attention to the fact that the Examiner of Trade-Marks by passing 
applicant’s mark to publication indicated his opinion that no confusion was possible and 
opposer has offered no testimony that there has been confusion. This, however, is not 
determinative of the question. Sutter Packing Co. v. Piggly Wiggly Corp., 20 C. C. P. A. 
1069, 64 F. (2d) 1006, 430 O. G. 1083 [23 T.-M. Rep. 249]; Auburn Rubber Corporation 
v. Hanover Rubber Company, 27 C. C. P. A. 743, 107 F. (2d) 588, 314 O. G. 826 [29 T.-M. 
Rep. 642]. 

Applicant alleges that the registrations by others of marks consisting of or including 
the word “Clover” for soaps and kindred goods require that the word “Clover” in the 
marks here involved be considered to carry less trade-mark significance than the other 
words of the marks. It may be that those uses of the word “Clover” by others would 
cause some persons acquainted with such uses to consider the word “Clover” in the marks 
somewhat unreliable in indicating a particular source of origin of the goods to which 
opposer’s or applicant’s marks are applied, but such would not be the case with persons 
who were not familiar with such uses of the word by others; for instance the new class 
of purchasers such as was referred to in Pepsodent Co. v. Comfort Manufacturing Co., 23 
C. C. P. A. 1224, 83 F. (2d) 906, 472 O. G. 258 [26 T.-M. Rep. 481]. In that case the 
court said: 

“While it seems to be plausible to argue that some purchasers of so-called ‘dent’ tooth- 
paste would be likely to use more caution in making their purchases than most purchasers 
of goods of similar price and everyday use, it is also obvious that this would not apply to 
new purchasers of toothpaste who know nothing about the different kinds of goods sold 
under marks which have the so-called ‘dent’ characteristics. We think the statute was 
designed to prevent confusion to purchasers generally and not to one particular class of 
purchasers.” 

The marks must be considered in their entireties, and when so considered it is noted that 
in each of these marks, “Pink Clover” and “Clover Farm,” the word “Clover” is prominent 
and is not descriptive of either of the goods to which the marks are applied. This word 
also brings into the marks the suggestiveness of clover; the one of clover having pink 
blossoms and the other of a farm with clover in a field. Of course the word “Pink” is 
quite dissimilar from the word “Farm” in appearance, sound and meaning and there is a 
difference in the suggestive meanings of the marks. However, this latter difference is 
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only one of the factors to be considered. Kroger Grocery & Baking Co. v. Blue Earth 
Canning Company, 24 C. C. P. A. 1098, 88 F. (2d) 725, 484 O. G. 745. 

The nature of the goods, namely soap and shaving cream, to which the marks are 
applied should be considered also. These products are quite similar in character and both 
might be expected to be products of the same manufacturer. The goods are inexpensive 
and are sold in the same stores. Confusion between marks applied to goods of this sort is 
often more likely than with goods which are expensive and of a more durable and lasting 
character in use. The Bon Ami Company v. McKesson & Robbins, Inc., 25 C. C. P. A. 
826, 93 F. (2d) 915, 490 O. G. 729 [28 T.-M. Rep. 87]. 

Considering the marks in their entireties and noting the similarities and dissimilarities 
and the relative effects thereof on the appearance, sound and significance of each mark as 
a whole, and considering the nature of the goods to which the marks are applied and the 
manner in which the goods are sold and used, it is my opinion that the word “Clover” is 
so prominent in each mark and renders the complete marks so similar in trade-mark 
significance that the concurrent use of the marks on the respective goods would be likely 
to cause confusion and mistake in the mind of the public and to deceive purchasers as to 
source of origin of the goods.* 


Orange blotch and orange disc on coal 


Frazer, F.A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of Payne Coal Company, Inc., of Wilkes-Barre, 
Pa., to the application of Reliable Coal & Mining Co., of Chicago, Ill., for registra- 
tion of a trade-mark for coal. 

Applicant’s mark is described in the application as 


occasional orange blotches appearing throughout the coal in the bulk or mass, contrasting 
| with the natural color of the coal, 


and it is said to be 


applied or affixed to the goods by painting, spraying, or sprinkling the coloring material, 
or by otherwise applying same to portions of the surfaces of some of the lumps of coal in 
divers other ways. 


Applicant claimed use since May 15, 1939. 

The Examiner sustained the opposition on the ground that applicant’s mark is 
confusingly similar to opposer’s trade-mark, registered July 16, 1929, for the same 
goods, and described in the registration as a “combustible orange disc bearing the 
words ‘Orange Disc,’ ”’ which is “displayed upon the goods by scattering a few of the 
discs in the loose coal.” 

In his decision the Examiner said: 

With due regard to the distinct methods of application practiced by the parties and the 
incidental differences in the results obtained, the Examiner is of the opinion that the general 
effects produced thereby bear such near resemblance that the question of likelihood of 
confusion in trade is open to at least a reasonable doubt. The practice requires that such 
doubt be resolved in favor of the prior user, here the opposer. 

In concluding that the Examiner was right, the First Assistant Commissioner 

: stated : 


3. Clover Farm Stores Corporation v. Harriet Hubbard Ayer, Inc., Opp’n No. 20,805, 165 
M. D. 945, September 16, 1942. 
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Applicant’s “occasional orange blotches,” when applied to a lump of coal by “spraying 
or sprinkling the coloring material,” would necessarily assume various shapes, some of 
which would inevitably be circular. In other words, applicant’s design, if a blotch may 
be called a design, includes the design of opposer’s registered mark. 


He added: 


But there is another reason why I think confusion would be likely. It is a matter of 
common knowledge that coal is frequently ordered by telephone. In such cases applicant's 
coal would necessarily be ordered as “orange coal,” “orange brand coal,” or possibly 
“orange blotch coal,” and opposer’s coal would presumably be ordered as “Orange Disc 
coal.” That such oral designations are so nearly similar as to be likely to be confused 
seems too clear to permit of argument.* 


“Susan Bates Jewel Appeal” and “Jewel” 


VAN ArsSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Hamilton C. Bates (doing business as C. J. Bates & Son), 
of Chester, Conn., of the mark “Susan Bates Jewel Appeal” for knitting needles and 
crochet hooks for hand use. 

The Examiner refused registration in view of a registration No. 350,010, granted i% 
to another, of the mark “Jewel” for knitting pins or needles for hand use ; this regis- 


tration having a filing date earlier than the first use claimed by applicant in his appli- 
cation. The Examiner also requested disclaimer of the name “Susan Bates,” as 3 
being the name of an individual and not distinctively displayed. | 
In discussing whether the said marks are confusingly similar, the Assistant Com- 
missioner said: ‘ 


Both applications and the cited registration cover knitting needles, and it is noted that 
such goods are inexpensive and are apt to be purchased quite casually. Marks applied to 4 
goods of such a character are more likely to be confused as to their indication of the sources 


of origin of the goods than when the marks are applied to goods that are purchased with ; 
more discrimination and care; and this is a factor that is proper to consider. The Bon ; 
Ami Company v. McKesson & Robbins, Inc., 25 C. C. P. A. 826, 93 F. (2d) 915, 490 O. G. 
729 [28 T.-M. Rep. 87]. 

Applicant states correctly that his mark must be considered in its entirety. The ques- 
tion is whether the entire mark “Susan Bates Jewel Appeal” and the mark “Jewel” are or 


are not confusingly similar. California Prune & Apricot Growers Association v. Dobry 
Flour Mills, Inc., 26 'C. C. P. A. 910, 101 F. (2d) 838, 504 O. G. 292 [29 T.-M. Rep. 151]. 


The only feature common to both marks is the word “Jewel.” This is the entire mark 
of the cited registration and obviously the word “Jewel” gives the entire and complete 
trade-mark significance to the registered mark. In applicant’s mark the name “Susan 
Bates” and the arbitrary word “Appeal” as well as the word “Jewel” contribute to the 
trade-mark significance of the mark as a whole. Since applicant has no right to exclusive 
trade-mark use of the name “Susan Bates” because it is the name of an individual the 
degree of trade-mark significance contributed thereby to the mark as a whole is slight 






4. Payne Coal Compaxy, Inc. v. Reliable Coal & Mining Co., Opp’n 20,511, 165 M. D. 944, 
September 18, 1942. 
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compared to the trade-mark significance contributed by the arbitrary words “Jewel” and 
“Appeal.” These latter two words, accordingly, predominate in the mark when viewed as 
a trade-mark. It is difficult to say whether either one of these words is more dominant 
in trade-mark significance than the other. However, in my opinion the word “Jewel” is 
prominent in the entire mark to such an extent that considering the fact that the mark 
“Jewel” is the entire mark of the cited registration and also considering the nature and 
character of the goods to which the marks are applied and that the goods are identical, the 
concurrent use of the marks on the identical goods would be likely to cause confusion or 
mistake in the minds of the public or to deceive purchasers. Although it is not necessarily 
controlling, the incorporation of the entire trade-mark of another into a composite mark 
tends more strongly to render the marks confusingly similar than would be the case other- 
wise. Lever Brothers Co. v. The Sitroux Company, Inc., 27 C. C. P. A. 858, 109 F. (2d) 
445, 516 O. G. 539 [30 T.-M. Rep. 84]. 


With respect to the request by the Examiner for disclaimer of the name “Susan 


Bates,”’ the Assistant Commissioner stated : 





As to the matter of the disclaimer of the name “Susan Bates,” applicant contends that 
the association of the arbitrary and fanciful term “Jewel Appeal” with the name “Susan 
Bates” causes the name to be distinctively displayed so that disclaimer should not be re- 
quired. The contention does not appear to be sound. Under the authority of Beckwith v. 
Commissioner of Patents, 252 U. S. 538, 274 O. G. 613, 1920 C. D. 471 [10 T.-M. Rep. 
255], the proper test is whether the name “Susan Bates” is itself so displayed that it would 
or would not be registrable apart from all the other features of the composite mark. In 
the Beckwith case the Supreme Court approved of requiring disclaimer of the descriptive 
expression “Moistair Heating System” notwithstanding the fact that arbitrary and fanciful 
features were associated therewith in the mark. In this connection the Court said: 

“While there is no specific provision for disclaimer in the trade-mark statute, the 
practice of using them is commended to our judgment by the statement of the Commissioner 
of Patents that, so far as known, no harm came to the public from the practice of dis- 
tinguishing, without deleting, non-registrable matter in the drawing of the mark as regis- 
tered, when a statement, forming a part of the record was required that the applicant was 
not making claim to an exclusive appropriation of such matter except in the precise relation 
and association in which it appeared in the drawing and description.” 

It is clear that what the Court meant by “non-registrable matter” was matter (viz., the 
descriptive phrase “Moistair Heating System”) which would not be registrable apart from 
other matter with which it is associated in the mark, since the Court held that the non- 
registrable matter was registrable in the relation and association with the other features of 
the mark. In other words in determining whether or not disclaimer of matter contained 
in a mark may be properly required the consideration is as to whether the particular 
matter would or would not be registrable apart from the other features of the mark and 
not whether the other features rendered the particular matter registrable in combination 
therewith. In the Beckwith case the descriptive words were rendered registrable in the 
mark by reason of their association with the other features of the mark but disclaimer of 
them was approved because they would not have been registrable apart from their associa- 
tion with the other features of the mark. So here with regard to the required disclaimer it is 
immaterial whether the association of the words “Jewel Appeal” with the name “Susan 
Bates” does or does not permit registration of the name “Susan Bates” in that Association, 
but whether the name would be registrable if presented by itself and apart from the words 
“Jewel Appeal.” In my opinion registration of the name “Susan Bates” apart from the 
words “Jewel Appeal” would be prohibited by the name clause of the statute and therefore 
I deem the disclaimer of the name to have been properly required. Moreover claim to the 











42 THIRTY-THREE TRADE-MARK REPORTER 





right to exclusive use of the name in the precise relation and association with the other 
features of the mark may be excepted from the disclaimer.® 


























“Crest” and “Gold Crest” and “Velcrest” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration to Crest Laboratories, Inc., of New York, N. Y., of the word 
“Crest” as a trade-mark for a shampoo preparation. 

Registration was refused by the Examiner on the ground that applicant’s mark is 
confusingly similar to each of three registered marks appropriated to merchandise of 
the same descriptive properties as that set forth in the application, all three registra- 
tions having issued prior to applicant’s alleged date of first use. These marks, the 
First Assistant Commissioner stated, comprise the notations “Alice Dale’s Crest,” 
“Gold Crest,” and “Velcrest.” 

The First Assistant Commissioner quoted from the brief on appeal the following 
criticism by the applicant of the action of the Examiner: 


In holding that the marks are deceptively similar, the Examiner bases his opinion on 
grounds too narrow. He stands on a single syllable of the marks themselves, and on a 
part that is not the dominant part of the marks cited by him. He ignores all other facts 
peculiar to the case, such as the fact that all the cited marks are of local use only in regions 
of the country remote from each other, and the improbability that any competition would 
ever arise among them. There, of course, has never been any such competition as a matter 
of fact and there is no evidence that anyone has ever been deceived by the various 
parties. ... ‘ 

Again, it is to be noted that these marks are the properties of concerns quite apparently 
doing a local business in their respective communities, and these communities are far re- 
moved from each other and from the applicant. ‘Alice Dale’s Crest,” for instance, is the 
property of a concern in Nashville, Tenn., “Gold Crest” belongs to a Minneapolis store, 
and “Velcrest” to a party in the town of Mansfield, Ohio, while applicant’s operation’s are 
concerned with New York City and vicinity. There are thus many hundreds of miles 
separating the clientele of these various concerns, and it is very safe to say that no one of 
them has ever invaded the territory of the other and thus come into such competition as to 
render confusion in trade likely. 


Jad Stl 


In answer to this argument, the First Assistant Commissioner stated : 


The chief difficulty with this line of argument is that aside from the facts disclosed in 
the cited registrations it finds no support in the record. The items dealt in by the several 
registrants and by applicant are directly competitive in character, and the Patent Office 
may not properly speculate as to whether or not they are competitive in fact. The statute 
forbids the registration of trade-marks “which so nearly resemble a registered or known 
trade-mark owned and in use by another and appropriated to merchandise of the same 
descriptive properties as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers.” That such likelihood exists with respect to applicant’s 
mark and each of the registered marks relied upon by the Examiner seems clear. As 
stated by the Examiner : 

“All the marks cited carry conspicuously or dominantly the word ‘Crest,’ which is the 
sole feature of the applicant’s mark.’”® 
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5. Ex parte Hamilton C. Bates (doing business as C. J. Bates & Son), Ser. No. 446,773, 166 


M. D. 3, October 8, 1942. 
6. Ex parte Crest Laboratories, Inc., Ser. No. 438,469, 166 M. D. 11, October 29, 1942. 
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Descriptive Terms 


“Metalic” for roofing material 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration under the provisions of the Act of February 20, 1905, to El Rey 
Products Co., of Los Angeles, Calif., of the word “Metalic” as a trade-mark for 


roofing material and more particularly composition roofing material and shingles and 
asphalt impregnated roofing material and shingles. 


The Examiner refused registration on the ground that the mark is descriptive of 
the goods. In his statement on appeal, the Examiner said: 


It is the Examiner’s belief that one seeing, in plain block letters, the notation “Metallic” 
on roofing material, would register only the impression that the goods were made in whole 
or in part of metal, or that they resembled metal in appearance. In short, it is thought 
that the observer would acquire only information or misinformation about the goods. The 
omission of one “1” in the spelling of the word “Metallic” would be likely to escape some 
casual observers, and it is not a sufficient orthographic change to give trade-mark meaning 
to a word otherwise devoid of such meaning. 


In sharing the views thus expressed by the Examiner, the First Assistant Com- 
missioner said: 


Applicant points out that its products contain no metal, but it cannot be assumed that 
all members of the purchasing public are familiar with that fact, and the mark itself con- 
stitutes a direct averment to the contrary. 

The question here presented was fully discussed by the Court of Customs and Patent 
Appeals in the case of Jn re Bonide Chemical Co., 18 C. C. P. A. 909, 46 Fed. (2d): 705 
[21 T.-M. Rep. 122]. In that case it was sought to register the notation “Crow-Tox” 
(meaning crow poison) for goods described in the application as “a non-poisonous prepara- 
tion for protecting seed against birds and animals and for invigorating seeds.” In holding 
the mark non-registrable, the court said: 


“We are at a loss to understand how one can acquire legal titlke—an ownership pro- 
tectable in the courts—of a mark (there being no ownership except when predicated upon 
use) which it is proposed to apply to a product and by it indicate that the product is of a 
particular character or quality, when, in fact, it has no such quality, and then secure regis- 
tration of the mark, on its face descriptive, upon the statement that it is not descriptive 
because false and misleading.” 

That observation seems equally applicable with respect to the instant case. It is a 
matter of common knowledge, and is conceded by applicant, that some roofing materials 
are made of metal in whole or in part; and its mark falsely indicates that applicant's 
product has that “particular character or quality.” 


The First Assistant Commissioner added that if, upon further appeal, applicant’s 
mark should be held registrable, applicant would be required to amend its description 
of goods by deleting therefrom the words “and more particularly” and substituting 
the word “namely.’” 





7. Ex parte El Ray Products Co., Ser. No. 440,649, 163 M. D. 1051, September 1, 1942. 
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“Clean Pack” for shredded paper 
































Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration to George La Monte & Son, of Nutley, N. J., of the words “Clean 
Pack,” accompanied by the representation of an anchor, as a trade-mark for 
“shredded paper.” The Examiner refused registration under the provisions of the 
Act of February 20, 1905, on the ground that the words “Clean Pack” are descriptive 
of the goods and should be disclaimed apart from the mark shown. 

After noting that applicant prints the mark upon tags which are affixed to pack- 
ages containing the goods and that on the specimen tags filed with the application 
there occurs the notation “Clean Pack—a soft shredded paper packing filler,” the 
First Assistant Commissioner stated: 

One definition of the noun “pack,” according to Webster’s New International Diction- 

ary, is “any material used for packing.” The adjective “clean” is defined by the same 

authority as “free from foreign matter; ... free from dirt or filth.’ A material that is 

free from dirt is manifestly desirable in the packing of fragile articles, particularly those 

intended for personal or household use; and this desirable quality or character is, to my 

mind, aptly described by the words “clean pack.” 


In regard to an argument presented by applicant in its brief, the First Assistant 


Commissioner said: 


In its brief applicant asserts, as is evident that “clean pack” is not a name for shredded 


paper, and urges that “where a term is not one which would be recognized by the public : 
as the designation of the goods, the term is not descriptive.” In support of this position 
applicant cites Jn re Irving Drew Co., 54 App. D. C. 310, 297 Fed. 889 [14 T.-M. Rep. 255]. | a 


In that case the Court of Appeals of the District of Columbia held the expression “Arch 
Rest” not to be descriptive of boots, shoes and slippers, and permitted its registration as a 
trade-mark for such goods because, as stated in the opinion, there is “no part of boots, 
shoes, or slippers which is commonly known as the arch rest, and from that it follows that 
‘arch rest’ cannot be considered as descriptive of such articles.” The doctrine so enunci- 
ated is contrary to the weight of authority, and was in effect repudiated by the same court 
in the later case of Kay & Ess Co. v. Coe, 68 App. D. C. 3, 92 Fed. (2d) 552 [27 T.-M. 
Rep. 675]. 

The statute forbids the registration of marks “which are descriptive of the goods with 
which they are used, or of the character or quality of such goods,” and applicant’s mark 
falls plainly within the latter category.* 





Goods of Different Descriptive Properties 
Candy and lipsticks 


Frazer, F.A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition of Stephen F. Whitman & Son, Inc.,, of Phila- 
delphia, Pa., to the application of Christy Cosmetics, Inc., of New York, N. Y., for 
registration of the word “Sampler” as a trade-mark for goods described in the appli- 
In his decision the Examiner “further adjudged that the appli- 









cation as “lipsticks.” 








8. Ex parte George La Monte & Son, Ser. No. 409,530, 166 M. D. 7, October 22, 1942. 
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cant is entitled to the registration for which it has made application.” This adjudi- 
cation the First Assistant Commissioner reversed, refusing registration. 

The opposition was predicated upon opposer’s prior use and registration of the 
same mark for candy. The First Assistant Commissioner ruled that the opposition 
was properly dismissed on the ground that opposer’s goods and applicant’s are of 
different descriptive properties. 

In refusing registration to applicant, the First Assistant Commissioner stated: 


The specimens filed with the application are cartons designed to contain a lipstick and 
eight samples of “the famous Christy colors.” The cartons are labeled “Christy Lipstick 
Sampler Set,” all four words being printed in the same type and in a single line. On one 
side, under the caption “Try All Eight Colors on Your Lips,” appears the following : 

“The selection of proper lipstick color has always been a baffling problem. How many 
times have you liked the color of a lipstick at the counter, or have selected from a chart, 
or have even marked the lipstick on your hand only to find, too late, that it did not give the 
desired effect on your lips? 

“Now Christy offers you color insurance. You buy the color of lipstick you think is 
right but before you break the seal you try each lip-color on your own lips. The lip-shaped 
cups on the opposite side are filled with the same material as is moulded into Christy 
lipsticks and in exactly the same colors. Rub your finger tip on the surface and then on 
your lips. If you find you have purchased the wrong color of lipstick, return the sealed 
lipstick and exchange it for one in the color you desire. Then keep the sampler so that 
you have other colors for special occasions. There are several applications in each cup.” 
On the other side of the cartons is the warning: 

“Do not break the seal on the lipstick until you have tested all colors in the sampler.” 

The word “sampler,” defined as “a specimen or example,” is listed as obsolete in 
Webster’s New International Dictionary ; but manifestly that is the meaning it is intended 
to convey to purchasers of applicant’s product. Certainly, it is not used as a trade-mark, 
nor is it likely to be considered by the public as an indication of origin. It is merely an 
apt name describing applicant’s unique package.® 


Goods of Different Descriptive Properties 


Noodle soup preparation and a soap product 


FRAZER, F. A. C.: Affirmed the action of the Examiner of Trade-Mark Inter- 
ferences in dismissing the opposition of The Procter & Gamble Company, of Cincin- 
nati, Ohio, to the application of Weiss Noodle Company, of Cleveland, Ohio, for 
registration of a trade-mark for goods described in the application as “a preparation 
for making noodle soup.””’ The Examiner also adjudged applicant not entitled to 
the proposed registration. This ruling the First Assistant Commissioner reversed. 

Applicant’s mark is a composite mark consisting of the notation ‘Ma Perkins,” 
displayed in reverse lettering upon a red scroll, in association with a picture of the 
head and face of an old lady wearing spectacles. It was the Examiner’s opinion that 
the mark is non-registrable under the Act of February 20, 1905, because “Ma 
Perkins” is the name of an individual and “is not reproduced ‘in some particular or 
distinctive manner.’ ” 





9. Stephen F. Whitman & Son, Inc. v. Christy Cosmetics, Inc., Opp’n No. 20,618, 163 M. D. 
1053, September 1, 1942. 


46 





THIRTY-THREE TRADE-MARK REPORTER 





In reaching a contrary conclusion, the First Assistant Commissioner said: 


Applicant argues that “Ma Perkins” is a fictitious name, and therefore is not merely the 
name of an individual ; but “Perkins” is a very common surname, and clearly its association 
with the equally common appellation “Ma” does not alter its significance as such. I am 
unable to agree with the Examiner of Interferences, however, that as used in applicant’s 
mark the name is not distinctively displayed within the meaning of the statute. 

In the case of Ex parte Nisley Shoe Co., 19 C. C. P. A. 1211, 58 Fed. (2d) 857 [22 
T.-M. Rep. 265], the Court of Customs and Patent Appeals said: 

“We are of the opinion that the proper construction of the words ‘particular or dis- 
tinctive manner’ in the proviso of section five referred to is that the word or words con- 
stituting the mark shall be written, printed, impressed or woven in such a manner as to 
form a distinct impression upon the eye of the observer, to the extent that he will remember 
such particular or distinctive form and rely upon it, in part at least, in ascribing origin of 
the goods to which the mark is applied.” 

I think applicant’s mark meets the test thus prescribed. Moreover, it has for years been 
the uniform practice of the Examiner of trade-marks to accept similar marks for regis- 
tration, and I am unwilling to disturb such practice at this late date. 


In regard to the opposition, the First Assistant Commissioner stated : 


The opposition is based primarily upon the proposition that opposer has done business 
under the name “Ma Perkins,” and that registration to applicant of the mark here pre- 
sented is therefore prohibited by the proviso of section 5 of the Act of February 20, 1905, 
“that no mark which consists merely in the name of an individual, firm, corporation, or 
association not written, printed, impressed, or woven in some particular or distinctive man- 
ner, .. . shall be registered under the terms of this act.” I have held that the name of 
applicant’s mark is displayed “in some particular or distinctive manner”; but even if that 
ruling be erroneous, I am nevertheless of the opinion that the opposition was properly 
dismissed. 

“Ma Perkins” is the name of a radio character who has been on the air at frequent 
intervals for many years presenting a program of interest to women, the primary purpose 
of which is to advertise opposer’s “Oxydol” soap product. In connection with this adver- 
tising opposer has encouraged the public to correspond with “Ma Perkins,” and has given 
away various premiums in her name. It does not appear, however, that anyone has been 
led to believe that opposer was thus doing business under the name “Ma Perkins,” or that 
the name has served any other purpose than that of designating the radio character. 

Opposer claims to have used the name, and a picture somewhat similar to applicant's, 
as a trade-mark for various products. Except as to flower seeds, such claim finds no sup- 
port in the record; and manifestly flower seeds and noodle soup are of different descriptive 
properties. This is likewise true as to all other items in connection with which opposer 
has employed the name or the picture. In one instance both were used in a magazine 
article featuring recipes; but that single use was not opposer’s, nor is there any evidence 
that it was repeated. 

It may be, as opposer insists, that applicant it attempting to trade upon opposer’s good 
will; but that is a matter with which the Patent Office is not concerned. As applicant’s 
mark does not constitute an appropriation of opposer’s corporate name, and is not used 
upon goods of the same descriptive properties as any of those in connection with which 
opposer has used the same or a similar mark, as a trade-mark or in a manner analogous 

thereto, there is no legal alternative but to dismiss the opposition.’® 


5, October 14, 1942. 


10. The Procter & Gamble Company v. Weiss Noodle Company, Opp’n No. 20,369, 166 M. D. 
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DECISIONS OF COMMISSIONER OF PATENTS 


Goods of Same Descriptive Properties 


Material for curing concrete and a waterproofing preparation 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration to The Johnson- March Corporation, of New York, N. Y., of the 
representation of a seal balancing a hoop on its nose as a trade-mark for “material for 
application to the surface of concrete after finishing for the curing thereof.” 

The ground of rejection by the Examiner was that said mark is confusingly 
similar to a mark previously registered for a ““waterproofing preparation for masonry 
walls,” which includes the picture of a seal and the word “Amurseal.” 

In sustaining this ground of rejection, the First Assistant Commissioner stated : 


Manifestly, applicant’s goods and those described in the registration are so closely re- 
lated in use that they may reasonably be presumed to emanate from the same manufacturer 
if sold under similar marks. The two marks differ somewhat in appearance, chiefly due to 
the inclusion of the word “Amurseal” in the mark of the registration. It seems probable, 
however, that because of the absence of any word feature in applicant’s mark, the goods to 
which it is affixed would necessarily be known and called for by the words “Seal” or “Seal 
Brand.” Otherwise stated, applicant’s mark is the pictorial equivalent of the word “Seal”; 
and clearly that word too nearly approaches the registered mark to be concurrently used 
on goods of the same descriptive properties without a reasonable likelihood of resulting 
confusion." 


Merely a Surname 


“Courtleigh” for wearing apparel 


Van ArSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Ely & Walker Dry Goods Company, of St. Louis, Mo., of 
the trade-mark “Courtleigh Suede” for neckties, lounging robes and sport coats and 
jackets, the word “‘suede” being disclaimed. The Examiner refused registration on 
i the ground that “Courtleigh” is merely a surname not distinctively displayed, citing 
i In re Nisley Shoe Co., 19 C. C. P. A. 1211, 58 F. (2d) 426, 423 O. G. 4 [22 T.-M. 
: Rep. 265]. 

In upholding the position of the Examiner, the Assistant Commissioner said : 


: Applicant asserts that the word “Courtleigh” suggests the meaning of “courtly” be- 
H cause it has the same pronunciation as “courtly” and for that reason “Courtleigh” is not 
q merely a surname and is not precluded from registration on that ground. 

Be that as it may, the word “Courtleigh” is not the word “courtly” and to my mind the 
me:e fact that the words may be similar in pronunciation does not give the word “Court- 
leigh” the meaning of courtly or give the word “courtly” the meaning of the surname 
“Courtleigh.” The latter word remains merely a surname, and even if, due to its pronunci- 
ation, it suggested another word with a different meaning, that would be immaterial. 

Since the word “suede” is descriptive of the goods and is disclaimed and the word 
“Courtleigh” is merely a surname not distinctively displayed the mark, which consists 
merely of these two words, is not registrable. Jn re The Midy Laboratories, Inc., 26 
C. C. P. A. 1294, 104 F. (2d) 617, 508 O. G. 578 [29 T.-M. Rep. 392R].?” 


ll. Ex parte The Johnson-March Corporation, Ser. No. 427,202, 166 M. D. 7, October 16, 


. Ex parte Ely & Walker Dry Goods Company, Ser. No. 440,926, — M. D. —, September 
2 







THIRTY-THREE TRADE-MARK REPORTER 


Non-Conflicting Marks 
“Snow White” and “Sno-White” plus pictorial feature 


VAN ARSDALE, A C.: Reversed the decision of the Examiner of Trade-Mark Le 
Interferences and thereby dismissed the petition of Connell Rice & Commission Co., 

Inc., of New York, N. Y., to cancel trade-mark registration No. 380,685, issued 
August 27, 1940, to Otto L. Kuehn Co., of Milwaukee, Wis. 

As described by the Assistant Commissioner, the registered mark consists of the 
words “Sno-White” placed above the picture of a white rose on a black hexagonal 
background having two decorative lines on each side. He said that as the mark 
appears on the soft copy of the registration, the pictorial part of the mark has the 
same width as the words “Sno-White” and is one and a quarter inches high, while 
the tallest letters of the words ‘“Sno-White” are only one-half inch high. He con- . 
cluded that visually the pictorial part of the mark is more prominent than the word ; 
part of the mark. The goods named in the registration are rice. The words “Sno- 
White” are disclaimed. 4 

The Assistant Commissioner stated that Connell Rice & Commission Co., Inc., 
the petitioner, has shown prior use of the words “Snow White” as a brand name 
for white rice, but no use of anything resembling the pictorial feature of the regis- 
tered mark of Otto L. Kuehn Co., the respondent. 

In reaching the conclusion that the petition should have been dismissed, the As- 
sistant Commissioner said : 
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It seems to me that the words “Sno-White” of the registration are merely descriptive 
of white rice and are so understood by purchasers and the public. Accordingly, the pre- 
dominant trade-mark significance of the entire mark resides in the pictorial feature, and, 
as stated, petitioner has used no such picture in connection with its sales of rice. 

Trade-marks which consist of non-registrable descriptive words in association with 
registrable matter may be registrable. Beckwith v. Commissioner of Patents, 252 U. S. 
538, 247 O. G. 613, 1920 C. D. 471 [10 T.-M. Rep. 255]. In my opinion the mark of re- 
spondent’s registration is such a mark because of the prominence and design of the fanciful 
picture thereof. 

Since the words “Snow White” and “Sno-White” are merely descriptive of the color 
of the rice to which they are applied rather than indicating any particular source or origin 
of the rice, it is my opinion that the use of the mark of respondent’s registration is not 
likely to lead to confusion as to the sources of origin of the goods to which the parties 
apply the marks here involved. Spicer v. W. H. Bull Medicine Co., 18 C. C. P. A. 1402, 
49 F. (2d) 980, 413 O. G. 561 [21 T.-M. Rep. 406].?* 





13. Connell Rice & Commission Co., Inc. v. Otto L. Kuehn Co., Canc. No. 3844, 166 M. D. 
2, October 6, 1942. 
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THIRTY-THREE TRADE-MARK REPORTER 


PART II 


JOHN T. LLOYD LABORATORIES, INC. Et at. v. LLOYD BROTHERS 
PHARMACISTS 


United States Circuit Court of Appeals, Sixth Circuit 
November 30, 1942 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—“LLOYDSON” ON PHARMACEUTICALS. 

After all the assets, including trade-marks and good will, together with the mark “Lloyd- 
son,” used on pharmaceuticals put out by the original corporation Lloyd Brothers Pharmacists, 
had been sold to appellee, the use by appellant in a corporation subsequently organized of 
the name “Lloydson” as a trade-mark held unfair competition, and its continued use rightly 
enjoined. 

UnFair CoMPETITION—UsE OF SAME SURNAME—RIGHT OF OWNER. 

A man’s name is his own property, which he has the right to use and enjoy; and, if such 
use is reasonable, honest and fair, he is not liable for any incidental damage inflicted upon a 
business competitor. 

UNFAIR CoMPETITION—USE OF SURNAME IN CORPORATE TITLE—CONFUSION OF PURCHASERS. 

Where , after all the assets of the original Lloyd Brothers Pharmacists, had been conveyed 
to appellee S. B. Penick & Company, the use of the name John T. Lloyd, son of the founder of 
the business, in appellant’s corporate title, and in advertising and circulars put out by appellant 
held unfair competition. 

UnFAIR CoMPETITION—CopPyING SECRET FoRMULAE—VIOLATION OF CONFIDENTIAL RELATIONSHIP 
—SPECIFIC FORMULAE TO BE NAMED. 

While secret formulae and processes are property rights which are to be protected by in- 
junction against disclosure by a competitor, to whom they have been made known in good 
faith, appellee was required to specify just what secret formulae and processes were revealed 
in order to enable the court to properly decide the question. 

Unrair CoMPETITION—USE OF PLAINTIFF'S MAILING L1ists—BEARING ON ACCOUNTING. 

The use of appellee’s mailing lists, conveyed to them by their predecessors, the original 
Lloyd Brothers Pharmacists, by appellants was rightly enjoined as unfair competition; and 
the wrong done can be redressed only by an accounting for damages. 


In equity. Action for trade-mark infringement and unfair competition. Appeal 
from the District Court, Southern District of Ohio. From a decree for plaintiffs, 
defendants appeal. Modified. 


Francis A. Hoover and Oliver G. Bailey, both of Cincinnati, Ohio, for appellants. 
Wood, Arey, Herron & Evans and John N. Gatch, both of Cincinnati, Ohio, for 
appellees. 


Before Srmons, HAMILTON and Martin, Circuit Judges. 
MakrrTIN, Circuit Judge: 


John Uri Lloyd, author, teacher and pharmacist, was a distinguished exponent 
of the eclectic school of medical thought. In collaboration with a celebrated teacher 
of materia medica, he originated and developed a long list of pharmaceutical prepa- 
rations of plant derivation, which acquired widespread usage by prescription of 
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eclectic physicians. These physicians, of whom there are some four thousand, are 
primarily herbalists. 

The principal achievement of John Uri Lloyd was his contribution to the solu- 
tion of the problem of extracting the medicinal properties of plants in such manner 
as to preserve maximum therapeutic values. He invented distilling and percolating 
equipment to that end, and developed numerous special “menstruums,” or solvents, 
for extracting particular products from various drugs. The ingredients of these 
‘“menstruums” were usually a simple mixture of alcohol and water, but other com- 
ponents were also used. The formulae of these “menstruums” were carefully 
secreted and their disclosure guarded. 

In partnership with his brothers, John Uri Lloyd organized a pharmaceutical 
business, later incorporated under the laws of Ohio as Lloyd Brothers Pharmacists, 
Inc., for the purpose of manufacturing and distributing medicines generally pre- 
scribed by eclectic physicians and, to some extent, by non-eclectics. 

After the Lloyd family pharmaceutical business had been conducted successfully 
for many years, John T. Lloyd, at the request of his father, John Uri Lloyd, left 
his position on the staff of Cornell University, from which ke had been graduated as 
a Ph.D. in Biology, and became associated with his father’s company. The son 
started in to learn how the Lloyd preparations were made, attended lectures on 
pharmacy and medicine at the Cincinnati College of Pharmacy, the University of 
Cincinnati, and the Eclectic School of Medicine in that city. He worked under his 
father in the research department and, when the latter’s health failed, assumed 
charge of the laboratories. 

After his son had been associated with him in his life work for many years, John 
Uri Lloyd died in 1936, owning the entire capital stock of Lloyd Brothers Pharma- 
cists, Inc., except a few shares held by his son and his two daughters. His will 
directed that three named trustees should hold his stock in the corporation and 
dispose of it in solido. The will provided that the proceeds from the sale of the 
stock should be divided among the testator’s two daughters and his son, John T. 
Lloyd. 

Over the litigated opposition of the son, the testamentary trustees sold the stock 
of the testator in Lloyd Brothers Pharmacists, Inc., to S. B. Penick & Company, a 
Delaware corporation. At the instance of its controlling stockholder, Lloyd Brothers 
Pharmacists, Inc., on May 11, 1938, executed a bill of sale to S. B. Penick & Com- 
pany of all its formulae, processes, inventions, personal property and assets, except- 
ing only a specified sum of money and expressly “including its good will and the 
right to use its name.” On August 1, 1938, its trade-marks and the good will 
connected therewith were assigned to S. B. Penick & Company. 

John T. Lloyd did not resign his salaried position as vice-president of Lloyd 
Brothers Pharmacists, Inc., until a few days after he had been finally thwarted by 
the Supreme Court of Ohio in his effort to prevent consummation of the sale of his 
father’s stock in that company. The share which the son received from the sale of 
his father’s stock to S. B. Penick & Company aggregated more than $100,000. 

In the latter part of 1938, John T. Lloyd obtained under the laws of Ohio a cor- 
porate charter for “John T. Lloyd Laboratories, Inc.,” which was organized for 
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the purpose of competing directly in the sale of pharmaceutical preparations, with 
S. B. Penick & Company, doing business as Lloyd Brothers Pharmacists, Inc. His 
new corporation adopted and used in its business the trade-mark “Lloydson.” 

In leaving Lloyd Brothers Pharmacists, Inc., John T. Lloyd took with him a copy 
of the company’s mailing list, embracing the names and addresses of its thousands 
of customers and prospective customers. This list was utilized by Lloyd’s newly 
organized company in the solicitation of sales for its pharmaceutical preparations, 
which were similar to those manufactured by the old company. Moreover, he took 
with him to his new corporation the factory superintendent and the laboratory tech- 
nician of Lloyd Brothers Pharmacists, Inc., both of whom had been long employed 
by that company and had possessed free access to its formulae and trade-secrets. 

The appellees, Lloyd Brothers Pharmacists, Inc., and S. B. Penick & Company, 
licensed to do business under the former’s name, brought, under the trade-mark 
statutes of the United States, the instant civil action in the District Court for 
Southern Ohio, praying damages and injunctive relief against appellants John T. 
Lloyd Laboratories, Inc., John T. Lloyd, individually, and Albert N. Brown, the 
laboratory technician who after thirty-one years of service had left the employ of 
Lloyd Brothers Pharmacists, Inc., to work for the appellant company. 

Upon the evidence received at the trial, the district court found that purchasers 
and prospective purchasers of pharmaceutical preparations have been confused by 
the similarity between the corporate name of the appellee, “Lloyd Brothers Pharma- 
cists, Inc., and that of the appellant, “John T. Lloyd Laboratories, Inc.” ; and that 
there has been like confusion between the names “Lloydson” and “John T. Lloyd” 
used by appellant John T. Lloyd Laboratories, Inc., and the names “Lloyd” and 
“Lloyd’s,” trade-marks owned and used by appellee, S. B. Penick & Company. 

Accordingly, the district court enjoined the use by appellant corporation of the 
corporate name, “John T. Lloyd Laboratories, Inc.” The use of the trade-mark 
“Lloydson” was also enjoined; but it was decreed that the appellant corporation 
was privileged to continue to use the trade-marks “Ferroloid,” “Phytoloid,” and 
“Echaloid.” 

Finding that the appellant corporation had published advertisements and issued 
circulars creating confusion and doubt as to whether the appellee corporation, S. B. 
Penick & Company, or the appellant corporation, John T. Lloyd Laboratories, Inc., 
is the successor to the good will of the business established by John Uri Lloyd, and 
as to whether John Uri Lloyd is now or was ever connected with the appellant cor- 
poration, the district court enjoined appellants “from representing that the business 
of John T. Lloyd Laboratories, Inc., is connected with, or is the outgrowth of, or in 
some way represents some extension of, or is the successor to, or constitutes in whole 
or in part, the business established by the late John Uri Lloyd and still being con- 
ducted by the plaintiff, S. B. Penick & Company, under the name of Lloyd Brothers 
Pharmacists, Inc.” 

The district court enjoined the appellant corporation from the manufacture and 
sale of medicinal preparations from formulae, secret processes, or technique imparted 
by John T. Lloyd or Albert N. Brown which had been obtained by them while they 
were employed in a confidential capacity by appellee, Lloyd Brothers Pharmacists, 
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Inc. ; and the individual appellants, Lloyd and Brown, were restrained from further 
disclosure to the corporate appellant of any such information so acquired by them. 
There was excepted from the operation of the injunction the use of what was termed 
the “mixing clear” process. 

Utilization by the appellants, in whole or in part, directly or indirectly, of any 
mailing list obtained from appellees was also enjoined. 

The decree below allowed the recovery by appellee, S. B. Penick & Company, 
from the appellant corporation, of profits and damages accruing from the infringe- 
ment of its trade-marks, from the use of appellant’s corporate name, “John T. 
Lloyd Laboratories, Inc.,”’ from the use of appellee’s mailing list, and the utilization 
of its trade secrets disclosed by the individual appellants John T. Lloyd and Albert 
N. Brown, and from “other acts of unfair competition.” The appointment of a 
Special Master to ascertain such profits and damages was deferred, pending the 
determination of the issues on appeal. 

Accepting, in conformity with Civil Procedure Rule 52(a), the district court’s 
findings of fact, all of which are supported by substantial evidence and are not 
“clearly erroneous,” it is obvious that appellants have been guilty of unfair com- 
petition and trade-mark infringement against which appropriate relief should be 
granted. In some respects, the relief decreed in the district court is approved ; but 
approval cannot be given in full measure to the decree entered. 

1. The injunction against the use by appellants of the trade-mark “Lloydson” 
should remain in effect. The mere fact that its use was discontinued by them before 
the commencement of this action is no guarantee that they may not resume its use 
should the injunction be dissolved. If appellants have no such wrongful intent, no 
injury ensues to them from maintenance of the bar. Cf. Juvenile Shoe Co. v. 
Federal Trade Commission, 289 F. 57, 59 (C. C. A.9) [13 T.-M. Rep. 300]. 

2. Inasmuch as the abstraction by John T. Lloyd while an officer of Lloyd 
Brothers Pharmacists, Inc., of its valuable mailing list for use by the appellant cor- 
poration which he organized was a flagrant act of unfair competition, the utilization 
of that list by appellant was properly enjoined in paragraph 2(d) of the decree. The 
injunctive relief granted in this respect is quite inadequate, however, for the reason 
that the list has already been used by appellant in its initial solicitation of business 
from customers of appellee. The accounting for damages provided in paragraph 4 
of the decree will be the only practicable redress obtainable by the appellee ; and the 
master should take this fact into account in ascertaining allowable damages. 

3. The decree in paragraphs 2(c) and 3, relating to secret formulae, processes 
and technique, is found too broad and sweeping in its injunctive coverage. It is 
true that secret formulae and processes are property rights which should be protected 
by injunction against those who attempt to disclose or use them in violation or con- 
fidential relationships. Herold v. Herold China & Pottery Co., 257 F. 911, 913 
(C. C. A. 6) [9 T.-M. Rep. 414]. Cf. A. O. Smith Corp. v. Petroleum Iron Wks. 
Co., 73 F. (2d) 531, 538 (C. C. A. 6). 

The district court has found upon substantial evidence that appellants John T. 
Lloyd and Albert N. Brown obtained, in confidence, information as to formulae, 
processes and technique used by Lloyd Brothers Pharmacists, Inc., and disclosed to 
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appellant corporation this information, which was utilized in the preparation of its 
products. 

The proof offered upon the trial, however, failed to specify the secret formulae 
and processes wrongfully disclosed. Equitable relief is over-extended by the issu- 
ance of an injunction against the revelation of trade secrets insufficiently identified. 
No one should be placed in danger of citation and punishment for contempt for 
revealing an unspecified secret. A similar lack of sufficient evidence of what con- 
stituted trade secrets is met here as confronted this court in Herold v. Herold China 
& Pottery Company, supra. The same course lies open here as was there suggested 
by Judge Knappen. (257 F. 917-918.) 

The district judge is directed to entertain a motion, if made seasonably by 
appellees, for further hearing and introduction of additional evidence in camera, upon 
condition that appellee, S. B. Penick & Company, expressly offers full disclosure in 
camera of its alleged secret formulae and processes, which it contends have been 
wrongfully revealed and appropriated. Upon the hearing im camera upon the issue 
of the disclosure of trade secrets, appellants will be privileged also to introduce 
evidence. 

4. The district court, in paragraph 2(b) of the decree, appropriately enjoined 
appellants from representing that the business of the John T. Lloyd Laboratories, 
Inc., is connected with, or the outgrowth or extension of, or successor to the business 
established by John Uri Lloyd; but erred in issuing a perpetual injunction restrain- 
ing the appellant corporation from using the corporate name, “John T. Lloyd Labo- 
ratories, Inc.” 

It has long been settled that a man’s name is his own property, which he has the 
right to use and enjoy as he does any other species of property. If his use of his 
name be reasonable, honest and fair, he is not liable therefrom for any incidental 
damage inflicted upon a business competitor. Brown Chemical Company v. Meyer, 
139 U. S. 540, 544. Likewise, in the absence of a restrictive contract, or of fraud or 
estoppel he has the right to use his own name as the whole or a part of a corporate 
name. Howe Scale Company v. Wyckoff, Seamans & Benedict, 198 U. S. 118. 

In the instant case, appellant, John T. Lloyd made no agreement whatever with 
appellees concerning the use of his own name or his future activities. But, as found 
by the district court, his choice of the corporate title, “John T. Lloyd Laboratories, 
Inc.,” caused confusion in the pharmaceutical preparations market. This confusion 
was accentuated by advertisements and circulars put out by the appellant cor- 
poration. 

Upon the whole record, it appears that the appellant corporation, having included 
the name of John T. Lloyd in its corporate title, has in all circumstances failed of a 
good faith effort to so conduct its business as not to palm off its goods as those of 
the appellees. Such failure constituted, in our concept, unfair competition; and 
appropriate relief must be evolved upon equitable principles. 

Knabe Brothers Co. v. American Piano Co., 229 F. 23, 30 (C. C. A. 6) [6 T.-M. 
Rep. 298], points the way. It was there held that, while a corporate defendant in an 
unfair competition suit had the right to advertise and make the most, by legitimate 
means, of a former connection of its managing officers and their familiarity with the 
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manufacture of Knabe pianos, the use of the family name by the defendant corpora- 
tion was subject to the stringent limitation that reasonable precautions be taken to 
make it clear that defendant’s goods were of its own manufacture and were not those 
of the plaintiff or its predecessors. Specific directions for the avoidance of con- 
fusion between the goods of the two piano manufacturing companies were carefully 
prescribed in the opinion and in the supplemental per curiam, 232 F. 140 (C. C. A. 
6). See, also, Stix Baer and Fuller Dry Goods Co. v. American Piano Co., 211 F. 
271, 277 (C.C. A.8) [4 T.-M. Rep. 246], giving instructions upon the same subject 
matter. 

Herring-Hall-Marvin Safe Company v. Hall’s Safe Company, 208 U. S. 554, 
560, furnishes further and consistent guidance. There, it was directed that a decree 
should be specific in forbidding the defendants the use of the name “Hall,” either 
alone or in combination in its corporate name, on safes, or in advertisements, unless 
accompanied by information that the defendant was not the original Hall’s Safe and 
Lock Company or its successor, and that the safe was not the product of the last- 
named company or its successor. It w as decreed that, with such explanation, the 
defendants might use the Hall family name and might reveal that they were sons 
of the first Hall, brought up by him in the safe manufacturing business, and might 
otherwise state the facts. 

Consult, also, Chickering v. Chickering & Son, 215 F. 490 (C.C. A.7) [4 T.-M. 
Rep. 279]. 

In an Ohio Superior Court opinion, French Bros. Bauer Co. v. Townsend Bros. 
Milk Co. (1925), 25 O. N. P. (N. S.) Reports, page 548, affirmed an appeal (21 O. 
App. 177), Judge Marx recognized the same principles and authorities which we 
have followed in this opinion, and directed procedure similar to that which we are 
finding appropriate here. 

We do not find Vick Medicine Co. v. Vick Chemical Co., 11 F. (2d) 33 (C. C. 
A. 5) [16 T.-M. Rep. 67], cited by appellees, to be inconsistent with our ruling in 
the instant case. For, while in that case a medicine manufacturing corporation was 
restrained from using ‘‘Vick” in its corporate name upon evidence that an existing 
corporation had previously manufactured and widely distributed medicinal prepara- 
tions under the trade-mark “Vick’s,” the circumstances were utterly differentiable 
from the facts of the case at bar, in that the infringing corporation had deliberately 
procured as organizer and president an automobile tire salesman named Vick, for 
the purpose of marketing a certain West’s grippe remedy under the name of “Vick’s 
Grippe Remedy.” The fundamental intent in the organization of the enjoined cor- 
poration was manifestly fraudulent. 

Similarly, in another case cited by appellees, De Nobili Cigar Co. v. Nobile Cigar 
Co., 56 F. (2d) 324, 326 (C.C. A. 1) [22 T.-M. Rep. 136], the adoption of the cor- 
porate name by the enjoined corporation was obviously fraudulent in its inception. 
The court of appeals said that, on the facts of the case, it was plain that “when the 
defendant went into the cigar business, its purpose was to use its adopted name to 
sell its products as and for the cigars made by the appellant.” 

Paragraph 1 of the decree of the district court, enjoining use of the corporate 
name “John T. Lloyd Laboratories, Inc.,” must be stricken, and the case remanded 
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for further procedure in conformity with this opinion. In the light of our discussion 
and under guidance of the cases cited, this court is confident that the district court 
will be able to reform its decree so as to afford adequate protection of the appellee, 
S. B. Penick & Company, against further unfair competition on the part of appellants 
in connection with the use of the latter’s corporate name. The directions of the 
Supreme Court in Herring-Hall-Marvin Safe Company, supra, and of this court 
and the Eighth Circuit Court of Appeals in the Piano Cases, supra, should furnish 
adequate guidance for the recasting of the decree by the able district judge. 

5. No error is found in the allowance of damages as provided in paragraph 4 of 
the decree, except that no damages are allowable for use by the appellant corporation 
of the corporate name which it adopted. See Anchor Stove and Range Co. v. 
Rymer, 97 F. (2d) 689 (C. C. A. 6) [28 T.-M. Rep. 476]. In our judgment, the 
district court wisely deferred the appointment of a Special Master to ascertain the 
damages, pending the determination of the issues of the cause on this appeal. 

The decree of the district court is affirmed, with the amendments and modifica- 
tions herein directed; and the cause is remanded for further procedure in con- 
formity with this opinion. 





THE PHILADELPHIA INQUIRER COMPANY v. COE, COM’R PATS. 
Court of Appeals, District of Columbia 
December 8, 1942 


TRADE-M ARKS—OPPOSITION—M AGAZINE SUPPLEMENT AND TABLOID MAGAZINE—Goops OF SAME 
DESCRIPTIVE PROPERTIES. 

The magazine supplement section of a Sunday newspaper and a stapled, tabloid, weekly 
news magazine held to have the same descriptive properties. 

TRADE-MARKS—“EveERYBODY’S MAGAZINE”—REGISTRATION—MEANING OF STATUTE—GOODS OF 
SaME CLASS—CRITERIA. 

The court in determining whether the goods concerned are of the some class may, in certain 
cases, resort to a “conference table consideration”; in others, resort to the market place is 
necessary. However, the test of confusion mentioned in the statute goes to the similarity of 
marks, and not to the descriptive properties of the goods. 

Where, therefore, the marks are identical, as in the instant case (“Everybody’s Magazine”) 
the fact that the prior mark was used on a British weekly and the junior mark on the magazine 
section of a Philadelphia newspaper, thus making confusion improbable, held not to affect the 
main issue. 


Action by plaintiff against the Commissioner of Patents to obtain registration of 
trade-mark. From a judgment of the District Court, District of Columbia, dis- 
missing the complaint, plaintiff appeals. Affirmed. Stephens, Associate Justice, 
dissenting with opinion. For the Commissioner’s decision, see 29 T.-M. Rep. 610. 


Frank E. Scrivener and Charles K. Davies, Jr., both of Washington, D. C., for 
appellant. 
W.W. Cochran, Solicitor, United States Patent Office, for appellee. 


Before, STEPHENS, VINSON and RuTLEDGE, Associate Justices. 
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Vinson, Associate Justice: 


Appellant was plaintiff in the District Court in what is commonly known as a 
Section 4915 proceeding." Previously appellant had applied to the Patent Office for 
registration of the trade-mark “Everybody’s Weekly,” the name given to the maga- 
zine supplement section of the Philadelphia Inquirer’s Sunday newspaper. 

Inasmuch as the construction of the applicable statutory provisions is the whole 
of this case, we set forth the pertinent language of the Act immediately in order that 
the four previous determinations in this case may be understood as recited. 


That no mark by which the goods of the owner of the mark may be distinguished from 
other goods of the same class shall be refused registration as a trade-mark on account of 
the nature of such mark... . 

* * * 


(b) ... Provided, That trade-marks which are identical with a registered or known 
trade-mark owned and in use by another and appropriated to merchandise of the same 
descriptive properties, or, which so nearly resemble a registered or known trade-mark 
owned and in use by another and appropriated to merchandise of the same descriptive 
properties as to be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers shall not be registered: . . .? 


The Patent Office examined appellant’s application and passed it for publication. 
Whereupon, King Features Syndicate, which releases “Everybody’s Pictorial 
Weekly,” filed opposition. The Examiner of Interferences in the Patent Office de- 
termined that applicant had its mark in use before the opposer, and the opposition 
was dismissed, from which action there was no appeal. The opposer, however, in- 
troduced evidence which showed that a British publication had used a similar mark 
prior to applicant. The British publication carried the title “Everybody’s—the 
popular Weekly.” On the inside pages was the heading “Everybody’s Weekly.” 
The Examiner held that the applicant was not entitled to register its mark because the 
goods to which it was applied possessed the same descriptive properties as the British 
article and the two marks bore such close resemblance as to be likely to cause 
confusion. 

Upon appeal to the Commissioner of Patents the decision of the Examiner was 
affirmed, but upon somewhat different reasoning. The opinion of the Assistant 
Commissioner clearly held that the two articles were of the same descriptive proper- 
ties, arid while observing that there was actually little likelihood of confusion, he 
concluded that the statute barred registration. 

After a rehearing, at which a decision of this Court was pressed,* the Assistant 
Commissioner maintained his conclusion while clarifying his reasoning and holding. 


1. R.S. § 4915, 35 U. S.C. A. § 63. See American Steel Foundries v. Robertson, 262 U. S. 
209 [13 T.-M. Rep. 289]. 

2 1I5V.8.C. A. § SS. 

3. McGraw-Hill Pub. Co. v. American Aviation Associates, 73 App. D. C. 131, 117 F. (2d) 
293 [30 T.-M. Rep. 113]. That was an infringement and unfair competition case, not a regis- 
tration case. Moreover, the test of confusion there went to the similarity of the marks. Here 
appellant concedes that the marks are not similar but identical, and attempts to employ the con- 
fusion test to determine whether the goods are of the same class. 

4. 38 F. Supp. 427. 
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He held that not only were the marks applied to goods of the same descriptive prop- 
erties, but also that they were identical, and so the likelihood of confusion became 
irrelevant under the statute. 

The District Court in a well reasoned opinion* held that the goods were of the 
same desriptive properties and that the marks were identical. The Court further 
held that the likelihood-of-confusion test was immaterial because that test is ad- 
dressed to the similarity of the marks and not to the descriptive properties of the 
merchandise. 

Upon appeal to this Court, appellant concedes that the marks are identical. Its 
chief argument is that likelihood of confusion is one of the criteria in determining 
whether goods are of the same descriptive properties. Since it believes that there is 
no chance of confusion, then it concludes that its supplement must not be of the same 
class as the British publication, a conclusion contrary to the express holding in the 
four previous adjudications. 

We believe that the statute bars appellant’s right to register. In making this 
holding we accept the reasoning of the District Court. 

Appellant bases its argument upon the emphasis that the whole object of statutory 
and common law trade-mark law is to prevent confusion. With this all-important 
essence in mind, appellant rides rough-shod over the nicer standards the statute 
creates. Appellant takes the likely-to-cause-confusion test at the end of the proviso 
and reads it all the way back through the Act. Appellant may have a good idea for 
trade-mark law. Nonetheless, the statute must be read and applied as written. 

We outline the meaning that the statute has for us: 

(General Rule) That no mark by which the goods on which it appears may be dis- 
tinguished from other goods of the same class shall be refused registration ; 

(Proviso) (1) But (a) if the mark is identical with one already in existence and (b) if 
it is used on goods of the same descriptive properties (with the same meaning as “same class” 
in the general rule; synonym, related goods), it shall not be registered; (2) or (a) if the 


mark so nearly resembles another mark as to be likely to cause confusion and (b) if it is 
used on goods of the same descriptive properties, it shall not be registered. 


In contrast, appellant’s construction of the statute, spelled out, would read some- 
thing like this: 


That no mark by which the goods on which it appears may be distinguished from other 
goods of the same class (the test of the class being the likelihood of causing confusion) 
shall be refused registration ; 

Provided, That trade-marks which are identical with a known mark and used on 
merchandise of the same descriptive properties (the test of the last phrase being the likeli- 
hood of causing confusion), shall not be registered; and also provided that trade-marks 
which so nearly resemble another mark, as to be likely to cause confusion (appellant may 
cancel the test here),° and which are applied to goods of the same descriptive properties 
again the test being the likelihood of causing confusion), shall not be registered. 


If this be the meaning of the statute, it could have been written much more 
concisely: that no trade-mark shall be refused registration unless it is likely to 
cause confusion. 


5. We are not told by appellant whether in relating the confusion test to the descriptive 
properties he believes that it does not go to the close resemblance of the marks. 
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Congress, however, chose to lay down more definite standards, and to make 
differentiations. Congress provided that if a trade-mark is identical with one in 
existence and if it is applied to related goods, it shall not be registered, and that if a 
trade-mark so nearly resembles one in existence as to be likely to cause confusion, 
and if it applied to related goods, it shall not be registered. 

Congress separated the “identical” marks from the “nearly resemble” ones.® 
This was done by using sufficient language for standards in each instance and by 
dividing the two provisions with a comma followed by the conjunction “or.” Then 
in the second part of the proviso, the part dealing with marks of close resemblance, 
Congress addressed the likely-to-cause-confusion test to the similarity of the marks’ 
by using the adverbs “‘so” and “as” to introduce correlative clauses, to wit: ‘‘so nearly 
resemble . . . . as to be likely to cause confusion.” That the confusion test goes to 
the similarity of the marks and not to the descriptive properties of the goods is 
borne out by the fact that the phrase “merchandise of the same descriptive proper- 
ties” has already appeared in the first part of the proviso, and again in the general 
rule in the form of the synonym, “goods of the same class,” and in neither case was 
there any descriptive definition test corresponding to “likely to cause confusion.” 

The construction of the statute to us is clear, and being clear we choose not to 
be led astray by some of the case language which in all fairness must be said to sup- 
port appellant.° That language has often been to the effect that where “similar or 
identical” trade-marks are concerned the test of registration is the likelihood of 
causing confusion. The usual problems are whether the marks are confusingly 


6. Although the Supreme Court in American Steel Foundries v. Robertson, 269 U. S. 372, 
was concerned with the next proviso which deals with appropriating corporate names for trade- 
marks, the Court expressed an historic rule of trade-mark law which affords background for the 
construction of this section. “The general doctrine is that equity not only will enjoin the appro- 
priation and use of a trade-mark or trade-name where it is completely identical with the name of 
the corporation, but will enjoin such appropriation and use where the resemblance is so close as 
to be likely to produce confusion as to such identity, to the injury of the corporation to which the 
name belongs.” P. 381. 

7. The Judge of this Court who applied the confusion criterion to determine if goods were 
of the same descriptive properties while saying he reasoned from effect to cause in California 
Packing Corp. v. Price-Booker Mfg. Co., 52 App. D. C. 259, 285 F., 993 [13 T.-M. Rep. 62], saw 
the two steps two and one-half years earlier. “It is conceded that the goods are substantially 
identical. The only question, then, is as to whether or not the two marks are so similar as to 
be likely to produce confusion in the minds of purchasers with respect to the origin of the goods 
upon which they are used.” Procter & Gamble Co. v. Eney Shortening Co., 50 App. D. C. 42, 
267 F. 344 [10 T.-M. Rep. 344]. 

See Morrison Co. v. Cudahy Packing Co., 50 App. D. C. 236 270 F. 358 [11 T.-M. Rep. 75]. 

Compare Nulyne Laboratories v. Electro-Alkaline Co., 52 App. D. C. 265, 285 F. 999 [13 
T.-M. Rep. 119], and Vacuum Oil Co. v. Gargoyle Textile Corp., 52 App. D. C. 268, 285 F. 1002 
[13 T.-M. Rep. 144]. 

8. California Packing Corp. v. Price-Booker Mfg. Co., 52 App. D. C. 259, 285 F. 993 [13 
T.-M. Rep. 62]; B. F. Goodrich Co. v. Hockmeyer, 40 F. (2d) 99 (C. C. P. A. Patents) [20 
T.-M. Rep. 205] ; California Packing Corp. v. Tillman & Bendel, 40 F. (2d) 108 [20 T.-M. Rep. 
238 (C. C. P. A. Patents). The rule of these last two cases seems at first to be disapproved in 
Meredith Publishing Co. v. O. M. Scott & Sons Co., 88 F. (2d) 324, 326 (C. C. P. A. Patents) : 
“It is true that in both the preceding cases there were expressions which, taken by themselves, 
and without regard to the context and the general purport of the opinions, might have indicated 
that the existence of confusion was the test by which we should determine whether the goods 
were of the same descriptive properties. However, the cases should not be so read.” Yet when 
the Meredith Publishing Co. case is considered as a whole, its general purport seems to be there 
is little likelihood of confusion, so the goods are not of the same descriptive properties. Universal 
—— Co. v. Bemis Bros. Bag Co., 116 F. (2d) 294 (C. C. P. A. Patents [31 T.-M. 

ep. 27]. 








60 THIRTY-THREE TRADE-MARK REPORTER 





similar on goods of the same descriptive properties or whether the goods are of the 
same descriptive properties where the marks are substantially identical. If it is 
fairly clear that the goods do not have the same descriptive properties and their 
marks are dissimilar, contested cases do not arise. Few cases, on the other hand, 
present a difficult question on both issues. Asa result, the adjudicating bodies have 
not been made acutely aware of the statutory differentiation between similar and 
identical marks when applied to goods of the same descriptive properties, nor have 
they, in applying the statute, been accustomed to discussing expressly, in the same 
case, the two distinct steps, i.e., (1) are the goods of the same descriptive properties, 
and if so, then, (2) either are the marks so similar as to be likely to cause confusion, 
or are the marks identical. When the Court of Customs and Patent Appeals, so far 
as we know, first applied expressly the confusion test to determine whether the 
goods were of the same descriptive properties, there was a 3-2 division with the 
minority writing a vigorous specially concurring opinion.’ 

The facts of this case have shown us, we believe, the proper construction of the 
Act, and with the statute properly construed, this case is of easy resolution. Appel- 
lant concedes that its mark is identical with that of the British publication. This 
concession is in conformity with the conclusions of the Assistant Commissioner and 
of the District Court. This concession places appellant within the first part of 
the proviso. The only other factor for consideration, then, is whether the marks 
are applied to merchandise of the same descriptive properties.”° 

There is general agreement that the meaning of this phrase is that of the phrase, 
“goods of the same class,” which appears in the opening general rule of the section.” 
Whether goods are of the same class, or as it is sometimes stated, are the goods re- 
lated,’* can often be decided by what might be called conference table consideration. 
At other times resort to the market place is necessary. Even then, if the test is 
framed in terms of confusion, it is misleading, because that test is already in the 
statute in another connection, and because that is, to our minds, not precisely the 
issue. What is wanted to be known through this extrinsic evidence is whether the 
producers, the wholesalers, the retailers, and particularly the consumers, regard and 
treat the goods as though they were of the same class, and whether those purchasers 
will believe that the goods have the same origin so that they will reason that since 
X company makes good coffee, it probably makes good tea.* In such instances 
custom comes to temper logic in making the categories of goods. When the prob- 


9. See concurring opinions in B. F. Goodrich Co. v. Hockmeyer, 40 F. (2d) 99, 104 (C. C. 
P. A. Patents) [20 T.-M. Rep. 205], and California Packing Corp. v. Tillman & Bendel, 40 F. 
(2d) 108, 114 (C. C. P. A. Patents) [20 T.-M. Rep. 238]. 

10. For a converse situation see In re Manischewitz Co., 123 F. (2d) 641 (C. C. P. A. 
Patents) [32 T.-M. Rep. 23]. 

11. Cheek-Neal Coffee Co. v. Hal Dick Mfg. Co., 40 F. (2d) 106, 107 (C. C. P. A. Patents) 
[20 T.-M. Rep. 274]; Cross v. Williams Oil-O-Matic Heating Corporation, 48 F. (2d) 659, 660 
(C. C. P. A. Patents) ; Williams Oil-O-Matic Heat. Corp. v. Westinghouse E. & M. Co., 62 F. 
(2d) 378, 379 (C. C. P. A. Patents) [23 T.-M. Rep. 29]; Nims, Unfair Competition and Trade- 
Marks (3d ed. 1936) § 229(b), p. 621. 

12. Nims, Unfair Competition and Trade-Marks (3d ed. 1936) § 229, pp. 619-20. Elgin 
American Mfg. Co. v. Elizabeth Arden, Inc., 83 F. (2d) 687 [26 T.-M. Rep. 422]. 

13. Elgin American Mfg. Co. v. Elizabeth Arden, Inc., 83 F. (2d) 687, 688 (C. C. P. A. 
Patents) [26 T.-M. Rep. 422]. 
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lem is looked at this way, it is seen that it is really a matter of degree of relation 
rather than of the “same” class. This relativity of relation becomes all the more 
important in the day of many by-products and nationally known goods. 

In the present case it has been clear to the Examiner, to the Assistant 
Commissioner, to the District Court, and now to us, that a magazine supplement 
section of a Sunday newspaper belongs to the same class for the purpose of trade- 
mark registration as a stapled, tabloid, weekly news-magazine. Just as extrinsic 
evidence would be cumulative when it was already clear that goods were not re- 
lated, so here when the goods are so closely related, any amount of testimony that 
there was no “confusion” (of the source) in fact would not alter the conclusion 
that the goods are of the same descriptive properties. These goods, similar publi- 
cations, are in the same class even under a very narrow and literal meaning.** 

Under a fresh statute some might doubt this conclusion. Where, however, this 
phrase, “the same descriptive properties,’ has evolved” so that coffee is classed with 
horse-radish, fish with tea, mouth washes with cold creams, there cannot be the 
slightest doubt that these two similar publications are merchandise of the same 
descriptive properties. 

It is certain that if the statute does anything, it bars the registration of identical 
marks for goods definitely of the same class. 

Affirmed. 





STEPHENS, Associate Justice, dissenting : 


Since it is conceded that the trade-marks are identical, the only question in the 
case is whether the appellant’s “merchandise,” te., its magazine supplement section 
of a Sunday newspaper, is of the “same descriptive properties” as the British publi- 
cation. The court rules, as I understand the majority opinion, that in deciding this 
question of fact the trial court could not consider likelihood of confusion and the 
testimony of the trade with respect thereto, but properly limited itself—although 
trade testimony was received in evidence—to inspection of the items of merchandise 
and to inferences which the court, without the aid of such testimony, drew from 
such inspection. The ruling is based upon the fact that confusion is referred to 
only in that (second) part of the proviso which relates to trade-marks which re- 
semble each other as distinguished from those which are identical. 

Looking at the statute apart from judicial construction, it does not seem to me 
to require the conclusion which the court reaches. But if the words of the statute 
leave the point in doubt, the cases in my opinion resolve it. In California Packing 
Corporation v. Price-Booker Mfg. Co., 52 App. D. C. 259, 285 F. 993 (1923), the 
dispute, as here, was whether the goods of the respective parties “belong to the same 
class or have the same descriptive properties.” Price-Booker Company sought to 
register the trade-mark “Mission,” accompanied by a representation of a mission 


14. “....mno one would seriously argue that the two publications are not merchandise of the 
same descriptive properties within the meaning of the statute.” These words appear in the 
opinion of the Assistant Commissioner, and the District Court quoted them to conclude its 
opinion. 


15. Forst Packing Co.v. C. W. Antrim & Sons, 118 F. (2d) 576 (C. C. P. A. Patents). 
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house, for application to flavoring extracts for foods, mustard, tomato catsup, relishes 
made of chopped and ground pickles packed in spices and vinegar, chow chow, 
salad dressing, and vinegar. The California Packing Corporation, which opposed 
the application, had applied the identical trade-mark to canned fruits, canned vege- 
tables, foods, and ingredients of foods. The First Assistant Commissioner of 
Patents ruled that the goods did not belong to the same class because canned fruits 
and canned vegetables require a different manufacturing plant from that needed in 
the manufacture of pickles, the latter being packed and shipped in glass or wooden 
vessels, the former in air-tight tins, and because pickles have no food value. On 
appeal the court rejected this test upon the ground that it related chiefly to features 
which ordinarily would be unknown to a prospective purchaser and would have no 
tendency in helping him differentiate the goods of the one concern from those of the 
other. Stating that it must look for some other test for “the same descripive prop- 
erties,” the court said: 


.... No interpretation of the phrase “the same descriptive properties,” which occurs in 
the same section, applicable to all cases alike, has ever been given, so far as we know. The 
courts have been content with deciding in each case as it arose either that the goods did or 
did not posses those qualities, without going further. We think the dominant purpose of 
the part of the section here involved is the prevention of confusion and deception. If the 
use of the later mark would be likely to produce either, the mark should be rejected. 
Whenever it appears that confusion might result, it is because the goods have the same 
descriptive properties. We reason from the effect to the cause. For instance, no one 
would be deceived into believing that a can of tobacco and a can of peas were put out by 
the same concern, simply because they bore similar trade-marks. 

Turning now to the goods of the parties to this litigation, we find that they are sold in 
the same stores, are put out in small containers, are used in connection with each other, and 
are associated in the public mind. We think that a person seeing the mark in question on 
a container of pickles would be likely to assume that they were produced by the same con- 
cern as that which produced the canned fruits or vegetables bearing a similar mark. At 
least we are not clearly convinced that he would not be, and, therefore, we hold against the 
newcomer. ... [Italics supplied] [52 App. D. C. at 261, 285 F. at 995]. 


I think the statement of the court that “We reason from the effect to the cause”’ 
means that the court thought it proper to have resource to trade testimony—because 
it could not, from mere inspection of the trade-marks and the goods, know of the 
effect ; and the court could not, without recourse to trade testimony, have found 
that the goods were sold in the same stores, were put out in small containers, were 
used in connection with each other and were associated in the public mind; such 
facts could not have been determined from mere inspection of the marks and the 
goods. Moreover, reference to the record in the case discloses that trade testimony 
was introduced on the subject of likelihood of confusion. On the same day that the 
court decided the California Packing Corporation case it also decided Application of 
B. F. Goodrich Co., 52 App. D. C. 261, 285 F. 995 (1923) [13 T.-M. Rep. 132]. 
There the word “Safety” had been refused registration by the Commissioner of 
Patents as a trade-mark for pneumatic tire casings made of rubber combined with 
fabric on the ground that the word had been previously registered for conducting 
hose composed of rubber and fabric. The Commissioner ruled that the latter goods 
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were of the same descriptive properties as those on which the applicant used its mark. 
On appeal the court upheld this ruling on the ground that: 


... If the use of the marks by the contending parties would be likely to lead the public 
to believe that the goods to which they are applied were produced by the same person or 
concern, it must be so because the goods possess the same descriptive properties. Cali- 
fornia Packing Corp. v. Price-Booker Manufacturing Co., 52 App. D. C. 259, 285 F. 993. 
[Italics supplied] [52 App. D. C. at 262, 285 F. at 996] [13 T.-M. Rep. 62]. 


In American Tobacco Co. v. Gordon, 56 App. D. C. 81, 10 F. (2d) 646 (1025) 
[16 T.-M. Rep. 38], Gordon applied for the registration of the words “Pall Mall” 
for pipes, cigar and cigarette holders, pouches, tobacco bags, humidors and cigar 
and cigarette containers. The American Tobacco Company opposed because it had 
used the same words as a trade-mark for cigarettes. The court held that these 
two types of goods were of different descriptive properties, saying : 


We have ruled that two trade-marks may be said to be appropriated to merchandise of 
the same descriptive properties, in the statutory sense, when the general and essential 
characteristics of the goods are the same; that is, where there is such a sameness in the 
distinguishing characteristics as to be likely to result in confusion in the trade and decep- 
tion of the public. Phoenix P. & V.Co.v. John T. Lewis & Bro., 32 App. D. C. 285.... 
[Italics supplied] [56 App. D. C. at 82, 10 F. (2d) at 647]. 


In Phoenix Paint & Varnish Company v. John T. Lewis & Bros., 32 App. D. C. 
285 (1908), the Phoenix Paint & Varnish Company applied to register the word 
“Phoenix” as a trade-mark for ready mixed paints and stains, japans and varnishes. 
There was opposition by John T. Lewis & Bros. upon the ground of continuous 
prior use by it and its predecessors of the same mark on paint colors and paste paint. 
Again the question was whether the goods of the two parties were of the same 
descriptive properties. The court held that they were. It said: 


In construing the above provisions it must be borne in mind that the purpose of the 
act was to protect honest dealers and the public. It must also be borne in mind that courts 
have been very loath to permit one concern, however remotely its goods might be connected 
with those of another concern, to appropriate, through the instrumentality of a technical 
trade-mark, the reputation of the other firm. 

We think two trade-marks may be said to be appropriated to merchandise of the same 
descriptive properties, in the sense meant by the statute, when the general and essential 
characteristics of the goods are the same. To rule that the goods must be identical would 
defeat the purpose of the statute and destroy the value of trade-marks. The test is 
whether there is such a sameness in the distinguishing characteristics of the goods as to be 
likely to mislead the general public. If there is, only one mark should be registered... . 
[Italics supplied] [32 App. C. at 287]. 


In Anglo-American Incandescent Light Company v. General Electric Company, 
43 App. D. C. 385 (1915) [5 T.-M. Rep. 330], it was sought by the Anglo-American 
Company to register ““Mazda” as a trade-mark for incandescent gas mantles. The 
General Electric Company opposed upon the ground that it had previously used the 
same word as a trade-mark for incandescent electric lamps. Again the question was 
whether the descriptive properties of the items of merchandise were the same. It 
was held that they were upon the faith of the ruling in Phoenix Paint & Varnish 
Company v. John T. Lewis & Bros., supra, and American Stove Co. v. Detroit 








64 THIRTY-THREE TRADE-MARK REPORTER 





Stove Works, 31 App. D. C. 304 (1908). While it does not appear from the 
opinion that the testimony of the trade was actually consulted, the opinion does 
make clear that likelihood of confusion—to the injury of the one first to adopt a 
mark and to the general public—is the test. 

Each of the foregoing cases involves identical trade-marks and therefore the 
first part of the proviso. But the court has also had before it the second part— 
relating to similar, as distinguished from identical, trade-marks. In G & J Tire 
Company v. G. J. G. Motor Car Company, 39 App. D. C. 508 (1913) [3 T.-M. 
Rep. 243], it was sought by the latter company to register “G. J. G.” enclosed in a 
triangular border for use on automobiles. The G & J Tire Company, which had 
used the letters “G & J” upon rubber or elastic tires, also in a triangular border, 
opposed. In affirming, upon the ground that the descriptive properties of the goods 
were not the same, the Commissioner’s dismissal of the opposition the court said: 


The opposition is based chiefly upon the probability of the use of the marks creating 
confusion in trade. Before it can be held that the similarity of the marks will cause con- 
fusion in trade, it must appear that the marks are to be applied to goods of the same 
general class and of the same descriptive properties. Unless this be true, the mere simi- 
larity of the marks becomes immaterial. The law places no inhibition upon the use of 
the same mark by different persons, so long as the goods to which it is applied are so 
distinctive in class and quality as to forbid the probability of confusion in trade. [Italics 
supplied] [39 App. D. C. at 511]. 


The court cited and quoted from Phoenix Paint & Varnish Company v. John T. 
Lewis & Bros., supra, to the effect that the “test is whether there is such a sameness 
in the distinguishing characteristics of the goods as to be likely to mislead the general 
public.” The case having arisen upon demurrer to the opposition, the court did not 
have recourse to trade testimony concerning likelihood of confusion, but it adopted 
likelihood of confusion as the test for determination of the question whether or not 
the descriptive properties of goods are the same; there is nothing in the case to in- 
dicate that recourse to trade testimony might not be made in a case in which the court 
felt that the question could not be answered on the pleadings. 

All of the cases above discussed arose under the same proviso of the statute as 
is involved in the instant case (Section 5 of the Act of February 20, 1905, 15 U. S. C. 
§ 85). It is true, as suggested by the majority, that in those cases the court did not 
make express reference to the different phrasing of the two parts of the proviso. 
But since the cases actually involved—in the case last mentioned the second part, 
and in each of the others the first—the proviso, they constitute, in my opinion, bind- 
ing rulings as to the nature of the test, under each of the parts, for determining 
whether goods have the same descriptive properties. 

The view which I take of the statute, and which I think finds confirmation in 
the cases which I have discussed from this court, is taken also in another circuit. 
In Yale Electric Corporation v. Robertson, 26 F. (2d) 972 (C. C. A. 2d, 1928) [18 
T.-M. Rep. 421], the word “Yale,” in an ellipse surrounded by an irregular octagon, 
applied to electric flash-light torches and their batteries, was held not entitled to 
registration in view of prior use of the same word upon many types of hardware, 
especially locks and keys, but not upon electric flash-lights and batteries. Again 
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the question was whether or not the goods had the same descriptive properties. The 
court (consisting of Circuit Judges Learned Hand, Swan, and Augustus N. Hand, 
in an opinion by Judge Learned Hand) in sustaining the trial judge’s dismissal of 
the bill to compel registration, held that they had, saying: 


There remains the question of registration, the goods not being of the “same descrip- 
tive properties” in the colloquial sense. It would plainly be a fatuity to decree the regis- 
tration of a mark whose use another could at once prevent.. The act cannot mean that, 
being drafted with an eye to the common law in such matters. American Steel Foundries 
v. Robertson, 269 U. S. 372, 381, 46 S. Ct. (70 L. ed. 317) [13 T.-M. Rep. 289]. While 
we own that it does some violence to the language, it seems to us that the phrase should 
be taken as no more than a recognition that there may be enough disparity in character 
between the goods of the first and second users as to insure against confusion. That will 
indeed depend much upon trade conditions, but these are always the heart of the matter 
in this subject. It is quite true that in Rosenberg v. Elliott (C. C. A.) 7 F. (2d) 962 [15 
T.-M. Rep. 479], the court felt bound to find that caps and suits had the same descriptive 
properties, quite independently of the confusion which had arisen. We cannot say that 
that is the case here, for the fact that flashlights and locks are made of metal does not 
appear to us to give them the same descriptive properties, except as the trade has so 
classed them. But we regard what the trade thinks as the critical consideration, and we 
think the statute meant to make it the test, despite the language used. [Italics supplied] 
[26 F. (2d) at 974]. 


See also California Fruit Growers Exchange v. Windsor Beverages, 118 F. (2d) 
149 (C. C. A. 7th, 1941) [31 T.-M. Rep. 121], involving the phrase “substantially 
the same descriptive properties,” used in Section 16 of the Act of February 20, 1905, 
15 U.S.C. § 96. Referring to both Sections 5 and 16 the court said: 


The language of the act was not intended to be more or less comprehensive than the 
term “same class” used elsewhere in the Act (15 U. S. C. A. § 85). The real test is 
whether the use of identical or similar trade-marks would be likely to cause confusion or 
mistake in the minds of the public, to deceive purchasers—where the challenged goods are 
sold in the same stores or distributed in the same manner. Here confusion is bound to 
result. Jt was the congressional intent to prevent such confusion and resulting mistake 
or deceit. Though the merchandise of others may be dissimilar, if the trade-marks is 
the same or similar, and the merchandise such as reasonably may be attributed to plaintiffs, 
deceit results. . . . [Italics supplied] [118 F. (2d) at 152]. 


The court quoted from an opinion by Baker, District Judge, in Church & Dwight 
Co. v. Russ, 99 F. 276, 280 (C. C. D. Ind., 1900), as follows: 


.... Goods are in the same class whenever the use of a given trade-mark or symbol or 
[sic!] both would enable an unscrupulous dealer readily to palm off on the unsuspecting 
purchaser the goods of the infringer as the goods made by the owner of the trade-mark, 
or with his authority and consent. . . . [Italics supplied] [118 F. (2d) at 152]. 


The reference by the majority to Forst Packing Co. v. C. W. Antrim & Sons, 
118 F. (2d) 576 (C. C. P. A. 1941) [31 T.-M. Rep. 170], holding that “Mansion 
Brand” applied to beef, bacon, bologna, frankfurters, and meat loaves consisting of a 
mixture of beef and pork, cannot properly be registered in view of the prior use of 
the mark “Old Mansion” applied to coffee, spices, rice and kindred products, for the 


1. In Church & Dwight Co. v. Russ the word “on” is used, not the word “or.” 
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reason that these apparently diverse articles are of the same descriptive properties, 
and referring to rulings to the effect that fish and tea are of the same descriptive 
properties and that meat products, canned vegetables, canned fruits and other 
grocery products are of the same descriptive properties as sugar, to my mind but- 
tresses the conclusion that recourse to trade testimony ought to be permitted for de- 
termination of the question whether or not items of merchandise have the same de- 
scriptive properties. How otherwise can it be learned whether or not such appar- 
ently dissimilar goods would be confused. Meredith Publishing Co. v. O. M. Scott 
& Sons Co., 88 F. (2d) 324 (C. C. P. A., 1937), relied upon by the appellee, holds, 
as I read it, only that confusion is not the sole test for the sameness of descriptive 
properties but merely one of a number of factors which may be considered. 

I find nothing in the statute or in the authorities which requires the conclusion 
that the court, in determining under the second proviso of Section 5 whether or not 
items of merchandise possess the same descriptive properties, must limit itself to 
visual inspection of the goods and inferences to be drawn from such inspection, and 
ignore likelihood of confusion and the testimony of the trade with respect thereto. 
I think this court has ruled that, in the light of the purpose of the Trade-Mark Act— 
to protect honest dealers and the public—likelihood of confusion and what the trade 
thinks with respect thereto is the critical consideration for determining whether or 
not the descriptive properties of items of merchandise are the same. I think, there- 
fore, that the case should be remanded to the trial court for a further hearing 
wherein trade testimony as to the likelihood of confusion between the appellant’s 
magazine supplement and the British publication shall be given consideration. 





SELCHOW & RIGHTER COMPANY v. WESTERN PRINTING AND 
LITHOGRAPHING COMPANY ert At. 


United States District Court, Eastern District of Wisconsin 
October 15, 1942 


TRADE-MARKS AND TRADE-N AMES—DESCRIPTIVENESS—SECONDARY MEANING. 

The mere fact that a trade-name is descriptive is not sufficient to invalidate it, as its validity 
depends on whether it has acquired a secondary meaning identifying the producer rather 
than the product. 

TRADE-M ARKS—REGISTRATION—TEN YEAR PROVISO. 

Where a corporation organized by heirs of partners owning a trade-mark had registered it 
under the ten-year proviso by swearing that it and its predecessors had continuously used 
the mark, although the corporation had, the year before, given an exclusive license to 
another corporation having the same stockholders, held that registration was not fraudulently 
obtained. 

TRADE-M ARKS—REGISTRATION—EFFECT. 


Registration under the ten-year clause of the Act of 1905 did not change the common law 
rights in trade-marks, but merely gave registrant the right to sue for infringement, in federal 


courts, irrespective of citizenship, and removed the necessity of showing defendant’s wrongful 
intent. 
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UNFAIR COMPETITION—USE oF SIMILAR DESCRIPTIVE NAME—“PACHISI” AND “PARCHEESI’— 
Dress oF Goons. 


Where plaintiff and its predecessors had since the year 1869 used the name “Parcheesi” to 
designate a game of Indian origin, but had not identified it to the buying public as meaning 
its product exclusively, defendant was permitted to use the word “Pachisi” on a similar 
game, especially when the color and dress of the package was entirely different from those 
use by plaintiff. 

In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment for defendants. For decision in earlier case see 31 T.-M. Rep. 118. 


Lecher, Michael, Whyte & Spohn and Gerrit D. Foster, both of Milwaukee, Wis. 
(Axel V. Beeken and Valdemar Beeken, both of New York, N Y., of counsel), 
for plaintiff. 

Foley & Brach and Jerome J. Foley, both of Racine, Wis. (Stern & Reubens, Arthur 
E. Farmer, and Benjamin H. Stern, all of New York N. Y., of counsel), for de- 
fendants. 


Durry, District Judge: 

This is an action based upon alleged trade-mark infringement and for unfair 
competition. Since 1869 plaintiff and its predecessors have used the name “Par- 
cheesi” as a trade-mark on board and counter games manufactured and sold in inter- 
state commerce. On October 8, 1918, plaintiff registered the trade-mark “Par- 
cheesi” for games (No. 123033) and renewed same on September 6, of 1938. The 
defendant Western Printing and Lithographing Company is the manufacturer and 
owns all of the capital stock of the defendant Whitman Publishing Company ; the 
latter acts as sales agency. For convenience, both will be referred to hereinafter as 
the defendant. 

The game “Parcheesi” was and is the principal item in plaintiff’s business. Since 
1910 plaintiff has expended in excess of $140,000 in advertising the various games 
which it sells, the principal emphasis being on “Parcheesi.” Plaintiff sells to nearly 
3,000 outlets in all parts of the country, including many wholesalers. “Parcheesi” 
is on sale in about 10,000 retail establishments. 

For some years past the defendant as well as other toy manufacturers, has pro- 
duced, and sold to the trade the same game under the name of “India.” Plaintiff 
does not claim the exclusive use of the game, but does contend that it is entitled to 
the exclusive use of the name “Parcheesi” or any variation of the name which would 
deceive or confuse the public. 

Prior to the commencement of this action, plaintiff had been producing a popular 
edition of the game “Parcheesi.” The outer cover of the box was black, end in the 
center of the cover the following appeared in gold letters on a dark blue background : 

“A Royal Game of India 
“Parcheesi 
“Popular Edition” 

About April 1, 1939, the defendant bought out a game which was the same game 

as they had sold previously under the name of “India.” Defendant’s game had a 


dark blue cover and in center : 
“Parchesi 


“A Game of India” 





68 THIRTY-THREE TRADE-MARK REPORTER 


These letters were also in gold and, although in a somewhat different kind of type, 
they were about the same size as those used by plaintiff. 

Plaintiff asked for a preliminary injunction. Before the hearing thereon and in 
its answer, defendant claimed to have ceased the manufacture of the game as here- 
inbefore described, but asserted its right to manufacture, sell, and distribute the game 
under the name “Pachisi”’ but with the cover in a red or orange color with these 
words appearing in white letters: 


“Whitman’s 
“Pachisi 
“A Game of India” 


The plaintiff filed an amended complaint asking that the defendant be restrained 
from using the word “Pachisi.” A preliminary injunction was granted for the 
reasons appearing in Selchow & Righter Co. v. Western Printing & Lithographing 
Co. et al., 29 F. Supp. 569, affirmed in 112 F. (2d) 430. However, the testimony 
at the trial presented a somewhat different picture than that drawn by the plaintiff 
at the hearing for a preliminary injunction. At that hearing it appeared that the 
defendant was threatening to sell its game, which would retail at 25¢, in competition 
with plaintiff’s games which retailed at $1.00. There was a deceptive likeness be- 
tween the appearance of the game which defendant originally manufactured and 
distributed to the trade and the plaintiff’s $1.00 game. However, at the trial it was 
satisfactorily established that defendant had withdrawn from the trade the game 
which was similar in appearance to plaintiff’s dollar game. In addition the testi- 
mony showed that the plaintiff had distributed to the trade a 25¢ game of “Parcheesi” 
as early as February of 1939, and that this game had an entirely different outside 
dress and appearance than either the plaintiff’s dollar game or defendant’s 25¢ game. 
The testimony further disclosed that for years past the plaintiff has been selling 
games which retailed at $2.00 and $5.00 respectively, and which had a different 
appearance than either of the games presented at the hearing for the injunction. 

For many years prior to 1869 a game similar to plaintiff’s ““Parcheesi” was 
played in India. The highest count that could be made in the Indian game was 
twenty-five, and the Hindustani or Hindu word for “twenty-five” sounded very 
similar to “Patcheesi,” ‘“Parcheesi,” or “Pachisi.” In fact, the game in India has 
come to be known as “‘Pachisi” and is often referred to as the national game of India. 

Defendant first contends the trade-mark is invalid because of the manner of its 
registration. Essanar Company, Inc., applied for registration under the so-called 
“ten year clause” of the Trade-Mark Act of 1905, 15 U.S. C. A. § 81 et seq. This 
required a written declaration that applicant believes himself (or the corporation) 
“... to be the owner of the trade-mark sought to be registered, and that no other 
person, firm, corporation, or association, to the best of the applicant’s knowledge 
and belief, has the right to use such trade-mark in the United States, either in the 
identical form or in such near resemblance thereto as might be calculated to receive ; 
that such trade-mark is used in commerce among the several States... .”’ The appli- 
cation shows that the president of Essanar stated: “The trade-mark has been con- 
tinuously used in its business and the business of its predecessors in title since 
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1869....” The evidence disclosed that on January 25, 1917, by a licensing agree- 
ment, the Essanar Company granted the exclusive right to make, sell, and use 
“Parcheesi” to Selchow and Righter Company. 

John Hamilton originated plaintiff’s game under the name of “Patcheesi,” and in 
1868 he sold his rights to E. B. Swift. In 1870 Swift sold his business and good 
will, and the entire rights to ‘“Patcheesi” or “Parcheesi,” to Elisha G. Selchow who 
formed a partnership with John H. Righter under the name and style of E. G. 
Selchow and Company. In 1916, after the deaths of John H. Righter and Elisha 
G. Selchow, the Essanar Company, Inc., was organized. The heirs of both deceased 
were the stockholders. Therefore, the stockholders of the two companies (licensor 
and licensee) were the same, although there was some slight difference in stock hold- 
ings. There was in fact a substantial identity of interests. Section 21 of the act 
provided “that no action or suit shall be maintained under the provisions of this act 
[subdivision of this chapter] . . . . upon any certificate of registration fraudulently 
obobtained.”” Surely, under the circumstances here present, it cannot be said that the 
registration was fraudulently obtained. 

Defendant next contends that plaintiff has abandoned its trade-mark by opera- 
tion of law. In order not to unduly prolong this opinion, it will suffice to say that 
this contention has been examined but cannot be sustained. 

Prior to the passage of the 1905 Act, trade-mark registration under the federal 
statutes had been denied to words which consisted of a name of a party, or which 
were generic or descriptive of goods with which they were used, or which were 
merely geographical names, or which indicated the place of origin. Under Section 
5 of the 1905 Act, which included the so-called “ten year clause,” this disability was 
removed with respect to trade-marks which had been used by the applicant or its 
predecessors, in foreign or interstate commerce, and which had been in actual and 
exclusive use as a trade-mark for ten years next preceding the passage of the act. 

The 1905 Act was not intended to change the common law principles of trade- 
marks. Thaddeus Davids Co. v. Davids, 233 U. S. 461, 470 [4 T.-M. Rep. 175]. 
The courts have held that the only rights given to an owner of a mark registered 
under the ten-year clause which he did not have at common law are the right to in- 
stitute suits for infringement in the federal courts irrespective of diversity of citizen- 
ship, and to eliminate the necessity for the complainant to show wrongful intent on 
the part of the defendant. Therefore, the tests applicable are the old common law 
rules of unfair competition with the exception of the requirement of proof of an 
attempt to defraud. Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 
U. S. 315, 335 [29 T.-M. Rep. 3] ; Thaddeus Davids Co. v. Davids, supra, 233 U. S. 
461, 470. 

A reference to the Davids case, supra, is made in the opinion in the Armstrong 
case, supra, as follows at pages 335, 336 of 305 U. S.: 


.... As was pointed out in the Davids case, in considering the ten-year clause of the 
1905 Act. .. . this right of freedom does not confer a monopoly on the use of the words. 
It is a mere protection against their unfair use as a trade-mark or trade-name by a com- 
petitor seeking to palm off his products as those of the original user of the trade-name. 
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This right to protection from such use belongs to the user of a mark which has acquired a 
secondary meaning. ... 


Our consideration, therefore, is to determine whether the plaintiff is entitled 
under the common law to exclude the defendant from the use of the word “Pachisi.” 

A New York District Court considered the use of the word “Parcheesi” in 
Selchow v. Chaffee & Selchow Mfg. Co., 132 F. 996, where the predecessor of the 
plaintiff sought to restrain the defendant from using the name “Selchow.” The 
court there found that the game manufactured by the plaintiff was an ancient Hindu 
game, the correct spelling of which, however, was not “Parcheesi,” although it was 
virtually idem sonans with that word. The court held that in as much as the defend- 
ant had used the word “Parcheesi” for the purpose of deceiving the public in connec- 
tion with the word “Selchow,” defendant should be enjoined. But the court spe- 
cifically limited its injunction so that the defendant was not precluded from selling 


the same game under its true and correct Hindu name. The court stated at pages 
999, 1000 of 132 F.: 


.... It is not intended to hold that the defendant may not use the Hindoostanee name 
of this game in putting it on the market and selling it, for that everyone has the right to do. 
The one who first introduces a foreign game or article under its true name cannot monopo- 
lize either the game or the article or the name thereof, nor can such person, by slightly 
changing the name, prevent others lawfully making and selling the same game or article 
from selling it under its true name, for the alleged reason that it resembles the name such 
person saw fit to give it when introducing it... . 


Plaintiff contends that the game which it manufactures is not the Hindu game of 
“Pachisi” because the rules differ in certain respects. The Hindu game in evi- 
dence showed plaintiff’s board is greatly similar. In each game the boards are cruci- 
form, having a center square and four arms. In each instance the arms are divided 
into three pathways, and the number of divisions or sections in each pathway is 
practically the same. Each game is played by two to four persons, with playing 
pieces to be moved upon the board. The Hindu game uses cowries to determine the 
number of spaces which the pieces may be moved, while in plaintiff’s modern version, 
dice are used. The primary object in each game is to get the players “Home.” But 
such slight variations in the rules are not of importance. In our modern game of 
football the rules for “professional” football are in some respects different from 
those for college football. Yet no one would deny that both games are football. 
Furthermore, it is somewhat inconsistent for plaintiff to argue that its game is not 
the Hindu game, for from the beginning of its manufacture by plaintiff and its 
predecessors, the game has been called “Parcheesi, The Royal Game of India” and 
“The Great Backgammon Game of India.” 

The testimony in the case at bar establishes that the correct spelling of the 
Indian name is “Pachisi.” While it is true that this is the Indian word for “twenty- 
five,” it is also the name of the Indian game which is similar to plaintiff’s game of 
“Parcheesi,” as well as to the defendant’s proposed game. If we follow the reason- 
ing of the Selchow v. Chaffee & Selchow Mfg. Co. case, supra, the defendant here 
has the right to use the name “‘Pachisi,” the correct name for the game in the Hindu 
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language, unless by so doing it would work a fraud upon the purchasing public by 
palming off on them something they believed to be the product of plaintiff. 

In the well-known shredded wheat case (Kellogg Co. v. National Biscuit Co., 
305 U. S. 111 [28 T.-M. Rep. 569], where unfair competition was alleged by the 
manufacturer of a breakfast food known as shredded wheat, the plaintiff conceded 
that it did not have the exclusive right to make shredded wheat, but it did claim the 
exclusive right to the trade-name “Shredded Wheat,” and the exclusive right to 
make pillow-shaped shredded wheat biscuits. In the opinion, Justice Brandeis 
stated at pages 116, 117 of 305 U. S.: 


.... The plaintiff has no exclusive right to the use of the term “Shredded Wheat” as a 
trade-name. For that is the generic term of the article, which describes it with a fair 
degree of accuracy ; and is the term by which the biscuit in pillow-shaped form is generally 
known by the public. Since the term is generic, the original maker of the product acquired 
no exclusive right to use it... 


With reference to the contention that many people associated the product with 
plaintiff’s factory at Niagara Falls, the court said at page 118 of 305 U. S.: 


.... But to establish a trade-name in the term “shredded wheat” the plaintiff must 
show more than a subordinate meaning which applies to it. It must show that the primary 
significance of the term in the minds of the consuming public is not the product but the 
producer. This it has not done. The showing which it has made does noe entitle it to the 
exclusive use of the term “shredded wheat” but merely entitles it to require that the de- 
fendant use reasonable care to inform the public of the source of its product. 


The plaintiff here has proved that buyers for large department stores and other 
like establishments have for years associated the name “‘Parcheesi’” with the plaintiff 
company. But that does not hold true as to the general public, for it is very evident 
that an ordinary customer, going into a store and asking for the game “Parcheesi,” 
has no information as to who might have manufactured and produced that game. 
Not one purchaser in a thousand would know or care whether Selchow and Righter 
Company was the manufacturer. The fact is that the public in general knows 
‘“‘Parcheesi” as a game and not as an article made by the plaintiff. The rule laid 
down in the case of Steem-Electric Corp. v. Herzfeld-Phillipson Co., 118 F. (2d) 
122 [31 T.-M. Rep. 85], which went up from this court, is persuasive. The suit 
was brought to enjoin the infringement of plaintiff’s design patent and its trade-mark 
“Steem-Electric,” registered under the Trade-Mark Acts of 1905 and 1920, 15 
U.S.C. A. § 81 et seq. and § 121 et seq. and to restrain unfair competition. The 
court said at page 125 of 118 F. (2d): 


Assuming that plaintiff’s testimony in this respect furnishes some support for its con- 
tention that the trade-mark “Steem-Electric” carried a secondary meaning, it must be 
remembered that its dealers and agents, exclusively engaged in purchasing and selling its 
product, would naturally associate with plaintiff the product sold under its trade-name. It 
does not follow that the public or any considerable portion thereof would be thus impressed 


The court said further at page 126 of 118 F. (2): 


.... So we think it must be concluded that the mere fact that a trade-name is descrip- 
tive is not sufficient to invalidate it. Its validity depends upon whether it has acquired a 
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secondary meaning—that is, if, in the minds of the public, it means the producer rather 
than the product... . 


We are of the opinion that the plaintiff does not have the exclusive right to 
use the word “Pachisi,” nor to prevent the defendant from the use of such name, 
especially when the color and dress of the package is entirely different than that 
which has been used by the plaintiff and when, in addition, the name of the manu- 
facturer clearly appears thereon. As defendant discontinued the use of the name 
“Parcheesi” prior to the time of the trial and has indicated that it has no intention 
of using that name in the future, the temporary injunction heretofore entered may 
be vacated, and judgment in this action will go for the defendant. 





THE COCA-COLA COMPANY v. CLEO SYRUP CORPORATION 
United States District Court, Eastern District of Missouri 
December 15, 1942 


TRADE-MARKS—CONFLICTING MARKS—‘“CLEO-CoLA” AND “Coca-Cova.” 

The words “Cleo-Cola” held to be confusingly similar to “Coca-Cola,” both marks being 
used on soft drinks and syrups used therefor. 

TRADE-MARK INFRINGEMENT—CRITERION—How ESTABLISHED. 

The similarity or dissimilarity of two marks is not determined by an examination of 
segregated parts, nor by the whole of a mark without the accompanying arrangement, color, 
and all other incidentals; but by an inspection of the entire mark from the viewpoint of the 
prospective purchaser. 

UNFAIR COMPETITION—USE OF SIMILAR LABEL—COoLoR AS ELEMENT. 

Where, after defendant had originally put out its beverage under a label displaying the word 
“Cleo-Cola,” and accompanied by a picture of Cleopatra on a green background, it later 
eliminated the design, but changed the form of lettering of the mark so as to more nearly 
resemble plaintiff’s mark, defendant held guilty of unfair competition. 


In equity. Action for unfair competition. Decree for plaintiff. 
CottetT, District Judge: 


The facts in this case are comparatively simple. Plaintiff has for a number of 
years manufactured and distributed a beverage syrup under the trade-mark “Coca- 
Cola” and has duly registered that trade-mark in the United States Patent Office. 
It sells its product throughout the United States and in foreign countries under its 
trade-mark and has established a secondary meaning for the words “Coca-Cola” 
that any product sold under that trade-mark is the product which the plaintiff manu- 
factures and sells as “Coca-Cola.” It is entitled to continue in that business with- 
out molestation or interference from the unfair use of colorable imitations of that 

’ trade-mark which are designed to or may be likely to lead the public to believe that 
their products are actually the product of the plaintiff company. 

Several years ago, the defendant corporation was organized for the purpose of 
engaging in the soft drink business. The individual who organized the company 
and conceived the defendants’ original trade-mark testified as a witness in this cause. 
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He states that the accused trade-mark “Cleo-Cola” occurred to him as a result of 
observing the label upon a cigar which he regularly used and which bore the name 
Cleopatra with an appropriate accompanying diagram. The trade-mark ‘“‘Cleo- 
Cola” which he originally adopted for the defendant company bore the picture of 
Cleopatra with a green background, comparatively nude figure and the words “Cleo- 
Cola” appearing in letters definitely different in formation from those used in the 
plaintiff's trade-mark. The design and appearance of the defendant’s original trade- 
mark label was such that the witness says it was objectionable to persons who fre- 
quently organize Sunday School picnics and like entertainments. In order to con- 
form his labels more to the taste of that particular business he stated that he first 
gave her an attire more suitable for that trade and later eliminated the image of 
Cleopatra entirely for the same reason. In the first alteration the colors of the back- 
ground were changed from green and brown to green and red. The lettering of the 
words “Cleo-Cola” remained in white. When the mark was altered the second time 
Cleopatra and her verdant background was eliminated entirely and for the first time 
the form of the letters and the flourishes accompanying them took on a distinctive 
similarity to the plaintiff's mark. The color of the background was also changed to 
red and white, conforming to the colors of plaintiff’s mark. 

The reason for the last stage of the development of the present similarity be- 
tween the defendant’s trade-mark and the plaintiff's is not satisfactorily explained 
by the defendant. Counsel suggests that all of the developments of the defendant’s 
trade-mark and label have been solely in the interest of improving the appearance 
thereof. That may have been one of the reasons and certainly the sincerity of coun- 
sel is not questioned. But the fact remains that when the next alteration was made 
in the defendant’s trade-mark, there appeared for the first time the form of the 
letters and the flourishes which are distinctive and most suggestive of the plaintiff’s 
trade-mark. While it may be that Cleopatra and her background were eliminated 
for the reason stated, and while it may be a mere coincidence that the coloring of 
the trade-mark and labels in the last and present design was the same as the plain- 
tiff’s, yet the change to the distinctive similarity between the design of the lettering 
of the last mark adopted by the defendant with the design of the lettering in plain- 
tiff’s trade-mark can hardly be assumed to have been accidental. 

The sensible, logical conclusion is that the present similarity was premeditated 
and intentional. Under those circumstances an infringement may be presumed. But 
in this particular case there is no occasion or necessity for resorting to presumptions. 
After all of the careful explanations of the various points of similarity and dis- 
similarity between these trade-marks, after all the expert testimony bearing upon the 
question of whether the plaintiff’s trade-mark incorporates only descriptive words 
and is hence invalid (which latter question has already been adversely determined 
by the Supreme Court), after viewing the tremendous array of bottled goods labeled 
under almost every conceivable word which might be applicable to a beverage, except 
the term “Buffalo Water” referred to in defendant’s brief as having been involved 
in the case of U. S. v. Seven Cases of Buffalo Lithia Water, 44 App. D. 162 (Dis- 
trict of Columbia), the primary question remains—in the judgment of the Court in 
view of all of this testimony and with the aid of his senses, would the defendant’s 
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trade-mark be likely to confuse the average person who uses reasonable and ordinary 
discrimination, and cause such person to believe that the defendant’s trade-mark 
represents the plaintiff's product? If the answer is in the affirmative, colorable 
imitation exists. Such is the conclusion in the present case. 

The similarity or dissimilarity of a mark in determining the question of colorable 
imitation is not dependent upon a minute study. It is not dependent upon an exact 
reproduction of the senior mark. It is not determined by the examination of segre- 
gated parts of a mark, nor is it to be determined by the whole of the mark without 
the accompanying arrangement, color and all other incidentals. It must be deter- 
mined by an inspection of the whole of the two marks with all of their attributes and 
the inspection should be made from the viewpoint of the person who occupies the 
position of the prospective purchaser and not from the viewpoint of the technician 
and the expert. It may be that when one is told he is to be called as a witness to 
testify in a cause and for that purpose he or she is asked to examine the two labels 
and be prepared to answer under oath the question of whether he or she would 
likely be confused by the similarity of the mark, that such a person in view of the 
seriousness of the occasion, being duly impressed with the solemnity of the impend- 
ing oath—possibily never having testified in Court before and assuming that a 
degree of exactness was required under these circumstances which would not exist 
if that person was merely the casual purchaser of the product at a picnic or a soda 
fountain, that even such a layman’s testimony, although interested solely as a wit- 
ness under the circumstances described, would not with complete adequacy suffice 
to demonstrate the existence or non-existence of “colorable imitation.” Hence, the 
necessity that the Court also apply its judgment. Frequently, at least, the Court 
will not view the situation with the eyes of a technician. 

It is not for the Court to advise or suggest that if Cleopatra had remained in the 
picture with her original, verdant background, suitably attired to attend Sunday 
School picnics—if, in fact, under those conditions she still would have been 
Cleopatra—and with the words “Cleo-Cola” appearing in the same letters and type 
originally used and with the retention of the same coloring and arrangement of the 
entire mark, that no colorable imitation would exist. It is merely for the Court to 
pass upon conditions as they are presented im praesenti. The answer heretofore in- 
dicated is, in the humble judgment of this Court, the correct one. 





MONTGOMERY WARD & CO., INC. v. SPIEGEL INCORPORATED 
United States Court of Customs and Patent Appeals 
Opposition No. 19,133 
December 1, 1942 


TrADE-M ArKS—OpposITION—“AIRLINE” AND “Arr CASTLE’—NoN-CONFLICTING MARKS. 
A mark consisting of the words “Air Castle,” superimposed upon the representation of a 
mediaeval castle held not to be confusingly similar to the mark “Airline.” 
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On appeal from a decision of the Commissioner of Patents, affirming a decision 
of the Examiner of Interferences dismissing a trade-mark opposition. Affirmed. 
For the Commissioner’s decision, see 31 T.-M. Rep. 356. 


F. P. Keiper (C. G. Stallings and Earle D. Crammond, of counsel), for appellant. 
Benjamin B. Schneider (Max Dresser and Albert R. Bell, of counsel), for appellee. 


Before GARRETT, Presiding Judge, and BLAND, HATFIELD, LENROOT, and JACK- 
son, Associate Judges. 


BLAND, Judge: 


In the spring of 1939 appellee, Spiegel Incorporated, hereafter referred to as 
Spiegel, made application for the registration of its trade-mark consisting of the 
words “Air Castle” superimposed upon or in front of a representation of a medieval 
castle, the words “Air Castle” appearing on a ribbon-like scroll, and in said appli- 
cation alleged use of its said mark upon radio tubes, dry cell batteries, storage bat- 
teries, and radios since February, 1934. 

Appellant, Montgomery Ward & Co., Incorporated, hereafter referred to as 
Ward, upon receiving notice of Spiegel’s application, filed its notice of opposition 
to said registration, predicated upon its continuous use of the trade-mark “Airline” 
(‘beginning prior to and continuing through applicant’s use of its mark) for goods 
of the same descriptive properties as those of applicant ; to wit, radios, radio tubes, 
storage batteries, and dry cell batteries. Ward’s mark consists of the term “Airline” 
disposed across a diagonal zig-zag line representing lightning flashes and combined 
with a base line. It was registered in that form in 1927. Ordinarily, the mark is 
used without employing the zig-zag line. 

The opposition is based solely upon the “confusion in trade” clause of section 5 
of the Trade-Mark Act of 1905. 

The Examiner of Interferences held that there was sufficient dissimilarity be- 
tween the marks to justify the conclusion that there was no reasonable likelihood ot 
confusion resulting from the concurrent use of the marks. He dismissed the op- 
position and adjudged that the applicant was entitled to the registration applied for. 
Upon appeal, the Commissioner of Patents adopted the same view as that of the 
Examiner of Interferences and affirmed his decision. From the decision of the 
Commissioner, Ward has here appealed. 

That the goods of both parties are of the same descriptive properties, identical 
in character, and that Ward’s use of its mark precedes Spiegel’s use of its mark is 
not questioned. The sole issue presented is: Does there exist such similarity 
between the marks as to be likely to cause confusion in trade? 

Much testimony was taken by both parties, but in view of the admitted facts, 
only a little of it needs consideration here in deciding the particular issue with which 
we are confronted. The testimony goes to the question of how the marks of both 
parties are used, the character of goods upon which they are used, the volume of 
business, the territory in which the goods are sold, and the kind of business con- 
ducted by both parties. Both parties are mail-order houses. Ward also sells its 
goods in many retail stores throughout the United States and in foreign countries. 
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Spiegel confines its activities to mail-order credit business and does a large volume 
of business throughout the United States in small towns and rural territories. 

Spiegel’s testimony shows several instances where Spiegel was charged with 
having encroached upon trade-marks owned by Ward, and upon being promptly 
notified to desist from such use, did so without necessitating litigation. Presumably, 
this character of testimony was intended to reflect the idea that Spiegel adopted 
its instant trade-mark in absolute good faith. Spiegel admits, however, that in 
adopting the mark “Air Castle” it knew of the extensive use and popularity of 
Ward’s mark “Airline,” but it alleges that Ward voiced no objection to the use of 
the mark “Air Castle” for a period of approximately five years from 1934, when 
Spiegel first began using it, until 1939, when Spiegel applied for registration of the 
mark. 

The instant controversy illustrates the difficulties that confront tradesmen when 
they adopt a mark, all or a part of which consists of a word or words which others 
may wish to use in describing their goods. It is argued by Spiegel that “air” is 
descriptive ; that in speaking of radios and broadcasting, the word “air” is almost 
constantly used; and that “air line” is a term found in the dictionary (citing 
Webster’s New International Dictionary, wherein “air line” is defined as “A 
straight line, as through the air; a bee line’). Spiegel further argues, in substance, 
that under such circumstances no one dealing in goods similar to those of the 
parties here involved has the right to monopolize the word “air,” which is so closely 
identified with the merchandise sold. Spiegel urges that in choosing the mark “Air 
Castle” it has succeeded in getting as far away from Ward’s mark as is possible 
without abandoning the word “air.” This, it contends, is true because the com- 
mon meaning of the term “air castle” has no relation to the air traversed by radio 
waves, “air castle” being defined in the dictionary as a “day dream.” Spiegel 
states that in adopting said mark it intended that the term “Air Castle,’ with the 
picture of the castle behind, should convey to the radio-buying public the excellence 
of its products and to conjure up a “sort of a dreamy idea’ that one “could get 
enthused over”—such as the idea that “a man’s home is his castle.” 

To the foregoing argument of Spiegel, Ward replies that in the two marks the 
letters A, I, and R are the dominant portion ; that the last letter of the words “line” 
and “castle” is E; and that under certain decisions of this court where the dominant 
portion of marks somewhat similar to those involved here were adopted by new- 
comers it has been held, and properly so, that the likelihood of confusion would 
exist. Ward points out that in Spiegel’s catalogue, Spiegel’s merchandise is 
described as “Air Castle” products, quite often without reference to any picture of 
a castle or any emphasis on the word “castle.” Ward states that it has successfully 
brought about discontinuance of the use of several marks upon the kind of goods 
with which we are here concerned, such marks being “Air Master,” “Airguide,” etc. 

Spiegel argues that the word “castle” and the picture of the castle form the 
dominant portion of its mark ; that the word “air” could not be the dominant portion 
of both marks for the reason that it “does not indicate to purchasers the origin of 
goods.” It cites this court’s decision in Langendorf United Bakeries, Inc. v. 
General Foods Corporation, 29 C. C. P. A. (Patents) 831, 125 F. (2d) 159 [32 
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T.-M. Rep. 137]. See also American Brewing Co., Inc. v. Delatour Beverage Cor- 
poration, 26 C. C. P. A. (Patents) 778, 100 F. (2d) 253 [29 T.-M. Rep. 40}. 

No case in all that have been cited to us is exactly on all fours with the instant 
one, and we have not discovered any such case ourselves. As we view the present 
situation, however, it seems to us that the decision must turn partly upon the differ- 
ence in appearance and sound between the two marks, but more especially upon the 
difference in meaning which must be attributed to them. 

We have hereinbefore set out the definitions of “air line” and “air castle.” “Air 
Castle” seems to us to be an arbitrary selection which is suggestive of what might be 
brought about by the use of the “Air Castle” radio. This connotation is wholly 
different from any suggestion or meaning that might be attributed to the term “air 
line.” Therefore, unless Ward is to be given a monopoly upon the word “air” it 
would seem that Spiegel, although having knowledge of the “Airline” trade-mark 
at the time of adopting its mark, has avoided the reasonable possibility of confusion 
in trade by choosing the term “air castle,” which imports such a radically different 
meaning from that of “air line.’”’ Thus, it does not seem likely that anyone, being 
familiar with the well-known and favorably considered “Airline” products and de- 
siring to purchase “Airline” merchandise, would be confused by the name “Air 
Castle” and mistakenly accept “Air Castle” goods. 

By the foregoing holding that there is no confusing similarity between the “Air- 
line” and “Air Castle” marks, we do not mean to imply that any newcomer would 
be privileged to register a trade-mark using the word “air,” unless the mark as a 
whole were of such character as to eliminate the probability of confusion in trade. 
In the Langendorf case, supra, where the trade-marks “Wheato-Nuts” and “Grape- 
Nuts” were involved, this court said: 


.... but to avoid conflict with appellee’s mark the word “nuts” must be used in such 
association as will clearly avoid confusion in the mind of the purchasing public as to the 
origin of the goods. Appellant’s mark, in our opinion, does not accomplish this. 


Ward has cited the decision of the Commissioner of Patents in The B. F. Good- 
rich Company v. The Firestone Tire and Rubber Company, 2 U.S. P. Q. 316 [19 
T.-M. Rep. 427]. That case involved the marks “Airline,” on the one hand, and 
“Airway,” on the other, for automobile tires. It was there held that the terms were 
deceptively similar. 

It will not be necessary for us to discuss all the cases cited, since in this case we 
are in very much the same position as we were in the Langendorf case, supra, where 
we said: 

Each of the parties in its brief has cited a large number of cases in support of its re- 


spective contention. Many of such decisions are of very little value because they depend 
upon the facts of the particular cases. 


The Goodrich Company case, supra, is illustrative of the decisions relied upon 
by Ward. The marks “Airline” and “Airway” used in connection with automobile 
tires were not only similar in appearance but somewhat similar in sound and quite 
similar in meaning. In the instant case there is dissimilarity in appearance, sound, 
and meaning. The situation here is easily distinguishable from the situations pre- 
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vailing in the instances referred to by Ward in connection with the marks “Airway,” 
“Air Master,” and “‘Airguide.” 

In view of the foregoing considerations, we think the Commissioner of Patents 
was right when he said: 


I cannot agree with appellant’s contention, but instead agree with the Examiner in con- 
sidering the marks, when weighed in their entireties, so different in appearance, sound and 
ordinary meaning that no confusion between the marks or deception of purchasers would be 
likely as a result of their concurrent use on radio receiving sets or the other identical 
goods with which they are used by the parties. 


Accordingly, the Commissioner’s decision is affirmed. 





THE ARMSTRONG MANUFACTURING COMPANY v. THE RIDGE 
: TOOL COMPANY 


United States Court of Customs and Patent Appeals 
Cancellation No. 3724 
December 1, 1942 


TRADE-M ARKS—CANCELLATION—“VISTAND” FOR VISE-STANDS—DESCRIPTIVE TERM. 
The word “Vistand” used by registrant as a trade-mark for vise-stands, held descriptive, ~ 
and the petition for its cancellation was upheld. 
Appeal from a decision of the Commissioner of Patents reversing a decision of 
the Examiner of Interferences and upholding a petition for the cancellation of a 
trade-mark registration. Affirmed. 


Asher Blum (Charles R. Allen, Hugo Mock, and Alex Friedman, of counsel), for 
appellant. 
J.D. Douglass (Richey & Watts and Watts T. Estabrook, of counsel), for appellee. 


Before GarreTT, Presiding Judge, and BLAND, HATFIELD, LENROOT, and JACK- 
son, Associate Judges. 


LENROOT, Judge: 





This is an appeal in a trade-mark cancellation proceeding from a decision of 4 
the Commissioner of Patents, which reversed a decision of the Examiner of Trade- 
Mark Interferences and granted the petition of appellee for cancellation of the trade- 
mark of appellant. 

On May 24, 1940, appellee filed in the Patent Office a petition for cancellation of 
the registration of appellant’s mark “Vistand” issued on February 16, 1937, No. 
343,274, under the Trade-Marks of February 20, 1905. 

The petition alleged that the notation “Vistand” is merely a slight. misspelling 
of the generic name of vise-stand, which describes a stand for supporting vises or 
the like” ; that the petitioner is a manufacturer of tools including stands for holding 
vises, which are known as vise stands and have been listed as such for many years 
prior to the earliest date of use alleged under said registered trade-mark ; that the 
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petitioner does not use the words vise stand as a trade-mark but merely in a descrip- 
tive sense. 

Allegations of injury followed in the petition. 

Both parties took testimony. 

From such testimony it appears that appellee manufactured and sold to the 
public vise stands both with and without vises. It appears that prior to appellant’s 
use of the mark “Vistand” applied to a vise stand integral with a vise (denominated 
by it as No. “833b”) it applied the words “vise stand” to a like stand having the 
same number “833b.” It also appears that appellee and other manufacturers de- 
scribed in their catalogues similar articles as “‘vise stands.” 

It is our opinion that the use of the mark “Vistand” by appellant is a misspelling 
of the words “vise stand” and that appellant’s mark is merely descriptive of the 
goods to which the mark is applied. 

We are fully in accord with the following statement of the Commissioner in his 
decision : 


In my opinion the mark “Vistand” when applied to a vise stand would be apt to be 
pronounced the same as the name “vise stand,” and the similarity between the single word 
“Vistand” and the two words “vise stand” in sound and in appearance is so close that 
“Vistand” and “vise stand” mean the same thing, to wit, a vise stand; and the word 
“Vistand” should be considered to be, in effect, merely the generic name of such article and 
merely descriptive thereof. 


Inasmuch as appellee used the words “vise stand” as describing goods similar to 
those to which appellant applied the mark “‘Vistand,” it was not necessary for 
appellee to prove actual damage to it by appellant’s registration. In such circum- 
stances damage will be presumed. United Shoe Machinery Corporation v. Compo 
Shoe Machinery Corporation, et al., 19 C. C. P. A. (Patents) 1009, 56 F. (2d) 292 
[22 T.-M. Rep. 160] ; Model Brassiere Co., Inc. v. Bromley-Shepard Co., Inc., 18 
C.C. P. A. (Patents) 1294, 49 F. (2d) 482 [21 T.-M. Rep. 382]. 

It appears that on January 8, 1940, appellee filed an application for the regis- 
tration of the mark ‘““Tristand” as applied to “‘vise benches,” and that appellant filed 
notice of opposition thereto, alleging that said mark “Tristand” is confusingly similar 
to its mark “Vistand” here involved. 

In view of our conclusion as to the descriptiveness of appellant’s mark and 
appellee’s use of the words “vise stand” to describe its product, it is not necessary 
here to discuss said opposition proceeding other than to say that the question of 
whether appellee’s mark “Tristand” is descriptive may not be determined by us in 
this proceeding. 

For the reasons herein stated the decision of the Commissioner is affirmed. 
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IN THE MATTER OF THE APPLICATION OF SEARS, ROEBUCK & 
COMPANY 


United States Court of Customs and Patent Appeals 
Serial No. 421,262 
December 1, 1942 


TRADE-MARKS—NAME OF INDIVIDUAL—“Bos BURNHAM’— REGISTRABILITY. 

A trade-mark consisting of the words, “Thriftily yours, Bob Burnham,” shown in hand- 
writing, and a fanciful representation of a man’s bust held unregistrable under the Act of 1905, 
as the name was not displayed in a distinctive manner, and the picture therewith was not that 
of an actual person. 


On appeal from a decision of the Commissioner of Patents refusing to register a 
trade-mark. Affirmed. For the Commissioner’s decision, see 31 T.-M. Rep. 359. 


Frank H. Marks (Ivan P. Tashof, of counsel), both of Washington, D. C., for 
appellant. 

W.W. Cochran (Clarence W. Moore, of counsel), of Washington, D. C., for the 
Commissioner of Patents. 


Before GARRETT, Presiding Judge, and BLAND, HATFIELD, LENROOT, and JACK- 
son, Associate Judges. 


GarrETT, Presiding Judge: 


This is an appeal from the decision of the Commissioner of Patents, speaking 
through the First Assistant Commissioner, affirming that of the Examiner of Trade- 
Marks denying appellant’s application, filed under the Trade-Mark Act of February 
20, 1905, for the registration of a mark for use on shoes. The mark may be briefly 
described as consisting of a fanciful representation of a man’s bust, under which are 
written, in the style and size of handwriting similar to that used in the closing of a 
letter, the words “Thriftily yours, Bob Burnham.” 

The tribunals of the Patent Office did not agree fully upon certain matters dis- 
cussed in their respective decisions, but did agree as to the basic ground upon which 
the rejection was based, which was to the effect that the name ““Bob Burnham”’ is 
the dominant feature of the mark and is not distinctively displayed. It was, there- 
fore, held to fall within the inhibition prescribed in the second proviso of section 5{b) 
of the act, reading, in part, as follows: 


That no mark which consists merely in the name of an individual, firm, corporation, or 
association not written, printed, impressed, or woven in some particular or distinctive 
manner, or in association with the portrait of the individual .... shall be registered under 
the terms of this Act. 


It is agreed that the portrait or drawing constituting a feature of the mark is 
fanciful ; that is, it is not and does not purport to be the portrait of any particular 
individual. It is also agreed that Burnham is a common surname and that the 
written notation “Thriftily yours, Bob Burnham” is not shown to have been written 
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by, or to be the signature of any person whose name is Bob Burnham, the brief 
on behalf of appellant stating that ‘the name was not selected because it identified 
anyone in particular.” 

So, the case presents a situation wherein the applicant seeks to register in con- 
junction with a picture which is not a portrait of any one connected with the 
applicant company—in fact, not a portrait of any individual—a name which, while a 
common name, is not the name of any person shown to be connected with the 
applicant company, the registration being sought under the Trade-Mark Act of 
February 20, 1905. (The Examiner indicated in this case that he would regard 
the mark entitled to registration under provisions of the Act of March 19, 1920.) 

It appears from the record that numerous registrations of marks of the general 
character of that here involved have been granted under the 1905 act by the tribunals 
of the Patent Office to various parties. A conspicuous example is registration 
No. 351,948 for shoes, registered November 16, 1937, in the name of the same com- 
pany which is applying here. The mark there consists of a fanciful bust portrait 
(that is, it is not the portrait of any individual) and the written words “Sincerely 
yours Sandy Nevin” arranged quite similarly to that of the mark here involved, the 
name ‘“‘Sandy Nevin,” as we understand it, not identifying any particular individual. 
Various other registrations of the same general type were included in the record but 
need not be particularly described. Some of the registrations cited appear to have 
been granted recently—indeed, some of them seem to have been granted during the 
pendency of the instant application and others subsequent to the Commissioner’s 
decision (May 13, 1941) in this case. For example, appellant cites the decision of 
the First Assistant Commissioner, rendered October 14, 1942, in the case of The 
Procter & Gamble Company v. Weiss Noodle Company, 55 U. S. P. Q. 195, in 
which registration was granted of a mark described in the decision as consisting of 
“notation ‘Ma Perkins,’ displayed in reverse lettering upon a red scroll, in associa- 
tion with a picture of the head and face of an old lady wearing spectacles,” the First 
Assistant Commissioner being of the opinion that the name was distinctively dis- 
played. 

On the other hand, the briefs before us cite decisions of the Commissioner of 
Patents, some of recent dates, denying registrations wherein the descriptions indi- 
cate that the rejected marks were of the type of the mark here involved. So, it 
would seem that the Patent Office practice with regard to the registration of the 
class of marks described cannot be said to have been strictly uniform. 

The decision of the Commissioner in the instant case states: 


Counsel for applicant calls attention to a long list of registered marks, and marks 
published for registration, which he contends are equally objectionable. As to many of these 
marks I am constrained to agree with counsel. But while such errors and inconsistencies 
as those he points out are regrettable, they add nothing to the registrability of applicant’s 
mark. 


The practice which has been followed in the Patent Office with respect to marks 
of the type of that under consideration comprises the only authority which has 


been brought to our attention relative to the subject. No decision by any court was 
cited, nor have we found any by independent research, involving the registrability 
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of a mark composed of a fanciful portrait associated with the name of an unidentified 
person. (The “name” provision of the act has been often before the courts, as 
hereinafter pointed out, but not with reference to marks like that at bar.) The 
decisions in the Patent Office, as far as we can determine, have been more or less 
arbitrary. That is to say, they have turned largely upon the view of the particular 
tribunal passing upon them relative to whether, in the particular case under consid- 
eration at the time, the name was( in the words of the statute) “written, printed, im- 
pressed, or woven in some particular or distinctive manner.” In some instances the 
tribunal has been of the opinion that the name was so treated while in others the 
tribunal has been of a different view. 

We find nothing in the Trade-Mark Registration Act of February 20, 1905, 
which inhibits the registration of a mark consisting of a representation, or photo- 
graph, of the bust of a fanciful, or “imagined” person in association with the name 
of an individual not identified (although the name may be a common one) simply 
because of the per se type or character of such a mark. What recourse an indi- 
vidual bearing the name so used might have by way of opposition or cancellation 
proceedings in the Patent Office, or by proceeding in equity instituted in the courts 
is not a matter of concern in the instant case, since this is a proceeding ex parte. 

As we view it, the situation presented in the instant case is partly analogus to 
that which would arise in the case of a person seeking to register his own name as 
a technical trade-mark, and to a certain extent the same test should be applied. 

There is, however, a distinction to be noted. The proviso to section 5(b) above 
quoted inhibits the registration of a mark consisting merely of the name of an in- 
dividual unless written, printed, impressed, or woven in some particular or dis- 
tinctive manner, or in association with a portrait of the individual, but the last pro- 
viso of the section (introduced into the act by amendment in 1911, 36 Stat. L. 918) 
reads “That nothing herein shall prevent the registration of a trade-mark otherwise 
registrable because of its being the name of the applicant or a portion thereof.” 
(Italics ours.) 

In the case of Jn re Nisley Shoe Co., 19 C. C. P. A. (Patents) 1211, 58 F. (2d) 
426 [22 T.-M. Rep. 265], upon which the First Assistant Commissioner relied in 
part in the instant case, the applicant was seeking to register the notation “Nisley’s” 
as a trade-mark for shoes and hosiery, the notation being in the possessive form 
of the surname of the president of the applicant company. We there pointed out 
that there is a seeming conflict between the two provisos embraced in section 5(b) 
of the 1905 act, heretofore quoted, and construed them in the light of the legislative 
history, holding, in substance, that the later proviso (which was not introduced into 
the act until 1911, 36 Stat. L. 918) was not intended to render registrable even the 
name of an applicant, unless the requirement as to distinctive display embraced in 
the earlier proviso was met. 

We were there considering solely the right of an applicant company to register 
what, in effect, was a part of its own name as a technical trade-mark, and held that 
it might not do so because the arrangement of the name failed to meet the require- 
ment for distinctiveness. 
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In the instant case the applicant is not seeking to register a part of its own name, 
nor, so far as the record shows, the name of a person having any connection with 
it and, it may be added, the name is not presented in association with the portrait of 
any known individual. We think it clear that, unless the name feature of the mark 
be held to meet the requirements as to distinctiveness, its registration was properly 
denied. 

The contention of appellant’s counsel to the effect that the mark should not be 
dissected and that when considered as a whole it does not “consist ‘merely in the 
name of an individual’ ”’ has been carefully considered in connection with the authori- 
ties cited. It is true that the mark at issue in its entirey embraces more than the 
name “Bob Burnham” and that the courts have often stated the general rule that 
marks should not be dissected, but there is another well-settled rule which must be 
applied, viz., that in considering the registrability of a composite mark it is proper 
and necessary to determine its dominant feature. Strictly speaking, this is deter- 
mined by analysis, rather than by “dissection,” as is suggested in the brief of the 
Solicitor for the Patent Office before us in this case, wherein are cited numerous 
decisions of this court in which analysis have been made to determine which portion 
of a mark would be considered by purchasers as the dominant feature indicating 
origin. 

A recent case in point is that of Langendorf United Bakeries, Inc. v. General 
Foods Corp., 29 C.C. P. A. (Patents) 831, 125 F. (2d) 159 [32 T.-M. Rep. 137], 
wherein we quoted from our prior decision in the case of Frankfort Distilleries, Inc. 
v. Kasko Distillers Products Corporation, 27 C. C. P. A. (Patents) 1189, 111 F. 

(2d) 481 [30 T.-M. Rep. 339], as follows: 


If the purchaser of trade-marked goods would be more likely to remember one part 
of a mark than another part as indicating origin of the goods, such word is the dominant 
part of the mark under the decisions above cited. 


In the Nisley Shoe Co. case, supra, we said: 


We are of the opinion that the proper construction of the words “particular or dis- 
tinctive manner” in the proviso of section 5 referred to is that the word or words con- 
stituting the mark shall be written, printed, impressed, or woven in such a manner as to 
form a distinct impression upon the eye of the observer, to the extent that he will remember 
such particular or distinctive form and rely upon it, in part at least, in ascribing origin of 
the goods to which the mark is applied. 


In the instant case we think it clear that the notation “Bob Burnham” is the 
dominant feature of the mark in the indication of origin of the shoes to which the 
mark is applied and since it is the name of an individual we are of opinion that to be 
registrable it must be found to be “written, printed, impressed, or woven in some 
particular or distinctive manner.” 

We are further of opinion that it not distinctively displayed within the true 
meaning of the clause quoted. There is nothing unsual about the manner in which 
the notation “Thriftily yours Bob Burnham” is written or arranged. 

It is true that it is handwritten but that is not uncommon and it should be borne 
in mind that the record does not show that it is the handwriting of any person named 
Burnham. 








84 THIRTY-THREE TRADE-MARK REPORTER 


In the brief before us counsel for appellant directs attention to an expression 
used by us in our decision in the case of The J. B. Williams Co. v. Ernest W. Wil- 
liams, 18 C. C. P. A. (Patents) 1133, 48 F. (2d) 398 [21 T.-M. Rep. 188], intimat- 
ing, but not holding, that the autographic forming of a name might overcome the 
general negative of the proviso in section 5(b), above quoted, and suggests that the 
instant case “furnishes an opportunity” for a definite ruling on the point. Since 
the signature involved in this case does not purport to be the autographic signature 
of any person by the name of Burnham, it is evident that any ruling in that respect 
would be obiter and we refrain from making one. 

We deem it proper to say that in referring to the various marks of the type at 
issue here and the actions thereon by the tribunals of the Patent Office we have done 
so only for the purpose of showing what the practice has been. The right of regis- 
tration in the instant case may not be determined by the actions had in those cases. 

Numerous cases other than those above cited have been brought to our attention 
and examined during our consideration of the issue here but we find nothing in them 
requiring their review. 

For the reasons stated, the decision appealed from is affirmed. 





IN RE EFFERVESCENT PRODUCTS, INC. 
United States Court of Customs and Patent Appeals 
Serial No. 430,126 
December 1, 1942 


TRADE-M ARKS—“ACETLYL-VESS” FOR ALKALINE TABLETS—DESCRIPTIVE TERM. 
A mark consisting of the notation “Acetyl-Vess” used on alkaline effervescent tablets 
having an analgesic-antipyretic action, held descriptive as to its first component, and there- 
fore unregistrable without a disclaimer. 


Appeal from a decision of the Commissioner of Patent refusing to register a 
trade-mark. Affirmed. For the Commissioner’s decision, see 31 T.-M. Rep. 350. 


Edward S. Rogers, William T. Woodson, James H. Rogers and Thomas L. Mead, 
Jr., all of New York City, for appellant. 
W.W. Cochran, of Washington, D. C., for the Commissioner of Patents. 


Before GarreETT, Presiding Judge, and BLAND, HatrieLp, LENRooT, and JAcK- 
son, Associate Judges. 


JACKSON, Judge: 


Appellant filed its application for registration of the mark “Acetyl-Vess” as 
applied to alkaline effervescent tablets having an analgesic-antipyretic action, in 
Class 6, chemical, medicines, and pharmaceutical preparations. 

The Examiner of Trade-Marks refused registration until the word “Acetyl” was 
disclaimed. The Examiner held that word to be descriptive and believed it to be 
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common property. Upon appeal the Commissioner of Patents affirmed the decision 
of the Examiner of Trade-Marks. 

The Examiner based his decision upon definitions in Webster’s New Inter- 
national Dictionary as follows: 


(1) “Acetyl, The radical, CHgCO, of acetic acid.” 
(2) “Acetyl-, A combining form of acetyl.” 


and also instanced the use of the said word as a combining form in many other 
chemical expressions among which are acetyl-bromide, acetyl-chloride, acetyl-oxide, 
acetyl-salycilate, acetyl-cellulose, etc. 

The issue before the tribunals of the Patent Office and the determination thereon 
is set out in the decision of the Commissioner as follow: 


Applicant asserts that the term “Acetyl” does not serve to identify any particular 
chemical compound unless suffixed by the name of another chemical element or radical, 
and therefore the term “Acetyl” used alone has no descriptive meaning, and disclaimer 
thereof should not be required. However, it is noted that applicant in its brief states that 
the occurrnce of the term “Acetyl” in a chemical term indicates the presence of the radical 
CHg3CO in the substance defined by the chemical term. It seems to me that to apply the 
term “Acetyl” tc any substance or preparation indicates that the acetyl radical is present 
in the substance or preparation and that such substance or preparation is acetylic, and thus 
is descriptive of that characteristic or quality of the substance or preparation. Nor do I 
consider that the joining of the word “Vess” to the term “Acetyl” by a hyphen destroys 
that descriptive meaning of the term “Acetyl” with regard to the goods to which the 
trade-mark is applied. In my opinion the term “Acetyl” in the mark “Acetyl-Vess” in- 
dicates the presence of the acetyl radical in applicant’s tablets and is descriptive of that 
character and quality thereof. 


From the decision of the Commissioner this appeal was taken. 

Appellant contends that the Patent Office tribunals erred in not recognizing that 
the acetic acid radical CH3CO has no existence except as a fundamental constituent 
of a definite chemical compound, and in holding that the union of the radical “acetyl” 
with the meaningless syllable “vess” does not destroy the mere descriptive sig- 
nificance of “‘acetyl.”’ 

Appellant admits that the word “acetyl” indicates the presence of what is termed 
by chemists to be the radical CH3CO and that the radical may be said to be an 
element in the production of chemical compounds. Appellant argues, however, that 
there is no existence of the substance described by the radical except for an infinitesi- 
mal period of time before the radical immediately becomes associated with an ele- 
ment or elements whose presence determines the final product. 

It appears to be true that acetyl is not a chemical element capable of segregation, 
use and sale as such and that it has no existence except as stated by appellant. But 
there can be no question when it is applied to a product such as that involved here it 
indicates that in the product there are properties which are characterisic of com- 
pounds containing the said radical. Therefore, there can be no question but that 
the term “‘acetyl” is clearly descriptive. 

Appellant further contends that the mark should be considered only as a whole 
and when so considered it should not be held to be descriptive of the goods but as a 
fanciful name, and as such is entitled to registration. Appellant also alleges error in 








86 THIRTY-THREE TRADE-MARK REPORTER 


that the Patent Office tribunals did not give proper significance to the word “merely” 
as modifying “descriptive” in section 5(b) of the Trade-Mark Act of February 20, 
1905. All of appellant’s contentions sum up in effect an argument as to why the 
decision of the Supreme Court in Estate of P. D. Beckwith, Inc. v. Commissioner of 
Patents, 252 U. S. 538 [10 T.-M. Rep. 255], and also our own decisions, especially 
In re American Cyanamid & Chemical Corporation, 26 C. C. P. A. (Patents) 712, 
99 F. (2d) 964 [28 T.-M. Rep. 595], should be overruled. 

A great number of cases have been cited by appellant to sustain its various con- 
tentions, but since they cannot in our opinion justify us in reversing the decision 
of the Commissioner we shall not discuss them. 

The mark of appellant unquestionably contains a descriptive word coupled with 
a fanciful expression. It is a composite mark. It is well-settled law, stemming 
from the leading case of Beckwith, supra, followed by this court in many cases, 
notably in the American Cyanamid Corporation case, supra, that in composite marks 
as involved herein the Patent Office may and should require disclaimer of that por- 
tion of the mark which is descriptive. 

The question presented to us is not new and has been meticulously considered and 
ruled upon in the earlier decisions and there is no necessity for prolonging this 
opinion by the repetition of the reasoning heretofore given by the courts. 

The decision of the Commissioner of Patents is affirmed. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Act of 1920 
“Red—White—’n Blue held registrable 


Frazer, F. A. C.: Reversed the action of the Examiner of Trade-Marks in re- 
fusing registration, under the provisions of the Act of March 19, 1920, to Hamilton 
C. Bates, of Chester, Conn., of the notation “Red—White—’n Blue,” as a trade- 
mark for hand knitting needles. 

The Examiner held “that the alleged mark is not in fact a trade-mark,” because 
it would be likely to indicate to purchasers merely “the color scheme of the needles.” 
The First Assistant Commissioner concluded that this position was untenable. He 
said : 

Descriptive marks are registrable under the 1920 Act, provided only that they are 


capable of denoting origin and have been in bona fide use for not less than one year. Upon 
he record before me I am unable to say that applicant has not met these requirements.* 


Cancellation 
No evidence of use 


Frazer, F.A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the petition of Alamo Fruit & Vegetable Exchange, Inc., of 


1. Ex parte Hamilton C. Bates, Ser. No. 440,354, 166 M. D. 30, November 20, 1942. 
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Alamo, Texas, to cancel trade-mark registration No. 224,980, issued March 8, 1927, 
to Southland Fruit & Vegetable Exchange, Inc., and assigned to A. O. Kolberg, Inc., 
of McAllen, Texas. The mark so registered is the expression “‘Better’n Gold,” for 
fresh citrus fruits and fresh vegetables. 

On March 9, 1937, petitioner filed an application for registration of this same 
mark for fresh citrus fruits. That application was opposed by respondent. The 
opposition was dismissed, but it was also adjudicated that upon the record there 
made petitioner was not entitled to the registration for which it had made application. 

On February 2, 1940, subsequently to the termination of the opposition proceed- 
ing, petitioner filed a second application for registration of the identical mark for 
identical goods. In its petition to cancel, petitioner alleged that this second appli- 
cation was rejected on the registration sought to be canceled. 

The First Assistant Commissioner found that there was an entire absence of 
proof by petitioner as to its alleged use of the mark in issue for a period of more 
than two years immediately preceding the filing of the petition for cancellation, and 
he dismissed the petition for this reason. In referring to the previous opposition 
between the same parties, he said: 


The only evidence offered by either party was that introduced in the oppposition pro- 
ceeding, which was incorporated in the record pursuant to motions under rule 157 of the 
Rules of Practice. The petition to cancel was filed July 22, 1940. Petitioner’s testimony 
in the opposition proceeding was taken March 1, 1938. As all material allegations of the 
petition were denied in the answer, the burden was upon petitioner to establish by evidence 
its use of the mark upon which it relies at or about the time its petition was filed. Upon 
the face of the record there is a complete failure of proof as to such use, which is fatal to 
petitioner’s case. Old Monk Olive Oil v. Southwestern Coca-Cola Bottling Co., 28 C. C. 
P. A. 1091, 118 Fed. (2d) 1015. 

In the cited case, which is squarely in point, the Court of Customs and Patent Appeals 
disposed of the question here presented in the following language: 

“The record did not present a case of insufficiency of evidence, concerning which appel- 
lant has cited a number of cases; but, as held by the Commissioner, a case of an entire 
absence of competent and material evidence. If the Commissioner was correct as to this, 
then the question before him was one wholly of law, viz., whether it was necessary that 
appellant, in order to succeed, establish use of its trade-mark on or about the time its petition 
for cancellation was filed. .. . 

“We are in agreement with the decision of the Commissioner that this is necessary.’”” 


Conflicting Marks 


“Marcia Lee Jr.” and “Marcy Lee” 


Van ArspALeE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by Marcy Lee Manufacturing Company, of 
Dallas, Texas, to the application of Joe & Ted Funk, of New York, N. Y., for regis- 
tration for ladies’ and misses’ coats and suits of a composite mark consisting of the 
name “Marcia Lee Jr.” and the monogram “JTF” in a pentagonal border. 

The opposition was predicated upon use and registration, prior to the time of 
first use claimed by applicant, of a mark described by the Assistant Commissioner as 


2. Alamo Fruit & Vegetable Exchange, Inc. v. Southland Fruit & Vegetable Exchange, Inc. 
(A. O. Kolberg, Inc., Assignee, Substitued), Canc. No. 3761, 166 M. D. 12, November 3, 1942. 
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consisting of the figure of a lady in colonial attire apparently standing on a black rectangu- 
lar panel on which appear in white letters the words “Marcy Lee Wash Frocks.” 


The Assistant Commissioner stated that applicant’s said mark is applied to wash 
frocks for misses and women, and that the words ‘“‘Wash Frocks” are disclaimed in 
the registration. 


The Examiner held that the goods of the parties to be goods of the same descrip- 


tive properties and the marks of the parties to be confusingly similar. In agreeing 
with the Examiner, the Assistant Commissioner said: 


It appears that the parties now are selling their goods in different price ranges, but that 
is immaterial since the goods are not so restricted in either the registration or in the appli- 
cation, both of which name items of outer apparel for women and misses. Norris, Inc. v. 
Charms Co., 27 C. C. P. A. 1174, 111 F. (2d) 479, 1940 C. D. 512, 520 O. G. 529 [30 T.-M. 
Rep. 349]. The goods of the parties are clearly goods of the same descriptive properties. 

The marks differ considerably in appearance, but, although when placed side by side the 
marks seem to be quite dissimilar in appearance, this is not the only factor to be considered. 
International Latex Corp. v. I. B. Kleinert Rubber Co., 26 C. C. P. A. 1321, 104 F. (2d) 
382, 1939 C. D. 708, 508 O. G. 576 [29 T.-M. Rep. 396]. 

I agree with the Examiner that registrant’s mark would be referred to by the public by 
the name “Marcy Lee” without mention of the colonial lady pictured therein, and that 
applicant’s mark would be referred to by the public by the name ”Marcia Lee Jr.” without 
mention of the monogram “JTF,” and this seems to be borne out by the fact that the wit- 
nesses so referred to the marks in their testimony. 

In my opinion the names “Marcy Lee” and “Marcia Lee Jr.” are the dominant parts of 
the respective marks and these names are so similar in appearance and also in sound, when 
spoken, that considering the marks in their entireties, as they must be, the Examiner was 
correct in stating that their concurrent use by the parties on the goods involved would be 
likely to cause confusion and mistake in the mind of the public and to deceive purchasers. 
In fact it is my opinion that the names by which the marks are referred to sound so similar 
when spoken that this alone is sufficient to cause the marks in their entireties to be con- 
fusingly similar. E-Z Mills, Inc. v. Martin Brothers Company, 25 C. C. P. A. 992, 95 Fed. 
(2d) 269, 1938 C. D. 406, 494 O. G. 475 [28 T.-M. Rep. 207]. 


The applicant moved for suspension of the opposition proceeding on the ground 
that applicant has filed a petition to cancel the registration asserted by opposer. The 
Assistant Commissioner denied the motion because 


the petition was filed after this opposition was instituted and apparently would not be 
determinative of the opposition.* 


“Ezy-Diesel” and “E-Z Shift” 


Van ArSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Georgia-Carolina Oil Company, of Macon, Ga., of the mark 
“Ezy-Diesel Motor Oil” for lubricating oil, the words “Diesel Motor Oil” being dis- 
claimed. The Examiner refused registration on a prior registration of a mark 
featuring the notation “E-Z Shift” (the word “Shift” being disclaimed), for 
petroleum gear lubricant. 


3. Marcy Lee Manufacturing Company v. Joe & Ted Funk, Opp’n No. 20,573, 166 M. D. 20, 
November 12, 1942. 
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The Assistant Commissioner found the goods of the parties to be identical, and 
their marks confusingly similar. He stated: 


The predominant feature of applicant’s mark is the notation “Ezy” and the predominant 
feature of the mark of the registration is the notation “E-Z.” These notations have the 
same suggestive meaning of ease and are so prominent in the marks and are so similar in 
appearance and in sound when pronounced that in my opinion the marks in their entireties 
are rendered so similar to each other that their concurrent use on the identical goods would 
be likely to cause confusion and mistake in the mind of the public and to deceive purchasers 
as to the sources of origin of the goods.* 


“Sun-Tang” and “Sun Drop” 


Frazer, F.A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the petition of The Mil-K-Botl Corporation of America, of St. 
Louis, Mo., to cancel trade-mark registration No. 375,708, issued February 27, 1940, 
under the provisions of the Act of February 20, 1905, to Grover C. Thomsen and 
assigned to The Perfection Company, of Waco, Texas. 

Respondent’s mark is the notation “Sun-Tang,” which is registered for 


nonalcoholic maltless beverages and for maltless syrups used in the production thereof. 


Petitioner relied upon its own trade-mark “Sun Drop,” registered some nine 
years before respondent’s date of first use, for 


flavoring extracts, concentrated syrups for making soda water and other beverages, 
particularly for orange beverage. 


The First Assistant Commissioner reviewed the ruling of the Examiner of Inter- 
ferences that these marks are confusingly similar and said: 


In holding the marks of the parties to be confusingly similar, the Examiner of Inter- 
ferences noted that in respondent’s registration the descriptive word “Tang” is disclaimed 
“apart from the mark shown on the drawing,” and that this word therefore “cannot well be 
here regarded as the dominant feature of that mark,” as contended by respondent. That is 
true of course; but it is also true, as respondent now insists, that the disclaimed word may 
not properly be disregarded in comparing respondent’s mark with the mark of petitioner. 
For this purpose the two marks should be viewed in their entirety. So comparing the 
marks, however, and considering the character of the goods to which they are respectively 
applied, and the fact that such goods are in part substantially identical, I find no difficulty 
in agreeing with the Examiner that there is sufficient similarity as to be likely to confuse 
the public or to deceive purchasers. 


The respondent urged that the petition to cancel should be dismissed because 
petitioner had allegedly failed to establish present use of the mark upon which it 
relied. In passing upon this contention, the First Assistant Commissioner stated: 


Respondent has stipulated . . . . that petitioner has title to the registration of said 
mark, issued under the Act of 1905, section 16 of which act makes registration thereunder 
“prima facie evidence of ownership.” In Ely & Walker Dry Goods Co. v. Sears, Roebuck 
& Co., 24 C. C. P. A. 1244, 90 Fed. (2d) 257, the Court of Customs and Patent Appeals, 





nin Ex parte Georgia-Carolina Oil Company, Ser. No. 443,004, 166 M. D. 31, November 19, 
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after pointing out that neither party to that proceeding had taken testimony, had the follow- 
ing to say in disposing of the precise question here presented by respondent: 

“Already it has been recited that, in its answer, appellant, while denying that opposer 
owns the mark, admitted that opposer obtained the registration and that such registration 
is ‘subsisting.’ . .. The denial of ownership is inconsistent with the admission of the obtain- 
ing and subsistence of the registration. Registration of a mark is prima facie evidence 
of its ownership... . 

“Upon the question of use by opposer of its mark as a trade-mark, which counsel for 
appellant insists is placed in issue by denial of such use in the answer, it need only be said, 
first, that ownership implies use... .” 

Respondent criticizes that case, pointing out that no supporting authorities are cited in 
the opinion, and expressing the view that it “does not carry conviction.” However that 
may be, the ruling of the Court of Customs and Patent Appeals, in cases appealed from 
the Patent Office, are conclusively controlling so far as the Patent Office is concerned.® 


“Flex-I-Kins” and “Flexies” 


Van ArspaLe, A. C.: Affirmed the decision of the Examiner of Trade-Mark 


Interferences sustaining the opposition of Simplex Shoe Mfg. Co., of Milwaukee, 
Wis., to the application of Arnold G. Behn, of Arlington, N. J., for registration of a 


mark consisting of the word “Flex-I-Kins” and incidental features, for boots, shoes 


and slippers. 


With respect to the basis of opposition, the Assistant Commissioner said : 


The opposition is based on the ownership by opposer of registrations of the words 
“Flexies” and “Flexese” for shoes issued prior to the earliest date of use of the mark 
“Flex-I-Kins” asserted by applicant and antedating use of the marks on shoes. Opposer’s 
ownership of the registrations and use of the marks appear established by the record and 
are not defeated by the fact that generally opposer associates its name “Simplex” with the 
trade-marks. 


In concluding that the Examiner of Interfences had correctly sustained the oppo- 


sition, the Assistant Commissioner stated: 


Applicant calls attention to the fact that the prefix “Flex” is highly suggestive of 
flexibility in the shoes and has been used by others as a prefix in many names applied to 
shoes, and asserts that consequently purchasers will pay little or no attention to the prefix 
as indicating origin of the goods. However this may be, the prefix is not a word merely 
descriptive of the goods and does contribute to the trade-mark significance of the entire 
marks, and in any event its presence in the marks may not be disregarded. The comparison 
must be between the marks considered in their entireties and as they actually are consti- 
tuted. So long as the marks, when so considered, appear to be confusingly similar it is 
immaterial that they might not be considered confusingly similar if a word or syllable, 
which by itself may be merely descriptive of the goods or in common use with respect 
thereto, or neither, were bodily deleted from one or more of the marks. Pepsodent Co. v. 
Comfort Manufacturing Co., 23 C. C. P. A. 1224, 83 F. (2d) 906, 472 O. G. 258 [26 T.-M. 
Rep. 481]; Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 F. (2d) 752, 477 O. G. 
766; Marshall Field & Company v. R. H. Macy & Co., Inc., 28 C. C. P. A. 807, 115 F. (2d) 
921, 525 O. G. 8. 

In my opinion applicant’s mark is so similar to the marks of opposer’s registrations in 
appearance, sound, when pronounced, and in their suggestion of flexibility, that the con- 








5. The Mil-K-Botl Corporation of America v. Grover C. Thomsen (The Perfection Com- 
pany, assignee, substituted), Canc. No. 3716, 166 M. D. 22, November 13, 1942. 
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current use of applicant’s mark with either of the marks of opposer’s registrations on the 
identical goods, namely shoes, would be likely to cause confusion and mistake in the mind 
of purchasers and to deceive the public.® 


“Smart Lady” and “Lady B Smart” 


VAN ArSDALE, A. C: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of G. R. Kinney Co., Inc., of New York, 
N. Y., to the application of Weinstein Co., Inc., of San Francisco, Calif., for regis- 
tration of a mark consisting of the words “Smart Lady” spaced a considerable 
distance from a fanciful picture of a woman’s face, for hosiery and several named 
items of women’s, misses’ and girls’ lingerie. 

The Assistant Commissioner stated that opposer owns a registration of the mark 
“Lady B Smart” for women’s boots, shoes, gaiters and spats made wholly or in part 
of leather or fabric, and that this registration antedates the earliest date of use of 
applicant’s mark. 

The Examiner held the good of the parties to be goods of the same descriptive 
properties, and, considering the words “Smart Lady” to be the dominant feature of 
applicant’s mark, held the marks to be confusingly similar when applied to those 
goods. In those conclusions, the Assistant Commissioner stated, he agreed.’ 


“Gem-of-the-Sea” and “Chicken of the Sea” 


Van ArspaLz, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by Van Camp Sea Food Co., Inc., of Fish 
Harbor, Terminal Island, Calif., to the application of Franco-Italian Packing Corp., 
of Terminal Island, Calif., for registration of the mark ‘“‘Gem-of-the-Sea” for canned 
tuna fish. 

Opposer is the owner of a registration of the mark “Chicken of the Sea” for tuna 
fish, issued prior to the first use asserted by applicant of the mark of its application, 
and the sole question to be decided by the Assistant Commissioner was whether the 
marks of the parties, as applied to identical goods, are or are not confusingly similar. 
In finding these marks to be confusingly similar, the Assistant Commissioner said: 


The expression “of the sea” would be descriptive if applied by itself directly to tuna 
fish, but here it is not so directly applied by itself to the goods. It is a part of the entire 
marks and rather is applied directly to the words “Chicken” and “Gem” respectively. It 
seems to me the mark “Gem-of-the-Sea” might suggest a pearl or other gem found in the 
sea, though it also might suggest that the article so marked is of high quality and comes 
from the sea. Applicant has not disclaimed the expression “of the sea” in its application, 
and thus applicant is including it as an arbitrary feature of the mark. I am not prepared 
to hold that as the expression “of the sea” is presented in the mark of either party the 
expression is merely descriptive of the goods and contributes no trade-mark significance 
to either of the marks. 


‘i . Simplex Shoe Co. v. Arnold G. Behn, Opp’n No. 20,518, 166 M. D. 38, November 25, 

42. 

™ 7. G.R. Kinney Co., Inc. v. Weinstein Co., Inc., Opp’n No. 20,807, 166 M. D. 37, November 
, 1942. 
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Giving due weight and consideration to the differences between the words “Chicken” 
and “Gem” of the marks, nevertheless it is my opinion the identical expression “of the sea” 
as they appear in and contribute trade-mark significance to the marks render the entire 
marks so similar in appearance, and sound in trade-mark significance, that the Examiner 
correctly held confusion in trade may be reasonably expected to result from their concur- 
rent use upon the same kind of goods.® 


“Super 8” and “Super-Marsh” 


Van ArsDALE, A. C.: Affirmed the action of the Examiner of Trade- Marks in 
refusing registration to El Campo Rice Milling Company, of El Campo, Texas, of 
the mark “Super 8,” applied to poultry feed. 

In agreement with the Examiner, the Assistant Commissioner held that said 
mark is so similar in appearance and sound to each of the marks of two prior regis- 
trations, ““Super-Mash” and “Super-ette,” also applied to poultry feed, that con- 
current use of applicant’s mark with either of the registered marks on identical goods 
would be likely to cause mistake and confusion in the mind of the public and to de- 
ceive purchasers.” 


“Penngold” and “Rheingold” 


Frazer, F.A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of-Liebmann Breweries, Inc., of Brooklyn, N. Y., 
to the application of Lebanon Valley Brewing Co., of Lebanon, Pa., for registration 
of the word “Penngold” as a trade-mark for beer. 

The opposition was predicated upon opposer’s long prior use of its trade-mark 
“Rheingold” for the same goods ; and it was the Examiner’s opinion that this mark 
and applicant’s are too nearly alike, “particularly in sound,” to be used concurrently 
without reasonable likelihood of confusion in trade. 

In agreeing with the opinion of the Examiner, the First Assistant Commissioner 
stated : 


Applicant insists that the word “gold” is descriptive of beer; and points to a number of 
registrations of record, which, according to applicant’s counsel, “prove conclusively that 
‘gold’ is commonly registered and used in beer trade-marks and generically relates to the 
color of the brew.” It is sufficient answer to say that the existence of these registrations 
adds nothing to the registrability of applicant’s mark. Pepsodent Co. v. Comfort Manu- 
facturing Co., 23 C. C. P. A. 1224, 83 Fed. (2d) 906. The only question to be determined 
here is whether or not the two marks “Penngold” and “Rheingold” are so nearly similar 
as to be likely to cause confusion in the mind of the public or to deceive purchasers; and 
even if it be conceded that the word “gold” standing alone might be considered descriptive 
as applied to beer, that fact does not detract from the similarity of the marks when viewed 
as entireties. Not only do the two words sound very much the same when pronounced, but 
at a glance they differ only slightly in appearence. Moreover, the merchandise to which 
they are respectively applied, besides being identical in kind, is inexpensive and is consumed 
in use; and as a matter of common knowledge it is sold to all classes of purchasers, in- 


8. Van Camp Sea Food Co., Inc. v. Franco-Italian Packing Corp., Opp’n No. 20,556, 166 
M. D. 42, November 25, 1942. 

9. Ex parte El Campo Rice Milling Company, Incorporated, Ser. No. 447,099, 166 M. D. 
44, November 26, 1942. 
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cluding the ignorant and the illiterate. There is thus greater danger of confusion than 
would be the case if the goods involved were of a character requiring some degree of dis- 
crimination in their purchase.?° 


Corporate Name 


“Esquire” registrable for prophylactics 


Frazer, F.A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition of Esquire, Inc., of Chicago, IIl., to the application 
of Crown Rubber Company, of Los Angles, Calif., for registration of a trade-mark 
consisting essentially of the word “Esquire,” for goods described in the application 
as ‘‘sheath prophylactics, including rubber articles, for the prevention of contagious 
diseases.” The Examiner also adjudged applicant’s mark non-registrable on an ex 
parte ground. This latter adjudication the First Assistant Commissioner reversed. 

The opposition was predicated upon applicant’s alleged appropriation of op- 
poser’s corporate name, and upon the fact that opposer is the prior user and owner 
of the same trade-mark registered for a “monthly publication.” 

The Examiner of Interferences ruled that the goods of the parties are of different 
descriptive properties. In concluding that this ruling was correct, the First As- 
sistant Commissioner said: 


Manifestly, applicant’s goods and opposer’s are of different descriptive properties; but 
opposer insists that the proposed registration will nevertheless result in damage to opposer, 
because opposer’s well-known magazine, of which this mark is the title, has been widely 
accepted as an “authority on subjects concerning products or services used by or of interest 
to men.” Opposer asserts in its brief on appeal that: 

“Because of unusual circumstances, namely, with the public recognizing opposer as an 
authority on various items for men and looking to opposer for advice and information, 
the possibility of confusion is heightened and the normal divergence between the descrip- 
tive properties of the goods is bridged.” 

A somewhat similar argument was advanced in the case of Meredith Publishing Co. v. 
O. M. Scott & Sons Co., 24 C. C. P. A. 956, 88 Fed. (2d) 324, where a publisher opposed 
registration of the title of its magazine as a trade-mark for lawn grass seed. While 
acknowledging that the magazine in question “was devoted to improvements in home- 
making, including gardens and lawns,” the Court of Customs and Patent Appeals per- 
mitted registration to the applicant on the ground that the goods of the parties were of 
different descriptive properties. 


Opposer’s chief contention, the First Assistant Commissioner said, was that the 
opposition should have been sustained, regardless of the nature of applicant’s goods, 
because applicant’s mark consists merely in opposer’s corporate name. In quoting, 
as follows, from the brief of the opposer, the First Assistant Commissioner stated 
that opposer had set forth very fairly and frankly the facts to be considered. 


Opposer’s legal corporate name is now, and has been since June 23, 1939, simply Esquire, 
Inc. Opposer’s legal corporate name was also simply Esquire, Inc., from March 1, 1935, 
to March 30, 1937. Prior to March 1, 1935, the legal corporate name was Esquire Pub- 
lishing Company, and for the period March 30, 1937, to June 23, 1939, there was tem- 


10. Liebmann Breweries, Inc. v. Lebanon Valley Brewing Co., Opp’n No. 20,137, 166 M. D. 
10, October 27, 1942. 
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porarily appended to the word Esquire the word Coronet, to make the legal corporate 
name Esquire-Coronet, Inc. ... 

It cannot be denied, and opposer makes no attempt so to do, that the application herein 
opposed was filed two months, substanially to a day, before opposer’s change in name from 
Esquire-Coronet, Inc., by amendment of its corporate charter became legally effective. 
The fact that opposer’s present name is thus simply Esquire . . . . cannot be availed of as 
the absolute and unquestioned bar that it would be were the filing date of the application 
subsequent to June 23, 1939. 


The First Assistant Commissioner added: 


In other words, when the opposed application was filed on April 22, 1939, opposer’s 
name was Esquire-Coronet, Inc., and its present name, Esquire, Inc., was not resumed 
until two months’ thereafter. Opposer argues, however, and has attempted to prove, that 
the single word, Esquire, “had become so identified with the particular corporation that 
whenever used it designated to the mind of the public that particular corporation, namely, 
Esquire-Coronet, Inc.” 


After citing the case of American Steel Foundries v. Robertson, 269 U. S. 372, 
1926 C. D. 289 [16 T.-M. Rep. 51], and quoting therefrom, the First Assistant 
Commissioner expressed the following conclusions: 

Applicant’s appropriation of opposer’s corporate name was by no means complete at the 
time its application to register was filed, nor were applicant’s goods of the same description 

as those put out by opposer. As applied to a magazine or to related articles of commerce, 

then as now the word “Esquire” unquestionably designated opposer’s product to the mind 

of the public. But I doubt that opposer’s corporate name was generally known. It was 

opposer’s trade-mark that had become recognized rather than its name. Not only is 

“esquire” a word in common use and of well-understood meaning, but it occurs in the 

names of numerous industrial concerns, and in many registered trade-marks. Applying 

the doctrine of the American Steel Foundries case, ... I am thus of the opinion that its 
registration to applicant is not barred by the so-called name clause of the statute. 


The Examiner of Interferences refused the registration applied for by Crown 
Rubber Company, because he found evidence in the record that other corporations 
named Esquire, Inc., were in existence when the application was filed. This, the 
First Assistant Commissioner concluded, was erroneous. He said: 

The failure of these corporations to oppose constituted a waiver of their right to object 
to the proposed registration, and the Examiner was bound by such waiver. See The Knox 


Company v. The Vitab Corporation v. Endo Products, Inc., 166 M. D. 18 [28 T.-M. Rep. 
327], and authorities there cited." 


Descriptive Terms 


“Perfume for Furs” for perfumes 


Van ArspDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Robert T. Rosenberg, of Detroit, Mich., doing business as 
Trebor Perfumes, of a mark consisting of the word “Furs” above the legend 
“Perfume For Furs,” for perfumes especially adapted for use on furs, the legend 
“Perfume For Furs” being disclaimed. 


11. Esquire, Inc. v. Crown Rubber Company (Harry Goldstein, Asignee, Substituted), 
Opp’n No. 18,984, 166 M. D. 35, November 19, 1942. 
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In agreeing with the Examiner that the mark is descriptive of the goods and 


does not indicate origin, the Assistant Commissioner stated: 


According to the designation of the goods as stated in the application, the perfume is 
intended for use only on furs and it does not appear that the perfume is suitable for use 
or intended for use on anything other than furs. 

Even though the legend “Perfume For Furs’ is disclaimed, the legend nevertheless is a 
part of the trade-mark sought to be registered, and it seems to me that applying to the 
goods the name “Furs” with the legend “Perfume For Furs” therebeneath is merely label- 
ing the goods with the use for which the goods are suitable and are intended and the mark 
would be so recognized by purchasers and the public and would not be recognized as in- 
dicating the origin of the goods.!* 


“Golf Grips” for shoe studs 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration, under the provisions of the Act of February 20, 1905, to Joseph 
R. Bernstein, of Chicago, Ill., of the notation “Golf Grips,” as a trade-mark for 
goods described in the application as “shoe studs.” 

The Examiner refused registration in the absence of a disclaimer of the word 
“Golf” which he held to be descriptive of the goods ; and also because he considered 
applicant’s mark as a whole to be confusingly similar to the marks “Grip-Rite” and 
“Grip-Spike,” previously registered for substantially identical merchandise. 

In adopting a position differing from that of the Examiner, the First Assistant 
Commissioner stated: 

While I agree with the Examiner that applicant’s mark is non-registrable over the 
references cited by him, the validity of which may not be questioned here, I am also of 
the opinion that the mark as a whole is merely descriptive of applicant’s goods, and that a 
disclaimer of the word “Golf” would not remedy the situation in that regard. Applicant 
admits that the verb “grip” is descriptive; and the noun “grip,” according to Webster’s 
New International Dictionary, is “a device for gripping.” That applicant’s so-called shoe 
stud is a device for gripping cannot be denied, nor can it be denied that this device is 
especially adapted for use with golf shoes. The expression “golf shoe grips” is thus the 
name of applicant’s goods, and I doubt that the deletion therefrom of the word “shoe” 
renders the remainder of the expression nondescriptive.’ 


Geographical Term 


“Antarctica” for soft drinks 


Frazer, F. A.C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration to Companhia Antarctica Paulista, of Sao Paulo, Brazil, of the 
word “Antarctica,” under the Act of February 20, 1905, as a trade-mark for soft 
drinks, etc. The Examiner refused registration on the ground that such word is 
“merely a geographical name or term,” and thus forbidden registration by the second 
proviso of Section 5 of said Act. 





12. Ex parte Robert T. Rosenberg, doing business as Trebor Perfumes, Ser. No. 446,370, 
166 M. D. 32, November 19, 1942. 
13. Ex parte Joseph R. Bernstein, Ser. No. 439,923, 166 M. D. 30, November 20, 1942. 
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Before the First Assistant Commissioner it was insisted on behalf of the applicant 
that geographical terms should be registered, in spite of such statutory restriction, 
unless 


descriptive of the place where the articles, to which the terms are applied, are manufac- 
tured or produced or might be understood as being manufactured or produced. 


In response to this contention, the First Assistant Commissioner stated : 


Counsel for applicant have presented a very able argument as to what they think the 
law should be, and I am inclined to share their opinion in that regard; but I am unable to 
read into the act the construction for which they contend. If a word has no other mean- 
ing, as is conceded to be the case here, it is of course “merely geographical ; and regardless 
of all other considrations, the statutory bar to registration is absolute. Jn re Kraft- 
Phenix Cheese Corporation, 28 C. C. P. A. 1153, 120 Fed. (2d) 391; In re Crescent Type- 
writer Supply Company, 30 App. D. C. 324.4 


Goods of Different Descriptive Properties 


Food containing vitamins and medicine containing vitamins 


Frazer, F. A. C.: Dissolved this interference proceeding and reversed the de- 
cision of the Examiner of Trade-Mark Interferences. 

The interference involved the application of The Knox Company, of Los Angeles, 
Cailf., for registration of the notation “Vi-Tabs,” in association with a design, as a 
trade-mark for 


medicine for invigorating, stimulating, maintaining, and restoring the vitality of the genital 
system of the human body, and for the treatment of sexual weakness, nervousness, loss of 
virility and impotence, and to build blood, strengthen the bones, and restore lost energy ; 


two applications of The Vitab Corporation, of Emeryville, Calif., for registration of 
the words “‘Vitab” and “Vetab,” respectively, as trade-marks for 


liquid and powdered extracts of rice bran, rice polishings, wheat germ and whey containing 
the vitamin B complex, dry powders comprising an absorbate of the liquid extracts on 
fuller’s earth or similar clays; 


and the application of Endo Products, Inc., of New York, N. Y., for registration 
of the word “Vitabee” as a trade-mark for 


a preparation used to supply vitamin B; through injections. 


The Examiner of Trade-Mark Interferences dissolved the interference as to The 
Knox Company on the ground that its mark is “substantially a complete appropri- 
ation of the corporate title of The Vitab Corporation,” and hence nonregistrable. The 
First Assistant Commissioner concluded that the Examiner erred in dissolving the 
interference as to The Knox Company on the ground stated. He said: 

It is well established that a corporation may waive its right to object to the registration 


of its corporate name as a trade-mark, and that its failure to object constitutes such waiver. 
Emerson Electric Manufacturing Co. v. Emerson Radio & Phonograph Corporation, 24 


: 14. Ex parte Companhia Antarctica Paulista, Ser. No. 445,112, 166 M. D. 28, November 28, 
1942. 
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C. C. P. A. 1279, 90 Fed. (2d) 331 [27 T.-M. Rep. 334] ; Rockwood Pottery Co. v. A. Wil- 
helm Co., 43 App. D. C. 1 [5 T.-M. Rep. 152]. The Examiner’s ruling was not suggested 
by The Vitab Corporation, but was made of his own motion. For the purpose of this 
proceeding, I think the Examiner was bound by the implied waiver. In a separate pro- 
ceeding The Vitab Corporation has opposed the application of The Knox Company, and if 
warranted by the pleadings in that case, the applicability of the so-called name clause of 
the statute may there be determined. 


As between Endo Products, Inc., and The Vitab Corporation, the Examiner of 


Interferences awarded priority of use to the latter, and adjudged it entitled to both 
registrations applied for. 
opinion, the Examiner here again erred. He said: 


The First Assistant Commissioner stated that, in his 


The preparation of Endo Products, Inc., is essentially a medicine. It is sold in am- 
poules, and is intended to be administered by a physician by means of hypodermic injection. 
The product of The Vitab Corporation on the other hand, is essentially a food. It is said 
to contain “the vitamin B complex,” but the mere fact that a food and a medicine have an 
ingredient in common does not warrant their assignment to the same class of merchandise. 
It is a matter of common knowledge that vitamins are present in many common articles of 
food. A careful study of the record has convinced me that these two products are of 
different descriptive properties, and would be so considered by the public. 

From what has been said, it necessarily follows that in my opinion the goods described 
in the application of The Knox Company likewise differ as to their descriptive properties 
from the goods of The Vitab Corporation’s applications. There is thus no interference in 
fact between these latter applications and the applications of either of the parties to this 
proceeding. 

This leaves for consideration only the applications of The Knox Company and Endo 
Products, Inc. The goods described in both are medicinal preparations, and are unques- 
tionably of the same descriptive properties ; but they differ widely in many of their essential 
characteristics, are differently administered for entirely different purposes, and are thus 
non-competitive. And while the marks of these two applications are somewhat similar, 
they are by no means identical. The situation is very much the same as that presented in 
the case of Ciba Pharmaceutical Products, Inc. v. Abbott Laboratories, 28 C. C. P. A. 
1315, 121 Fed. (2d) 551 [31 T.-M. Rep. 240], where the Court of Customs and Patent 
Appeals held that there was no reasonable likelihood of confusion between the trade-marks 
“Dials” for a dormitive and sedative, and “Dical-D” for a preparation for the relief of 
dietary deficiencies. In the course of its opinion the court there said: 

“It is clear that there is a per se difference between the goods of the respective parties 
as to inherent characteristics and, of course, as to uses. We regard both as being medicinal 
in character, but the product of appellants, in its essential substance, differs from the 
product of appellee in its essential substance, and the difference in use is obvious. The 
fact that both are medicinal in character and have a therapeutic effect upon users, of neces- 
sity makes carefulness in selection imperative on the part of prudent purchasers. 

“Upon the differences in the contesting marks it is unnecessary to comment, because 
such differences are obvious.” 

The Knox Company and Endo Products, Inc., appear to be in agreement that the con- 
current use of their marks is not likely to result in confusion; and each is willing that the 
other’s mark be registered. Upon the record before me, I am constrained to accept the 
judgment of the parties in that regard.'® 





15. The Knox Company v. The Vitab Corporation v. Endo Products, Inc., Int. No. 3170, 166 
M. D. 18, November 12, 1942. 
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Remedy for indigestion and meat extract 


Van ArpsaLe, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition of Oxo, Limited, of London, England, to the 
application of Cliff C. Owen, of Salisbury, N. C., for registration of the mark 
“Ox-O-Ment” for a preparation for indigestion, gas, heartburn, sour stomach and 
the like. 

The Assistant Commissioner stated that opposer has a registration of the mark 
“Oxo” for fluid beefs, meat extracts, bouillon and meat extract cubes, and cubes for 
making soups, the registration antedating the earliest date of use asserted for appli- 
cant’s mark. 


In his decision the Assistant Commissioner said: 


I agree with the Examiner that the goods are not goods of the same descriptive prop- 
erties and I consider the notice of opposition to have been properly dismissed for that 
reason. Further, in view of the differences between the goods it is my opinion that the 
concurrent use of the marks on the goods would not be likely to cause confusion or mis- 
take in the mind of public or to deceive purchasers.’ 


Goods of Same Descriptive Properties 


Fungicides and insecticides 


Frazer, F.A.C.: Reversed the decision of the Examiner of Trade-Mark Inter- 
ferences and thereby dismissed the opposition of California Spray-Chemical Cor- 
poration, of Wilmington, Del., to the application of Ansbacher Siegle Corporation, 
of Brooklyn, N. Y., for registration of the word “Calatox” as a trade-mark for “in- 
secticidal material.” 

The applicant appealed from the Examiner’s decision on the merits, and opposer 
appealed from the decision with respect to the Examiner’s disposal of various inter- 
locutory motions. The latter appeal the First Assistant Commissioner dismissed. 
In so doing, he said: 


The opposition having been sustained, opposer has no right of appeal. Minneapolis 
Brewing Co. v. Ekhardt & Becker Brewing Co., 493 O. G. 957, 38 U. S. P. Q. 344. 
However, I think the entire record may properly be considered on applicant’s appeal to 
determine whether the proceeding was correctly decided; for, if so, the grounds upon 
which the decision is based are not of controlling importance. 


Opposer maintained that the Examiner erred in denying its motion to strike 
applicant’s testimony-in-chief and for judgment on the record. In passing upon 
this contention, the First Assistant Commissioner stated: 


On stipulation of the parties they were permitted to file their testimony in the form of 
affidavits with exhibits attached; and by way of cross-examination, after the receipts of 
copies of such affidavits from the adverse party each was to present to the other written 
interrogatories, “which shall similarly be answered under oath by the officer of opposer 
[or applicant] or other person or persons having knowledge thereof, whether such officer 
or other person shall have previously made affidavit or not.” It was further stipulated that: 


16. Oxo, Limited, Oxo (United States of America), Ltd. v. Cliff C. Owen, Opp’n No. 20,880, 
166 M. D. 32, Novmbr 19, 1942. 
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“Such testimony and exhibits shall constitute the entire evidence of the respective 
parties, and shall be subject to the rules of evidence and shall have the same force and effect 
as though taken and presented in accordance with the usual rules.” 

Applicant filed the affidavits of five witnesses. As cross-examination opposer sub- 
mitted 68 questions. None of them was directed to any particular witness, but applicant 
was reminded that the stipulation “provides that any cross-examination questions submitted 
as provided in the stipulation shall be answered under oath by the officer of the party to 
whom such cross-examination questions are submitted ‘or other person or persons having 
knowledge thereof, whether such officer or other person shall have previously made affidavit 
or not.’” Applicant’s attorney answered the questions himself, with the following ex- 
planation : 

“Opposer did not direct his cross-examination questions to any particular officers of the 
Ansbacher Siegle Corporation, nor to any of the affiants who have previously submitted 
depositions on behalf of applicant, and it has proved to be an impossible problem to segre- 
gate the questions so that the same might be verified by the persons qualified to answer the 
same. 

“Accordingly, applicant’s attorney makes the verification on information and belief and 
states the source of his information and the grounds of his belief, naming the persons from 
whom such information was obtained. If, however, the opposer desires to have a verifi- 
cation of any of the questions propounded by any of the affiants individually, it is requested 
that he specify such answers as he desires to have so verified and supplemental vertifications 
will be furnished by applicant.” 

Opposer did not avail itself of the offer thus made by applicant, but instead filed the 
motion here under consideration. Opposer argues that the procedure adopted by appli- 
cant’s attorney was tantamount to a refusal by applicant’s witnesses to submit themselves to 
cross-examination, and cites authorities to the effect that such refusal by a witness war- 
rants the striking out of his direct testimony. Manifestly, opposer’s position is untenable, 
if for no other reason than that no particular witness was sought to be cross-examined. 
Under the broad terms of the stipulation applicant’s attorney was certainly qualified to 
testify to those facts within his knowledge; and I doubt that he could properly have been 
required to determine who should testify concerning other matters. It was for opposer 
to designate the witnesses whose testimony it desired. 

In denying the motion the Examiner stated that “in so far as the evidence involved 
thereby is in the nature of hearsay or is incompetent or immaterial, it has not been utilized 
by the Examiner as a basis for judgment.” Considering all the circumstances, I think 
opposer was in no position to ask more. 


Opposer relied upon its alleged ownership of the trade-mark “Caltox” for in- 
secticides. The First Assistant Commissioner stated that there was no dispute but 
that this mark and applicant’s mark are confusingly similar. The main question 
was as to priority of use. The earliest use claimed by opposer was December 19, 
1931, and the Examiner was of the opinion that such use had been established as of 
February, 1932. As to applicant’s case, the Examiner said: 


While the testimony seems to show that applicant adopted the mark here sought to be 
registered as early as 1930, and made some use thereof in connection with samples dis- 
tributed for test and experimental purposes during and prior to 1932, the proofs submitted 
are deemed insufficient to definitely and affirmatively establish that it has made an actual 
sale of goods under the mark as of a date as early as February, 1932, the date herein- 
above accorded the opposer. It is believed to be well settled that ownership of a mark 
may not be acquired merely by use thereof upon samples of the goods, but only by the 
bona fide sale of such goods in trade. 
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The First Assistant Commissioner disagreed with the Examiner’s appraisal of 
applicant’s case and his action in sustaining the opposition. 
sition, the First Assistant Commissoner said: 


During the early development of applicant’s product, shipments were frequently re- 
ferred to as samples and were intended for experimental use. But if the goods were bought 
and paid for with the trade-mark affixed, it can make little difference what they were 
called or for what purpose they were used, provided only that such sales were made in good 
faith and that use of the mark in commerce was thereafter continued. 

Applicant’s witness Albert E. Waller, who has been applicant’s “full superintendent 
in charge of the company’s operations” continuously since 1929, testified in his affidavit as 
follows: 

“That the first sale of this insecticide or fungicide bearing a label with the trade-mark 
‘Calatox’ was made by the Ansbacher Siegle Corporation on or about August 22, 1930. 
That the material contained in this sale was manufactured by the Heyden Chemical Com- 
pany for the Ansbacher Siegle Corporation; that it was labeled with the trade-mark 
‘Calatox’ and was shipped to Mr. Wright Hunter, Savannah, Ga. The label attached 
thereto bore the trade-mark as above indicated and the name of the Ansbacher Siegle 
Corporation. That payment therefor was made by Mr. Wright Hunter to Ansbacher 
Corporation. That since August 22, 1930, down to the present time, the Ansbacher 
Siegle Corporation has continuously manufactured and sold or had manufactured for it 
and sold by it an insecticide or fungicide under the trade-mark ‘Calatox.’” 

Not only is this testimony unimpeached, but in part it is strongly corroborated by the 
affidavits of applicant’s witnesses George E. Sanders and John Paul Remensnyder. It is 
not supported by documentary evidence ; but the witness was not requested to produce such 
evidence, nor was he cross-examined. Even the so-called cross-examination questions 
answered by applicant’s attorney made no reference to this particular testimony, so it 
may not be argued that the witness failed or refused to answer. 

In Macaulay v. Malt-Diatase Co., 55 App. D. C. 277, 4 Fed. (2d) 944, it was said by 
the Court of Appeals of the District of Columbia: 

“Proof may be established either by oral testimony or by documentary evidence. One 
is as competent as the other, and if the oral testimony is sufficient to establish proof, 
documentary evidence is unnecessary, whether such evidence be in the possession of the 
party or not.” 

Here I think the testimony of applicant’s witnesses sufficiently established applicant’s 
first use of the mark in question about August, 1930, and its continued use from that time 
on. At the outset sales of the trade-marked product were small and somewhat infrequent; 
but there is ample evidence that the mark was adopted with the intent to develop a market, 
and that such intent was carried into effect. There has been no such interim of inactivity 
as to indicate abandonment. 

It appears to be true, as opposer insists, that the product to which applicant’s mark 
was originally appropriated was in the nature of a fungicide, while the proposed regis- 
tration is for an insecticide. However, as stated by the Examiner in his decision: 

“These goods are closely related and are deemed to possess the same descriptive prop- 
erties. Use of the mark upon either would therefore establish ownership of the mark for 
all goods of the same descriptive properties over a subsequent user’s claim of ownership 
based upon use of the mark upon any goods falling within that class.” 

This conclusion finds support in the case of S. H. Kress & Co. v. Kaufmann Department 
Stores, Inc., 159 M. D. 663 [26 T.-M. Rep. 360], where on petition for rehearing I ex- 
pressed the opinion that “the prior user of a trade-mark is entited to its registration for 
goods of the same descriptive properties as those upon which it was first used, regardless 
of its attempted appropriation by a subsequent user for goods likewise of the same descrip- 
tive properties though specifically different from those to which the mark was originally 


In dismissing the oppo- 
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applied by the first user.” Of course, use on a fungicide alone would not support a regis- 
tration for insecticide; but there can be no doubt upon the record that applicant’s mark 
was being used on the latter goods at the time its application was filed.2* 


Swim suits and women’s hats 


Van ARSDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences adjudging Gantner & Mattern Company, of San Francisco, Calif., 
entitled to be granted registration on its application, Serial No. 421,184, filed July 1, 
1939. The Assistant Commissioner adjudged said company not so entitled to 
registration. 

When this trade-mark interference was before the Examiner of Interferences for 
decision, the interference involved the said application of Gantner & Mattern Com- 
pany; registration No. 239,252, granted February 28, 1928, to Sam Mitter and 
assigned to the party Miss America Hat Corporation of Shelton, Conn., said regis- 
tration being based upon an application filed October 19, 1927 ; and registration No. 
224,499, granted March 1, 1927, to Powell Corset Company, but assigned to Miss 
America Brassiere Company, Inc., of Chicago, Ill., that registration being based upon 
an application filed February 25, 1926. However, no appeal was filed on behalf 
of the latter registrant. 

The mark upon which the Gantner & Mattern Company made application for 
registration is solely the name “Miss America” in capital letters, “America” being 
disclaimed. Applicant asserted that this mark had been used since about January 
1, 1926, for swim suits, swim trunks, sweaters, play suits and sun suits. The appli- 
cation was filed July 1, 1939. 

The mark registered to Sam Mittler, whose registration is assigned to the Miss 
America Hat Corporation, is also solely the name “Miss America,” and the registra- 
tion is for women’s, children’s, and infants’ hats. 

The Assistant Commissioner agreed with the Examiner of Interferences that the 
goods of the parties are of the same descriptive properties, and he also agreed with 
the Examiner that the party Miss America Hat Corporation was not entitled to be 
accorded any date of use of the mark of its registration earlier than the filing date 
thereof, to wit, October 19, 1927. 

In regard to the case made out by the appellee, Gantner & Mattern Company, 
upon the question of priority of use of the name “Miss America” in trade, the As- 
sistant Commissioner said : 


As to appellee’s application, the specimens filed, therewith, and which are stated therein 
to show the mark as actually used by applicant on the goods, are white paper labels on 
which is printed the mark “Miss America” with the designation “(Trade Mark)” beneath; 
and also the words “Swim Suits,” “Swim Trunks,” “Beach Apparel,” “Sweaters,” “Knit- 
wear” and “Sportswear.” Also printed on the labels is a monogram “G&M” in a shield- 
shaped border and “Gantner & Mattern Co. Manufacturers, San Francisco.” 

The application is prima facie evidence of use of the mark on the goods named in the 
application as of its filing date, which is July 1, 1939, but otherwise appellee offered no 





17. California Spray Chemical Corporation v. Ansbacher Siegle Corporation, Opp’n No. 
19,485, 166 M. D. 15, November 6, 1942. 
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evidence or testimony as to the adoption and use of the labels submitted with the applica- 
tion and no evidence or testimony as to the use of the name “Miss America” on any of the 
items listed in the application other than on swim suits. Thus the question remains 
whether appellee has or has not established trade-mark use of the name “Miss America” on 
swim suits from a date prior to the filing of appellant’s interfering registration, which filing 
date is October 19, 1927. 

From the record presented on behalf of appellee it appears that in the years 1925 and 
1926 appellee was selling eleven styles of women’s swim suits, and in 1925 appellee issued 
a booklet (Exhibit 11) picturing and describing these styles. Each style was given an in- 
dividual name which appeared under the corresponding picture. The words “ ‘Miss 
America’ Model” appeared under the picture of one of these styles. This model of swim 
suit was referred to copiously throughout the testimony as “Miss America swim suit.” 
It was also testified that this particular style of swim suit was frequently ordered by 
specifying “Miss America Model.” 

It also appears that in 1925 and 1926 fabric labels were affixed to the “Miss America” 
style swim suits. These labels (Exhibit 1 No. 9 and Exhibit 7) carried the monogram design 
which was the registered general trade-mark of appellee, the picture of a bathing girl asso- 
ciated with the name “Miss America” and the symbol “© 1925,” and appellee’s name and 
“San Francisco.” The symbol “© 1925” indicated that the picture of the girl and its title 
“Miss America” had been copyrighted by appellee in 1925 (Exhibit 10). 


* * * 


I consider that appellee has established satisfactorily the sale in interstate commerce in 
the years 1925 and 1926 of quantities of the “Miss America” or “Miss America Model” 
style swim suits bearing these labels. .No sale of any other style swim suit bearing such 
label has been asserted or shown. There is no evidence of any further labels being ordered 
or received or affixed after 1926 to any swim suit, except as may be evidenced by the filing 
of the present application, which is accompanied by a very different label. Nor is there 
any evidence that the “Miss America” style swim suit was continued after 1926, although 
the testimony shows that appellee maintains a permanent file of price book sheets which 
show the styles of suits being sold. Only three sheets (Exhibit 2) were removed from 
this book and offered in evidence to show that appellee was selling the “Miss America” 
style swim suits in 1925 and 1926, but no subsequent sheets of this book were produced. 
Whether or not subsequent sheets of this book would or would not have shown further 
sales of the “Miss America” style swim suit is problematical. Moreover, none of the 
witnesses was asked whether the “Miss America” style swim suit was continued or discon- 
tinued after 1926. 

There is no evidence of the sale by appellee of any “Miss America” style swim suit after 
the latter part of 1926 and no evidence of any use whatever of the name “Miss America” 
between the latter part of 1926 and the date of filing the application in interference, and 
since if there was such evidence in the permanent price book or such evidence could have 
been elicited from the witnesses, who apparently would know, the evidence was not pro- 
duced, the affirmative cannot be deemed to have been establishd by the record. 

* * . 


The question .. . . is whether appellee’s use in 1925 and 1926 of the labels which carried 
among other features the name “Miss America” was or was not a trade-mark use of that 
name and if so does it eliminate appellant’s registration as a statutory bar to the granting 
of registration on appellee’s application here involved. 

The record seems to show use of the name merely as the name of a certain style or 
model of a swim suit and as the title of a certain picture of a bathing girl. There is no 


testimony that the picture or name was adopted as or intended to be used as a trade-mark. 


The picture with the name was copyrighted but no application for registration was filed 
until the present application was filed on July 1, 1939. Meanwhile appellant’s registration 
issued February 28, 1928, and the third party’s registration issued on March 1, 1927, and 
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appellee asserted no claim to trade-mark rights in the name “Miss America” against these 
registrations. All of the labels carried the registered general monogram trade-mark of 
appellee, and a notice of its registry was associated with that trade-mark and not with the 
name “Miss America.” That appellee has now applied for registry of the name “Miss 
America” stating it is used on a very different label does not retroactively make the 1925- 
1926 use of the label then used a trade-mark use of the name “Miss America” which 
appeared thereon. Further, as stated, there is no showing of any use of the name “Miss 
America” after the brief use in 1925 and 1926 until July 1, 1939, the filing date of the 
present application, and no explanation with regard to the intervening time. 

Appellee, being the junior party, has the burden of proof, and in view of the record 
appellee, in my opinion, has failed to meet the burden of proving use of the name “Miss 
America” as a trade-mark in 1925 or 1926 or at any time prior to the filing date of appel- 
lant’s registration. Accordingly, since I deem appellee has not shown use of the name 
“Miss America” as a technical trade-mark prior to the filing date of appellant’s interfering 
registration, it is my opinion that appellee should be adjudged not entitled to be granted 
registration on its application here in interference. The Coschocton Glove Company v. 
Buckeye Glove Company, 24 C. C. P. A. 1338, 90 F. (2d) 660, 1937 C. D. 732, 485 O. G. 
758 [27 T.-M. Rep. 449].1* 


VAN ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to National Grape Corporation, of New York, N. Y., of the 


Grape juice and wheat-flour 
| mark “Peerage” for a bottled grape juice stock emulsified with pectin for making 


grape jellies and preserves. The Examiner refused registration in view of a prior 
registration to another of the same mark “Peerage” for self-rising wheat-flour. 
The Examiner held these respective goods to be goods of the same descriptive 
properties. 

In agreeing with the Examiner, the Assistant Commissioner said: 


{ Applicant asserts ownership of prior registration of the mark “Peerage” for wines and 
non-alcoholic beverages and asserts that the bottled grape-pectin jelly stock named in the 
application is merely a normal expansion of its business. In my opinion grape-pectin 
jelly stock is more similar to self-rising wheat-flour, both being food products, than to wines 
and non-alcoholic beverages, which are not classed as food products. Further, under the 
wording of Section 5 of the Trade-Mark Act the question whether grape-pectin jelly and 
self-rising wheat-flour are or are not goods of the same descriptive properties is para- 
mount, the marks being identical. 

Substantially the same goods as are here involved were held to be goods of the same 

‘ descriptive properties in General Foods Corporation v. Casein Company of America, Inc., 
27 C. C. P. A. 797, 108 Fed. (2d) 261, 515 O. G. 562 [30 T.M. Rep. 48], which held liquid 
fruit pectin put up in small bottles and intended for household use in making jams and 
jellies to be goods of the same descriptive properties as dry skimmed milk in powder form 
put up in packages and intended for use in making bread. In that decision attention was 
called to the fact that both products were food products, apparently sold in the same stores 
ai to the same class of consumers and were inexpensive and put up in small containers. The 
same may be said here. 





18. Gantner & Mattern Company v. Sam Mittler (Miss America Hat Corporattion, Assignee, 
Substituted), Int. No. 3284, 166 M. D. 25, November 16, 1942. 
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He added: 


A letter from the owner of the registration relied on by the Examiner, and purporting 
to give consent to the granting of registration to applicant has been filed. Such consent 
does not supersede the provisions of the Trade-Mark Act which must control.!® 


Tooth brushes and toilet soap 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby sustained the opposition of Lever Brothers Company, of 
Cambridge, Mass., to the application of Lactona, Incorporated, of St. Paul, Minn., 
for registration of the word “Lifeguard” as a trade-mark for “tooth brushes, mas- 
sage elements and combined tooth brushes and massage elements.” Applicant 
claimed to have used this mark since July 15, 1940. 

Opposer relied upon its ownership of the trade-mark “Lifebuoy,” registered on 
January 15, 1895, for various toilet preparations, including toilet soap and shaving 
soap, and now used only in connection with said two items. 

In reaching a conclusion contrary to that reached by the Examiner of Inter- 
ferences, the First Assistant Commissioner said: 


I am clearly of the opinion that the goods of the parties are of the same descriptive 
properties, and that the involved marks are too nearly alike to be concurrently used on 
such goods without a reasonable likelihood of resulting confusion. In appearance and in 
sound “Lifebuoy” and “Lifeguard” differ only slightly, and in significance they are very 
closely related.” 


Roofing materials and artificial board 


Frazer, F. A. C.: Denied a petition by Wood Conversion Company, of Cloquet, 
Minn., for reconsideration of his decision of August 7, 1942 (542 O. G. 806), in 
which he affirmed the decision of the Examiner of Trade-Mark Interferences sus- 
taining the petition of Barber Asphalt Corporation, of Philadelphia, Pa., to cancel 
trade-mark registration No. 379,962, issued to Wood Conversion Company on July 
30, 1940, under the Act of March 19, 1920. 

In denying the petition for reconsideration, the First Assistant Commissioner 
said: 

Criticism is made of my ruling that the goods of the parties, “in part at least,” are of 
the same descriptive properties. As the registrations relied upon by the petitioner for 
cancellation included several articles of merchandise, it is now pointed out that there 
might be a question as to which specific item or items I had reference in making that 
ruling. The goods covered by these registrations are lumber, shingles (including asphalt 
shingles), composition roofing, and lime. The goods of the registration sought to be 
canceled are described as “light-colored coated artificial board.” All are construction 
materials, and thus broadly possess the same descriptive properties. And while the goods 
of one party differ specifically from those of the other, they are all too closely related in 


19. Ex parte National Grape Corporation, Ser. No. 440,469, 166 M. D. 24, November 17, 1942. 
20. Lever Brothers Company v. Lactona, Incorporated, Opp’n No. 20,365, 166 M. D. 29, 
November 20, 1942. 
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use to be sold without likelihood of confusion under marks so nearly identical in appear- 
ance and in sound as those here involved, namely, “Sta-Rite” and “Sta-Lite.”** 


Grade-Mark Versus Trade-Mark 


“D-11” for photographic developers a trade-mark 


Van ArSDALE, A. C.: Reversed the action of the Examiner of Trade-Marks 
in refusing registration to Eastman Kodak Company, of Rochester, N. Y., of the 
mark “D-11” for photographic developers. The Examiner considered the mark as 
used by applicant to be a grade-mark and not a trade-mark and therefore not regis- 
trable. 

The Assistant Commissioner stated that applicant admitted that the mark is 
applied to a photographic developer prepared by applicant in accordance with a 
particular formula and has particular characteristics. The Assistant Commissioner 
found that the symbol “D-11,” however, is not descriptive of the formula or of the 
character of the developer, but is purely fanciful and arbitrary, and does not appear 
to have been used by any one other than applicant. He also stated that, although 
applicant’s name and applicant’s general monogram trade-mark appear on the labels 
with the mark “D-11,” the latter mark is separately placed and is given a very promi- 
nent position on the labels. The mark, he said, is not integrated into the general 
monogram trade-mark as the marks were integrated into the general trade-marks 
in the cases of Columbia Mill Company v. Alcorn, 150 U. S. 460 and The Coshocton 
Glove Company v. Buckeye Glove Company, 24 C. C. P. A. 1338, 90 Fed. (2d) 660, 
1937 C. D. 732 [27 T.-M. Rep. 449]. 

The Assistant Commissioner further found that applicant’s mark does not appear 
to denote or to be intended to denote type or quality only, but is also intended to and 
does denote the origin of the goods. In then reaching the conclusion that the mark 
is registrable, the Assistant Commissioner said: 


It seems to me the present mark is of the same class as the mark “La Favorita” in 
Menendez v. Holt, 128 U. S. 514, 1889 C. D. 344, 46 O. G. 971. In that case it appears the 
markings of the goods included both the mark “La Favorita” and the name of the dis- 
tributor of the goods. The goods were a particular flour and the mark had been used to 
distinguish that particular flour selected and prepared by the distributor. The mark did 
not, in itself, indicate quality, being merely a fancy name, but the court found the mark evi- 
denced that the distributor’s skill, knowledge and judgment had been exercised in the 
selection of the flour. The court held that under such circumstances the mark “deserves 
protection rather than that it should be debarred therefrom, on the ground, as argued, of 
being indicative of quality only.” 

+ * * 

In my opinion the mark gives amply sufficient indication of the origin of the goods to 
which the mark is applied to warrant allowance of the application and the passing of the 
mark to publication, notwithstanding the fact that the labels show the mark applied to only 
one specific type of developer. Menendez v. Holt, supra, Richard Hellman, Inc., v. Oakford 
& Fahnestock, 19 C. C. P. A. 816, 54 Fed. (2d) 423, 1932 C. D. 160 [22 T.-M. Rep. 18]. 


* * * 





21. Barber Asphalt Corporation vy. Wood Conversion Company, Canc. No. 3827, 166 M. D. 
47, November 27, 1942. 
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The fundamental question is not whether or not the mark as used by applicant serves 
to indicate grade or quality but rather whether it is or is not so used that purchasers and 
the public will recognize the mark as indicating the source of origin of the goods. I see no 
conflict between the authorities on this point. Marks, of course, may fall anywhere be- 
tween the extremes of indicating origin only and of indicating grade or quality only, and 
each case must be considered and decided in the light of its own particular facts and 
status.?* 


Interference 


Use on “scatter tags” not a trade-mark use 


Frazer, F. A. C.: This interference involved trade-mark registration No. 
174,444, issued October 16, 1923, on an application filed February 26, 1923, to Har- 
risburg Coal Mining Company, of Chicago, IIl., and the application for registration 
of Thorne Neale & Co., Inc., of Philadelphia, Pa., filed July 8, 1940, and claiming 
use since November, 1916. The marks of both parties are dominated by the nota- 
tion “Blue Ribbon,” and both are appropriated to coal. The case came up upon the 
appeal of William R. Carney, of Chicago, IIl., as the alleged assignee of Harrisburg 
Coal Mining Company, the registrant, from the decision of the Examiner of Trade- 
Mark Interferences awarding priority to Thorne, Neale & Co., Inc., the applicant, 
and adjudging the latter concern “entitled to the registration for which it has made 
application.” 

The First Assistant Commissioner reversed the decision of the Examiner of 
Trade-Mark Interferences adjudging applicant entitled to the proposed registration. 

Applicant raised an issue upon the matter of assignment of the registration, and 
the First Assistant Commissioner said : 


Carney was substituted for the original registrant by the Examiner of Interferences be- 
cause the assignment records of the Patent Office disclosed that the registration had been 
assigned to him. The execution of the assignment was not proved, and applicant thus 
argues that Carney has failed to establish his ownership of the registration. For the 
purposes of this proceeding I do not think that is a matter of controlling importance. The 
interference is between an application and a registration, and the only question to be deter- 
mined is whether or not, in view of the registration, the application should be allowed. In 
either event, it makes little difference who owns the registration. Dubonnet Wine Cor- 


poration v. Ben-Burk, Inc., 28 C. C. P. A. 1928, 121 Fed. (2d) 508. 


The Examiner of Interferences held that applicant’s proofs establish trade-mark 
use of its mark in 1916. With reference to this holding the First Assistant Com- 
missioner stated : 


As junior party applicant had the burden of proving use as a trade-mark of the mark it 
seeks to register, prior at least to the issuance of the interfering registration. After a 
painstaking review of applicant’s evidence, I am clearly of the opinion that it has failed to 
sustain that burden. Were this an opposition proceeding, or an interference involving two 
applications, it may be that applicant’s proofs are sufficient to prevent registration to its 
adversary. The Coshocton Glove Co. v. Buckeye Glove Co., 24 C. C. P. A. 1338, 90 Fed. 
(2d) 660. There can be no doubt upon the record but that applicant has been using its 
mark on its letterheads, on price lists, and in advertising, since the year 1916; but I have 





22. Ex parte Eastman Kodak Company, Ser. No. 445,385, 166 M. D. 33, November 19, 1942. 
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searched the record in vain for evidence of trade-mark use as of any particular time prior 
to the taking of applicant’s testimony on June 19, 1941. To hold, as did the Examiner of 
Interferences, that applicant’s proofs establish trade-mark use of its mark in 1916 would 
involve mere speculation. 


The First Assistant Commissioner quoted testimony of two witnesses for appli- 
cant, Klein and Westfall, which, he stated, constitutes the entire evidence relied upon 
by applicant, and by the Examiner of Interferences, to prove applicant’s trade-mark 
use of the mark in question prior to the issuance of the interfering registration in 
1923. In determining the weight to be given to this testimony, the First Assistant 
Commissioner said : 


Neither witness attempted to fix a date of first use, or of any use of the mark by appli- 
cant as a trade-mark. But applicant insists that Klein’s testimony should be construed to 
mean that the mark was being used “on its coal” by means of scatter tags when the wit- 
ness entered applicant’s employ in May, 1919. I quote from applicant’s brief: 

“Mr. Klein was only employed by the company on one occasion, that being May Ist, 
1919. His employment continued to date. He was asked the question ‘Mr. Klein, was 
Thorne, Neale & Company, Incorporated, using a trade-mark on its coal when you were 
employed by the company?’ to which he said ‘Yes.’ That trade-mark was a ‘scatter tag.’ 
This obviously establishes a date as early as May Ist, 1919, for use on scatter tags.” 

Apparently, it would have been a very simple matter for applicant to prove trade-mark 
use of its mark as of some date prior to 1923, but it simply failed to do so. Even appli- 
cant’s own construction of Klein’s testimony is speculative. And doubts created by its 
own record, or by the absence therefrom of material evidence within its control, must be 
resolved against applicant. So resolving doubts, it is my opinion that applicant has not 
established ownership as against registrant of the trade-mark here in issue. 


Upon another issue raised by applicant, the First Assistant Commissioner had 
the following to say: 


Applicant has filed and argued what it designates an appeal from the refusal of the 
Examiner of Interferences to vacate an order extending registrant’s time to appeal. This 
is not appealable subject matter, but I have nevertheless reviewed the record in that re- 
gard, and am of the opinion that the Examiner properly exercised his discretion.” 


Name of Individual 


“Gloria Jean” as screen name 


VAN ArspDALeE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the petition of Gloria Jean Schoonover, of Los Angeles, 
Calif., to cancel registration No. 376,089, issued March 12, 1940, to Neiring, Inc., of 
Chicago, Ill. The mark so registered is the expression “Gloria Jean Juniors,” the 
word “Juniors” being disclaimed, for women’s, misses’ and children’s dresses, coats, 
skirts, blouses and ski suits. 

For failure to take any proofs, Neiring, Inc., was restricted to the filing date of 
its registration, to wit, September 28, 1939, as the earliest date of its use of the mark 
in issue. The Assistant Commissioner stated that the record filed on behalf of 





23. Thorne, Neale & Co., Inc. v. Harrisburg Coal Mining Company (William R. Carney, 
Assignee, Substituted), Int. No. 3285. 
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Gloria Jean Schoonover showed that, prior to that date, she had become widely 
known throughout the country as a juvenile motion picture actress having the screen 
name “Gloria Jean.” The sole question, the Assistant Commissioner concluded, 
was whether her screen name does or does not come within the proviso of Section 5 
of the Trade-Mark Act which relates to “the name of an individual firm, corporation 


or association.” In answering the question affirmatively, the Assistant Commis- 
sioner said: 


It seems to me that, prior to September 28, 1939, the name “Gloria Jean” had been so 
well established as the screen name of petitioner that by that time petitioner had two names ; 
one her true or private name, Gloria Jean Schoonover, and the other her professional or 
screen name, Gloria Jean, and that each one was then the name of petitioner as an indi- 
vidual, and the mark “Gloria Jean Juniors” of appellant’s registration consists merely of 
the name of “an individual.” I consider the disclaimed word “Juniors” of the mark of the 


registration to be immaterial, and it is apparent that the name is not distinctively displayed 
in the registration. 


Therefore, it is my opinion that appellant was not entitled to registration of the mark 
at the time the registration was applied for, and that the Examiner was correct in sustain- 
ing the petition for cancellation.** 


Opposition: Petition 


Protest against granting registration not covered by Rules of Practice 


Frazer, F. A. C.: Denied a petition filed by Crown Products Corporation in 
this opposition proceeding brought against an application of Tama Trading Co., 
Ltd., and pending before the Examiner of Trade-Mark Interferences. The petition 
purportedly was filed under rule 62 of the Rules of Practice relating to trade-marks. 
However, the First Assistant Commissioner stated that the relief sought finds no 
basis in the provisions of that rule. He added that the petition was nothing more or 
less than a protest against the granting of the application by Tama Trading Co., Ltd., 
for registration. 

The petitioner urged that the Examiner of Trade-Marks was inconsistent in 
passing for publication the application of the party Tama Trading Co., Ltd., after 
finally rejecting petitioner’s application for registration of a similar mark, appro- 
priated to the same merchandise. The First Assistant Commissioner noted that 
petitioner had not appealed from the Examiner’s action in its own case, but insisted 
that the opposed registration should be refused for the same reason, namely, that 
the mark sought to be registered constitutes scandalous matter. In discussing peti- 
tioner’s arguments, the First Assistant Commissioner said: 


It is now too well established to require a citation of authorities that in an opposition 
proceeding it is the duty of the Examiner of Interferences to determine the right of 
registration of the applicant’s trade-mark, and that in so doing he may consider any 
ground of rejection that could have been considered by the Examiner of Trade-Marks in 
the ex parte prosecution of the application. Presumably, the Examiner of Interferences 
will discharge that duty in the instant case. In so doing he will have access to the publica- 





24. Universal Pictures Company, Inc., and Gloria Jean Schoonover v. Neiring, Inc., Canc. 
No. 3796, 166 M. D. 23, November 17, 1942. 
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tions now relied upon by petitioner, which were not called to the attention of the Examiner 
of Trade-Marks. As to what his ruling should be I express no opinion.” 


Opposition: Request for Reconsideration 


Consideration of marks not pleaded denied 


Van ArspaLe, A. C.: Passed upon a request by Philip A. Hunt Company for 
reconsideration and amplification of his decision of July 6, 1942, and for extension 
of the time for appeal. Said company asked that the earlier decision be amplified by 
rulings with respect to the registrability of its mark over the marks “Autographic,” 
“Cinegraph” and “Topographic.” 

In his decision upon said request the Assistant Commissioner stated : 


Neither party sought to have the decision of the Examiner of Interferences amplified 

) to include rulings as to the registrability of applicant’s mark over the marks pleaded in 
addition to the mark “Kodalith” and in appellant’s brief on appeal only the marks 
“Kodalith” and “Cinegraph” of opposer are mentioned. As to the latter the brief states 
“it is doubtful if this mark of the opposer need be given much consideration, since the Ex- 
aminer of Interferences ignored the same. . .” 

Under these circumstances appellant is not at this late date entitled as a matter of right 
to have considered now for the first time the pertinency of these other marks of opposer, 
and since no good reason appears why they should be considered now, appellant’s request 
that rulings be made now in regard thereto is denied. 

Appellant also requests information as to whether the statement in the decision that 
“the suffix ‘lith’ of each mark carries into the entire mark the suggestion that the mark is 
applied to goods relating to lithography” means that I considered the syllable to be 
“descriptive.” The statement does not mean that and does not say so. It states the syllable 
is suggestive of the goods relating to lithography. 

Reconsideration has been granted, but the request for amplification of the decisions is 
denied. 

The period of appeal is governed by rule 149 as amended by Order 3562 of September 

: 1, 1941, 539 O. G. 509. The request for extension of this period is denied.” 


VAN ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by Eastman Kodak Company to the 
application of Philip A. Hunt Company for registration of the mark “Graph-O-Lith” 
for a photographic developer for line and half-tone negatives. 

The rulings of the Assistant Commissioner in this opposition proceeding were 
substantially the same as in Opposition No. 20,654, also entitled Eastman Kodak 
Company v. Philip A. Hunt Company and decided the same day.” 


Van ArspaLe, A. C.: Passed upon a request by Philip A. Hunt Company for 
reconsideration and amplification of his decision of July 6, 1942, and for extension 
of the time for appeal. 


25. Crown Products Corporation v. Tama Trading Co., Ltd., Opp’n No. 21,584, 163 M. D. 

954, May 11, 1942. 
F wae Eastman Kodak Company v. Philip A. Hunt, Opp’n No. 20,654, 163 M. D. 1028, July 31, 
: j 2. gaa Kodak Company v. Philip A. Hunt Company, Opp’n No. 19,819, 163 M. D. 996, 
e uly 6, 1942. 
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The action by the Assistant Commissioner upon said request was the same as his 
action upon a similar request in Opposition No. 20,654.” 


Opposition: Verification of Filing 
Purpose of amendatory act 


Frazer, F. A. C.: Denied a petition filed by Anaconda Copper Mining Com- 
pany and other petitioners, and concerning an application of Metals Disintegrating 
Company, Inc., for trade-mark registration. The petition asked that the Commis- 
sioner of Patents 


authorize and direct the Examiner of Interferences to grant a reasonable period of time 
within which the notice of opposition herein may be verified by the opposers, and to institute 
the opposition upon the filing of such verification. 


As stated by the First Assistant Commissioner, within thirty days after pub- 
lication of the application of Metals Disintegrating Company, Inc., sought to be 
opposed, a notice of opposition was filed, duly signed by their respective officers on 
behalf of the several petitioners, but unverified. Because of the absence of a veri- 
fication, which he held 


should have been supplied within the thirty days allowed by statute from the date of pub- 
lication of the trade-mark opposed, 


the Examiner refused to institute the opposition proceeding. 

Counsel for petitioners took the position that the words “filing” and “filed,” as 
used in Section 6 of the Trade-Mark Act of February 20, 1905, may properly be 
construed as having reference to the physical act of lodging the notice of opposition 
in the Patent Office, and pointed out that they, as duly authorized attorneys, per- 
formed such physical act in this case, and paid the statutory filing fee. Counsel thus 
argued that the express language of the statute entitled petitioners to a reasonable 
time after its filing to verify their notice of opposition. The First Assistant Com- 
missioner stated that the precise question presented by the petitioners was considered 
by the Commissioner of Patents in the case of Milton Bradley Co. v. J. W. Spear & 
Sons, 114 M. D. 144, 4 T.-M. Rep. 460, and was determined adversely to the con- 
tention advanced by petitioners. He quoted from said decision at length. 

The First Assistant Commissioner noted that, prior to its amendment in 1907, 
Section 6 of the act contained no provision for the filing of an opposition by the 
opposer’s attorney, and its subsequent verification by the opposer. He also noted 
that, with reference to the amendment, counsel had the following to say in their 
brief : 

We submit that the arbitrary refusal to institute the opposition proceedings is in direct 
conflict with the spirit and purpose of the amendment of March 2, 1907, to Section 6 of the 

Act of February 20, 1905. The sole reason for permitting an attorney to file an opposi- 


tion is to permit increased use of the privilege of opposing registration of trade-marks. 
A ruling that an unverified notice of opposition cannot be considered filed by attorneys, 





28. Eastman Kodak Company v. Philip A. Hunt Company, Opp’n No. 19,819, 163 M. D. 1027, 
July 31, 1942. 
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apparently merely because the attorneys’ signature was not affixed to the notice of opposi- 
tion, when all of the acts generally considered to constitute “filing” were performed by 
duly authorized attorneys, not only strains the language of the statute and the accepted 
definitions of the word “filed” used in the statute, but further does violence to the intent 
of Congress, as evidenced by the passage of the amendment, that reasonable liberality be 
allowed in connection with the bringing of oppositions. 


In regard to this argument of the petitioners, the First Assistant Commissioner 
stated that a somewhat different view as to the purpose of the amendment was taken 
by the Court of Appeals of the District of Columbia in the case of The Hall’s Safe 
Co. v. Herring-Hall-Marvin Safe Co., 31 App. D. C. 498, 1908 C. D. 473, decided 
shortly after the passage of the amendatory act. He quoted from the decision of 
that court as follows: 

As it sometimes happened that illness or absence of the opposer rendered it impossible 
for him to make the required verification within the thirty days required by the act, the 
amendatory Act of 1907 undertook to remedy this hardship by providing that an opposi- 
tion may be filed in the name of an opponent by his duly authorized attorney within the 
time, but the same shall be null and void, unless verified by the opposer within a reasonable 
time thereafter. ... 

The mischief sought to be remedied was, as heretofore pointed out: An opposition 
might be filed in the name of a party by his attorney, the verification of which by the 
party, himself, could not be obtained within the thirty days, and he was permitted to 
make it within a reasonable time thereafter. The statute was not intended to apply to 
a case where the opposer was able and ready to verify but failed to do so in the manner 
provided by law.” 


Part of Mark 


“Acousti” in word “Acousti-Celotex” 


Van ArspALe A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to The Celotex Corporation, of the mark “Acousti” for sheet 
form or tile form units used for acoustical correction or sound insulation. 

The Assistant Commissioner stated that it appeared that applicant had never 
used the word “Acousti” alone, but only in combination with the word “Celotex,” 
as in applicant’s previously registered trade-mark “Acousti-Celotex,” applied to 
decorative wall finish used for acoustical correction or sound deadening. He con- 
cluded that the Examiner was correct in refusing registration on the ground that the 
mark “Acousti” is only a fragmentary part of, and a mutilation of applicant’s mark 
“Acousti-Celotex”’ and is not, by itself, a trade-mark that has been used by applicant.” 


Petition for Reconsideration 
Later filing of required consent held to make granting of petition futile 
Frazer, F. A. C.: Denied a petition by The Dobeckmun Company for recon- 


sideration of his decision of May 13, 1942, in turn denying a petition by said com- 
pany that the Examiner of Trade-Marks be instructed to accept certain letters from 





29. Anaconda Copper Mining Company, et al. v. Metals Disintegrating Company, Inc., 
Opp’n No. 21,813, 163 M. D. 951, May 11, 1942. 
30. Ex parte The Celotex Corporation, Ser. No. 385,970, 163 M. D. 916, April 16, 1942. 
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the advertising manager of Riegel Paper Corporation as the consent of that concern 
to the registration of petitioner’s mark over a reference. As the First Assistant 
Commissioner stated, the Examiner had objected to the terminology of the alleged 
consent, and to the fact that it was not signed by an officer of the corporation. In his 
decision upon the petition for reconsideration, the First Assistant Commissioner said : 


Since filing the instant petition, petitioner has also filed a letter of consent to the regis- 
tration of the mark in question signed by the vice-president of Riegel Paper Corporation. 
As this letter appears to meet every requirement made by the Examiner, the granting of 
the petition, even if warranted, would of course be a futile gesture. However, in view of 
counsel’s insistence that the decision complained of is so fundamentally wrong as to con- 
stitute “an extremely impractical and possibly dangerous precedent,” I have again carefully 
reviewed the record, and upon the facts presented find no reason for modification of the 
decision as published. 


The First Assistant Commissioner remanded the case to the Examiner of Trade- 
Marks for further appropriate action.” 


Reconsideration of Decision 


State statute to be proved by one relying thereon 


Frazer, F. A. C.: Denied a petition by Stout, a party to this interference, for 
reconsideration of his decision of September 9, 1942 (543 O. G. 662), in which he 
affirmed the decision of the Examiner of Trade-Mark Interferences. 


In his decision upon the petition for reconsideration, the First Assistant Com- 
missioner said: 


The petition is based primarily upon my failure to take judicial notice of a Missouri 
statute, which was material to petitioner’s case. In the brief filed in support of the petition 
occurs the following sentence: 


“Petitioner submits that he has the right to expect that any court or any tribunal of the 


Patent Office will take judicial notice of the laws and statutes of a sovereign state of the 
United States.” 


No authority is cited, nor am I aware of any, that would warrant any such practice as 
that suggested. My understanding of the law with respect to judicial notice is quite to 


the contrary. In the Patent Office, a least, a state statute must be proved by the party 
relying thereon.*? 


Non-descriptiveness does not affect similarity 


Frazer, F. A. C.: Denied a petition by George C. Van Veen, of Chicago, IIl., 
for reconsideration of his decision of August 4, 1942 (542 O. G. 804), in which he 
affirmed the decision of the Examiner of Trade-Mark Interferences sustaining the 
opposition of Willard Storage Battery Company, of Cleveland, Ohio, to an applica- 
tion of said Van Veen for trade-mark registration. 


31. Ex parte The Dobeckmun Company, Ser. No. 438,614, 163 M. D. 1004, July 22, 1942. 

32. Charles Banks Stout v. The Kansas Milling Company v. Washburn Crosby Company 
(General Mills, Inc., Assignee, Substituted) v. Stoddard Mill & Grain Company (The Scott 
County Milling Company, Assignee, Substituted) v. The Ismert-Hincke Milling Company v. 
Nebraska Consolidated Mills Co. v. The Larabee Flour Mills Corporation (Commander-Larabee 
Milling Company, Assignee, Substituted), Int. No. 3109, 166 M. D. 48, November 26, 1942. 
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The grounds upon which the petition for reconsideration was based were stated 
therein as follows: 


1. The decision compared only the expression “Quik Spin” with that of “Quick Starts” 
and not the entire composite mark used by applicant with the entire descriptive phrase used 
by opposer. 

2. The decision erred in holding that opposer would be damaged by registration of 
applicant’s mark holding that the expression “Quik Spin” was not descriptive. 

3. The decision erred in allowing surface similarity between an expression in applicant’s 
mark and a descriptive expression of opposer to outweigh evidence as to the fact of there 
being no confusion between the trade-mark and the descriptive expression. 


The First Assistant Commissioner discussed these grounds of the petition for 
reconsideration seriatim, saying: 


Applicant’s mark is the notation “Quik Spin” in association with a design, and the ex- 
pression relied upon by opposer as “Quick Starts and Many of Them.” These facts were 
noted in the decision complained of, as was the further fact that opposer’s expression is 
always displayed in two lines with the words “Quick Starts” forming the first line and 
being printed in larger type than the remaining words. Nor was the design of applicant’s 
mark overlooked. It tends to distinguish the mark in appearance, but applicant’s goods 
necessarily would be known and called for simply as “Quik Spin” storage batteries. As 
these words dominate applicant’s mark, so do the words “Quick Starts” dominate opposer’s 
expression. 

As to applicant’s second ground of complaint, I can only say that the non-descriptive- 
ness of applicant’s mark in no wise lessens its similarity to the notation used by opposer 
which, though apparently intended to be descriptive, nevertheless denotes origin in opposer 
of opposer’s storage batteries, and has been employed in a manner analogous to trade- 
mark use. 

Applicant’s third ground of complaint is based upon opposer’s failure to establish the 
existence of actual confusion in trade. There is no “evidence as to the fact of there being 
no confusion” as asserted in the petition. The stipulated facts clearly indicate a likelihood 
of confusion, and opposer was required to prove mothing more.** 


Registration under Act of 1920 


Mark including dominantly arbitrary matter held registrable 


Van ArsDALE, A. C.: Reversed the action of the Examiner of Trade-Marks 
in refusing registration under the Act of March 19, 1920, to Charles Goldfus, doing 
business as “Charles Wine & Import Co.,” of a mark consisting of the name “Charles 
I” in prominent, Old English letters, under a picture intended to represent King 
Charles I of England, and below the name, but spaced considerably therefrom, the 
names “Charles Wine and Import Co.” 

The Assistant Commissioner stated that he understood the Examiner’s position 
to be that, because the name “Charles Wine and Import Co.” appears on the draw- 
ing, the mark is not registrable under the act of February 20, 1905 and because the 
other features of the mark, if presented without association with the name “Charles 
Wine and Import Co.” would be registrable under the Act of February 20, 1905, the 





33. Willard Storage Battery Company v. George C. Van Veen, Opp’n No. 19,973, 166 M. D. 
46, November 27, 1942. 
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entire mark is not registrable under the Act of March 19, 1920, “for the reason that 
it comprises dominantly arbitrary matter registrable under the 1905 act.” 
In disagreeing with the position of the Examiner, the Assistant Commissioner 
said: 
The Act of March 19, 1920 sets up a register for two classes of marks, (a) and (b). 
The provisions relating to the (b) marks apply here. As to these marks the act states 
that “All other marks not registrable under the Act of February 20, 1905, as amended,” 
with certain exceptions and requirements, shall be placed on the register. I do not find 
in the law any proviso or exception to the effect that marks not registrable under Act of 
February 20, 1905 shall not be placed on the register if they include dominantly arbitrary 
matter registrable under the 1905 act. 
Registrability of the mark as a whole is involved. The component parts thereof are not 
presented separately for separate registration. The Examiner has held the mark as a whole 
not registrable under the 1905 Act, and since the mark does not appear to be disqualified 


from registry by any proviso or exception included in the Act of 1920, it seems to me 
that that act requires the mark to be registered thereunder.** 


Res Adjudicata 
Held not applicable 


Van ArSDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby dismissed the opposition by Prince Matchabelli, Inc., 
to the application of Martin de Botelho for registration of a trade-mark for toilet 
preparations. The trade-mark applicant sought to register is a composite mark 
and, as described by the Assistant Commissioner : 


consists of the initials A de M arranged vertically in the center and framed on each side 
by a nude female figure in side view, facing outwardly, the figures having upstretched 
hands supporting a crown over the initials A de M. The crown of the mark consists of a 
jeweled circlet heightened with a plurality of upwardly and outwardly extending prongs 
or fingers which are ball-tipped. 


As stated by the Assistant Commissioner, the opposer asserted ownership and 
prior use of a representation of a crown as its trade-mark for goods of the same 
descriptive properties as the goods named in applicant’s application. The crown in 
opposer’s mark the Assistant Commissioner described as follows: 


This crown is of a different type from the crown incorporated in applicant’s mark, 
being of domed configuration and consisting of a circlet heightened with arched members 
meeting centrally some distance above the circlet and surmounted at the center with a 
globe and cross. 


The Examiner based his decision sustaining the present opposition on res 
judicata. Judgments had been entered in favor of Prince Matchabelli, Inc., in 
several previous opposition proceedings where the same trade-mark was relied upon 
by that opposer. In regard to these prior proceedings, the Assistant Commissioner 
said : 





34. Ex parte Charles Goldfus, Doing Business as Charles Wine & Import Co., Ser. No. 
416,324, 163 M. D. 917, April 17, 1942. 











DECISIONS OF COMMISSIONER OF PATENTS 115 





It is of record that opposer on the basis of this trade-mark filed notices of opposition 
against registration by applicant of three composite trade-marks, each including a crown, 
and upon applicant’s failure to file any answer or reply to the notices of opposition secured 
judgment in its favor on default. None of these other trade-marks of applicant included 
the initials “A de M” or any female figures, and the crowns of those marks were of the 
dome-shaped type and not of the uncovered annular band type as in applicant’s present 
mark. Practically, the only similarity between applicant’s present mark and those previous 
marks of applicant is that each includes a representation of a crown of some sort, the 
crowns, however, being of different types and design. The crowns of applicant’s prior 
marks are much more similar to the crown of opposer’s mark than is the crown of appli- 
cant’s present mark. 


The Assistant Commissioner added: 


The Examiner was of the opinion that the crown presentation contained in applicant’s 
present mark is at least as prominent a part of that mark as were the crown representa- 
tions in the previous marks of applicant against which opposer secured the sustaining of 
its notices of opposition on default and therefore held that the question of applicant’s right 
to registration of the mark presently applied for is res judicata, thus requiring sustaining 
of the notice of opposition herein. 





In disagreeing with the position of the Examiner of Trade-Mark Interferences, 
the Assistant Commissioner stated: 


It seems to me the consideration should not have been restricted solely to a com- 
parison of the relative prominence of the display of the crown representations in applicant’s 
marks, but should have been extended at least to a comparison of the specific crown 
symbol of applicant’s present mark with the specific crown symbols of applicant’s previous 
marks and with opposer’s specific crown symbol. It was opposer’s specific crown 
representation that was involved in the prior opposition proceedings and the question of 
confusion therewith of applicant’s marks by reason of the specific crown representations 
therein. To my mind the adjudications did not extend to applicant’s use in a composite 
mark of any and all crown representations as prominently as the specific crown 
representations appeared in applicant’s prior marks, particularly as it appears from the 
testimony that crown representations are in quite general use by the trade on cosmetic 
and toilet preparations. 

In my opinion, the crown representation included in applicant’s present mark is so 
radically and distinctively different from the crown representations of applicant’s prior 
marks and from opposer’s mark that res judicata does not apply to the present situation. 
See A. Leschen & Sons Rope Company v. The American Steel and Wire Co., 19 C. C. 
P. A. 851, 55 F. (2d) 455, 418 O. G. 3 [22 T.-M. Rep. 50]. In that case opposer having 
used a red strand in rope as a trade-mark and asserting its trade-mark to consist of a 
strand of “distinctive color” had previously successfully opposed registrations of a 
yellow strand and of a blue strand as trade-marks, but the court held the previous deci- 
sions did not establish res adjudicata in an opposition against registration of a silver strand 
as a trade-mark, stating: 

“The parties are the same, but the trade-marks are different, and we would not be 
justified in applying the doctrine of res adjudicata—.” 

It does not appear from the record that the goods of either party are known by the 
name “Crown.” Opposer’s goods are usually ordered by the name “Matchabelli’s.” 
Opposer has always used the one particular design of crown, and this design is considered 
distinctive. 


In conclusion, the Assistant Commissioner stated that, considering applicant’s 
mark in its entirety, it was his opinion that this mark is so dissimilar from appellant’s 
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crown trade-mark that there would be no likelihood of confusion or deception of 
purchasers resulting from the concurrent use of the marks on the goods to which 
they are applied.* 


Ts ote ye ano ee 


35. Prince Matchabelli, Inc. v. Martin de Botelho, Opp’n No. 20,369, 163 M. D. 966, May 
29, 1942. 
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PART II 


PHILCO CORPORATION v. PHILLIPS MANUFACTURING COMPANY 
United States Circuit Court of Appeals, Seventh Circuit 


January 19, 1943 


TRADE-MARKS—FEDERAL VERSUS STATE LAw. 

The policy of a statute which Congress has enacted under its constitutional power to regu- 
late interstate commerce may not be defeated or obstructed by state law, whether decisional 
or statutory. 

TRADE-MARK INFRINGEMENT—DEGREASING MACHINERY AND RADIO AND TELEVISION APPARATUS 
—Goopns oF DIFFERENT DESCRIPTIVE PROPERTIES. 

Portable machines used to degrease metal objects held to be of different descriptive prop- 
erties from mechanical refrigerators; air conditioning apparatus, radio and _ television 
apparatus and phonographs. The use of “Phill-Co” on the former held not to compete unfairly 
with “Philco” on the latter. 

UnrFrair COMPETITION—SUITS—J URISDICTION—EFFECT OF TRADE-Mark Acts. 

Through the trade-mark acts of 1905 and 1920 Congress has occupied that part of the field 
of unfair competition in interstate commerce having to do with “passing off” effected solely 
by the use of a trade-mark. Therefore, in all cases involving probable confusion as to source 
without direct competition, the federal registration statute governs. 

TRADE-MARKS—INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF STATE COMMON Law. 

State common law is controlling on the questions of trade-mark infringement and unfair 
competition if either mark is used only in intrastate commerce, or if both marks are unregistered 
or invalid under the federal act. State law is also controlling even in interstate commerce 
on all questions of unfair competition not relating solely to the use of a trade-mark. 

TRADE-MARKS—SUBSTANTIVE RIGHTS—How DEFINED. 

Federal substantive rights in trade-marks are defined by specific exclusion under the terms 
of the registrability section of the trade-mark act, as well as by the interpretation of the 
terms “owner” and “trade-mark” in the damages and injunction sections. 

TRADE-MARKS—“PHILCO”—NON-GEOGRAPHICAL AND VALID. 

The name “Philco” held not to be a geographical term nor an abbreviation of one, but a 

coined word subject to exclusive appropriation. 
TRADE-MARK INFRINGEMENT—SUITS—PLEADING AND PRACTICE. 

Questions arising in the infringement of a statutory trade-mark relating to registrability, 

infringement, defenses and remedies, also to validity, are governed by federal law. 
TraDE NAME—DEFINITION. 

The term “trade-name” is used to designate a mark not originally susceptible of exclusive 
appropriation, which has acquired a “secondary meaning” and so will be protected as a valid 
common law trade-mark. “Philco,” as used by appellant held not to be a trade-name, but 
a valid trade-mark. 

TRADE-MARK INFRINGEMENT—POWERS OF CONGRESS—BEARING OF ERIE RAILROAD CASE. 

As Congress has constitutional power to legislate on trade-marks and exercised such 
power in the Act of 1905, the doctrine of the Erie Railroad case held not applicable to cases 
involving the infringement of a statutory trade-mark by use of a similar mark on goods of 
substantially the same descriptive properties. 

TRADE-MarKS—STATUTES—ActT oF 1920. 
Federal law held to govern questions of validity under the Act of 1920, because of the 
use of such terms as “right” and “owner” in the section on injunctions. 
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In equity. Action for trade-mark infringement and unfair competition. From 
order vacating temporary restraining order, plaintiff appeals. Affirmed. 


C. J. Hepburn, Philadelphia, Pa., and Louis Goldman and Robert G. Dreffein, both 
of Chicago, IIl., for appellant. 

Wilfred S. Stone and Louis A. Bisson, both of Chicago, Ill., and Louis F. Gillespie, 
Springfield, Ill., for appellee. 


Before Evans, Major and Kerner, Circuit Judges. 
KERNER, Circuit Judge. 


This is trade-mark infringement and unfair competition suit. Plaintiff filed its 
complaint to restrain the Phillips Manufacturing Company for using the word 
“Phill-Co” to identify its products. After a temporary restraining order was entered, 
the cause was referred to a Master in Chancery, who, after hearing the testimony 
and the stipulations of the parties, made certain findings and recommended that the 
restraining order be vacated. The District Court adopted the Master’s findings of 
fact, confirmed his conclusions of law, and dissolved the temporary restraining order. 
To reverse the order, plaintiff appeals. 

Plaintiff is a Pennsylvania corporation and defendant an Illinois corporation. 
Plaintiff's trade-mark ‘“‘Philco” is registered in the United States Patent Office 
under the Trade-Mark Act of 1905, 33 Stat. 724, 15 U. S.C. A. § 81 et seq. Thus, 
jurisdiction of the District Court was based on three grounds—diversity of citizen- 
ship, with the jurisdictional amount involved; § 17 of the Trade-Mark Act of 
1905, 33 Stat. 728, 15 U. S. C. A. § 97; and § 24(7) of the Judicial Code, 36 Stat. 
1092, 28 U. S. C. A. § 41(7) ; Armstrong Paint & Varnish Works v. Nu-Enamel 
Corporation, 305 U.S. 315 [29 T.-M. Rep. 3]. 

There is no controversy as to the substantial identity in appearance and abso- 
lute identity in sound of the marks “Philco” and “Phill-Co,” and there is no ques- 
tion as to plaintiff's having appropriated and used its mark before defendant 
did. The only question is whether the goods upon which plaintiff and defendant 
use their respective marks are so similar that under the applicable law defendant’s 
use of the mark “Phill-Co” will be enjoined. 

Plaintiff has emphasized its claims of common law trade-mark infringement and 
unfair competition, rather than statutory trade-mark infringement under the Act of 
1905. It contends that the applicable law on these non-statutory questions is the 
law of each of the states in which the alleged common law trade-mark infringement 
and unfair competition occurred ; it has apparently abandoned the position that fed- 
eral law governs, although it urged this alternatively in its original brief. De- 
fendant contends that only the law of Illinois is applicable. This was also the con- 
clusion of the Master and the Court below. 

Although we affirm the order of the District Court vacating the temporary re- 
straining order, the Court’s view of the applicable law was not altogether correct. 

The determination of the applicable law in this case involves three questions: 
(1) Does the doctrine of Erie R. Co. v. Tompkins, 304 U. S. 64, include suits in 
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equity? (2) If so, should the doctrine include actions for trade-mark infringement 
and unfair competition? (3) If state law governs, which state is it whose law is to 
be applied ? 

First. In Erie R. Co. v. Tompkins, supra, the Supreme Court held that the 
Rules of Decision Act, § 34 of the Judiciary Act of 1789, 28 U. S. C. A. § 725, re- 
quired a federal court whose jurisdiction was based on diversity of citizenship to 
apply the decisional as well as statutory law of the State in which the plaintiff's 
injuries were received. However, as was pointed out in Russell v. Todd, 309 U. S. 
280, 287, the Rules of Decision Act applies only to “trials at common law,” not to 
suits in equity. 

The decisions of the Supreme Court since the Erie case have established that the 
doctrine of that case applies at least to diversity cases involving equitable suits or 
remedies based upon underlying legal rights, or brought in aid or support of legal 
rights. Ruhlin v. New York Life Insurance Co., 304 U. S. 202; New York Life 
Insurance Co. v. Jackson, 304 U. S. 261; West v. American Telephone & Telegraph 
Co., 311 U. S. 223, 236. Trade-mark and unfair competition suits in equity are 
considered as brought in aid or support of legal rights. Menendez v. Holt, 128 
U. S. 514, 523; Nims, Unfair Competition nad Trade-Marks (3rd ed. 1929) 1019. 
Consequently, no objection may be raised to the application of the Erie doctrine 
here solely on the ground that this is a suit in equity. 

Second. In the fieid of trade-mark infringement and unfair competition it has 
long been recognized that all rights originally existed by virtue of the common law 
of the several states. United States v. Steffens (Trade-Mark Cases), 100 U. S. 
82, 92. Thus, in one sense, there has not been thought to be a federal general 
common law in the field. But in another sense there has been a federal general 
common law and cases have been “governed by federal law’ within the meaning 
of the Erie doctrine, for federal courts have exercised independent judgment as to 
what “the common law” was in all cases in the field. 

The instant case requires us to draw the line between these cases still “governed 
by federal law” (federal courts make an independent determination of the law) and 
those “governed by state law” (federal courts are bound by the views of a particular 
state court). 

For our purposes, cases brought in the federal courts in the field of unfair com- 
petition (not including Federal Trade Commission cases) may be divided into six 
categories :* 


1. The following are examples: 

(2)(a). Aunt Jemima Mills Co. v. Rigney & Co., 247 F. 407 [8 T.-M. Rep. 163] (flour, pan- 
cake syrup) ; Peninsular Chemical Co. v. Levinson, 247 F. 658 [8 T.-M. Rep. 171] (medicines, 
cigars) ; Aluminum Cooking Utensil Co. v. Sargoy Bros. & Co., 276 F. 447 [12 T.-M. Rep. 53] 
(aluminum cooking utensils, tin wash boilers); Wilcor & White Co. v. Letser, 276 F. 445 
[8 T.-M. Rep. 121] (player pianos, phonographs) ; Anheuser-Busch v. Budweiser Malt Products 
Corporation, 295 F. 306 [13 T.-M. Rep. 193] (beer, malt syrup) ; Ward Baking Co. v. Potter- 
Wrightington, Inc., 298 F. 398 [14 T.-M. Rep. 253] (bread, flour) ; Vogue Co. v. Thompson- 
Hudson Co., 300 F. 509 [19 T.-M. Rep. 1] (magazine, hats) ; Hudson Motor Car Co. v. Hud- 
son Tire Co., 21 F. (2d) 453 [17 T.-M. Rep. 450] (automobiles, tires) ; Yale Electric Corporation 
v. Robertson, 26 F. (2d) 972 [18 T.-M. Rep. 321] (flashlights, locks); Duro Co. Duro Co., 
27 F. (2d) 339 [18 T.-M. Rep. 430] (spark plugs, internal combustion engines) ; Standard Oil 
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Both trade-marks used in interstate commerce, and one or both registered in 
Patent Office. 


(1) Infringement of a statutory trade-mark by use of a similar mark on 


goods of “substantially the same descriptive properties” within the meaning of the 
Trade-Mark Acts. 

(2)(a) Unfair competition against statutory trade-mark through use of a 
similar mark on goods which might naturally be supposed to come from plaintiff, 
although not of the “same class” or of “substantially the same descriptive properties.” 
(Probable confusion as to source without direct competition.) (b) Unfair com- 
petition through use of a trade-mark similar to plaintiff’s trade-name. 

(3) Unfair competition other than through use of a trade-mark: (a) Use of 
trade-name similar to plaintiff's statutory trade-mark. (b) Use of trade-name 
similar to plaintiff's trade-name. (c) Other forms of “passing off” of defendant’s 
goods as those of the plaintiff, such as imitation of get-up, label, package, or general 
appearance; express statement of connection between plaintiff and defendant ; etc. 
(d) Unfair competition other than “passing off,” such as betrayal of trade secrets, 
disparagement of rivals and their goods, instigation to breach of contract, molesta- 
tion and physical interference, etc. 

One or both marks used in intrastate commerce; or both unregistered in Patent 
Office (or held invalid under the Trade-Mark Acts) although used in interstate 
commerce. 


Co. v. California Peach & Fig Growers, Inc., 28 F. (2d) 283 [19 T.-M. Rep. 1] (mineral oil, 
figs) ; Del Monte Special Food Co. v. California Packing Corporation, 34 F. (2) 774 [19 T.-M. 
Rep. 443] (oleomargarine, other food products) ; L. E. Waterman Co. v. Gordon, 72 F. (2d) 272 
[24 T.-M. Rep. 343] (fountain pens, razor blades) ; (b) Hudson Motor Car Co. v. Hudson Tire 
Co., supra. 

(3)(a) Peninsular Chemical Co. v. Levinson, supra; Anheuser-Busch v. Budweiser Malt 
Products Corporation, supra; Del Monte Special Food Co. v. California Packing Corporation, 
supra. (b) Akron-Overland Tire Co. v. Willys-Overland Co., 273 F. 674 [11 T.-M. Rep. 281] 
(tires, automobiles). (c) Kellogg Co. v. National Biscuit Co., 305 U. S. 11 [28 T.-M. Rep. 569]; 
Peninsular Chemical Co. v. Levinson, supra; Aluminum Cooking Utensil Co. v. Sargoy Bros. Co. 
supra; Rytex Co. v. Ryan, 126 F. (2d) 952; Time, Inc. v. Viobin Corporation, 128 F. (2d) 860 
[31 T.-M. Rep. 453]. (d) Addressograph-Multigraph Corporation v. American Expansion Bolt 
& Manufacturing Co., 124 F. (2d) 706 [132 T.-M. Rep. 80]. 

(4)(a) Kellogg Co. v. National Biscuit Co., supra; Pecheur Lozenge Co. v. National Candy 
Co., 315 U. S. 666. (b) Kellogg Co. v. National Biscuit Co., supra; Florence Manufacturing Co. 
v. Dowd & Co., 178 F. 73 [1 T.-M. Rep. 289]. 

(5)(a) Wisconsin Electric Co. v. Dumore Co., 35 F. (2d) 555 [10 T.-M. Rep. 496] (elec- 
tric washing machines, other electrical household devices). (b) Wall v. Rolls-Royce of America, 
4 F. (2d) 333 [15 T.-M. Rep. 239] (radio tubes, automobiles) ; Armour & Co. v. Master Tire & 
Rubber Co., 34 F. (2d) 201 [20 T.-M. Rep. 14] (meat and allied products, tires) ; Finchley, 
Inc. v. Finchly Co., 40 F. (2d) 736 [19 T.-M. Rep. 406] (men’s clothing, women’s coats). 

(6)(a) Wisconsin Electric Co. v. Dumore Co., supra; Folmer Graflex Corporation v. 
Graphic Photo Service, 44 F. Supp. 429 [31 T.-M. Rep. 162]; (b) Finchley, Inc. v. Finchly Co., 
supra; American Products Co. v. American Products Co., 42 F. (2d) 48 [20 T.-M. Rep. 573] 
(non-carbonated beverages, carbonated beverages); Horlick’s Malted Milk Corporation v. 
Horluck’s, Inc., 59 F. (2d) 13 [22 T.-M. Rep. 319] (malted milk powder, malted milk bever- 
age) ; Western Auto Supply Co. v. Knox, 93 F. (2d) 850 [26 T.-M. Rep. 126] (new auto parts, 
second-hand auto parts) ; Alfred Dunhill of London, Inc. v. Dunhill Shirt Shop, Inc., 3 F. Supp. 
487 (smokers’ supplies, shirts) ; Great Atlantic & Pacific Tea Co. v. A. & P. Cleaners & Dyers, 
10 F. Supp. 450 [25 T.-M. Rep. 557] (grocery store, cleaning establishment) ; Great Atlantic 
& Pacific Tea Co. v. A. & P. Radio Stores, Inc., 20 F. Supp. 703 (groceries; radios, washing 
machines, and electric refrigerators). (c) Pecheur Lozenge Co. v. National Candy Co., supra; 
Socony-Vacuum Oil Co. v. Rosen, 108 F. (2d) 632 [30 T.-M. Rep. 165]; Folmer Graflex Cor- 
poration v. Graphic Photo Service, supra. 
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(4)(a) Infringement of common law trade-mark. (b) Unfair competition 
through use, on goods of same descriptive properties, of mark similar to plaintiff's 
“secondary meaning” mark. 

(5) Unfair competition as described in (2), supra, against common law trade- 
mark or “secondary meaning” mark. 

(6) Unfair competition as described in (3), supra, against common law trade- 
mark or “secondary meaning” mark. 

Classification of the cases along these lines makes it clear immediately that there 
is no serious question as to the applicable law except in the first and second cate- 
gories. The others are governed by state law. This court so held with respect to (c) 
of the third category in Rytex Co. v. Ryan, 126 F. (2d) 952 and Time, Inc. v. 
Viobin Corporation, 128 F. (2d) 860 [31 T.-M. Rep. 453], and with respect to 
(d) of the third category in Addressograph-Multigraph Corporation v. American 
Expansion Bolt & Manufacturing Co., 124 F. (2d) 706 [32 T.-M. Rep. 80]. The 
Supreme Court held that state law applicable in (a) of the fourth category in 
Pecheur Lozenge Co. v. National Candy Co., 315 U. S. 666. The Supreme Court 
indicated the same holding with respect to (a) and (b) of the fourth category, as well 
as (c) of the third category, in Kellogg Co. v. National Biscuit Co., 305 U. S. 111, 
113 [28 T.-M. Rep. 569], although it considered only federal precedents in its 
opinion. State law was held applicable in (a) of the sixth category in Folmer 
Graflex Corporation v. Graphic Photo Service, 44 F. Supp. 429, 433-434 [31 T.-M. 
Rep. 162], and in (c) of the sixth category in the Pecheur case, the Graflex case, and 
the Socony-Vacuum Oil Co. v. Rosen, 108 F. (2d) 632. 

Questions arising in cases of the first category relate to the four topics dealt 
with in some detail in the Trade-Mark Acts—registerability, infringement, defenses, 
and remedies— and the topic of validity (1.e., what is a valid “trade-mark” and what 
constitutes “ownership’”’). We believe that all such questions arising under the Act 
of 1905 are governed by federal law, since they involve the intepretation and applica- 
tion of a federal statute. Chesapeake & Ohio Ry. v. Martin, 283 U.S. 209, 212-213; 
Awotin v. Atlas Exchange Bank, 295 U.S. 209, 211-212; Yonkers v. Downey, 309 
U. S. 590, 596. Although the contrary position has been taken by two courts with 
respect to questions of validity, Mishawaka Rubber & Woolen Manufacturing Co. v. 
S. S. Kresge Co., 119 F. (2d) 316, 322 [32 T.-M. Rep. 42]; Folmer Graflex Cor- 
poration v. Graphic Photo Service, supra, 432, this court has held that federal law 
controls questions relating to infringement, Rytex Co. v. Ryan and Time, Inc. v. 
Viobin Corporation, supra. With respect to questions of remedies, the Supreme 
Court in Mishawaka Rubber & Woolen Manufacturing Co. v. S. S. Kresge Co., 316 
U. S. 203, did not expressly hold, but appears to have assumed, that federal law con- 
trols. 

In the Trade-Mark Cases, supra, 95-96, the Supreme Court expressly refrained 
from holding that Congress had no power to regulate the use of trade-marks in inter- 
state commerce. Cf. South Carolina v. Seymour, 153 U. S. 353; Warner v. Searle 
& Hereth Co., 191 U. S. 195, 202; see Schechter, Fog and Fiction in Trade-Mark 
Protection (1936) 36 Col. L. Rev. 60, 67 et seq.; Derenberg, Trade-Mark Protec- 
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tion and Unfair Trading (1936) 12-13. This regulation Congress effected in the 
Trade-Mark Act of 1905. 


In that Act Congress in a sense merely codified the law, since by restatement 
(e.g., marks not registerable) and by reference (e.g., meaning of terms “owner” and 
“trade-mark” in §§ 1, 5, 7, 16, and 19 of the Act, 15 U. S. C. A. §§ 81, 85, 87, 96, 
99) it incorporated in the Act the then generally accepted state common law rules 
concerning trade-marks. For this reason, there are statements in many cases that 
by enacting the statute Congress did not create “substantive rights,’ but only 
“procedural rights.” Beckwith v. Commissioner of Patents, 252 U. S. 538, 543 
[10 T.-M. Rep. 255] ; American Steel Foundries v. Robertson, 269 U. S. 372, 381 
[16 T.-M. Rep. 51] ; American Trading Co. v. H. E. Heacock Co., 385 U. S. 247, 258 
[22 T.-M. Rep. 127]; and numerous lower federal court cases. And, although 
it was not necessary to the decision in the case and was not supported by citation 
of authority, there is a statement in the American Steel Foundries case that Congress 
was given no power to legislate upon the substantive law of trade-marks. 

Although the question has never been squarely decided by the Supreme Court, 
we believe it is clear that Congress has the power to legislate upon the substantive 
law of trade-marks. Thaddeus Davids Co. v. Davids, 233 U. S. 461, 468-471 
[4 T.-M. Rep. 175] (by implication) ; Rossman v. Garnier, 211 F. 401, 405 [4 T.-M. 
Rep. 183] cf. Trade-Mark cases, supra, 95. Many things not themselves goods 
moving in interstate commerce are held to exert such a substantial influence upon the 
flow of commerce that they are “instrumentalities of interstate commerce,’ and as 
such subject to regulation by Congress to foster, protect, and control interstate com- 
merce. United States v. Furger, 250 U. S. 199, 204 (bills of lading) ; McDermott v. 
Wisconsin, 228 U. S. 115, 128, and Weeks v. United States, 245 U. S. 618, 622 
(labels on goods) ; Pensacola Telegraph Co. v. Western Union Telegraph Co., 96 
U.S. 1, 10 (telegraph system) ; Luxton v. North River Bridge Co., 153 U. S. 525, 
529 (bridges) ; California v. Pacific R. Co., 127 U. S. 1, 39 (railroads) ; Second 
Employers’ Liability Cases, 223 U. S. 1,47. To be sure, the degree to which each 
of these affects interstate commerce varies greatly, but we believe that the effect of 
trade-marks on interstate commerce is sufficient for them to be regarded as instru- 
mentalities or agencies of such commerce. While trade-marks are not essential to 
all commerce in the absolute sense that nothing could be sold without them, inter- 
state commerce would undoubtedly suffer by their absence, as purchasers, forced to 
rely solely on the sellers’ word, grew more wary of new or unknown goods. With 
producer and consumer so far separated by the distributive steps of today’s indus- 
trial economy, it is doubly important that a seller’s identifying mark be depend- 
able. Secondly, although it can only be speculated what positive effect trade-marks 
have on the volume of interstate commerce, that effect must be considerable under 
modern conditions of nation-wide advertising. As the Supreme Court has said, 
“If it is true that we live by symbols, it is no less true that we purchase goods by 
them.” Mishawaka case, supra, 205.” 





? 


_ 2. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 148] and United Drug 
Co. v. Rectanus Co., 248 U. S. 90 [9 T.-M. Rep. 1] are sometimes cited to support the contrary 
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It is our opinion that Congress did create substantive rights in trade-marks by 
the passage of the Act of 1905. If it were held that Congress created no sub- 
stantive rights but only procedural rights, the Erie doctrine would require that 
state law govern substantive questions of trade-mark law, just as that doctrine 
would have required if it had been applied before the Act was passed. Mishawaka 
(C. C. A.) case, supra; Graflex case, supra. Under such a holding, the Trade- 
Mark Act of 1905 could have but three possible purposes: (1) to provide a forum 
for the application of state law to trade-mark controversies, (2) to provide for na- 
tional registration of trade-marks used in interstate commerce, and (3) to shift 
the burden of going forward with the evidence in trade-mark litigation. But the 
first of these is meaningless, for prior to 1905 state law was already being applied in 
federal courts where there was diversity jurisdiction, and in state courts where there 
was not. National registration would also be virtually meaningless without national 
uniformity ; what advantage would trade-mark users find in voluntary central reg- 
istration if the United States remained a “legal checkerboard” with respect to trade- 
marks used in interstate commerce? (See Zlinkoff, op. cit., 986.) This leaves only 
the third as the purpose of the Act, if state law were held to govern substantive ques- 
tions arising under the Act. We do not believe it can be said that this was Congress’ 
sole objective in enacting this legislation. 

What, then, is the meaning of the statements in the cases that Congress “created 
no substantive rights” by the Act of 1905? In our opinion, such statements are 
rules of statutory construction, actually used by the courts to determine what 
substantive rights Congress did create. One meaning of these statements, when used 
in such cases as American Trading Co. v. H. E. Heacock Co., supra, and United 
States Printing Co. v. Griggs & Co., 279 U. S. 156 [19 T.-M. Rep. 187], 
is that the Act of 1905 does not apply if the alleged infringing mark is used only in 
intrastate commerce. A second meaning, when used in cases in which the Act does 
apply, is that in general* Congress did not intend to create statutory rights novel 
in scope, but only to create federal rights of the same scope as the state common 
law rights already widely recognized in 1905, and that therefore a federal court in- 
terpreting the language of the Act must seek the usual 1905 state common law rules 
by making reference to state decisions throughout the Union as sources of precedent. 
Thus, courts that have said they were applying “the common law” of trade-marks in 


position, that Congress has no power to create substantive rights in trade-marks. But these cases 
involved only state common law trade-marks, not trade-marks registered under the Act of 1905. 
And in fact the Supreme Court suggested in the Rectanus case that Congress did have the power. 
See Zlinkoff, Erie v. Tompkins: In Relation to the Law of Trade-Marks and Unfair Competi- 
tion (1942) 42 Col. L. Rev. 955, 977, n. 90 [32 T.-M. Rep. 81, 99]. 

3. It should be noted that the 10-year clause in § 5 permits registration of some marks not 
considered trade-marks at common law, since they were not subject in the first instance to ex- 
clusive appropriation. Under the states’ common law of unfair competition, such marks— 
descriptive words, geographical terms, and surnames—came to be provided some protection, but 
only after proof that a “secondary meaning” had been acquired by many years’ exclusive use. 
Nims, op. cit., 103 et seq.; Derenberg, op. cit., 325 et seq. Congress provided in the 1905 Act 
that after exclusive use of such a mark during the 10 years next preceding 1905 the mark could be 
registered; through registration the mark becomes a “statutory trade-mark” and the registrant 
is entitled to invoke the protection of the Act just as though the mark could have been a valid 
trade-mark at common law. Thaddeus Davids Co. v. Davids, supra; Schechter, op. cit., 70, n. 28. 
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cases arising under the Act of 1905 have in fact been interpreting the language of a 
federal statute by referring to the same sources they would have used in construing 
and applying any term in a federal statute or in the Constitution which had a com- 
mon law significance. 

Since Congress left the terms “owner” and “trade-mark” undefined in the Act, 
these are perhaps the best examples of how this second rule of statutory con- 
struction has been employed; the meaning of these terms as used in the statute is 
determined by reference to the state common law existing at the time of the pas- 
sage of the Act. 

The cases of Beckwith v. Commissioner and American Steel Foundries v. Robert- 
son, supra, illustrate how this rule of statutory construction has been employed in the 
interpretation of the registerability section. In the former case the Supreme Court 
said, at 544, that the descriptive word proviso in § 5 is “simply an expression in 
statutory form of the prior general rule of law that words merely descriptive are not 
a proper subject for exclusive trade-mark appropriation.” In the latter case the 
Court interpreted the name clause in § 5 by referring to state common law about 
the time of the passage of the Act, citing an 1895 New York case, an 1898 Rhode 
Island case, a 1913 New Jersey case, and an English case. Of course, the Beckwith 
and American Steel Foundries cases involved only the question of whether certain 
marks should be registered. But if registration makes the substantive questions of 
ownership and validity of a trade-mark questions of federal law, as we believe it 
does, then what the Supreme Court did in those two cases was indirectly to deter- 
mine the scope of the federal substantive rights created by the statute, by the process 
of determining what marks were to be given and what marks refused the protec- 
tion of the federal law through registration. Federal substantive rights in trade- 
inarks, in other words, are defined by specific exclusion under the terms of the 
registerability section, as well as by interpretation of the terms “owner” and “trade- 
mark” in the damages and injunction sections. 

The conclusion that Congress created substantive rights in trade-marks is not 
barred by the fact that § 23 of the Act of 1905 provides that “Nothing in this sub+ 
division of this chapter shall prevent, lessen, impeach, or avoid any remedy at law 
or in equity which any party aggrieved by any wrongful use of any trade-mark 
might have had if the provisions of said subdivision had not been passed.” 33 Stat. 
730, 15 U. S. C. A. § 103. We understand this section to mean two things: (1) 
state common law is still controlling on the questions of trade-mark infringement 
and unfair competition if either party’s mark is used only in intrastate commerce, 
or if both marks are unregistered or invalid under the Act. (2) State common law 
is still controlling even in interstate commerce on all questions of unfair competition 
not relating solely to the use of a trade-mark (third category). Since the goal of 
the Act is uniform treatment of trade-marks used in interstate commerce, § 23 may 
not be interpreted to destroy the Act. Texas & Pacific Ry. v. Abilene Cotton Oil 
Co., 204 U. S. 426, 446; Adams Express Co. v. Croninger, 226 U. S. 491, 507. 

Congress has the constitutional power to legislate on the merits of trade-mark 
questions ; it exercised that power in the Trade-Mark Act of 1905; and therefore 
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the Erie doctrine is inapplicable to cases in the first category. Federal courts may 
continue to exercise their independent judgment in construing the Act, as they 
have always done.* 

The Aunt Jemima case, supra, decided in 1917, first enunciated the “federal rule” 
or “modern rule” of unfair competition,” which extended the protection given trade- 
marks and “secondary meaning” marks beyond that provided by the generally ac- 
cepted state common law rules of 1905 and 1920, and so beyond the protection pro- 
vided by the Trade-Mark Acts of 1905 and 1920. Under this rule, as developed in 
the Vogue, Yale, Waterman, and other cases in (a) of the second category, the 
use of a mark will be enjoined if it creates a likelihood of confusion as to source, 
despite the fact that it is used on goods of “different descriptive properties’? which 
do not compete directly with plaintiff's goods. The basis of the rule is that fair- 
ness and equity demand that the owner of a trade-mark should be protected against 
gradual “whittling away” of the distinctiveness of the mark (and so of its advertis- 
ing appeal), possibility of injury to his reputation through use of the mark on an 
inferior product, and forestalling of the “normal” expansion of his business into new 
fields. Cf. Landers, Frary & Clark v. Universal Cooler Corporation, 85 F. (2d) 46, 48 
[26 T.-M. Rep. 591]. The rule was, of course, developed on the assumption that 
there was a federal general common law. Therefore, the Erie doctrine requires 
that it no longer be applied as federal law. 

It might be argued, in view of the fact that federal courts in 1905 were exercis- 
ing independent judgment as to what “the common law” was, that § 23 of the Act 
was intended to preserve the resulting federal decisional law, which could develop 
two decades later to include the “federal rule.’ It is true that the phrase “at law 
or in equity” in that section is not expressly limited to state law, and so on its face 
might include federal law as well. But even if Congress had so intended, it could 


4. Although our case does not involve the Trade-Mark Act of 1920, 41 Stat. 533, 15 U. S. 
C. A. § 121 et seq., it follows that federal law also governs questions of infringement, defenses, 
and remedies arising under that Act, since it incorporates by reference the sections of the Acts of 
1905 dealing with these three topics. Act of 1920, § 6, 41 Stat. 535,15 U. S.C. A. § 126. It has 
been said that registration under the 1920 Act “does not create any substantive rights in the 
registrant,” Armstrong Paint & Varnish Works v. Nu-Enamel Corporation, 305 U. S. 315, 322, 
and leaves the plaintiff standing “entirely upon . . . . common law rights, as though there had been 
no registration at all,” Sleight Metallic Lnk Co. v. Marks, 52 F. (2d) 664, 665 [20 T.-M. Rep. 104]. 
However, in the Nu-Enamel case, 333, the Supreme Court expressly refrained from deciding 
whether state law governed questions under the 1920 Act, and employed the statement quoted as 
a rule of statutory construction, seeking the definition of “owner” by referring to “the common 
law,” i.e., the general accepted state common law as of 1920. It is therefore our opinion that, 
just as with the 1905 Act, federal law governs questions of validity under the 1920 Act because of 
the use of such terms as “right” and “owner” in the section on injunctions, 15 U. S. C. A. § 99, 
and “owner” in § 4 of the Act, 15 U. S. C. A. § 124. Questions of registerability, arising under 
§ 1 of the Act, 15 U. S. C. A. § 121, are of course also governed by federal law. 

5. The Collins Co. v. Oliver Ames & Sons Corporation, 18 F. 561 (1882), and Godillot v. 
American Grocery Co.,71 F. 873 (1896), presaged the development of the “federal rule,” but those 
cases involved additional elements of “passing off” ; the mark in the Collins case was an origin and 
ownership trade-mark, not a word trade-mark (see Derenberg, op. cit., 28 et seq.), and the 
defendant in the Godillot case was carrying on his business in the exact location where plain- 
tiff’s goods had been sold previously under his mark. In Florence Manufacturing Co. v. Dowd & 
Co. [1 T.-M. Rep. 289] (1910), although the court did not expressly state that the goods involved 
were in the same class (toilet brushes), it implied as much when it said that there would have 
been trade-mark infringement if the mark “Keep-clean” had not been descriptive. 
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not have preserved in this way a federal general common law which never properly 
existed. 

It might also be argued that Congress has “occupied the field” with respect to 
adequate protection of registered trade-marks used in interstate commerce, and so the 
Erie doctrine does not apply to the “federal rule” of unfair competition. But to 
say that Congress has “occupied the field,” as in Postal Telegraph-Cable Co. v. 
Warren-Godwin Co., 251 U. S. 27, 31; Western Union Telegraph Co. v. Boegli, 
251 U. S. 315, 316; and O’Brien v. Western Union Telegraph Co., 113 F. (2d) 539, 
541, is only another way of stating the rule that federal courts may go beyond mere 
interpretation of the express words used in the Act of Congress, to decide interstitial 
and cognate issues so as to effectuate the evident policy of the Act, either express 
or implied, as in Awotin v. Atlas Exchange Bank, 295 U. S. 209, 213-214; Board of 
Commissioners v. United States, 308 U. S. 343, 351-353, 353-354; Deitrick v. 
Greaney, 309 U. S. 190, 200; D’Oench, Duhme & Co. v. Federal Deposit Insurance 
Corporation, 315 U. S. 447, 459, 461 ; Prudence Corporation v. Geist, 316 U. S. 89, 
95; Sola Electric Co. v. Jefferson Electric Co., U. S. ——. The policy of the 
Trade-Mark Acts is to provide certain limited protection to trade-marks registered 
under it and used in interstate commerce. § 16, 1905 Act, 15 U. S.C. A. 96. The 
federal courts may not overrule this expression of Congressional intent by sub- 
stituting their judgment as to what constitutes “‘adequate” protection of trade- 
marks. 

It appears, however, that the “federal rule” has been taken over by many state 
courts as a rule of decision in their own courts. Calling our attention to this, 
plaintiff contends that under the Erie doctrine the question of whether an injunc- 
tion should issue in cases in (a) of the second category is governed by the laws of 
the several states in which defendant has used its mark. As an example, plaintiff 
asserts that New York has adopted the “federal rule” (citing Philadelphia Storage 
Battery Co. v. Mindlin, 296 N. Y. S. 176) [27 T.-M. Rep. 375] and contends that 
therefore defendant’s use of the mark “Phill-Co” within the boundaries of that 
state, even though in interstate commerce, would be enjoined in the New York 
courts. Defendant contends, and the District Court held, that the Erie doctrine 
requires that cases in (a) of the second category be governed by the law of the 
state in which the District Court is sitting. 

In our opinion, neither of these views is correct. The policy of a statute which 
Congress has enacted under its constitutional power to regulate interstate commerce 
may not be defeated or obstructed by state law, whether decisional, Texas & Pacific 
Ry. Co. v. Abilene Cotton Oil Co., supra, 440; Second Employers’ Liability Cases, 
supra, 53-55; Postal Telegraph-Cable Co. v. Warren-Godwin Co., supra, 30, or 
statutory, Southern Ry. Co. v. Reid, 222 U.S. 424, 442; Savage v. Jones, 225 U. S. 
501, 533; Chicago, Rock Island & Pacific Ry. v. Hardwick Elevator Co., 226 U. S. 
426, 435; McDermott v. Wisconsin, 228 U. S. 115, 132; Consolidated Edison Co. v. 
National Labor Relations Board, 305 U. S. 197, 223. Through the Trade-Mark 
Acts of 1905 and 1920 Congress has occupied that part of the field of unfair com- 
petition in interstate commerce having to do with “passing off” effected solely by 
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use of a trade-mark. The intention of Congress was to achieve uniformity within 
the area occupied. In so far as state law conflicts with this policy of the Trade- 
Mark Acts, it must yield to the superior federal law. Clause 2, Article VI, Con- 
stitution of the United States.° Federal law still governs cases in (a) of the second 
category, but now requires that no injunction issue. 

Similarly, we do not believe that plaintiff's charge of misappropriation of a part 
of its subsidiary’s‘ trade-name can be sustained. The only protection accorded trade- 
names by the Act of 1905 is that provided in § 5 (relating to registerability) ; there 
is no federal general common law to provide any additional protection; and plain- 
tiff may not invoke state law to defeat the uniform treatment of trade-marks which 
is the goal of the Trade-Mark Acts. In other words, federal law still governs 
cases in (b) of the second category, but now requires that no injunction issue. 

It goes without saying that plaintiff has no action for common law trade-mark 
infringement under state law. Registration of plaintiff’s trade-mark rendered all 
questions concerning its use and protection in interstate commerce questions of 
federal law, and federal law is supreme. 


We recognize that a 1905 restatement of state common law rules governing the 
use of trade-marks may not furnish an adequate answer to the trade-mark prob- 
lems of 1942. In the absence of Congressional action, the only remedy for this 
situation would be expansion of the traditional interpretation given the phrase 
“substantially the same descriptive properties,” which appears in § 16 of the Acct. 
It would be difficult to choose words more ambiguous than this phrase; original 


interpretation might produce almost any test of similarity. The most workable test 
may well be simply whether the public is likely to assume that the goods of plaintiff 
and defendant emanate from the same source, considering all the circumstances of 
the case—general nature of goods; number of persons using mark on other goods, 
1.¢., is the mark “strong” and unusual (as “Kodak,” “Aunt Jemima,” etc.) or “weak” 
and common (as “Blue Ribbon,” “Gold Medal,” “Standard,” “Champion,” “Royal,” 
etc.) ; does plaintiff sell a wide variety of products under its mark or only a limited 
number ; the character of the market (see Pecheur Lozenge Co. v. National Candy 


6. The reason this question was not raised prior to the Erie case was that under the 
“federal rule” the federal courts provided uniform protection for trade-marks which was more 
extensive than the protection usually allowed by state courts. 

7. The term “trade-name” is not defined consistently in the cases. American Steel Foundries 
case, supra, 380; Nims, op. cit., 518. It has been used to indicate a mark not originally sus- 
ceptible of exclusive appropriation which has acquired a “secondary meaning” and so will be 
protected as though it were a valid common law trade-mark. See Handler and Pickett, Trade- 
Marks and Trade Names—An Analysis and Synthesis (1930) 30 Col. L. Rev. 168; Handler, 
Unfair Competition (1936) 21 Iowa L. Rev. 175, 182. This cannot be the sense in which plaintiff 
has used the term, since “Philco” would not be a “secondary meaning” mark at common law, 
but a valid trade-mark. The term is also used to indicate a part or all of a firm name or 
corporate name, American Steel Foundries case, supra, 380; Derenberg, op. cit., 227, 232, or ab- 
breviation thereof, Nims. op. cit. 246. This is the sense in which the term is used throughott 
this opinion, and we assume it is the sense in which the term is used by the plaintiff. 

The corporate name of plaintiff’s marketing subsidiary contained the word “Philco” for 
several years before defendant appropriated and first used its trade-mark “Phill-Co,” but plain- 


tiff’s corporate name did not contain the word until a few months after defendant’s first use of 
its mark. 
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Co., 122 F. (2d) 318, 320, 321 [31 T.-M. Rep. 240] ; and so forth.* But the estab- 
lished rule of construction, followed for almost forty years, is that Congress intended 
federal courts to enjoin the use of a similar trade-mark only on goods which com- 
peted fairly directly with the plaintiff's goods. Even those courts which recognized 
the inadequacy of this protection were apparently unwilling to expand the interpreta- 
tion of the phrase in question, and consequently developed the “federal rule” under 
the federal general common law of unfair competition. Although the meaning of 
the phrase has been restricted in cases involving “weak’”’ marks, Pabst Brewing Co. 
v. Decatur Brewing Co., 284 F. 110 [13 T.-M. Rep. 1] (“Blue Ribbon’) ; France 
Milling Co. v. Washburn-Crosby Co., 7 F. (2d) 304 [15 T.-M. Rep. 185] (“Gold 
Medal”) ; Arrow Distilleries v. Globe Brewing Co., 117 F. (2d) 347 [30 T.-M. Rep. 
60] (‘“Arrow’’) ; the holding that men’s hats and caps have the same descriptive 
properties as men’s suits and overcoats seems to represent the farthest the courts 
have gone in extending the meaning of the phrase when a “strong” mark was in- 
volved, Rosenberg Bros. Co. v. Elliott, 7 F. (2d) 962, 966 [15 T.-M. Rep. 479] 
(“Fashion Park”). We do not think this court may say that Congress desired the 
phrase to have a broader interpretation than it has been given.° 

Applying federal law, the Master and the District Court concluded that plain- 
tiff has a valid trade-mark under the Trade-Mark Act of 1905, but that the mark 
has not been infringed by the defendant’s use of the mark “Phill-Co” because de- 
fendant’s goods are not of “substantially the same descriptive properties” as those 
sold by plaintiff. 

Defendant, asserting that “Philco” is merely the “simple and natural abbrevia- 
tions of Philadelphia Storage Battery Company (plaintiff's corporate name at the 
time it adopted its trade-mark in 1918), apparently seeks to invoke the rule that a 
geographical term will be protected against infringement only if it has acquired a 
“secondary meaning.” But “Philco” is neither a geographical term nor an ab- 
breviation suggesting a geographical term; it is a coined word unquestionably sub- 
ject to exclusive appropriation under the 1905 common law of the states, and there- 
fore under the Act of 1905. However, the record discloses and the District Court 
found that the defendant uses its mark only upon portable machines (electrically 
operated) for the degreasing of metal objects, upon parts and accessories of such 
machines, and upon portable stills for distillation of the solvent after it has been 


8. This is the test employed when the question is whether a mark should be registered. 
E-Z Waist Co. v. Reliance Manufacturing Co., 286 F. 461 [13 T.-M. Rep. 96]; Kassman & 
Kessner, Inc. v. Rosenberg Bros. Co., 10 F. (2d) 904 [16 T.-M. Rep. 131]; Yale Electric 
Corporation v. Robertson, supra; B. F. Goodrich Co. v. Hockmeyer, 40 F. (2d) 99, 101-103 
[20 T.-M. Rep. 205]; California Packing Corporation v. Tillman & Bendel, 40 F. (2d) 108 
[20 T.-M. Rep. 238]. In re Keller, Heumann & Thompson Co., 81 F. (2d) 399 [26 TM. Rep. 
83.] The difference in the language of § 5 and 16 of the 1905 Act, 15 U. S. C. A. §§ 85, 96, may or 
may not be significant. 

9. Another phrase whose interpretation is a question of federal law is “unfair methods of com- 
petition” in § 5 of the Federal Trade Commission Act, 38 Stat. 719, 15 U.S. C. A. § 45. Federal 
Trade Commission v. R. F. Keppel & Bro., Inc., 291 U. S. 304, 309-312 [24 T.-M. Rep. 335]; 
National Candy Co. v. Federal Trade Commission, 104 F. (2d) 999, 1005; cf. Federal Trade 
Commission v. Bunte Bros., 312 U. S. 349, 353-354. There is strong evidence, chiefly in the 
legislative history of the bill, that Congress intended this phrase to have the broad interpreta- 
tion it has had. There is no comparable evidence in the history of trade-mark legislation. 
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used in the machines; that the “plaintiff does not manufacture or sell any equip- 
ment competing with, similar to, or designed for the uses for which defendant’s 
apparatus is solely useful’; and that there is thus no competition between plaintiff 
and defendant. The products upon which plaintiff uses its mark “Philco” are very 
numerous ; those which are most comparable to defendant’s goods are lubricators, 
mechanical refrigerators, air conditioning apparatus, radio and television apparatus, 
phonographs, and batteries. These are not similar enough to defendant’s goods to 
bring this case within the statute, as construed in the cases. 

Plaintiff contends that, if defendant applied for registration of its mark in the 
Patent Office, it would be refused. We express no opinion on the question, since 
registration is only prima facie evidence of ownership. § 16, 1905 Act, 33 Stat. 728, 
15U.S.C.A. § 96. 

Third. Since defendant’s alleged wrong consisted only of using the mark “Phill- 
Co” upon its “Degreaser” and the other goods named above, this case presents only 
questions of the first and second categories. Questions in the third category, which 
would be governed by state law, are not involved here. It thus is not necessary to 
determine the particular states where law would be applicable on such questions. 

In so far as our opinions in the Viobin and Rytex cases are inconsistent with our 
opinion in this case, they are overruled. 

For the reasons stated herein, the order of the District Court vacating the tem- 
porary restraining order is affirmed. 


GROCERS BAKING COMPANY v. SIGLER 


United States Circuit Court of Appeals, Sixth Circuit 
December 5, 1942 


TRADE-MARKS—“Honey-Krust” Aanpb “Hon-E-Krust’—Non-ConFLicTinG MARKS. 

The notation “Hon-E-Krust” held not to be an infringement of the registered word “Honey- 
Krust,” especially as in its registration the latter words were disclaimed apart from the mark 
shown. 

TRADE- MarKs—“Honey-Krust” For BREAD—DESCRIPTIVE TERM. 

The name “Honey-Krust” as applied to bread held descriptive and hence not a proper sub- 
ject for registration as a trade-mark. 

UnFair CoMPETITION—“HonEy-Krust” oN BrREAD—SECONDARY MEANING—TERRITORIAL RIGHTS. 

Appellant prior to 1916 adopted the word “Honey-Krust” as a trade-mark for its bread, 
which it sold throughout the State of Kentucky, one bread route having in 1938 been estab- 
lished in territory adjacent to Henderson County. Appellee since 1937 bought bread from 
a baker in Evansville, Indiana, and sold it under the trade-mark “Hon-E-Krust” in Hender- 
son County, Kentucky, territory where appellant’s “Honey-Krust” bread had long been 
well known, and advertised. Defendant’s conduct 1c/d unfair competition. 

Unrair CoMPETITION—SUITS—]J URISDICTION—STATE STATUTES, KENTUCKY. 

Under Kentucky law, one trade-name does not have to be identical with another in order 
to justify a court in enjoining its use, but only so similar as to make it likely that unsuspect- 
ing persons would be likely to believe it to be the same. 

Unrair CoMPETITION—INTENT. 

To constitute unfair competition, it is not necessary that there be a purpose to pass off 
one’s product as that of another, merely that the identifying symbol may deceive some part 
of the public. 
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UnFairn COMPETITION—SUITS—PARTIES. 


In the case at issue, appellee who distributes the bread held to be a joint tort feasor with 
the manufacturer thereof. 


UNFAIR CoMPETITION—USE OF SIMILAR DESIGN—INTENT. 
The adoption by appellee of an oval-shaped design for its bread with knowledge of the use 
of a similar design by appellant could hardly have come about by chance. 














































In equity. Action for trade-mark infringement and unfair competition. From 
judgment dismissing complaint, plaintiff appeals. Reversed. For decision below 
see 31 T.-M. Rep. 401. 


A.C. Van Winkle and William D. Becker, both of Louisville, Ky., and A. D. Kirk, 
Owensboro, Ky., for appellant. 
Thomas E. Sandidge, Owensboro, Ky., for appellee. 


Before ALLEN, HAMILTON and Martin, Circuit Judges. 
ALLEN, Circuit Judge: 


The District Court dismissed an action for injunction instituted by appellant on 
the ground of infringement of trade-mark and unfair competition. Appellant, a bak- 
ing company which manufactures and sells bread and similar products and is the 
owner of a registered trade-mark containing the words “Honey-Krust,” charged 
that the appellee had sold in Henderson County, Kentucky, bread in package with 
a label containing the words “Hon-E-Krust,” which constituted an infringement of 
its trade-mark. Appellant also charged that the label of the bread sold by appellee 
constituted a colorable imitation of appellant’s trade-mark which enabled the appellee 
unfairly to compete with appellant and to palm off on the public bread sold by the 
appellee as the product of the appellant. 

Appellee is an individual distributor who since 1937 has bought bread manu- 
factured and packaged by the Hi-Class Baking Company, Inc., of Evansville, 
Indiana, transported it in its own truck to Henderson, Kentucky, and distributed it 
in the original packages at private houses, serving no grocery stores. The principal 
features of the wrapper used by appellant for its bread are an oval-shaped figure 
about five inches in length having two symmetrical indentations at each end and 
the word “Honey-Krust” printed inside the figure in large capital letters. The 
wrapper on the bread sold by appellee has the words ““Hon-E-Krust” printed within 
a figure of substantially identical shape and proportions and of substantially the 
same size as appellant’s. The “Hon-E-Krust’” wrapper has been used by the Hi- 
Class Baking Company since about 1932. Appellant first sold its ““Honey-Krust”’ 
bread to grocers in Henderson in 1939. Learning of appellee’s bread-route, appel- 
lant notified appellee that he was infringing appellant’s trade-mark by using the 
‘“Hon-E-Krust” package. Upon his refusal to discontinue selling, this suit was 
instituted. The defense of the suit is conducted and financed by the Hi-Class Bak- 
ing Company. 

We think the District Court correctly decided that the trade-mark was not in- 
fringed. Appellant’s design contains the words “Honey-Krust,” but in each of its 
applications for registration of trade-mark, filed in 1922, 1929 and 1935 respectively, 
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appellant specifically waived claim to the exclusive use of the words “Honey- 
Krust” apart from the design as shown, although waiving no common-law right to 
the use of the words, and making an express reservation to that effect in the 1929 
and 1935 applications. The oval figure was adopted as an essential part of ap- 
pellant’s trade-mark in its application for registration made in 1929, and was also 
contained in a similar application made in 1935. Appellant’s waiver presumably 
recognizes the fact that the name “Honey-Krust” is a descriptive term, and hence 
is not a proper subject for registration as a trade-mark. The term has been used as 
a trade-name for bread in other parts of the country for a number of years. The 
words spelled exactly as appellant spells them have been used by the Southern 
Baking Company of Bluefield, West Virginia. A company at Goshen, Indiana, sells 
bread under the name “Honey Crust,” and another company at Huntington, Indiana, 
as does appellee, used the words “Hon-E-Krust.” Its waivers preclude the ap- 
pellant from claiming any exclusive right to the name under its trade-mark, and we 
therefore conclude that the District Court rightly dismissed the action for infringe- 
ment. Shaler Co. v. Riteway Products, Inc., 107 F. (2d) 82, 84 (C. C. A. 6) 
[27 T.-M. Rep. 674]. 

The question of unfair competition is much closer. A state of facts may be 
sufficient to show unfair competition even though insufficient to supply a claim for 
technical trade-mark infringement. .Shaler Co. v. Rite-Way Products, Inc., supra; 
Socony-Vacuum Oil Co.; Inc. v. Rosen, 108 F. (2d) 632 [30 T.-M. Rep. 165] 
(C. C. A. 6.3. Cf. Chesebrough Mfg. Co. v. Old Gold Chemical Co., Inc., 
70 F. (2d) 383 [24 T.-M. Rep. 149] (C. C. A.6). The record shows without con- 
tradiction that the words “Honey-Krust” have acquired a secondary mean- 
ing throughout the State of Kentucky and have come to signify a product 
of appellant both to the consuming public and to dealers generally. This was tes- 
tified to not only by employees of appellant, but by a disinterested witness. The rec- 
ord establishes that appellant is one of the largest distributors of bread in Kentucky. 
In the years of 1932 to 1938, average gross sales of “Honey-Krust” products were in 
excess of $1,750,000 a year. The words ““Honey-Krust” were adopted for its prod- 
uct prior to 1916. While the original plant was set up in Louisville, other manufac- 
turing plants were established or acquired successively in Lexington, Kentucky, John- 
son City, Tennessee, New Albany and Bedford, Indiana, and Bowling Green 
Kentucky, all prior to 1937. The Bowling Green plant was completed in 1936. In the 
spring of 1937 an agency was established at Madisonville as an outlet for that plant, 
and routes were opened from Madisonville into Webster and Union Counties, which 
are adjacent to Henderson County. One route ran very near the southern boundary 
of Henderson County. The plant at Owensboro, which is in the county to the east 
of Henderson County, was built in 1938 and supplied routes in the direction of 
Henderson County. Whenever appellant entered a new town for the sale of its prod- 
ucts, it advertised extensively in the surrounding territory by road signs, billboards, 
and other means. It was shown that appellant’s product was available in the grocery 
stores of Owensboro continuously after 1924 and that advertising was posted on the 
roads between Owensboro and Henderson at the time such sales began, and on roads 
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leading into Evansville from New Albany and Bedford as early as 1931. Advertis- 
ing was carried in newspapers of general circulation and on regular radio programs. 
During the period from 1926 to 1938, inclusive, approximately three-quarters of a 
million dollars were expended in advertising ““Honey-Krust.” Plainly, the use of the 
words “Honey-Krust” had been sufficiently long and exclusive in Kentucky so that 
they had acquired a secondary meaning throughout the state. Artiste Permanent 
Wave Co. v. Hulsman, 271 Ky. 695. 

Examination of the exhibits reveals that the Hi-Class Baking Company on its 
packages has adopted not only the name “Hon-E-Krust,” which is pronounced ex- 
actly the same as the appellant’s name, but the same unusual oval figure used by ap- 
pellant in which the name is set. The District Court states that the designs are totally 
dissimilar ; but as to the name and the figure surrounding the name, the features which 
stand out in high light on the package, the two wrappers are substantially identical. 
The District Court calls the figure in each case a potato-shaped figure, and ignores 
this feature in his findings that the designs are entirely dissimilar. What the ap- 
pellant uses here is a trade-mark name set off by a peculiar mark or symbol. As 
pointed out in N. K. Fairbank Co. v. Luckel, King & Cake Soap Co., 102 F. 327 
(C. C. A. 9), a trade-name differs from a trade-mark in that it appeals to the ear 
more than to the eye. Here the two names are idem sonans. The identity of the 
oval lends additional emphasis to the identity of the sound. As pointed out in the 
above case, the character of the label or package is no answer to the charge that the 
names are so similar as to deceive purchasers. 

The court found that there is no evidence that any person was deceived or even 
confused by the alleged similarity of the designs. Bearing in mind the rule that 
the finding of the District Court upon a question of fact cannot be set aside except 
for manifest error James Heddon’s Sons v. Millsite Steel & Wiring Works, Inc., 
128 F. (2) 6, 13 [32 T.-M. Rep. 410] (C. C. A. 6), we think that this record pre- 
sents uncontradicted evidence of confusion. Appellant’s complaint charged use of a 
colorable imitation of its trade-mark so as to confuse and deceive the public. In the 
answer and counterclaim the appellee charged that the use of appellant’s name con- 
stituted an infringement of the trade-mark, ‘““Hon-E-Krust,” and tends to confuse 
and deceive his customers. This constitutes a virtual admission of confusion. The 
appellee testified that the competition of appellant had hurt him; and his business 
had fallen off considerably since appellant had brought in “Honey-Krust” from 
Owensboro; that a woman could go to a grocery store and get “Honey-Krust” 
bread without waiting for appellee if he was late, and that the reason she got the 
bread was that her demand was for honey-crust bread. He added, “When I was 
the only one having ‘Hon-E-Krust’ it made a difference.” Appellee himself con- 
ceded that his trade was cut by confusion between the labels. 

Moreover, under Kentucky law which is applicable here, all that appellant had to 
show was probable confusion. 

A suit to enjoin unfair competition and common law trade-mark infringement 
is governed by local law. Pecheur Lozenge Co. Inc., v. National Candy Co., Inc., 
315 U. S. 666. Cf. Fashion Guild v. Trade Commission, 312 U. S. 457, 468; 
James Heddon’s Sons v. Millsite Steel & Wire Works, Inc., supra, 13. 
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Under Kentucky law a trade-name does not have to be identical with another 
in order to justify a court in enjoining its use. It is sufficient if it is so similar to 
the earlier adopted trade-mark as to make it likely that unsuspecting persons would 
be led to believe that it was the same. Newport Sand Bank Co. v. Monarch Sand 
Mining Co., 144 Ky. 7 [1 T.-M. Rep. 116]. It is not necessary to show actual con- 
fusion by similarity in names. It is sufficient that the name selected is so similiar to 
that used by its competitor as likely to produce deception. Mayfield Milling Co. v. 
Covington Bros. & Co., 212 Ky. 262. To constitute unfair competition it is not 
necessary that there be a purpose to pass off one’s product as that of insignia or 
similarity of product purchasers believe it to be the product of another, or that 
the insignia or symbol has a tendency to, and probably will, deceive some part of the 
public. This is the established law of Kentucky. Rains & Sons v. White, Haucke 
& Co., 107 Ky. 114; Avery & Sons v. Miekle & Co., 81 Ky. 73; Crutcher & Starks 
v. Starks, 161 Ky. 690 [5 T.-M. Rep. 26] ; Metcalfe v. Brand, 86 Ky. 331; E. H. 
Taytor, Jr. & Sons Co. v. Taylor, 124 Ky. 273. 

In addition we think that the record shows bad faith on the part of the Hi-Class 
Baking Company. It does not seem possible that a baking company just across the 
Ohio River in Indiana would be unaware of the billboards, street signs, road signs, 
advertisements in newspapers and periodicals, and programs over the radio which 
were used by appellant so extensively in Southern Indiana in the vicinity of Evans- 
ville, as well as in Kentucky. However, assuming that the Hi-Class Baking Com- 
pany would not be so alert as to follow advertisements of goods similar to its own, 
put out in a state immediately adjacent and in territory of its own state very near 
to that of its customers, it is difficult to see how the use of the oval-shaped figure 
could have come about by chance. A circle triangle, square or hexagon perhaps 
could have been adopted without the realization that it belonged to a competitor ; 
but this use of such a peculiar figure raises a reasonable inference that the Hi-Class 
Baking Company intended to make use of the reputation of the appellant in the 
distribution of its bread products. Moreover, within six weeks after the Hi-Class 
Baking Company began labeling its bread ““Hon-E-Krust,” it was notified by sales- 
men that the trade-name was similar to that used by appellant, and made no investi- 
gation either as to the territory covered by appellant or as to any other matter in 
connection with the appellant’s prior use. 

Appellee contends that since he sold bread with the “Hon-E-Krust” design on 
the package prior to the time that appellant made anything but sporadic sales in 
Henderson, an injunction should not issue. However, the record clearly shows that 
the appellant had built up a state-wide business in “Honey-Krust” bread products 
long prior to appellee’s use of the particular label. Good will may exist in a given 
territory where no business is done by the possessor of the good will. White Tower 
System, Inc. v. White Castle System, 90 F. (2d) 67 [ 27 T.-M. Rep. 600] (C. C. A. 
6) ; Buckspan v. Hudson’s Bay Co., 22 F. (2d) 721 [18 T.-M. Rep. 4] (C.C. A. 5). 
If the good will exists, an injury thereto gives rise to a right of injunction. Hender- 
son was within the normal expansion of appellant’s business. It was ringed around 
with appellant’s trade routes running out from its various factories in Western Ken- 
tucky and in Southern Indiana. The statement of its extensive advertising on bill- 














ae 


Eee 








BENEFICIAL IND. LOAN CORP. v. KLINE 135 





boards and road signs to within eighteen miles of Henderson, and over the radio in 
Western Kentucky demonstrates that good will existed there on behalf of the ap- 
pellant. The state has been held to be an appropriate division of trade territory. 
Hemmeter Cigar Co. v. Congress Cigar Co., 118 F. (2d) 64 [31 T.-M. Rep. 182] 
(C. C. A. 6). Ci. Western Oil Refining Co. v. Jones, 27 F. (2d) 205 [18 T.-M. Rep. 
432] (C. C. A.6). Since positive and uncontradicted testimony establishes here the 
existence of a state-wide good’ will, the circumstance that appellee established his 
bread route a short while before appellant definitely entered Henderson is no de- 
fense to the application for injunction. 

There; remains to be considered the question whether the appellee, who dis- 
tributes the bread, is in any better position than the manufacturer whose bread be 
distributed. Since the sale of the packaged article constituted unfair competition 
with appellant’s existing trade-mark, the distributor is a; joint tort feasor with the 
manufacturer, for the owner of a trade-mark or trade-name is entitled to protection 
against innocent as well as malicious infringers. Crutcher & Starks v. Starks, 
supra; Churchill Downs Distilling Co. v. Churchill Downs, Inc., 262 Ky. 567 [26 T.- 
M. Rep. 209] ; Cuervo v. Landauer, 63 F. 1003 (C. C. N. Y.). Appellee was fully 
informed of the rights of the appellant prior to the institution of this suit. No dam- 
ages are asked, and only an injunction is prayed for. In order to protect appellant’s 
established business, appellee must be enjoined from further sales of bread packaged 
with the trade-name and peculiar mark of the appellant. Cf. Shredded Wheat Co. v. 
Kellogg Co., 26 F. (2d) 284 [18 T.-M. Rep. 399] (D.C. Conn.) ; John B. Stetson 
Co. v. Stephen L. Stetson Co., 85 F. (2d) 586 [26 T.-M. Rep. 527] (C. C. A. 2). 

The judgment is reversed and the case is remanded for further proceedings in 
accordance with this opinion. 





BENEFICIAL INDUSTRIAL LOAN CORPORATION et at. v. KLINE, 
DOING BUSINESS AS PERSONAL FINANCE COMPANY, eT AL. 


United States Circuit Court of Appeals, Eighth Circuit 
December 11, 1942 


Unrair CoMPETITION—SUITS—] URISDICTION. 

An allegation that the amount in controversy exceeds $3,000, when not traversed, is suf- 
ficient, unless it is qualified by other facts which so detract from it that the court must dis- 
miss on its own, or on defendant’s motion. 

Unrair CoMPETITION—“PERSONAL FINANCE COMPANY”—SECONDARY MEANING. 

The name “Personal Finance Company,” through its long and nation-wide use by plaintiff 
and more than 250 subsidiary corporations, held to have acquired a “secondary meaning,” 
identifying plaintiff's business exclusively. 

Unrair CompPeTITION—Use or IDENTICAL CorPORATE NAME. 

The adoption and use by defendant in a small loan business of the name “Personal Finance 

Company,” long in use by plaintiff and its subsidiaries, held unfair competition. 
Unrair CoMPETITION—SvuITs—PARTIES—DEFENSES. 

In the case at issue, the fact that plaintiff operated through corporate subsidiaries bearing 
the name “Personal Finance Company,” held not to disentitle it to assert an interest in the 

said name and good will. 
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In equity. Action for unfair competition. From a decision dismissing the com- 


plaint, plaintiff appeals. Reversed and remanded. For decision in a related case, 
see [32 T.-M. Rep. 344]. 


J. R. McManus, Des Moines, Iowa (M. H. Johnson, Des Moines, Iowa, and D. M. 
Kelleher, Fort Dodge, Iowa, with him on the brief) for appellants. 

Edward E. Baron (A. H. Bolton with him on the brief) both of Sioux City, Iowa, 
for appellees. 


Before GARDNER, WooprouGH and Tuomas, Circuit Judges. 


WooprovucH, Circuit Judge. 


This is a civil action brought by Beneficial Industrial Loan Corporation and 
Personal Finance Company of Iowa, corporations organized under the law of Dela- 
ware, against Earl L. Kline, doing business under the name and style of Personal 
Finance Company, Melvin W. Ellis, Superintendent of Banking of the State of 
Iowa, Personal Loan Society, Inc., and Mutual Loan Company, corporation organ- 
ized under the law of Iowa, to enjoin all defendants, except Ellis, from using the 
name ‘Personal Finance Company” within the State of Iowa and for an accounting 
for any profits derived by defendants from using such name in connection with 
Earl L. Kline’s small loan business and for damages sustained by plaintiffs by rea- 
son of defendants’ use of such name. All defedants, except Ellis, joined in a mo- 
tion; first, that Personal Finance Company of Iowa be dropped because of mis- 
joinder ; second, to dismiss as to Beneficial Industrial Loan Corporation for the 
reason that that company is not using the name “Personal Finance Company” ; third, 
to dismiss as to Personal Finance Company of Iowa, because it is not in competition 
with defendant Kline; and fourth, to dismiss as to the two corporate defendants be- 
cause no cause of action is stated as to either. After submission of this motion, 
the trial court on his own motion dismissed the complaint for want of jurisdiction 
on the ground that it appeared to the court from the allegations of the complaint 
that the sum in controversy did not exceed $3,000. This appeal is taken from the 
consequent judgment of dismissal. 

Plaintiff's complaint is detailed and voluminous and includes allegations that: 
Beneficial Industrial Loan Corporation, referred to as B. I. L. C., is a corporation 
owning all of the stock of more than two hundred and fifty subsidiary corporations 
through which it conducts a nation-wide small loan business. Most of these sub- 
sidiaries are incorporated under the name Personal Finance Company, or have that 
name as part of their corporate name. The Personal Finance Company of Iowa is 
one of such subsidiaries and has since December 10, 1940, under license issued by 
the Superintendent of Banking, operated a small loan business in Iowa with offices 
at Davenport. 

Plaintiff B. I. L. C. and its predecessors have since about 1924 used the name 
Personal Finance Company as the base of the corporate name of the subsidiaries 
now owned by plaintiff. Through its advertising and business methods the B. I. 
L. C. and its subsidiaries have built up good will and a reputation of service, finan- 
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cial responsibility and fair dealing throughout the United States. It has expanded 
so that today, through its subsidiaries, B. I. L. C.’s volume of business is in excess 
of $100,000,000 per annum and its total capital is approximately $75,000,000. It is 
one of the largest small loan corporations in the world. It appears that B. I. L. C. 
has expended large sums of money, running into millions of dollars, in promoting the 
name “Personal Finance Company” in connection with its small loan business. This 
advertising was done through newspapers, magazines, by direct mail, and by net- 
work radio broadcasting, and has covered the State of Iowa as well as the rest of 
the United States. In addition, some 500,000 credit cards have been issued to cus- 
tomers throughout the United States whose course of dealing with plaintiff and 
subsidiaries justified the extension of credit, many of such customers being 
migratory. 

It is also alleged that, for several years prior to 1934, B. I. L. C. had subsidiaries 
operating in Iowa under the following names: Personal Finance Company of Cedar 
Rapids, Personal Finance Company of Council Bluffs, Personal Finance Company of 
Dubuque, and Personal Finance Company of Sioux City. In 1934 these subsidiaries 
were liquidated and B. I. L. C. withdrew from the State of Iowa until 1940, when 
the plaintiff Personal Finance Company of lowa obtained a license to and did engage 
in the small loan business in lowa. 

The gist of this portion of the complaint is that B. I. L. C. and its subsidiaries 
had acquired through long usage, advertising and promotions, the exclusive right 
to the trade-name “Personal Finance Company,” and that such name was identified 
with B. I. L. C. and its subsidiaries, and that the plaintiffs have the exclusive right 
to the use of said name throughout the United States and in lowa. 

It is alleged that defendant Earl L. Kline is an individual who since January 
2, 1941, has been engaged in the small loan business in Iowa under the name Per- 
sonal Finance Company, with offices at Sioux City. As to the two corporate de- 
fendants, Personal Loan Society and Mutual Loan Company, it is alleged that 
though they have no interest in the trade name “Personal Finance Company” they 
wrongfully assert such interest in themselves and have assumed to authorize Mr. 
Kline to use that name in his business. 

Plaintiffs allege that Mr. Kline chose the name “Personal Finance Company” 
with the intent and purpose of attempting to appropriate to his own use the value of 
plaintiff's good will and reputation by leading the borrowing public to believe 
that he was identical with or identified with plaintiffs and their business. This 
conduct, it is asserted, constitutes unfair competition, has inflicted injury upon 
plaintiffs and will continue to do so unless Mr. Kline restrained from further use 
of the trade-name. 

Plaintiffs in seeking reversal of the trial court’s order, contend that the complaint 
stated facts disclosing that the amount in controversy exceeded the sum of $3,000. 
The bill also alleges directly that the sum in controversy exceeds the jurisdictional 
amount. Such a general allegation when not traversed is sufficient, unless it is 
qualified by other facts which so detract from it that the court must dismiss on its 
own or on defendants’ motion. Gibbs v. Buck, 307 U. S. 66; KV OS, Inc., v. Asso- 
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ciated Press, 299 U. S. 269. Though the allegations of jurisdictional facts are not 
challenged by the defendant, the court may insist that such facts be established, and 
for that purpose the court may demand that the party alleging jurisdiction justify | 
his allegations by a preponderance of evidence. McNutt v. General Motors Accept- 
ance Corp., 298 U. S. 178. In this case the trial court was of the opinion that the 
plaintiffs’ claim as stated was one which they could neither jointly nor severally be 
legally permitted to sustain by evidence, and therefore the general allegation of a 
jurisdictional sum in controversy was of no avail. 

Though the case is here on the issue of jurisdiction, a determination of that issue 
requires an inquiry into the question of whether the use by the defendant Kline 
of the name “Personal Finance Company” would establish a cause of action in favor 
of the plaintiffs because of any right previously acquired in the use of that name. 
In order for such a cause of action to arise, the term “Personal Finance Company” 
must be a term subject to appropriate and exclusive use and a proper subject of 
property right which has a value recognized by law and which the law will protect. 

That a corporate name or trade-name may become a property right is well estab- 
lished by authority. Standard Oil Co. of New Mexico v. Standard Oil Co. of 
California, 10 Cir., 56 F. (2d) 973 [22 T.-M. Rep. 363] ; Standard Oil Co. of New 
York v. Standard Oil Co. of Maine, 38 F. (2d) 677 [21 T.-M. Rep. 107] ; American 
Steel Foundries v. Robertson, 269 U. S. 372 [13 T.-M. Rep. 289] ; Iowa Auto Mar- 
ket v. Auto Market & Exchange, 197 lowa 420, 197 N. W. 321 [14 T.-M. Rep. 311]. 
The concept is well stated in Standard Oil of New York v. Standard Oil of Maine, 
supra. 


The good will in business is a valuable asset, and in modern commercial life it is 
frequently built upon a trade-name. Any trade-mark or name not unlawful in itself nor 
against public policy, which has become of a pecuniary value or a business advantage, 
becomes a property right, and as such, is entitled to the protection afforded by the courts. 


It was the trial court’s view, however, that the term in controversy here was 
generic and merely descriptive of the business engaged in. There is a rule that such 
a term cannot constitute a trade-mark or trade-name the right to the exclusive use 
of which will be secured to one in preference to others engaged in the same busi- 
ness. Jowa Auto Market v. Auto Market & Exchange, supra, and cases there 
cited. But plaintiffs alleged in their complaint that this trade name had by long and 
extensive use acquired a secondary meaning as identifying the parent company and 
its subsidiaries and the business thereof in Iowa, and throughout the United States. 
The law recognizes that such a secondary meaning may be acquired.’ 


1. “Words or names which have a primary meaning of their own, such as words descriptive 
of the goods, or the place where they are made, or the name of the maker, and which are not 
capable of exclusive appropriation as a trade-mark, may nevertheless by long use in connection 
with the goods or business of a particular trader come to be understood by the public as designat- 
ing the goods or business of that particular trader. Such words have both a primary and sec- 
ondary meaning. In their primary sense, they are, ‘publici juris, and all the world may use 
them, but they must be used in such a way as not to falsely convey the secondary meaning, for this 
would constitute unfair competition as tending directly to pass off the goods or business of one 
man as and for that of another. This is what is known as the doctrine of secondary meaning 
and its perception by the courts was the genesis of the law of unfair competition distinguished 
from technical trade-marks.” 63 Corpus Juris, 393, Sec. 102. 
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In Motor Accessories Mfg. Co. v. Marshalltown Motor Material Mfg. Co., 167 
Iowa 202, 149 N. W. 184 [4 T.-M. Rep. 540], though it was held that the similarity 
in the names of the corporations was not such as to cause confusion, the court said: 










Even where the name, symbol, or device used is not one that can be protected as a trade- 
name or’mark, equity will protect one in the use of it, where it has, by long use, obtained a 
secondary meaning, as designating the goods of one particular person, and where by use 
of it, the public has come to know his goods by that name or symbol. 








Of like importance is the following language in Western Auto Supply Co. 
Knox, 10 Cir., 93 F. (2d) 850 [28 T.-M. Rep. 112], where Knox had engaged 
business under the name Western Auto Salvage Company : 


me 


n 











Confined to their primary meaning . . .. words which are merely descriptive of the mer- 
chandise are not capable of exclusive appropriation. But where words of that character 
have been used so long and so exclusively by a trader or distributor with reference to his 
merchandise that they are generally understood to mean and denote such merchandise, 
they acquire a secondary meaning quite apart from their primary significance and he may 
restrain their perfidious use by another if it causes deceit and injures his business. 






















Other cases uphold the doctrine of secondary meaning: Armstrong Paint and 
Varnish W orks v. Nu Emanel Corp., 305 U. S. 315; Coca-Cola Co. v. Koke Co., 254 
U. S. 143 [10 T.-M. Rep. 441]; Standard Varnish Works v. Fisher, Thorsen & 
Co., 153 F. 928; Rubber & Celluloid Products Co. v. Star Brush Mfg. Co., Inc., 22 
F, (2d) 415; [18 T.-M. Rep. 117] ; American Products Co. v. American Products 
Co., 42 F. (2d) 488 [20 T.-M. Rep. 573] ; Indian Territory Oil and Gas Co. v. Indian 
Territory Illuminating Oil Co., 10 Cir., 95 F. (2d) 711. 

It seems clear that plaintiffs alleged sufficient facts in their complaint to state a 
cause of action in their favor within the doctrine of secondary meaning. Plaintiffs 
set out at great length the manner in which the name “Personal Finance Company” 
came to be adopted and the type of business organization used. It is alleged that the 
term was used over a long period of years and on a nation-wide scale. A large 
clientele was accumulated which came to know the reputation and business practices 
i of the organization. By extensive advertising campaigns the general public was 
likewise informed of the services and accommodations of the organization. In the 
present state of the record these allegations must be taken as true. 

We must assume that, as a result of this widespread business activity of the 
B. I. L. C. and its nation-wide advertising, good will of very great value has been 
established. That there has been opportunity for the establishment of a 
reputation for financial responsibility, business integrity and fair dealing. 
That such reputation is identified with the name “Personal Finance Com- 
pany.” That, although it is descriptive in nature, the term has acquired 
a secondary meaning in Iowa and elsewhere in the United States, which 
adheres to this organization, and the public has come to know the lending services 
of B. I. L. C. by that name. Under such circumstances, when another engages in 
the same kind of small loan business under the name Personal Finance Company 
confusion will arise and the public will be deceived. The junior organization becomes 
identified with the senior organization, with the result that an imposter feeds upon 
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the fruits of the labors and expenditures of the others and reaps where the others 
have sown. Such is the essence of unfair competition. “Personal Finance Company” 
has become B. I. L. C.’s trade-name, an intangible property interest and right of 
great value, and defendants have no investment or right in it. 

The appellees stress a contention that it should be inferred from the complaint 
that B. I. L. C. is a mere holding company and that its only interest in the small 
loan business and the name “Personal Finance Company” is that of a stockholder in 
corporations which carry on such business and use the name, and cases are cited 
which establish that a stockholder in a corporation is not a proper party to maintain 
suit against third persons on a cause of action which belongs to the corporation and 
in which he has no interest except through his stock ownership. The point is not 
without difficulty and we are not cited to cases deemed controlling of the situation 
here presented. But it appears from the allegations of the complaint that it is B. I. 
L. C. which has controlled the policies and the business conduct and directed and 
made the vast advertising expenditures which altogether and as a whole produce the 
intangible property right in the name which is involved in this suit. If B. I. L. C. 
had done the things which it alleges that it did through individual instead of through 
corporate agents, there could be no question of its interest in the name and good 
will or of its being the proper party to sue to protect the same. Instead, it has em- 
ployed and directs its subsidiary corporations, in which it owns all of the stock, to 
carry out its policies and execute the local transactions from day to day. The some- 
what intangible property right thus brought into existence is obviously national 
(and even international) in its scope and must inhere in continuous national (and 
international user. As the elements that make it up, directing the unified policy, 
maintaining continuous unified control and carrying on the national (and interna- 
tional) advertising under unified plan, are all things said to be done by B. I. L. C., 
we think the allegations of the complaint that B. I. L. C. has a property right in the 
name of great value may not be disregarded and that the allegations are sufficient to 
show that it is a proper party plaintiff in the action. The right which it asserts is 
not the same right that could be claimed by any single subsidiary corporation. None 
of such merely local agencies could claim contributions or user of the same kind or 
extent as that of B. I. L. C. Therefore, unless the right of B. I. L. C. to maintain 
the action is recognized and sustained, the anomaly would be presented of the exist- 
ence of a private right that cost and is said to be worth millions of dollars without 
any party in interest competent to sue in the courts for its protection. There is no 
question that the employment of corporate agencies by plaintiff to build up and 
maintain the small loan business under the name in question is in all respects lawful, 
nor is there any reason to deny the protection of law to the very great property right 
that has resulted. We think it clear that B. I. L. C. is shown to be a party in interest 
entitled to maintain the action. Its subsidiary corporation joined as co-plaintiff 
also has an interest, different in its extent and value but provable on the trial of the 
action. 

The matter in controversy here is the trade-name in question and the sum in 
controversy is not alone the damage which is claimed to have been done by the 
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defendants but is the value of the property interest in that trade name. In Indian 
Territory Oil & Gas Co. v. Indian Territory Illuminating Oil Co., 10 Cir., 95 F. 
(2d) 711 [28 T.-M. Rep. 295], where the defendant was restrained from using the 
words “Indian Territory” as part of its name, the court said: 














The test in determining the amount in controversy in a case of this kind presenting a 
continuing wrong to an established business growing out of unfair trade practices is not 
the immediate pecuniary damages arising from the wrongful act. It is the value of the 
business or the right to be protected; and business reputation or good will is an intangible 
asset to be taken into consideration in ascertaining the extent and value of the business or 
right. See Bitterman v. Louisville & Nashville R. R. Co., 207, 205; Standard Oil Co. of 
New Mexico v. Standard Oil Co. of California, 10 Cir. 56 F. (2d) 973 [22 T.-M. Rep. 363]. 


In Harvey v. American Coal Co., 7 Cir., 50 F. (2d) 832 [21 T.-M. Rep. 495], 
a case involving unfair competition in the use of the name “Pocahontas” by coal deal- 
ers, the court said: 





























It is the good will—the right to the exclusive use of the name—which is endangered, 
and the bare statement of the facts conclusively indicates a value many times larger than 
the jurisdictional amount. 





The allegations in the complaint at bar likewise adequately show the amount 
in controversy to be many times in excess of $3,000. 

Many other issues were raised both by plaintiffs and defendants in the briefs 
and in oral argument, but they go to the merits of the case and their disposition 
is not essential to this decision. The question here to be determined is whether 
plaintiff's complaint put in controversy the requisite jurisdictional amount, and we 
hold that it does. 

The order of the trial court is reversed and the case remanded for further pro- 
ceedings. 


FALSTAFF BREWING CORPORATION v. LEMP BREWING COMPANY 
United States District Court, E. D. Illinois 
December 28, 1942 


TRADE-MARKS—‘“FALSTAFF” AND “LEMP”’—WITH SHIELD DeEsIGNs DIFFERING IN APPEARANCE— 
Non-ConFLicTING MARKS. 
A trade-mark consisting of a shield having a graceful outline and an unusual arrangement 
of ornamental features (displaying the word “Falstaff”) held not to be confusingly similar 
to ordinary rectangular shield, featuring the word “Lemp.” 
Unrair CoMpETITION—SHIELD DesIGns—UseE oF DISTINGUISHING FEATURES. 
Notwithstanding that plaintiff purchased a mark consisting of the word “Falstaff” and a 
shield design from the Lemp Company, and thereafter defendant purchased the name “Lemp” 
from the said company, there was no historical background such as to cause confusion in 
the public from the concurrent use of the two marks, and hence no unfair competition. 


In equity. Action for trade-mark infringement. Complaint dismissed. 


Carr, Carr & Gravely, St. Louis, Mo., and Kramer, Campbell, Costello & Wiechert, 
East St. Louis, IIl., for plaintiff. 
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Arthur Felsen, East St. Louis, IIll., and John B. Rippey, St. Louis, Mo., for defend- 
ant. 


Wua\, District Judge: 


After a study of the testimony and exhibits in this case in the light of briefs and 
written and oral arguments of counsel, I have come to the conclusion that there is no 
deceptive similarity between the registered trade-marks of the plaintiff and the 
labels and bottle caps used by the defendant of which plaintiff makes complaint. 
Plaintiff has three separately registered trade-marks that are involved in this suit. 
One consists of the word “Falstaff.” One consists of a unique outline of a shield 
with a single notch in the upper righthand corner. One consists of a beveled shield 
with a single notch of the same shape and form as the other but having a wide white 
band extending across the field inclining upwardly from left to right and a line 
extending diagonally from upper left portion to lower right with bronze color to the 
right and black to the left of said line on the portions of the field not covered by the 
white band. In use plaintiff has varied its combinations of color on the shield. De- 
fendant’s labels and bottle caps carry an ornamental shield with two notches on each 
side which plaintiff says infringes its shield trade-marks. An examination of plain- 
tiff’s shield trade-mark discloses a shield peculiarly graceful in outline and unusual 
in balance which is quite unlike the more usual modified rectangular shield design 
used by defendant. If the two be placed side by side and observed carefully, there is 
little, if any, similarity. If they be looked at alternately and casually, there is noth- 
ing in one to cause it to be confused in memory or otherwise with the other. The 
outline and balance of the two are dissimilar, the tops, sides and bottoms are dis- 
similar and the ornamentations are dissimilar. It is true that both have white panels 
across them inclining upwardly from left to right and the red field used on defend- 
ant’s labels above and below the panels resembles the colors sometimes used on plain- 
tiff’s trade-mark in certain advertising, though not used on the labels on plaintiff’s 
bottles. Bronze edges are used on the shields of both parties. But there is a striking 
difference in the impression made by the panels, coloring and edging as used in the 
two shields. This seems to be due to the very considerable variation in the degree 
of the upward slant of the white panels across the respective shields and to the dis- 
similar proportion and shape of the colored fields above and below the panel in each 
shield ; also to the marked difference in the form of outline of the shields with the 
narrow bronzed edge on defendant’s as distinguished from the broad bronzed edge 
on plaintift’s shield. I fail to find any imitation, colorable or otherwise, of plaintiff's 
shield by that of the defendant or any similarity which should be misleading to the 
most casual observer. The appearance of plaintiff’s shield on the bottles which con- 
tain plaintiff's product and the appearance of defendant’s shield on defendant’s 
product is strikingly different and when the word “Falstaff” and the word “Lemp” 
is superimposed on the respective labels confusion would seem to be entirely im- 
probable. I find that the defendant’s labels and bottle caps and the designs thereon 
do not infringe the registered trade-marks of the plaintiff. Rytea Co. v. Ryan, 126 
F. (2d) 952; Time, Inc. v. Viobin Corporation, 128 F. (2d) 860 [31 T.-M. Rep. 
453]. 
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The evidence wholly fails to show any deception of any consumer by reason of 
the alleged infringement or any damage to the good will which is appurtenant to 
plaintiff's ownership and use of its trade-marks on its goods and in connection with 
its advertising. The evidence fails to show any deceptive practices on the part of 
the defendant and any palming off of the goods of the defendant for that of the 
plaintiff. 

It would seem an extreme position to hold, as contended by plaintiff, that the 
historical background of plaintiff’s shield, shown by the evidence, together with the 
historical background of the names “Falstaff,” used by the plaintiff, and “Lemp,” 
used by the defendant, must deprive the defendant of all right to use any shield design 
whatever in connection with its name “Lemp.” Plaintiff’s trade-marks trace back 
to the Wm. J. Lemp Brewing Company, St. Louis, U. S. A., an old and widely 
known company which manufactured both Falstaff and Lemp beers and used the 
shield, now owned by plaintiff, with the names “Falstaff” and “Lemp” superimposed 
on the shield on containers and bottles of the respectively designated products. 
About the year 1921 plaintiff was incorporated and acquired the name and trade- 
mark “Falstaff” and the shield trade-marks from said Wm. J. Lemp Company, 
St. Louis, U. S. A., together with the good will appurtenant thereto. The contract 
of assignment specifically provided that plaintiff acquired no right to the name 
“Lemp” or the name “Wm. J. Lemp Brewing Company.” Several years later the 
predecessors of the defendant acquired the right to the name “Lemp” and to the 
name “Wm. J. Lemp Brewing Company,” together with the formulae, records, em- 
blems and medals of the original Lemp Company which have come to the defendant 
by subsequent assignments. It is conceded that the plaintiff has no right whatever to 
the use of the name “Lemp” and that the defendant has no right to use the name 
“Falstaff” or to use a shield design which is similar to or a colorable imitation of 
plaintiff's shield trade-marks acquired as aforesaid. It is said, however, that by 
reason of said historical background, the use by the defendant of any shield, even 
though not similar to plaintiff’s shield, in combination with the word “Lemp,” brings 
about an historical association in the minds of beer consumers which may enable 
dealers to palm off Lemp beer for Falstaff beer or as having been manufactured by 
the same company. Such possibility would seem to be remote. If it exists at all, it 
will rise to the dignity of an infringement or constitute unfair competition only 
when there is evidence of an actual deception and confusion arising from the use of 
such dissimilar shield in connection with the name “Lemp,” or of an actual palming 
off by reason thereof. The Rytex Company v. Ryan et al., supra; Time, Inc. v. 
Viobin Corporation, supra; Schiltz Brewing Co. v. Houston Ice Co., 250 U. S. 27 
[9 T.-M. Rep. 279]. Such evidence does not appear in this case. Indeed, the record 
here shows rather plainly that there has been no deception and no palming off of 
Lemp beer for Falstaff beer and that the likelihood of such is remote as long as 
each uses its name in bold letters on the white panel on the labels on their respective 
products. There is no substantial evidence of any purpose or intent on the part of 
defendant to imitate or simulate plaintiff’s trade-mark or to confuse the minds of con- 
sumers and none that such confusion has resulted. 
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The plaintiff's complaint will be dismissed for want of equity. Counsel for 
defendant may prepare findings of fact in accordance with the stipulated facts and the 
findings suggested herein, together with conclusions of law pursuant hereto, and 
present same, upon notice. 





VICKERS, INC. v. FALLON, borne Business as VICKERS BROACH AND 
GAGE COMPANY 


United States District Court, E. D. Michigan 
January 9, 1943 


TRADE-MARKS—EFFECT OF REGISTRATION—ACT oF 1905 

A trade-mark registered under the Act of 1905 is presumed to be valid. 

TRADE-MARK INFRINGEMENT—‘“VICKERS” AND “VICKERS” WITH DeEsIGN—NoNn-CONFLICTING 
Marks. 

A mark consisting of the name “Vickers” alone, held not to infringe a mark showing the 

word “Vickers” distinctively displayed and accompanied with a distinctive design. 
Unrair CoMPETITION—“VICKERS’—USE OF SAME SURNAME. 

The adoption by defendant of the name “Vickers” as a trade-mark and trade-name after 
plaintiff had through long use identified such name with its business, held unfair com- 
petition, particularly as no one bearing ‘such name had ever been identified with defendant. 

Unrair CoMPETITION—SUITS—DEFENSES. 

Defendant’s statement that plaintiff wrongfully selected the name “Vickers” from the 
name of an English company, held to be more of an argument against defendant than 
against plaintiff, the latter being better known in the United States than the English com- 
pany. 


In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment for plaintiff as to unfair competition ; complaint dismissed as to infringement. 


Barnes, Kisselle, Laughlin & Raisch (Stuart C. Barnes, John M. Kisselle, Robert A. 
Choate, and Ralph L. Tweedale of counsel) all of Detroit, Mich., for plaintiff. 
George W. Bixler and Robert Adolph Sloman, both of Detroit, Mich., for defendant. 


TuTt_e, District Judge: 


Plaintiff herein, Vickers, Inc., a corporation of Michigan, is suing Albin F. 
Fallon, an individual operating under the assumed name of Vickers Broach and 
Gage Company, for infringement of a registered trade-mark and for unfair trade 
practices commonly called Unfair Competition. The defendant is registered to do 
business under the Assumed Name Statute of Michigan. The trade-mark sued upon 
is registration No. 356,186 and consists of the name “Vickers” in capital letters with 
a larger “V,” the right arm of which is extended horizontally over the other letters 
of the name so that the “V” makes a sort of radical sign. Also, superimposed on the 
“V”’ is a design which represents the cross section of a vane type pump; it looks like 
a rotor member with vane elements projecting radially from it within a circular 
housing. This is a registration under the Act of February 20, 1905 (U. S. C. Title 
15, Sec. 81). 
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The plaintiff has made extensive use of the trade-mark and name “Vickers” with 
the radical ““V” and it has used a mark identical with the registration, at least to 
some extent. The predecessor of the plaintiff was Vickers Manufacturing Com- 
pany, a copartnership of California organized in 1921 by Harry F. Vickers and 
others, and incorporated under the laws of California in 1927. In this original 
business, broaching machines and presses of many kinds were made. In 1929, the 
plaintiff corporation was organized under the name “Vickers, Inc.”, and Harry F. 
Vickers has been actively associated with the plaintiff organization as stockholder 
and officer throughout its life and up to the present time. Vickers, Inc., has its main 
plant located in Detroit, Michigan. 

The plaintiff is engaged in the manufacture of hydraulic equipment of all kinds, 
including pumps, motors, transmissions, valves, flow controls, valve banks, control 
panels and a large number of other items. A main part of the plaintiff's business 
is the providing of controls and actuators for machine tools, such as broaching 
machines, milling machines, grinding machines, etc. Plaintiff also makes broaches 
and gages for its own use. The control panels and speed adjustments are prominently 
located on the machine tools and the name “Vickers” is displayed thereon. Plain- 
tiff is undoubtedly one of the largest concerns of its kind, employing thousands of 
workers and having sales offices in the major cities of the country, with sales 
throughout the United States. 

Plaintiff has advertised extensively on a nation-wide scale in such magazines as 
Tool Engineer, Iron Age, Steel, etc. Plaintiff has established a fine reputation, 
not only locally in Detroit, but throughout the nation in the particular industry in 
which the parties are both engaged, namely, the machine tool field. 

Defendant has used the name “Vickers” in his firm name, on his stationery 
cards and shipping labels, and on his products shipped in interstate commerce. The 
name “Vickers” is given prominence in its uses either by coloring or through dis- 
tinctive design and enlarged letters. In his later uses, defendant has extended each 
letter of the name back into parallel shadings. Defendant is manufacturing broaches 
and gages principally, although he has attempted to register his mark in the Patent 
Office on such products as broaching machines, spline grinders, tools, dies, broaches 
and gages. There has never been anyone by the name of “Vickers” connected with 
defendant. 

It is my conclusion here that there is a single cause of action on which the plain- 
tiff relies ; that is, that the name “Vickers” has been taken and used by defendant. 
That, in the end, is all plaintiff is complaining about. Now in the same way, I would 
say there are two grounds of action for that one cause of action: First, infringement 
of a registered trade-mark ; and, second, unfair competition. 

Relative to the first ground, I think the plaintiff has a valid trade-mark. It is 
first of all presumed to be valid and I have heard nothing in the proofs that changes 
my mind about the validity. U. S. C. Title 15, Sec. 96; Chapin-Sacks Manufac- 
turing v. Hendler, 254 F. 555 [9 T.-M. Rep. 123]. It is a very distinctive looking 
mark, just with the word “Vickers” and the radical sign alone extending from the 
right crotch of the ‘““V” over the remaining letters of the word. In addition, the 
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wheel or rotor configuration is added to the “V.” The trade-mark in suit is a valid 
registered trade-mark. 

Our next step relative to the first ground of action is that of infringement of that 
valid trade-mark. There is no dispute about what the defendant has done. He has 
not used the radical sign at all; he has not used the wheel at all; and, on the other 
hand, he has used the word “Vickers.” The two uses of the word “Vickers” to the 
eye do not look alike, except that they are the same word “Vickers.” Beyond the 
bare fact that it is the same letters producing the same word, there is no similarity, 
and I hold that there is no infringement of the registered trade-mark. Such cases 
as Stark v. Stark Bros. Nurseries & Orchards Co., 257 F.9 (1919) [9 T.-M. Rep. 
182] ; Rossman v. Garnier, 211 F. 401 (1914) [18 T.-M. Rep. 275] and Queen Mfg. 
Co. v. Isaac Ginsberg & Bros. Inc, 25 F. (2d) 284 (1928) [4 T.-M. Rep. 183], 
have been cited by the plaintiff to show that the use of a name, which is the major 
part of a registered mark, is infringement even if the infringing user does not adopt 
the registered design. However, I still hold that in this case at bar the use of the 
name only of the registered mark is not infringement. 

At the time the plaintiff's trade-mark was registered, the plaintiff had used this 
name “Vickers” in such a way that, standing alone without any decorations, adorn- 
ments, or fixing up at all, it had acquired a secondary meaning and was identified 
in the trade with the goods manufactured by the plaintiff. 

The first ground for the cause of action, namely, the alleged infringement of the 
registered mark being clearly a federal matter, give this court, jurisdiction. The 
other ground for the cause of action, namely, unfair competition, is a local matter, 
and does not, of itself, give this court jurisdiction. There is no diversity of citizen- 
ship here. 

The question is whether these two grounds of action are so hitched together 
and related that this court, having taken purisdiction on the federal matter, and 
after deciding that there is no infringement of the registered trade-mark, may never- 
theless take up the question of unfair competition and enter a decree in that matter 
which standing alone would belong to the state court. 

In Hurn v. Oiirsler, 77 L. Ed. 1148, 289 U. S. 238 [23 T.-M. Rep. 267] 
(1933), the Supreme Court held that, in a case involving alleged violation of federal 
copyright and a complaint of unfair competition, the court should consider the latter 
question even though it had decided that there was no copyright infringement and 
in spite of there being no other basis for federal jurisdiction of the unfair competi- 
tion matter. There the court said: 


The distinction to be observed is between a case where two distinct grounds in support 
of a single cause of action are alleged, one only of which represents a federal question, and 
a case where two separate and distinct causes of action are alleged, one only of which is 
federal in character. In the former, where the federal question averred is not plainly 
wanting in substance, the federal court, even though the federal ground be not 
established, may nevertheless retain and dispose of the case upon the non-federal ground; 
in the latter it may not do so upon the non-federal cause of action. 


See also Armstrong Paint & Varnish Works v. Nu-Enamel Corporation, 83 L. Ed. 
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195, 305 U.S. 315 (1938) ; L. E. Waterman Co. v. Gordon, 72 F. (2d) 272 (1934) 
(C.C. A. 2) [24 T.-M. Rep. 343]. 

Plaintiff has alleged two distinct grounds in support of a single cause of action. 
The cause of action, the thing complained of, the relief asked, is just the same under 
one of the grounds as the other and it consists of the use of the name “Vickers” by 
defendant in violation of the rights of plaintiff. Defendant has taken this name 
and used it on its articles of manufacture, in its advertising, on its letterheads, and 
held itself out to the public under this assumed name. 

Therefore, I hold this court has jurisdiction over the second ground of unfair 
competition, although I hold that infringement of the registered mark does not exist. 
I am convinced that plaintiff and plaintiff's counsel have acted in good faith in alleg- 
ing the infringement of the registered mark in support of their cause of action. 

This leads to a consideration of the ground of unfair competition. I shall inter- 
pret the law of Michigan on unfair competition and apply it to this case. Erie Rail- 
road Co. v. Tompkins, 304 U. S. 62, 82 L. Ed. 1188 (1938). 

Has this conduct on the part of the defendant misled the public and acquired 
for this defendant some of the good will which belongs to the plaintiff ? 

I am satisfied that the situation is such that, if the defendant should produce goods 
of poor quality, the plaintiff would be harmed. Plaintiff should not be required to 
keep watch of another organization over which it has no control to see that this 
other organization runs its business in such a way that it will not harm the plain- 
tiff. 

Defendant urges that plaintiff was at fault in selecting the name “Vickers,” since 
there was a company in England by the name of “Vickers.” That is a more eloquent 
argument against the defendant than it is against the plaintiff. The name “Vickers,” 
Inc.” is much better known in Detroit, Michigan, and in the United States, than 
this Vickers of England ever was. 

In spite of the claim by defendant that he selected his name because of the English 
company, I find that he selected it for the express purpose of acquiring some good will 
which has been created by Vickers, Inc. Plaintiff has taken its name from the original 
Vickers Manufacturing Company of California, organized by Harry F. Vickers, 
who has been active throughout the history of the present plaintiff company. The 
good reputation of plaintiff has been built around the name of its original founder, 
Harry F. Vickers. 

Defendant has urged that there is no actual competition between the two com- 
panies. I hold that it is unfair competition in the business world even though the 
plaintiff had never made a single one of the things which defendant has made. If 
their businesses are so close together, so related in the same shops, in the same fac- 
tories, and so dovetailed together that the public are going to think that this plain- 
tiff, with its great, good reputation around Vickers, Inc., has started in to make these 
broaches and gages, then it is sufficient to make it unfair competition. The damage 
as shown by the above decisions, and I hold that it is not the law and ought not to be. 
and the field of operations is such that the public would be led to believe, and many 
did believe, that defendant was a branch of, or subsidiary of, the plaintiff and in that 
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way defendant has enjoyed some of the good will of the plaintiff to the injury of the 
plaintiff. Wall v. Rolls-Royce of America (C. C. A. 3), 4 F. (2d) 333 [15 T.-M. 
Rep. 239]; Aunt Jemima Mills Co. v. Rigney, 247 F. 407 [8 T.-M. Rep. 163]; 
Akron-Overland Tire Co. v. Willys-Overland Co., (C. C. A. 3), 273 F. 674 [11 
T.-M. 281] ; L. E. Waterman v. Gordon, 72 F. (2d) 272 (C.C. A. 2) [24 T.-M. Rep. 
343]. | 

The Borden case upon which defendant relies has not been followed by the courts 
as shown by the above decisions, and I hold that it is not the law and ought not to be. 
Borden Ice Cream Co. v. Borden’s Condensed Milk Co., 201 F. 510 [3 T.-M. 
Rep. 80]. 

This similarity of names has caused confusion in the minds of people engaged in 
this business field. There has been much confusion relative to the mail being received 
by these two concerns. It is all due to the similarity of names coupled with the fact 
that plaintiff has a big reputation and is well known, while defendant is starting in 
and is little known. Defendant has urged that the corporate charter of plaintiff 
would permit plaintiff to manufacture broaches and gages. The language of the 
articles of incorporation is sufficiently broad to permit such manufacture. In any 
event, this defense has no merit. 

There will be an injunction issued restraining the defendant from using the name 
“Vickers” in connection with his business in any way. The actual damages to 
plaintiff to date have been very little, and I find such damages to be nominal and 
therefore make no reference toa Master. Costs will be taxed in favor of plaintiff. 





THE GEORGE W. LUFT COMPANY, INC. v. ZANDE COSMETIC CO., 
INC., ET AL. 


United States District Court, Southern District New York 
December 30, 1942 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SUITS—PARTIES—STATE Laws, NEw 
York. 

Where plaintiff’s predecessors, a New York corporation, had been dissolved prior to the 
registration of the former’s trade-mark “Tangee,” and the assignment of the business and 
good will was executed by the officers of the dissolved company instead of by its directors, 
defendant’s contention that the assignment was invalid held unsound, inasmuch as Sec. 105 
of the New York State Corporation Law provides that a dissolved corporation shall con- 
tinue for the purpose of distributing its assets and winding up its affairs. 

TRADE-MARK INFRINGEMENT—“TANGEE” AND “ZANDE” ON COSMETICS—CONFLICTING MARKS. 

The word “Zande” held to be confusingly similar to the word “Tangee,” both marks being 
used on cosmetics. 


TRADE-MARKS—“TANGEE” AND “V1z-ZAN-DE”—NON-CONFLICTING MARKS. 
The word “Viz-Zan-De” held not to be confusingly similar to “Tangee.” 
TRADE-MARK INFRINGEMENT—SUITS—PLEADING AND PRACTICE. 
One whose trade-mark has been infringed is not compelled to wait before seeking relief till 
proof of actual instances of confusion have been secured. 
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TRADE-MARK INFRINGEMENT—USE OF SIMILAR TRADE-MARK IN CorPoRATE NAME. 

The use by defendants of the corporate name “Zande Cosmetic Co., Inc.” held to confuse 
the public with plaintiff’s product sold as “Tangee”; and it makes little difference, if the 
result is to confuse the public, whether the confusion is due to the use of a corporate name 
or to the use of a trade-mark. 

TRADE-MARK INFRINGEMENT—“ZANDE” FOR COSMETICS—BEARING OF FOREIGN REGISTRATION. 

That defendants had registered the word “Zande” as a trade-mark for cosmetics in sev- 
eral foreign countries held irrelevant and inadmissible, inasmuch as such registration has only 
such validity and protection in a foreign country as the foreign law accords it. 

TRADE-MARK INFRINGEMENT—SUITS—LACHES. 

In the case at issue, where plaintiff opposed defendant’s application to register the word 
“Zande” in the Patent Office, and subsequently brought suits against dealers of goods bearing 
that mark held that there was no laches, notwithstanding that three years and eight months 
had elapsed since plaintiff’s opposition was sustained. 


In equity. Action for trade-mark infringement and unfair competition. Decree 
for plaintiff. 


Breed, Abbott & Morgan (Charles H. Tuttle and Gerald J. Craugh of counsel), 
all of New York, N. Y., for plaintiff. 

Frederick L. Kane, New York, N. Y., for defendant Zande Cosmetic Co., Inc. 

Stephen D. Finale (Maurice J. Moore of counsel), both of New York, N. Y., for 
defendant Tsirkas. 


GopparbD, District Judge: 


This is a suit for trade-mark infringement and unfair competition. The plain- 
tiff, the registered owner of the trade-mark “Tangee”’ for lipsticks, rouge and other 
cosmetics, seeks an injunction against the defendants’ use of the word “Zande’”’ or 
“Viz-Zan-De” as a trade-mark for similar products and the use of the defendants’ 
corporate name; also an accounting. There is no diversity of citizenship, both plain- 
tiff and defendant being New York corporations. Jurisdiction is founded upon 
the Federal Trade-Mark Act of February 20, 1905 (15 U. S.C. A. § 81 et seq.). 
The defendant, Aristides Tsirkas, who controls and manages the corporate defend- 
ant, is a resident of New York. 

The trade-mark “Tangee’”’ was adopted for its product by The George W. Luft 
Company, Inc., the predecessor of the plaintiff and of identical name with that of 
plaintiff in December, 1920, and has been used by plaintiff and its predecessor 
continually since that time. Its products have been widely advertised and sold 
throughout the United States and many foreign countries, and for years has been 
the largest selling lipstick in America. 

Plaintiff’s trade-mark “Tangee” was first registered in the United States Patent 
Office on January 15, 1924; that registration covered lipstick and rouge. Plaintiff's 
registration No. 192049 dated November 24, 1924, covers complexion powder, face 
lotions and nail polish. Plaintiff's registration No. 214022, dated June 15, 1929, 
covers lipstick, creme rouge, compact rouge, cleansing cream, etc. Plaintiff’s reg- 
istration No. 338256 dated September 1, 1936, covers the word “Tangee” and cer- 
tain decorative matter upon the package then used by plaintiff; also face powder 
and rouge. 
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In 1932 the defendant Tsirkas became connected with Michel Cosmetics Inc., 
organized by George L. Michel, formerly chief chemist for the plaintiff and uncle by 
marriage of Tsirkas. Through the association of Tsirkas with the Michel Cosmetics 
Inc., he learned of the formula used by it which he knew differed only in color from 
that employed by the plaintiff. In 1934 Tsirkas was discharged by Michel Cosmetics 
Inc., and caused the corporate defendant Zande Cosmetics Co., Inc., to be organized, 
using as a trade-mark “Zande.” In adopting the trade-mark “Zande” Tsirkas was 
quite aware that the plaintiff had built up a large business in the same line of goods 
which he planned to sell. He was also aware that, while the general public did not 
know the name of the manufacturer, the plaintiff's products had become widely 
known to the public through its trade-mark “Tangee.” All the stock of Zande 
Cosmetic Co., Inc., which was issued and outstanding, was paid for by Tsirkas with 
his own money but was issued in the name of his wife who was made and is the 
nominal president of the company, but he dominates and directs its affairs and is 
now vice-president and manager. It was obvious at the trial that the wife was a 
mere figurehead and knew little or nothing about the company’s affairs. The cir- 
cumstances disclosed at the trial created a strong suspicion that he was anxious 
to conceal his own identity with the company. He is a proper defendant. See 
Saxlehner v. Eisner, 147 F. 189 (C. C. A. 2), cert. denied 203 U. S. 591; Williams 
Soap Co. v. J. B. Williams Soap Co., 193 F. 384 (C. C. A. 7) [2 T.-M. Rep. 183] ; 
Crown Cork & Seal Co. v. Brooklyn Bottle Stopper Co., 172 F. 225. 

In June, 1935, plaintiff, learning that defendants were using the name “Zande” 
for the same line of goods, wrote to Zande Cosmetic Co., Inc., stating that this was an 
attempt to imitate plaintiff's well known “Tangee” and requested that it discontinue 
the use of the name “Zandee.”” In reply it received a letter in July from defendants’ 
attorneys stating that, should “the proper authorities decide that there is a similarity 
in the names, defendants would immediately discontinue the use of the word 
‘Zande.’”” In April, 1935, Zande Cosmetics Co., Inc. filed an application in the 
United States Patent Office to register the trade-mark “Zande.” The application 
was opposed by the plaintiff. On June 9, 1937, the Patent Office sustained the oppo- 
sition holding that the applicant was not entitled to register the trade-mark “Zande,” 
stating in part in its decision: 


A comparison of these marks, which in meaning are seemingly both arbitrary, discloses 
differences as well as resemblances, in the appearance and sound thereof. In these respects 
the marks in issue are believed to be substantially as closely related as those held to be 
confusingly similar in the following cases. [Citing cases.] 


No appeal was taken from this decision and it became final on June 29, 1937. 
But defendants continued to use the trade-mark “Zande,” the defendants forming the 
letter “Z” in script so it resembles in appearance the letter “T”’ in script. 

The odor and the color of the lipsticks made by defendants are substantially 
identical with those made by plaintiff. Originally the defendant used a metal con- 
tainer which, in color, was like the color of the carton containers used by plaintiff. 

The trade-mark “Zande” is an invented word, having no significance except that 
phonetically it has a strong resemblance to plaintiff’s trade-mark “Tangee,” another 
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invented word. Both are pronounced as two syllable words—“Tan-gee” ; “Zan-de.” 
In “Tangee”’ the first syllable “Tan” is pronounced with a short “a” as in “ran” and 
the second syllable ‘gee’ is pronounced like the final syllable in “refugee.” In 
“Zande” the first syllable “Zan” is also pronounced with a short “a” as in “tan’”’ or 
“ran” and “e” in “de,” the second syllable is pronounced like “ee” in ‘“Tangee.” 
There is the same long “e” sound in each of the letters “T,” “Z,” “d” and “g.” If 
the defendants intended to adopt a trade-name closely resembling the plaintiff, the 
one selected is about as near as it could come and yet leave them with any plausible 
argument. The explanation given by Mr. Tsirkas for selecting “Zande” as a 
trade-mark is that he is a native of Greece and there is an island in Greece named 
“Zante” which he thought would be an appropriate name, but that as “Zante’’ is a 
geographical name, it would not be a valid technical name, so he substituted the letter 
“d” for “ta’”—so making the trade-mark “Zande.” This is not a very impressive 
explanation. Defendants explain the selection of “Viz-Zan-De” by saying that it is 
derived from the word “Byzantium,” a former name for Istanbul, Turkey. 

The record in the state court action, Michel Cosmetics Inc. v. Tsirkas offered by 
the plaintiff as tending to prove defendants’ wrongful intent in this case is excluded. 
I do not think the fact that the defendant, Zande Cosmetic Co., Inc. was found to 
have wrongfully appropriated the formula of Michel Cosmetics Inc. should be ac- 
cepted as proof of intention in adopting the trade-mark “Zande.” The nature and 
extent of the defendants’ activities in the case of Elgin National Watch Co. v. Elgin 
Razor Corporation, 25 F. Supp. 866, cited by plaintiff’s counsel, are quite sufficient 
to distinguish it from the situation in the case at bar. 

In view of the fact that defendants were refused registration of the trade-mark 
“Zande” because it was confusingly similar to ““Tangee” early in its career when it 
would have been a comparatively simple matter to have then selected a trade-mark 
which would have avoided any question of confusion, and their continued use of 
“Zande,” together with all the other circumstances including the adoption of an 
odor and a color substantially identical with plaintiff’s product, I think the reasonable 
conclusion is that the defendants intended to and are using a trade-mark that is and 
will be confused with that of plaintiff. Among cases enjoining the use of confusingly 
similar trade-marks, are the following : 


American Products Co. v. Braithwaite, 53 F. (2d) 532 [21 T.-M. Rep. 626] “Sanlo” 
held to infringe “Zanol.” 


Ramopa v. A. Gastun & Co., 278 F. 557 [12 T.-M. Rep. 59] ; “Maropa” held to infringe 
“Ramopa.” 

Industrial Rayon Corp. v. Dutchess Underwear Corp., 92 F. (2d) 33 (C. C. A. 2) 
[27 T.-M. Rep. 665] ; “Sunglo”held to infringe “Spun-lo.” 

Procter and Gamble Co v. Clark-Cleveland, Inc., “Zell” held to infringe “Teel.” 

Gehl v. Hebe Co., 276 F. 271 (C. C. A. 7) [12 T.-M. Rep. 154] “Meje” held to infringe 
“Hebe.” 

Procter and Gamble Co. v. Eney Shortening Co., 267 F. 344 [10 T.-M. Rep. 344]; 
“Esco” held to infringe “Crisco.” 

Buckeye Soda Co. v. Oakite Products Inc., 56 F. (2d) 462 [22 T.-M. Rep. 205]; 
“Novite” held to infringe “Oakite.” 


Oakite Products, Inc. v. Boritz, 161 Misc. 807; “Borite” held to infringe Oakite.” 
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Marion Lambert Inc. v. O’Connor, 86 F. (2d) 980 [26 T.-M. Rep. 654]; “Voo” held 
to infringe “Dew.” 


Although in a case for unfair competition, it may be necessary to show intent to 
deceive the public, in a case for violation of a properly registered trade-mark, it is not 
necessary to show wrongful intent. Thaddeus Davids Co. v. Davids, 233 U. S. 461 
[4 T.-M. Rep. 175] ; United Drug Co. v. Obear-Nester Glass Co., 11 F. (2d) 997 
(C. C. A.8) [30 T.-M. Rep. 365] ; Hecker H-O. Co., Inc. v. Holland Food Corpora- 
tion, 36 F. (2d) 767 (C.C. A.2) [20 T.-M. Rep. 1]. 

Recently defendants have adopted the trade-mark “Viz-Zan-De” but they still 
make use of the trade-mark “Zande,” application filed September 21, 1940. 

Although plaintiff complains of the use of the trade-mark “Viz-Zan-De,” I think 
that it is sufficiently distinctive to avoid confusion and that defendants should not be 
restrained from using it. 

Evidence offered by defendants that several foreign governments had granted 
defendants the right to register “Zande” as a trade-mark against plaintiff’s opposi- 
tion, though some foreign countries had refused, is irrevelant, inadmissible, and is 
excluded. City of Carlsbad, et al. v. Kutnow, 68 F. 794, affirmed 71 F. 167 (C. C. A. 
2). A trade-mark started elsewhere has only such validity and protection in a foreign 
country as the foreign law accords it. Ingenohl v. Olsen & Company, Inc., 273 U. S. 
541 [17 T.-M. Rep. 111]. The decree in the case at bar is operative only within the 
United States, for that is the extent of the jurisdiction of this court to enforce it. 
Hecker H-O. Co., Inc. v. Holland Food Corporation, 36 F. (2d) 767, 768 (C. C. A. 
2) [20 T.-M. Rep. 1]. 

Eliminating the time consumed by the opposition proceeding in the Patent Office, 
three years and eight months intervened between the date, June 29, 1937, when the 
time for defendants to have appealed from that decision expired, and March 13, 1941, 
when plaintiff brought suit. Defendants knew that plaintiff opposed the defendants’ 
use of the trade-mark “Zande” and previous to the decision by the Patent Office in 
reply to a letter from plaintiff objecting to defendants’ use of “Zande,” the attorneys 
for defendant wrote to plaintiff that, if the proper authorities decide there is similarity 
in the trade-marks “Zande” and “Tangee,” their clients “will naturally and im- 
mediately discontinue the use.” In October, 1939, when plaintiff learned that S. H. 
Kress Company was selling defendants’ products, it wrote to the Kress Company 
enclosing a copy of the Patent Office decision; whereupon that company stopped 
offering “Zande” products for sale. Between the summer of 1940 and the spring 
of 1941, plaintiff learned of three other instances where defendants’ goods bearing 
the trade-mark “Zande” were on sale, and brought suit in March. I do not think 
defendants are entitled to invoke the defense of laches on the part of plaintiff. It has 
been active in its opposition to defendants’ use of the trade-mark “Zande.” Yale 
Electric Corp. v. Robertson, 26 F. (2d) 972 (C. C. A. 2) [18 T.-M. Rep. 321] ; 
Noll v. Rinex Laboratories Co., 25 F. Supp. 239, affirmed 99 F. (2d) 1013 (C. C. A. 
6). 

Defendants further urge that plaintiff has not proved any specific instance of 
confusion. This is not necessary. It is sufficient if it be shown, as I think it has, 
that defendants’ mark bears such a resemblance to that of the plaintiff’s as to deceive 
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and confuse the buying public. Rice & Hutchins, Inc. v. Vera Shoe Co., Inc., 290 
F. 124, (C. C. A. 2) [13 T.-M. Rep. 389] ; United Drug Co. v. Obear-Nester Glass 
Co., 111 F. (2d) 997. Nims on Unfair Competition and Trade-Marks, 3rd Ed., 
Section 335. One whose trade-mark has been infringed is not compelled to wait 
before seeking relief until proof of actual instances of confusion and passing have 
been secured. The plaintiff admits that, in view of the scattered sales by defendants, 
such proof is difficult to obtain as only two per cent of defendants’ business was in 
the United States. 

I think that the reasonable conclusion is that, if the defendants are permitted to 
use the corporate name “Zande Cosmetic Co., Inc.,” “Zande” products would be con- 
fused by the public with those of the plaintiff. The use of the word “Zande” in 
the name of the defendant corporation, infringes plaintiff's trade-mark. It makes 
little difference if the result is to confuse the public, whether the confusion is due to 
the use of a corporate name or to the use of a trade-mark. Either or both of these 
methods may constitute infringement and unfair competition. The use of the word 
“Zande” in the name of the corporate defendant infringes plaintiff's trade-mark and 
should be enjoined. Rice & Hutchins, Inc. v. Vera Shoe Co., supra [13 T.-M. Rep. 
389] ; Marvlo Mills, Inc. v. Marvel Mills, Inc., 170 Misc. 770; McGraw Tire & 
Rubber Co. v. Griffith, 198 F. 566 [2 T.-M. Rep. 461]; Bates Mfg. Co. v. Bates 
Numbering Mach. Co., 172 F. 892; Rubber Celluloid Harness Trimming Co. v. 
Rubber Bound Brush Co., 81 N. J. E. 519 [3 T.-M. Rep. 496]. 


The defense that the plaintiff does not have title to the trade-mark “Tangee’’ is 
without merit. By an instrument in writing it was assigned by the old Luft Com- 
pany to the plaintiff on October 20, 1937. The old corporation had been dissolved 
earlier in the month. The contention of defendants is that, as the certificate of dis- 
solution of the old Luft Company was filed on October 13, 1937, and the assignment 
on October 20th was executed by the officers of the dissolved company instead of by 
the directors, Section 105 of the New York Stock Corporation Law have not been 
complied with and is therefore invalid. However, Section 105 provides that a dis- 
solved corporation shall continue for the purpose of distributing its assets and doing 
all other acts required to wind up its business and affairs. The directors had on 
October 4th by resolution authorized its officers to do all things necessary to effect 
the transfer of its assets in accordance with the offer it had received to purchase them. 
The Luft Company received the agreed consideration and its officers executed the 
assignment so authorized. See Asphalt Paving and Contracting Company v. City 
of New York, 149 App. Div. 622. 

Plaintiff is entitled to a decree enjoining the defendants in the use of the trade- 
mark “Zandee”’ and the corporate name “Zande Cosmetic Co., Inc.’’ with an account- 
ing from June 9, 1937, the date the Patent Office rendered its decision that the 
trade-mark “Zande” was confusingly similar to the mark “Tangee,” and denied de- 
fendants’ application. 

Proposed findings of ultimate facts and conclusions of law as indicated above to 
be submitted to the court by the attorneys for plaintiff upon five days’ notice to the 
attorneys for the defendants. 


LL 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Cancellation 


Petition for reconsideration 


Frazer, F. A. C.: Denied a petition for reconsideration of his decision of No- 
vember 3, 1942 (166 M. D. 12) [33 T.-M. Rep. 87], in which he affirmed the decision 
of the Examiner of Trade-Mark Interferences dismissing the petition of Alamo Fruit 
& Vegetable Exchange, Inc., of Alamo, Texas, to cancel trade-mark registration No. 
224,980, issued to Southland Fruit & Vegetable Exchange, Inc., and assigned to 
A. O. Kolberg, Inc., both of McAllen, Texas. He also denied a motion by petitioner 
to strike respondent’s answer and a motion by petitioner to reopen. 

With particular respect to the petition for reconsideration, but with mention also 
of the motion to strike, the First Assistant Commissioner said: 


In requesting reconsideration petitioner insists upon determination of its motion to 
strike the answer of respondent, A. O. Kolberg, Inc. This motion was filed after the 
hearing on appeal. It is based upon petitioner’s contention that A. O. Kolberg, Inc., was 
erroneously substituted herein for the registrant, Southland Fruit & Vegetable Ex- 
change, Inc. 


In the decision complained of I said: 


“As all material allegations of the petition were denied in the answer, the burden was 
upon petitioner to establish by evidence its use of the mark upon which it relies at or 
about the time its petition was filed.” 

Petitioner now urges that I “must decide whether the answer is formally of record” 
before I “can say the answer put the question of petitioner’s use in issue.” 

The substitution was made by the Examiner of Interferences on September 6, 1940, 
while the motion to strike was not filed until July 10, 1942. In the meantime the case had 
been heard and decided by the Examiner of Interferences, an appeal had been taken to the 
Commissioner, and the appeal had been argued. If petitioner had any objection to the 
substitution, such objection should have been interposed within a reasonable time after 
the substitution was made, and certainly before the Examiner of Interferences had lost 
jurisdiction. In the condition in which the proceeding came before me I had no alternative 
but to consider the answer, and petitioner had waived its right to be heard to the contrary. 

Petitioner seeks to distinguish the case of Old Monk Olive Oil Co. v. Southwestern 
Coca-Cola Bottling Co., 28 C. C. P. A. 1091, 118 Fed. (2d) 1015 [31 T.-M. Rep. 203], 
relied upon in my decision. I have carefully reread the cited case, and am still of the 
opinion that it is here “squarely in point,” and controlling. 


The First Assistant Commissioner denied petitioner’s motion to reopen on the 
grounds that it was untimely and that no showing was made in its support.’ 


Conflicting Marks 
“Rux” and “Rex Dyspepsia Cure” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of United Drug Company, of Boston, Mass., to 


1. Alamo Fruit & Vegetable Exchange, Inc. v. Southland Fruit & Vegetable Exchange, 
Inc. (A. O. Kolberg, Inc., Assignee, Substituted), Canc. No. 3761, 166 M. D. 60, December 9, 
1942. 
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the application of Rux Laboratories, of Milwaukee, Wis., for registration of the 
word “Rux” as a trade-mark for 


preparations for rheumatic, neuritic, neuralgic pain attacks and for relief of conditions 
relating thereto. 


Applicant claimed to have used this mark since January, 1932. 

Opposer relied upon its ownership of the trade-mark “Rex Dyspepsia Cure,” 
registered November 27, 1900, under the Act of March 3, 1881, and renewed. The 
First Assistant Commissioner remarked that the merchandise described in this regis- 
tration is a 


medicine especially adapted and intended for the treatment and cure of dyspepsia or indi- 
gestion and general disorders of the digestive organs, 


and that it is there stated: 


Our trade-mark consists of the words “Rex Dyspepsia Cure,” the essential feature 
thereof consisting of the word “Rex,” although it has always been used in connection 
with the words “Dyspepsia Cure,” substantially as shown in the accompanying facsimile. 


The First Assistant Commissioner concluded that the goods of the parties are of 
the same descriptive properties, and that their marks are confusingly similar. In 
reaching these conclusions, he stated : 


. in comparing the involved marks the words “Dyspepsia Cure” of opposer’s mark 
may not be entirely disregarded. That is to say, it must be assumed that opposer always 
uses the name of its goods in association with the arbitrary word “Rex.” But the fact 
remains that this latter word is the “essential feature” of opposer’s mark as registered, and 
the only feature capable of indicating origin. The addition of the words “Dyspepsia Cure” 
will, of course, tend to guard against the confusion of opposer’s product and the product 
of applicant, because applicant’s product is not a dyspepsia cure. But the two words “Rex” 
and “Rux” are so nearly identical in appearance and in sound that a purchaser who is 
familiar with opposer’s “Rex Dyspepsia Cure,” seeing or hearing about applicant’s “Rux” 
rheumatism remedy, may reasonably be expected to assume that both are produced by the 
same concern and thus be confused as to origin.’ 


“Olde Towne Ale” and “Old Town Brew” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration to The Consumers Brewing Company, of Newark, Ohio, of a 
mark for beer and ale comprising the words “Newark ‘Olde Towne’ Ale,” and the 
pictorial representation of a lamp-lighter lighting an old-fashioned street lamp. 

The application for registration was rejected by the Examiner because of appli- 
cant’s failure to disclaim the words “Newark” and “Ale,” and because applicant’s 
mark was found to be confusingly similar to each of two registered trade-marks. 

The First Assistant Commissioner disposed of the Examiner’s first ground of 
rejection and of one of the cited registrations as follows: 


EET SS ae ca RET es ee 


Applicant states that its failure to disclaim was inadvertent, and has now filed the 
required disclaimer, which may be considered as entered. One of the registrations relied 


2. United Drug Company v. Rux Laboratories, Opp’n No. 19,950, 166 M. D. 52, December 


2, 1942 


“~, 
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upon by the Examiner is of the same pictorial representation as that of applicant’s mark, 
appropriated to the same goods. The Examiner states that applicant is entitled to an inter- 
ference with this registration, and applicant appears to be satisfied with that solution. 


In finding that the second registration cited by the Examiner constitutes a bar 
to the registration of applicant’s mark, the First Assistant Commissioner said: 


This registration is for “malt beverages with not more than the legal alcoholic content,” 
conceded by applicant to be goods of the same descriptive properties as its own; and the 
registered mark is the notation “Old Town Brew,” in association with the picture of an 
old man holding a stein, and the words “Good Old Days,” in relatively small type. The 
word “Brew” is disclaimed. While this mark and applicant’s differ greatly in appearance, 
it seems highly probable that the beverages to which they are applied would be called for 
in many instances merely as “Old Town” or “Olde Towne” beer or ale; in which event 
confusion would be not only likely, but well-nigh inevitable. 


The First Assistant Commissioner added that if, upon further appeal, the pro- 
posed registration is allowed, applicant will be required to delete the word “beer”’ 
from its description of-goods. As applied to this item, he said, “the mark as pre- 
sented is manifestly deceptive.” 


“Sunbeam” and “Sunpire” 


VAN ArSDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Francis H. Leggett & Company, of New 
York, N. Y., to the application of Bitting Incorporated, also of New York, N. Y., 
for registration of a trade-mark for refined sugar, raw sugar and blackstrap molasses, 
consisting of the word “Sunpire” in reverse printing on a background representing 
a sunburst. 

Opposer based its opposition on a registration No. 370,428 of the trade-mark 
“Sunbeam” for numerous groceries, the registration having a filing date antedating 
the earliest date asserted by applicant for its use of the mark of its application. 

The Assistant Commissioner noted that the goods named in the application are 
not specifically named in opposer’s registration, but he concluded that the goods of 
the application and of the registration are clearly goods of the same descriptive 
properties. The question, he said, was whether the marks when applied to the goods 
should or should not be considered to be confusingly similar. In answering this 
question in the affirmative, the Assistant Commissioner said: 


Both marks are single words of seven letters beginning with the prefix “Sun.” In 
applicant’s mark the sunburst background seems to emphasize this prefix and also is sug- 
gestive of sunbeams. In Florida Citrus Canners Cooperative v. California Fruit Growers 
Exchange, 25 C. C. P. A. 963, 95 Fed. (2d) 512 [28 T.-M. Rep. 205], the mark “Sunny 
Mist” applied to canned citrus fruits and juices was held to be confusingly similar to the 
mark “Sun Kist” applied to fresh citrus fruits and juices, GARRETT, P.J., stating in the 
decision : 

“The ‘Sun’ portion of the marks is identical and, to our minds, there is in these cases 
a certain dominance, at least of meaning, or suggestiveness, in this prefix.” 

The same may be said regarding the marks here involved. It is noted, however, that 
the decision also referred to other points of similarity between the marks. 


3. Ex parte The Consumers Brewing Company, Ser. No. 423,724, 166 M. D. 51, Decem- 
ber 2, 1942. 
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Applicant asserts the prefix “Sun” of the marks has very little trade-mark significance 
because numerous registrations have issued to third parties of trade-marks having the 
same prefix. However, it is not asserted, and it does not appear, that the prefix “Sun” 
has come to mean generically an item of grocery or food, and to many persons the prefix 
may give the marks as a whole similar trade-mark significance to a considerable extent. 
Pepsodent Co. v. Comfort Manufacturing Co., 23 C. C. P. A. 1224, 83 Fed. (2d) 906, 472 
O. G. 258 [26 T.-M. Rep. 481]. 

Considering the marks in their entireties, it is my opinion the Examiner correctly held 
the marks to resemble each other to such an extent that their concurrent use on the 
respective goods would be likely to cause confusion in trade as to the source of origin of 
the goods.” 


“Amo Zero” and “Zerone” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of E. I. du Pont de Nemours & Company, of 
Wilmington, Del., to the application of The American Oil Company, of Baltimore, 
Md., for registration of a mark for “anti-freeze products for radiators of automo- 
biles,” comprising the two words “Amo Zero,” one above the other. 

Opposer pleaded several registrations for goods substantially the same as appli- 
cant’s. The First Assistant Commissioner considered only one of these registra- 
tions. The mark of the registration he considered is the word “Zerone,” with the 
representation of a thermometer extending vertically therefrom, for which the letter 


o” serves as a base. 
In sustaining the opposition, the First Assistant Commissioner said: 


In appearance these two marks differ considerably; but, as observed by the Examiner 
of Interferences in his decision, “it appears quite obvious that prospective purchasers in 
ordering opposer’s goods would employ the term ‘Zerone’ without specifying that it was 
‘Zerone’ with a thermometer and doubtless would pay little attention as to whether the 
label disclosed a representation of a thermometer or not.” The two words “Zerone” and 
“Zero” are practically indistinguishable in sound; so that applicant, in effect, has appro- 
priated opposer’s trade-mark preceded by the arbitrary word “Amo.” If applicant’s mark 
were “Amo Zerone,” I think even applicant’s counsel would concede its confusing simi- 
larity to the single word “Zerone”; and in view of the character and identity of the goods 
involved, I doubt that by dropping the last two letters of opposer’s mark applicant has 
succeeded in eliminating the likelihood of confusion.® 


L} et hae 


“Crown” and “Crownfast,” “Crownperm,” etc. 


Frazer, F. A. C.: Affirmed four decisions of the Examiner of Trade-Mark 
Interferences sustaining the opposition by American Viscose Corporation, of Wil- 
mington, Del., to each of four applications of Crown Fabrics Corporation, of New 
York, N. Y., for trade-mark registrations. 

As stated by the First Assistant Commissioner, the marks of the four applica- 
tions are the reproduction of a crown, and the words “Crownfast,” “Crownperm,” 
and “Crownshrunk,” each identically displayed against a rectangular background, 


4. Francis H. Leggett & Company v. Bitting Incorporated, Opp’n No. 20,973, 166 M. D. 62, 
December 9, 1942. 

5. E.I.du Pont de Nemours & Company v. The American Oil Company, Opp’n No. 19,489, 
166 M. D. 57, December 7, 1942. 
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and these marks are applied to goods described as “cotton, spun rayon and spun 
acetate fabrics, and mixtures thereof, in the piece.” 

Prior to applicant’s first use of any of these marks, the First Assistant Commis- 
sioner found, opposer began using the word “Crown” and the representation of a 
crown, both separately and in combination, as a trade-mark for rayon yarn, and 
secured a registration of the composite mark for such goods. He stated that appli- 


cant conceded opposer’s priority of use, and that the goods of the parties are of the 
same descriptive properties. He ruled that 


it seems too obvious to warrant discussion that each of applicant’s marks is confusingly 
similar to the registered mark of opposer. 


In connection with this ruling, he said: 


Applicant, in effect, has appropriated opposer’s mark in its entirety, either by taking 
opposer’s word “Crown” or its pictorial equivalent, and to the word has merely added 
a word or syllable descriptive or suggestive of the goods to which the particular mark is 
applied. Judge Hatfield’s language in the case of The Bon Ami Co. v.. McKesson & 
Robbins, Inc., 25 C. C. P. A. 826, 93 Fed. (2d) 915 [28 T.-M. Rep. 87], is peculiarly 
applicable. 


He there said: 


“If all that a newcomer in the field need do in order to avoid the charge of confusing 
similarity is to select a word descriptive of his goods and combine it with a word which is 
the dominant feature of a registered trade-mark so that the borrowed word becomes the 
dominant feature of his mark, the registered trade-mark, made valuable and outstanding 
by extensive advertising and use, soon becomes of little value, and, of course, each of the 
subsequent imitating trade-marks (and there would be many) is of value only to the extent 
that its users are trading on the good-will of the owner of the original registered mark.” 


With respect to an argument presented by applicant, the First Assistant Com- 
missioner had the following to say: 


Applicant places great reliance upon certain so-called license agreements between itself 
and opposer, whereby applicant has been permitted to use the word “Crown” as a part of 
various expressions applied to fabrics made from rayon yarn meeting prescribed tests as 
to quality. An inspection of these agreements reveals that all of them were made subject 
to cancellation upon notice, and that in the event of cancellation applicant’s rights there- 
under “shall wholly cease.” But even had the licenses been irrevocable, they conferred no 
right upon applicant to register opposer’s trade-mark, or one confusingly similar thereto. 
Applicant is but one of many textile manufacturers similarly licensed by opposer, whereas 
the registrations here proposed would give applicant the prima facie right of exclusive use.® 


“Macite” and “Masonite” 


Van ArspaLe, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Masonite Corporation, of Chicago, IIl., to 
the application of Manufacturers Chemical Corporation, of Jersey City, N. J., for 
registration of the mark “Macite” for cellulose acetate plastic molding materials. 
The opposition was based primarily on prior use by opposer of the mark “Masonite” 


6. American Viscose Corporation v. Crown Fabrics Corporation, Opp’n Nos. 20,469, 20,470, 
20,527, and 20,768, 166 M. D. 58, December 8, 1942. 
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for a lignin plastic molding material, both cured and uncured. This prior use by 
opposer, the Assistant Commissioner said, was not disputed. 
The Assistant Commissioner stated that the questions requiring determination 
by him were whether the goods are or are not of the same descriptive properties 
and, if so, whether the marks are or are not confusingly similar. 
In deciding that the goods are of the same descriptive properties, the Assistant 
Commissioner stated : 


Articles are formed from each of the materials by molding them to shape in a molding 
machine. The materials, however, generally require different machines. Applicant’s 
material is a thermoplastic material in granular form and opposer’s product is a thermo- 
setting plastic in the form of sheets. Thermoplastic material after being molded and cured 
can be disintegrated and remolded into another shape and thermosetting plastic material 
cannot be disintegrated and remolded into another shape with good results. The differences 
between these two types of molding plastics is well recognized in the trade. The pur- 
chasers of these materials are generally those who mold the materials into final and per- 
manent shape. Both materials can be used to make the same sort of articles such as tubes, 
rods, ash trays, etc., but articles made from applicant’s material will be inflammable and 
those made from opposer’s materials will be non-inflammable. 

Thus it appears that the materials are specifically different in quite a few respects and 
are purchased mainly by manufacturers for fabrication purposes and with care and dis- 
crimination. Nevertheless, since both materials are plastic molding materials going to 
the same trade for molding into the same sort of articles it seems to me purchasers and 
others might consider it quite possible that both materials were products of the same 
manufacture, and the materials are so closely related in character and in their manner 
of use and in the products obtained therefrom, that the materials are goods of the same 
descriptive properties. See Beck, Kohler & Company, Inc. v. Bakelite Corporation, 24 
C. C. P. A. 1290, 90 Fed. (2d) 349, 485 O. G. 516 [27 T.-M. Rep. 559], in which a synthetic 
resin soluble in oil to produce air-drying varnishes and lacquers was held to be goods of 
the same descriptive properties as a synthetic resin molding material soluble in oil to only 
a small extent and not of the type used for making air-drying varnishes. 


The Assistant Commissioner also concluded that the marks are confusingly 


similar, saying : 


Both the words “Macite” and “Masonite” begin with the letters “Ma” and end with 
the letters “ite” and both words begin with the sound of the word “Mace.” The word 
“Macite” merely substitutes the letter “c” for the letters “son” of “Masonite.” In my 
opinion the marks are so similar in appearance and in sound that their concurrent use on 
the respective goods would be likely to result in confusion and mistake in the mind of 
purchasers and the public as to the source of origin of the goods. The Procter & Gamble 
Company v. J. L. Prescott Co., 18 C. C. P. A. 1433, 49 Fed. (2d) 959, 413 O. G. 1105 
[29 T.-M. Rep. 103].7 


“Lifeguard” and “Lifebuoy” 


Frazer, F. A. C.: Denied a petition by Lactona, Incorporated, of St. Paul, 


Minn., for reconsideration of his decision of November 20, 1942 (166 M. D. 29). 
In that earlier decision the First Assistant Commissioner sustained the opposi- 
tion of Lever Brothers Company, of Cambridge, Mass., to registration by Lactona, 
Incorporated, of the word “Lifeguard” as a trade-mark for tooth brushes, on the 


7. Masonite Corporation v. Manufacturers Chemical Corporation, Opp’n No. 21,180, 166 
M. D. 75, December 29, 1942. 
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ground that said mark is confusingly similar to opposer’s trade-mark ‘‘Lifebuoy,” 
for toilet soap and shaving soap. 


In the petition for reconsideration, Lactona, Incorporated, complained that the 
original decision 


is predicated on the indefinite ground that the goods of the parties are of the same broad 
class, and entirely ignores the settled rule that where goods of the same broad class differ 
widely in characteristics and uses such fact must be given due weight in conjunction with 
the differences in the marks. 


The First Assistant Commissioner stated that the rule referred to by the peti- 
tioner was not ignored, but that he found it inapplicable because of the close simi- 
larity of the marks involved. He said: 


The cases of Younghusband v. Kurlash Co., 25 C. C. P. A. 886, 94 Fed. (2d) 230 [28 
T.-M. Rep. 132], and Affiliated Products, Inc. v. Crasy Water Co., 26 C. C. P. A. 1331, 
104 Fed. (2d) 366, cited in the petition, are readily distinguishable. 

In the Younghusband case the marks were “Kurlash” and “Starlash,” applied respec- 
tively to eyelash curlers and mascara. The court stated that it had “no hesitation in hold- 
ing that the goods to which the respective marks are applied possess the same descriptive 
properties,” but that “it is proper in considering the question of confusion to recognize 
the differences in the goods.” The court then held that in view of the differences in the 
goods there was no likelihood of confusion between the marks, because: 

“We believe that purchasers would pay little attention to the last syllable of the marks 
as bearing upon the origin of the goods, but, seeing the marks as a whole, the mind would 
fasten upon the syllable “Kur” in appellee’s mark and “Star” in appellant’s mark, and the 
last syllable in each mark would be given little attention other than with respect to its 
descriptive character.” 

In the Affiliated Products case the marks were “Neet” for depilatories and “Next” for 
shaving cream. The court said: 

“The goods of the parties involved in this proceeding, we think, belong to the same 
broad class for the reason that they are toilet articles and are used in the process of re- 
moving hair. In these respects they may be said to possess the same descriptive proper- 
ties. It can be readily seen, however, that they are not identical and their specific differ- 
ences, considered with the dissimilarity of the marks in appearance, sound and meaning, 
bring us to the conclusion that the concurrent use by the parties of their respective marks 
would not be likely to create confusion in the mind of the public or to deceive purchasers.” 

In the instant case no part of either mark has any descriptive significance; and their 
dissimilarity “in appearance, sound and meaning” is negligible. 


Upon another aspect of the petition for reconsideration, the First Assistant Com- 
missioner had the following to say: 


Petitioner expresses the belief that, though not cited in my decision, I “was strongly 
influenced by the court’s ruling” in Lever Brothers Co. v. The Sitroux Co., 27 C. C. P. A. 
858, 109 Fed. (2d) 445 [30 T.-M. Rep. 84], and seeks to distinguish from that case. For 
the information of petitioner’s counsel, I will say that I was influenced by the ruling there 
made only with respect to the question as to whether or not the goods here involved are 
of the same descriptive properties. Even upon that question I did not consider the case to 
be controlling, but I did think it was quite persuasive. The court held that toilet soap and 
toilet paper were merchandise of the same descriptive properties, one of its reasons being 
that 

“Both articles are used in the toilet room and whether or not in the strictest sense the 
use of both is in the act of making the toilet, there certainly is a close analogy between 
their respective uses and other toilet operations.” 
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Manifestly, that statement is equally applicable to toilet soap, shaving cream and tooth 
brushes.® 


“Medicone” and “Pro-Medico” 


VaN ArspaLe, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Medicone Company, of New York, N. Y., 
to the application of Pro-Medico Laboratories, Inc., of Brooklyn, N. Y., for regis- 
tration of a mark for numerous medicines and pharmaceutical preparations. 

The Assistant Commissioner also affirmed the action of the Examiner of Inter- 
ferences in refusing registration to applicant on the ground that the mark of the 
application is merely descriptive of the goods. 

In disposing of the latter matter, the Assistant Commissioner said: 


Applicant’s mark consists of the word “Pro-Medico” printed across the outline of a 
triangle and within an elliptical border line. . .. The words “Pro” and “Medico” are dis- 
claimed and the hyphenated word “Pro-Medico” is conceded to be merely descriptive of 
the goods because merely designating the goods to be for the benefit of doctors or 
physicians. 

The Examiner held that the outline of the triangle and the elliptical border line were 
such minor features of the mark as compared with the word “Pro-Medico” that the mark 
as a whole still must be considered to be merely descriptive of the goods. In so holding 
I think the Examiner was clearly correct. Helzberg v. Katz & Ogush, Inc., 22 C. C. P. A. 
768, 73 Fed. (2d) 626, 452 O. G. 253 [25 T.-M. Rep. 31] 


“Slumberon” and “Slumbersound” 


VAN ArSDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Sears, Roebuck and Co., of Chicago, IIl., 
to the application of Allied Stores Corporation, of Wilmington, Del., for registration 
of the mark “Slumberon” for sheets and pillow cases. The Assistant Commissioner 
also affirmed the ex parte action of the Examiner of Trade-Mark Interferences in 
refusing registration of applicant’s mark in view of a prior registration of the same 
mark “Slumberon” issued to a third party for bed springs and spring-filled mat- 
tresses. 

The opposition principally was based on prior use and registration by opposer 
of the mark “Slumbersound” for cotton-batting. In regard to the opposition, the 
Assistant Commissioner said: 


Principal stress has been placed on opposer’s mark “Slumbersound” as applied to 
cotton-batting. It appears the cotton-batting to which the mark is applied is featured by 
opposer as suitable for making comforters, becoming the main warmth-giving element 
thereof, and thus cotton-batting is closely related to bedding. In my opinion, the Exam- 
iner was clearly correct in considering cotton-batting on the one hand and sheets and 
pillow cases on the other hand to be goods of the same descriptive properties. 

As to the marks, both are words of three syllables, of which the first two are “Slum- 
ber.” Both marks as applied to the goods in question suggest peaceful slumber. Applicant 
calls attention to the fact that many marks incorporating the syllables “Slumber” have 


8. Lever Brothers Company v. Lactona, Incorporated, Opp’n No. 20,365, 166 M. D. 73, 
December 23, 1942. 

9. Medicone Company v. Pro-Medico Laboratories, Inc., Opp’n No. 21,128, 166 M. D. 66, 
December 14, 1942. 
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been used by others on related goods. However, “Slumber” is not a separate word in the 
marks here involved but is an integral part of the entire marks and as so incorporated in 
the marks would not in my opinion be considered by purchasers as contributing no trade- 
mark significance to the marks as a whole and purchasers would not rely solely on the 
suffixes “on” and “sound” for indication of the source of origin of the goods but would 
consider the entire marks, including the syllables “Slumber,” as indicating the source of 
origin of the goods to which the marks are applied. 

In my opinion, the marks are so similar in appearance, sound, suggestive meaning, and 
in the features which would be recognized as contributing trade-mark significance to the 
marks that the concurrent use of the marks on the goods to which the marks are applied 
would be likely to cause confusion and mistake in the mind of the public and to deceive 
purchasers; and I consider the Examiner properly sustained the notice of opposition. 


With respect to the ex parte refusal of registration, the Assistant Commissioner 
stated : 


In my opinion, applicant’s sheets and pillow cases are goods of the same descriptive 
properties as the spring-filled mattresses named in the registration relied on by the 
Examiner, and the marks being identical, I consider the ex parte rejection to be sound.!? 


“Victory” and “Vick” 


Van ArspALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition of Vick Chemical Company, of New York, 
N. Y., to the application of Roch D. Kawerk, of Birmingham, Ala., for registration 
of a trade-mark for salve useful in the treatment of head and chest colds, nasal con- 
gestion, and as an antiseptic dressing for minor cuts or insect bites, said trade-mark 
consisting of the word “Victory” prominently displayed and below it the words 
“Rox-Salve” less prominently displayed, the word “Salve” being disclaimed. 

As stated by the Assistant Commissioner, the opposer relied principally upon 
its long and extensive use and registration of the marks “Vick” and “Vick’s.” The 
question, the Assistant Commissioner said, was whether applicant’s mark is or is 
not confusingly similar to either or both of said marks of opposer, all the marks 
being applied to salves intended for the same uses. 

In passing upon this question, the Assistant Commissioner said: 


It is appreciated that here the goods of the parties are substantially identical and are 
sold in the same stores to the same class of purchasers and are of moderate price and 
frequently are apt to be purchased without great discrimination as to their source of 
manufacture. All this tends to increase likelihood of confusion rather than to avoid it. 
Also the dress of the goods and other factors relating to the manner of use of the marks 
may have a bearing on the question of likelihood of confusion between the marks. Cali- 
fornia Packing Corporation v. Tillman & Bendel, Inc. 17 C. C. P. A. 1048, 40 Fed. (2d) 
108, 394 O. G. 789 [23 T.-M. Rep. 131]. However, considering all these factors, I am 
in agreement with the Examiner’s conclusion that the marks themselves are so dissimilar 
that their concurrent use on the goods to which they are applied would not be likely to 
cause confusion or mistake in the mind of the public or to deceive purchasers. The word 
“Vick” or “Vick’s” is a family name or a surname and is not suggestive of victory. The 
dominating word “Victory” in applicant’s mark is a common word having a well-known 
generic meaning and does not suggest the surname “Vick” or “Vick’s” or any surname. 





10. Sears, Roebuck and Co. v. Allied Stores Corporation, Opp’n No. 20,921, 166 M. D. 97, 
January 21, 1943. 
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“Vick” and “Vick’s” are single syllable names whereas applicant’s mark “Victory” is a 
common three-syllable word. Moreover, the term “Rox-Salve” appears in applicant's 
mark, “Rox” being fanciful and arbitrary. In my opinion, the differences between the 
marks in appearance, sound, and meaning are so wide as to overshadow completely any 
similarities that may be present in the marks. See Pinaud, Incorporated v. Parfumerie 
J. Lesquendieu, 18 C. C. P. A. 784, 45 Fed. (2d) 254, 403 O. G. 247 [21 T.-M. Rep. 40].™ 


“Proklot” and “Procholon” 


VAN ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of E. R. Squibb & Sons, of New York, N. Y., 
to the application of Eli Lilly and Company, of Indianapolis, Ind., for registration 
of the trade-mark ‘“Proklot,” which, the Assistant Commissioner stated, is applied 
to the medicinal product 2-methyl-1,4-naphthoquinone used for the correction of 
hypoprothrombinemia and recently named “Menadione” by the American Medical 
Association. 

The opposition was based on prior use and registration by opposer of the mark 
“Procholon” for cholagogues and chloleretics, which, the Assistant Commissioner 
said, are bile preparations. 

With respect to the goods of the parties, the Assistant Commissioner stated : 


It appears from the stipulated statement of facts submitted by both parties that both 
goods are medicinal preparations for internal use, are widely administered jointly in the 
prevention and the treatment of certain diseases and both menadione and bile preparations 
are sold by both parties. The goods are sold to the pharmaceutical trade and to the 
general public with instructions and warning to use only as directed by a physician. It 
seems clear that the goods are of the same class and are so related as to clearly constitute 
goods of the same descriptive properties. 


The Assistant Commissioner concluded that the marks are confusingly similar, 
saying : 


As to the marks “Proklot” and “Procholon” it is stipulated they are generally pro- 
nounced as follows: 

“In each, the first syllable bears the accent and is pronounced like the ‘pro’ in ‘program,’ 
and the final ‘o’ is pronounced like the ‘o’ in ‘clot. In PROCHOLON, the ‘ch’ is pro- 
nounced ‘k’ and the second ‘o’ is pronounced like the first.” 

As noted by the Examiner both marks begin with the prefix “Pro,” each has the same 
“k” sound following “Pro” and each contains the letters “lo” preceding the terminal letter 
of the first syllable. The Examiner held the marks when applied to the goods to be 
confusingly similar. 

Applicant on this appeal asserts that due consideration and weight have not been given 
to the specific differences in the products or to the fact that the literature of the parties 
clearly distinguishes the products and their uses and the labels and packages of the parties 
are wholly different, or to the fact that the products are sold only through the drug trade 
and only for professional use and that for over two years applicant’s product identified by 
the mark “Proklot” has been widely and thoroughly explained to the trade. Applicant 
calls attention also to the fact that applicant had no intention of adopting a mark conflict- 
ing in any way with opposer’s mark and that opposer voiced no objection when applicant 
adopted its mark and no confusion has been shown. Further, applicant asserts that the 
prefix “Pro” of the marks means merely “for” or “for the purpose of” and the professional 


11. Vick Chemical Company v. Roch D. Kawerk, Opp’n No. 21,196, 166 M. D. 63, Decem- 
ber 11, 1942. 
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people who handle the products would not be misled or confused by this prefix. All these 
matters are pertinent. 

However, giving due consideration to all the aspects of the matter, including those 
aspects to which applicant has called particular attention here, it is my opinion, neverthe- 
less, that the marks are so similar in appearance and in sound that their concurrent use on 
the goods to which the marks are applied would be likely to cause confusion and mistake in 
the mind of the public and to deceive purchasers, and that the Examiner was correct in sus- 
taining the notice of opposition.” 


” 


“Speed-King,” “Speedline, “Speedmaster,” “Speedmatic,” and “Speedball” 


VAN ArsDALE, A. C.: Affirmed six decisions of the Examiner of Trade-Mark 
Interferences sustaining the opposition of C. Howard Hunt Pen Co., of Camden, 
N. J., to each of three applications of Parrot Speed Fastener Corporation (Speed 
Products Company, assignee, substituted) for trade-mark registrations, and to each 
of three applications by said Speed Products Company for trade-mark registrations. 
Speed Products Company is located at Long Island City, N. Y. 

As stated by the Assistant Commissioner, the marks of the six applications are 
“Speed-King,” “Speedline,” “Speedmaster” and “Speedmatic,” and the goods are 
stapling machines, tackers, fastening pliers, and machine staples. 

Opposer relied on four registrations of trade-marks for various articles, as 
follows: ‘“Speed-Ball” for metallic pen points, “Speedball” for lettering, writing 
and drawing ink, “Speedball” for textbooks including plates and instruction sheets, 
and “Speed Cutters” for pencil sharpening machines, the latter being registered 
under Act of 1920. 

The Assistant Commissioner stated that, under the stipulation of record between 
the parties, it was conceded that opposer used the marks of its registrations on the 
goods named therein prior to any use by applicant of its marks on the goods named 
in the applications. 

Opposition No. 20,211 was directed against registration of applicant’s mark 
““Speed-King”’ for stapling machines, tackers, and pliers for fastening together such 
materials as paper, cardboard, cloth, or the like; Opposition No. 20,212 against 
registration of applicant’s mark “Speedline” for the same goods; and Opposition 
No. 20,213 against registration of applicant’s mark “Speedmaster” for the same 
goods. Opposition No. 20,453 was directed against registration of applicant’s mark 
“Speedking” for machine staples; Opposition No. 20,454 against registration of 
applicant’s mark “Speedline” for machine staples; and Opposition No. 20,455 
against registration of applicant’s mark “Speedmatic”’ for machine staples. 

In each of these six opposition proceedings, the Assistant Commissioner con- 
sidered the notice of opposition to have been properly sustained on opposer’s regis- 
trations of the mark “Speedball” for pen points, inks and textbooks including plates 
and instruction sheets, but not on opposer’s mark “Speed Cutters,” registered under 
Act of 1920 for pencil sharpening machines. 

In a general discussion applying to all six oppositions, the Assistant Commis- 
sioner stated: 


12. E. R. Squibb & Sons v. Eli Lilly and Company, Opp’n No. 20,643, 166 M. D. 101, 
January 28, 1943. 
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It is noted that the goods to which applicant’s applications are directed are specifically 
different from the goods named in opposer’s registrations but all of applicant’s and 
opposer’s goods are concededly items of stationery, are related in use, are sold in the same 
stores over the same counters by the same clerks and to the same general class of pur- 
chasers and are such that they might be expected to be products of the same manufac- 
turer: In my opinion all the items are goods of the same descriptive properties. Cluett, 
Peabody & Co., Inc. v. Hartogensis, 17 C. C. P. A. 1166, 41 Fed. (2d) 94, 396 O. G. 707 
[20 T.M. Rep. 452]. 

As to the marks, it is noted that they all begin with the word or prefix “Speed.” 
Opposer’s mark “Speed Cutters” for pencil sharpening machines is merely descriptive of 
the goods and the word “Speed” thereof has no arbitrary or fanciful significance. Opposer 
has registered this mark under Act of 1920, not under Act of 1905. On the other hand, in 
applicant’s marks and in opposer’s mark “Speedball” the word or syllable that follows the 
word or syllable “Speed” is not the name of any article named in the applications or in 
the registrations and in these marks I do not consider the word or prefix “Speed” in its 
association with the remaining portions of the marks to be descriptive of the goods but at 
most merely suggestive. 

Applicant’s marks as applied to staples, stapling machines, tackers and fastening pliers 
are fanciful and arbitrary and accordingly would be recognized as having trade-mark 
significance. On the other hand, opposer’s mark “Speed Cutters” applied to pencil sharp- 
ening machines would not be considered arbitrary or fanciful but as descriptive of the 
goods. It is true that the marks “Speed Cutters” and “Speed-King” have considerable 
similarity in appearance and in sound due particularly to their beginning with the word 
“Speed” and the common “K” sound in “cutter” and “King.” However, in my opinion 
the mark “Speed Cutters” applied to pencil sharpening machines is so predominantly of 
descriptive significance and so lacking in arbitrary or fanciful trade-mark significance, 
and the mark “Speed-King” applied to staples, stapling machines, tackers and pliers is so 
predominantly of arbitrary and fanciful trade-mark significance and so lacking in descrip- 
tive meaning that the concurrent use of the marks “Speed Cutters” and “Speed-King” on 
the goods to which the marks are applied would not be likely to cause confusion or mistake 
in the mind of the public or to deceive purchasers. The same applies to likelihood of con- 
fusion between opposer’s mark, “Speed Cutters” and applicant’s other marks “Speedline,” 
“Speedmaster” and “Speedmatic.” 

As stated, in opposer’s mark, “Speedball” applied to pen points, ink, and textbooks, 
the syllable “Speed” would not be viewed as descriptive of the goods but would be con- 
sidered as contributing prominently to the arbitrary and fanciful impression created by 
the mark as a whole. The syllable “ball” makes a similar contribution. This latter 
syllable differs considerably from the suffixes “King,” “line,” “master” and “matic” of 
applicant’s marks. However, opposer’s mark “Speedball” and each of applicant’s marks 
have two words or two syllables and begin with the identical word or syllable “Speed,” 
and this word or syllable has the same suggestive meaning in each of the marks. In my 
opinion the word or prefix “Speed” in each of the marks renders the marks in their 
entireties so similar in appearance and sound, and in suggestiveness of speed that the 
concurrent use of opposer’s mark “Speedball” and any one of applicant’s marks “Speed- 
King,” “Speedline,” “Speedmaster” and “Speedmatic” on the goods to which the marks 
are applied would be likely to cause confusion and mistake in the mind of the public and 
to deceive purchasers.™* 


“Keeno” and “Queen-O” 


Van Arspace, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Sol. Lenzner Corporation, of Buffalo, 


13. C. Howard Hunt Pen Co. v. Parrot Speed Fastener Corporation (Speed Products Com- 
pany, assignee, substituted), Opp’n Nos. 20,211, 20,212, and 20,213, 166 M. D. 81, January 8, 1943. 
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N. Y., to the application of Los Angeles Brewing Co., of Los Angeles, Calif., for 
registration of the mark “Keeno” for a soft drink and syrups, extracts and concen- 
trates for preparing the drink. 


The Assistant Commissioner stated that opposer had pleaded and established 
of record ownership of a registration of the trade-mark “Queen-O” for soft drinks 
and syrups for their preparation, and use of the mark on such goods. The filing date 
of the registration, he said, is June 27, 1924. The Assistant Commissioner noted 
that the marks of the parties are applied to identical goods, and he concluded that 
the marks are confusingly similar. 


In regard to the case made out by Los Angeles Brewing Co., the applicant, the 
Assistant Commissioner said : 


Applicant did not itself use the mark “Keeno” on soft drinks until May, 1940, which 
date is long subsequent to the filing date of opposer’s pleaded registration, but applicant 
asserts it is entitled to antedate opposer’s registration because it is successor by assignment 
in writing and of record to the exclusive rights which one Thomas W. Kendrick and then 
his widow had since the year 1909 in and to the trade-mark “Keno” for a soft drink pre- 
pared in accordance with a certain formula known to Mr. Kendrick and later known to his 
widow, and to a federal registration of this mark, and further because applicant is successor 
by assignment in writing and of record also to the exclusive rights and title which one 
Saul Kurlander had since the year 1921 in the trade-mark “Keeno” for a lime-flavored 
soft drink. 

It appears, however, that the formula for the “Keno” drink was not disclosed to appli- 
cant and that no labels, bottles, lists of customers or other manufacturing or distributing 
or business implements or accessories or assets of either assignee passed to applicant in 
connection with either assignment. Further it appears that applicant has never used the 
trade-mark “Keno” on its goods and that Kurlander continued to manufacture a lime 
drink substantially the same as the lime drink to which he had applied the name “Keeno” 
up to the time of the assignment, and that the drink to which applicant applies the mark 
“Keeno” is a drink flavored with cherry and cola. The Examiner in his decision has dis- 
cussed the showing quite fully and in my opinion he ruled correctly that under the circum- 
stances neither assignment conferred on applicant proprietary rights in either of the marks 
thereof as against opposer who has shown actual use of its mark in good faith prior to 
applicant’s actual use of its mark. 

Applicant asserts that the fact that the assignment documents actually mention the 
good-will of the businesses should suffice. This is not necessarily true. The Penetrene 
Corporation v. Plough, Inc., 28 C. C. P. A. 1307, 121 Fed. (2d) 539, 532 O. G. 512 
[31 T.-M. Rep. 323]; Younghusband v. Coe, 32 Fed. Sup. 869, 45 U. S. P. Q. 548. In 
both of these cases the assignment documents mentioned the good-will of the businesses 
but the court nevertheless held the documents ineffective to make the transfers as stated 


therein because there had been no transfer of any business with which the marks were 
used.4 


“Gem of the Sea” and “Chicken of the Sea” 


( Petition for rehearing) 


Van ArspaLe, A. C.: Denied a petition by Franco-Italian Packing Corp., of 


Terminal Island, Calif., for rehearing with respect to his decision of November 25, 
1942 (545 O. G. 925) [32 T.-M. Rep. 91]. 





14. Sol Lenzer Corporation v. Los Angeles Brewing Co., Opp’n No. 
December —, 1942. 
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In that earlier decision the Assistant Commissioner affirmed the decision of the 
Examiner of Trade-Mark Interferences sustaining the opposition by Van Camp Sea 
Food Co., Inc., of Fish Harbor, Terminal Island, Calif., to the application of said 
Franco-Italian Packing Corp., for registration of the mark “Gem-of-the-Sea” for 
canned tuna fish. 

The complete decision of the Assistant Commissioner upon the petition for 
rehearing reads: 


Applicant petitions for rehearing with respect to the decision of November 25, 1942, 
asserting that proper consideration was not given therein to the descriptive meaning of 
the expression “of the sea” which forms a part of applicant’s mark “Gem-of-the-Sea” and 
opposer’s mark “Chicken of the Sea.” 

This aspect is fully considered and treated in the prior decision and further considera- 
tion is deemed unnecessary. No point is seen in discussing the expression “of the Sea” 
as if it were not a part of the mark “Gem-of-the-Sea.” 

Applicant also requests that a disclaimer of the notation “of the Sea” be entered in his 
application. This is a matter for consideration in the first instance by the Examiner. 

The time for filing appeal from the previous decision is fixed by statute and cannot 
be extended. 

The petition is denied.*® 


“Dr. Ray” and “Vray” 


VAN ArSDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Milton Ray Company, of Minneapolis, 
Minn., to the application of Weco Products Company, of Chicago, Ill., for registra- 
tion of the mark “Vray” in script for dentifrices. 

The opposition was based on prior use and registration by opposer of a mark 
for tooth paste and other goods consisting of “Dr. Ray” written in outline script 
slantingly across a target-like background. In deciding that the marks of the parties 
are confusingly similar, the Assistant Commissioner said: 


Dentifrices are inexpensive and are consumed in their use and are apt to be purchased 
with less attention to the precise composition of a trade-mark applied thereto than would 
be given to marks applied to goods that are purchased with more discrimination and care. 
Pepsodent Co. v. Comfort Manufacturing Co., 23 C. C. P. A. 1224, 83 Fed. (2d) 906, 
472 O. G. 258 [26 T.-M. Rep. 481]. 

As to the marks, the target-like background in opposer’s mark distinguishes this mark 
quite considerably from applicant’s mark in appearance. However, the word “Ray” is 
sO prominent in opposer’s mark that it appears opposer’s goods would be recognized and 
called for by the word “Ray” rather than by reference to the target-like background. The 
word “Ray” predominates in opposer’s mark not only as to the appearance of the mark 
but also as its principal spoken word. 

Both the marks “Vray” and “Dr. Ray” include “ray” at the end, and this gives the 
marks a degree of similarity in appearance. The pronunciations of the words “Vray” 
and “Ray” are so alike that it is difficult to distinguish between them, and marks may be 
confusingly similar because of the similarity of their sound. S. Suzuki & Company of 
New York, Ltd. v. Maggi Co., Inc., 28 C. C. P. A. 928, 117 Fed. (2) 562 [31 T.M. 
Rep. 109]. 


15. Van Camp Sea Food Co., Inc. v. Franco Italian Packing Corp., Opp’n No. 20,556. 
166 M. D. 88, January 8, 1943. 


168 THIRTY-THREE TRADE-MARK REPORTER 





Considering the marks in their entireties, as they must be, and noting the character 
of the identical goods to which the marks are applied it is my opinion that the marks are 
so similar in appearance and in sound that their concurrent use on the goods to which they 
are applied would be likely to cause confusion and mistake in the mind of the public and 
to deceive purchasers.*® 


“Vat 11” and “Vat 68” 


VAN ArspDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of William Sanderson & Son, Limited, of 
Leith, Scotland, to the application of Kraus Bros. & Co., Inc., of New York, N. Y., 
for registration of the mark “Vat 11” for whiskies. 


The opposition was based on opposer’s prior uses and prior registrations of the 
marks “Vat 68” and “Vat 69” for whisky. 

The Assistant Commissioner stated that the sole question for determination by 
him was whether the marks, when applied to whiskies, are or are not confusingly 
similar. In concluding that the marks are confusingly similar, he said: 


Applicant’s principal contention is that the word “Vat” as applied to whiskies is 
publici juris and therefore comparison of the marks must be confined to the numeral 11 
and the numerals 68 and 69. Applicant contends that the numeral 11 is so different from 
either of the numerals 68 and 69 that confusion is not likely to be caused by the concurrent 
use of the marks on whiskies. It is noted, however, that in applicant’s application exclusive 
right to the use of the word “Vat” apart from the numeral 11 is not disclaimed ; nor is there 
any disclaimer of the word “Vat” in any of opposer’s asserted registrations. 

In an opposition proceeding the validity of an opposer’s asserted registrations is pre- 
sumed and may not be attacked directly or indirectly, and an applicant does not strengthen 
his right to registration by asserting an undisclaimed word in his mark is publici juris. 
Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 Fed. (2d) 752, 477 O. G. 766 
[27 T.-M. Rep. 78]. Be this as it may, it is my opinion the record does not establish the 
word “Vat” applied to whiskies to be publici juris, or that purchasers of whiskies will 
consider the word as having no trade-mark significance. Even if the use by others of the 
word “Vat” on whiskies might cause some purchasers acquainted with such uses to scru- 
tinize the marks more carefully, this would not apply to all purchasers and in any event 
is not controlling since the statute is intended to prevent confusion of purchasers generally. 
Pepsodent Co. v. Comfort Manufacturing Co., 23 C. C. P. A. 1224, 83 Fed. (2d) 906, 
472 O. G. 258 [26 T.-M. Rep. 48]. 

In my opinion the word “Vat” is the feature of dominating trade-mark significance in 
each of the marks, and considering the marks in their entireties, as they must be, I consider 
the mark “Vat 11” so similar in appearance, sound and in trade-mark significance to each of 
the marks “Vat 68” and “Vat 69” that the concurrent use of applicant’s mark and either 
of opposer’s marks when applied to whiskies would be likely to cause confusion and 
mistake in the mind of the public and to deceive purchasers.” 


Descriptive Terms 


“Shop Mule” for industrial tractors 
Van Arspace, A. C.: Affirmed the action of the Examiner of Trade-Marks 


in refusing registration to W. F. Hebard & Co., of Chicago, IIl., of the mark “Shop 
Mule” for industrial tractors. 





16. Milton Ray Company v. Weco Products Company, Opp’n No. , 166 M. D. 839, 
December —, 1942. 

17. William Sanderson & Son, Limited v. Kraus Bros. & Co., Inc., Opp’n No. 20,507, 
166 M. D. 88, January 11, 1943. 
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The Examiner refused registration on the ground that said mark is merely 
descriptive of industrial tractors, specifically industrial tractors adapted for use 
in shops. 

The Assistant Commissioner stated : 


Since prior to the time of filing this application tractors for hauling agricultural 
machinery, mine cars, and the like have had the generic name “mules,” and obviously 
“shop mule” is the generic name of a hauling tractor suitable for use in shops. Such shop 
mules are industrial tractors, and I consider the Examiner to have been clearly right in 
holding that the term “shop mule” is merely descriptive of an industrial tractor suitable 
for use in shops and therefore may not be registered for such machines under Act of 1905 
because the mark is merely descriptive of the goods to which the mark is applied. 

To my mind it is immaterial to the right of registration that the name “shop mule” 
may not have been descriptive of an industrial tractor at the time applicant first adopted 
the mark for such machines. It is the date of filing for registration that controls.'® 


Goods of Different Descriptive Properties 


Abrasive products and lubricants 


VAN ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition of The Carborundum Company, of Niagara 
Falls, N. Y., to the application of Alox Corporation, also of Niagara Falls, N. Y., for 
the registration of the mark “Alox”’ for lubricating oils and greases and penetrating 
oils. However, the Assistant Commissioner reversed the decision of the Examiner 
of Interferences, adjudging applicant entitled to the registration for which it had 
made application. 

Upon the right of Alox Corporation to registration, the Assistant Commissioner 
had the following to say: 


Dr. Arthur W. Burwell, vice-president and technical director of applicant, and princi- 
pal witness for applicant, testified that applicant was engaged in no business other than 
the manufacture and sale of various oxidized aliphatic hydrocarbon products which im- 
prove lubricating oils, gasoline, paints and other products when added thereto in very 
small quantities, and penetrating oils which applicant sells under the name “Loxol” and to 
which applicant has never applied the name “Alox.” This witness testified positively that 
applicant sold no lubricating oils or greases and that none of the final products containing 
any of applicant’s products are sold under the name “Alox.” The fact that applicant’s 
products to which the name “Alox” is applied are sold to others who may add them to 
various other products to obtain final products, such as improved lubricating oils, greases 
and paints, and which final products are not sold under the name “Alox” does not entitle 
applicant to register the mark “Alox” for those final products which applicant does not 
produce or deal in. Act of May 4, 1906, restricts registration to “goods upon which the 
mark has actually been used” and it is clear from the record that applicant has not used 
the mark on the actual goods named in the application. Accordingly, apart from the 
matter of the opposition, the record appears to establish conclusively that applicant is 
not entitled to the registration for which it has applied. 


The opposition was based on prior registrations by opposer of the mark “Aloxite” 
for various refractory apparatus and construction parts and materials, filter plates, 
various grinding machines, and attachments, and abrasive, detergent and polishing 
materials. 





18. Ex parte W. F. Hebard & Co., Ser. No. 451,342, 166 M. D. 80, January 6, 1943. 
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In dismissing the opposition, the Assistant Commissioner stated: 


Opposer stresses here principally its prior use of the mark “Aloxite” on abrasive 
products made of aluminum oxide, such as grinding wheels, sharpening stones, abrasive 
paper and cloth, abrasive grains and grinding compound consisting of such grains carried 
in grease or heavy oil. The record establishes prior use of the mark on these products 
by opposer but applicant asserts none of these products are goods of the same descriptive 
properties as lubricating oils, penetrating oils or greases. Opposer takes the contrary 
view, calling attention to the grinding compound of abrasive grains in grease or heavy oil 
and to the showing in the record that opposer’s abrasive sticks are impregnated with vase- 
line, some of its abrasive wheels are impregnated with lubricant, and some are grease 
coated and points out that coolants or lubricants known as cutting oils are used with 
grinding wheels during grinding of work to cool the parts and to lubricate the cut. Differ- 
ent coolants are required for different kinds of grinding wheels. Opposer does not now 
sell any coolants or cutting oils but states that to do so would be no more than the natural 
and contemplated expansion of its business. 

As pointed out by the Examiner, although there is some oil or grease in some of 
opposer’s abrasive products the products are still abrasives and are purchased for abrasive 
use and are so used, whereas lubricants, greases and penetrating oils in general are recog- 
nized as products which are purchased and used for the prevention of abrasion, and appli- 
cant’s application does not describe them otherwise. I agree with the Examiner that it 
seems purchasers would not expect such abrasives and such lubricants to have the same 
source of origin. The goods are entirely different in composition, character, function and 
manner of manufacture, and the mere fact that lubricants are used to aid the operation of 
a tool or a machine does not establish the lubricants as goods of the same descriptive 
properties as the tool or the machine. Accordingly, it is my opinion that lubricating oils, 
greases and penetrating oils are not goods of the same descriptive properties as any of 
opposer’s abrasive tools or materials or any of the other goods for which opposer has 
registered or used its mark “Aloxite.’’?® 


Abrasive and refractory materials and oxidized petroleum hydrocarbon masses 


VaN ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition of The Carborundum Company, of Niagara 
Falls, N. Y., to the application of Alox Corporation, also of Niagara Falls, N. Y., 
for registration of the mark “Alox” for “oxidized petroleum hydrocarbon masses in 
paste to liquid form for general use in the industrial arts.” 

With reference to applicant’s products, the Assistant Commissioner stated : 


These products which are manufactured and sold by applicant are base materials for 
addition in minute quantities to lubricants, greases, oils, gasoline, paints, and similar mate- 
rials, to enhance lubrication, or to increase corrosion prevention, or both. Applicant sells 
the base materials only. These are sold to compounders who introduce them into the oil, 
gasoline, etc., to make the final products. It appears that applicant has not sold any such 
base material to paint concerns and does not sell any of the compounded final products. 


In regard to the basis of opposition, the Assistant Commissioner said : 


The opposition is based on prior registrations and uses by opposer of the mark “Axolite” 
for various abrasive materials, refractory materials and constructions, various grinding 
machines and filter plates. One particular item is abrasive grains which may be mixed 
with grease or oil to produce grinding compounds for lapping and finishing operations, or 





19. The Carborundum Company v. Alox Corporation, Opp’n No. 21,061, 166 M. D. 77, 
December 31, 1942. 
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may be introduced into paints to make the paints more wear resisting and less slippery. 
Other items are abrasive sticks in which vaseline is incorporated and abrasive grinding 
wheels in which grease is incorporated. Opposer, however, does not sell paints and it 
does not appear that opposer sells lapping or finishing compounds as such under the name 
“Axolite.” 


The opposer contended that applicant’s base material and opposer’s abrasive 
grains are goods of the same descriptive properties because they both may be intro- 
duced into the same paints. This contention did not find favor with the Assistant 
Commissioner, who said: 


The materials are constituted entirely differently physically, chemically and function- 
ally, serving entirely different purposes, and in my opinion the mere fact that both mate- 
rials may be introduced into the same paint, but for entirely different purposes, and may 
be purchased by the same paint manufacturers for the compounding of paints, is not 
sufficient in view of the differences in the materials to establish the materials as goods of 
the same descriptive properties. Similarly, in my opinion, the mere fact that opposer’s 
abrasive sticks and wheels contain some lubricant, that lubricants are used therewith for 
cooling and lubricating purposes and applicant’s product may be introduced into lubricants 
to enhance their lubricating and anti-corrosion properties does not render the abrasive 
sticks or wheels and applicant’s oxidized hydrocarbon base material goods of the same 
descriptive properties. The differences in the physical, chemical and functional constitution 
of the products are too great.” 


Preparation for treatment of colds and tooth paste 


VaN ArspDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby dismissed the opposition of The Kolynos Company, of 
Jersey City, N. J., to the application of Roy E. Phipps, of Bessemer, Ala., for regis- 
tration of a mark for a “Preparation for the treatment of colds and coughs due to 
common colds,” said mark consisting of the word “Kolnox” beneath the less con- 
spicuously displayed surname ““Taylor’s,” the surname “Taylor’s” being disclaimed. 

In regard to the case of the opposer, the Assistant Commissioner said : 


Opposer and its predecessors are concededly the prior users of the trade-mark 
“Kolynos” for toothpaste and for an antiseptic solution and germicidal disinfectant, which 
latter preparation has been stated by opposer’s witnesses to be an antiseptic mouth wash 
having all the ingredients that are in the Kolynos toothpaste with the exception of chalk. 
Opposer also owns registrations of this mark for those goods, the registration antedating 
the earliest use asserted for applicant’s mark. 


The Assistant Commissioner considered the controlling issue to be whether 
applicant’s goods are or are not goods of the same descriptive properties as either 
tooth paste or antiseptic germicidal mouth wash, or both. This question, he stated, 
apparently has already been decided in the negative by the Court of Customs and 
Patent Appeals in the case of Mulhens & Kropff, Inc. v. Onnen, 17 C. C. P. A. 
831, 37 Fed. (2d) 435, 394 O. G. 9 [20 T.-M. Rep. 48]. He added: 


In that case medicinal preparations for the treatment of colds, grippe and other named 
ailments were held to be goods of not the same descriptive properties as antiseptic mouth 





20. The Carborundum Company v. Alox Corporation, Opp’n No. 21,056, 166 M. D. 76, 
December 31, 1942. 
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wash and dental preparations, and here applicant’s goods are a preparation for the treat- 
ment of colds and opposer’s goods are antiseptic mouth wash and a dental preparation, 
namely, toothpaste. 

It is noted that in Noll v. Krembs, 22 C. C. P. A. 722, 73 Fed. (2d) 491, 450 O. G. 503 
[25 T.-M. Rep. 28], cough syrup and medicated scalp ointment were held to be goods of 
the same descriptive properties, but they both contained oil of pine and both were stated 
to be used for their medicinal and therapeutic properties. Also, in Vick Chemical Co. v. 
Central City Chemical Co., 22 C. C. P. A. 996, 75 Fed. (2d) 517, 456 O. G. 505 [25 T.-M. 
Rep. 179], cited by the Examiner, nose and throat drops, etc., were held to be goods of 
the same descriptive properties as insecticides, the decision stating that insecticides may 
include medicinal properties. These cases do not mention Mulhens & Kropff, Inc. v. 
Onnen, supra, and to my mind do not overrule it and so far as I know the decision has not 
been overruled and remains controlling here.** 


Vitamin food supplement and fruit juices 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark Inter- 
ferences and thereby dismissed the opposition of S and W Fine Foods, Inc., of San 
Francisco, Calif., to the application of Nutrilite Products, Inc., of Los Angeles, 
Calif., for registration of the fanciful word “Nutrilite” as a trade-mark for 


a vitamin food supplement and a mineral food supplement, being concentrated extracts of 
various animal and vegetable products in form to be readily added to the diet to supply 
additional vitamin and mineral elements necessary to balanced nutrition. 


The opposition was predicated upon opposer’s ownership of the trade-mark 
“Nutradiet,” previously registered for a long line of grocery products and related 
items, including fruit juices. 


The Examiner of Interferences, who sustained the opposition, ruled that the 
goods of the parties possess the same descriptive properties. The Examiner said: 


According to the testimony, some of the products sold by the opposer are packed 
without sugar or salt and are intended primarily for use in diets restricted in regard 
thereto. Applicant’s goods are vitamin and mineral products in concentrated form sup- 
plementing those usually contained in the diet and, as shown in the specimen labels filed 
with the answer, are recommended to be taken with meals. One product, di-calcium 
phosphate, is recommended to be mixed with water, milk or fruit juices. 

It thus appears that the goods of both parties are in the nature of food products which 
are at least in part designed for and appeal to a diet conscious class of purchasers pri- 
marily interested in the nutritional value thereof, and also that they are in part adapted 
for conjoint use. Under these circumstances they are deemed to possess the same descrip- 
tive properties. 


In dismissing the opposition, the First Assistant Commissioner stated : 


Applicant’s products are sold in the form of capsules, tablets, powders, and a liquid 
packed in two-ounce bottles. Broadly speaking they are doubtless “food products,” but all 
food products are not necessarily goods of the same descriptive properties. Cracker Jack 
Co. v. Blanton Citrus Growers, Inc., 23 C. C. P. A. 925, 81 Fed. (2d) 553 [26 T.-M. Rep. 
161]. Nor is “conjoint use” a factor of controlling importance. No one would seriously 
argue that fruit juices and castor oil belong to the same class of merchandise, though it is 
common household practice to mix castor oil with orange juice for the same reason as that 


- = athe Kolynos Company v. Roy E. Phipps, Opp’n No. 20,503, 166 M. D. 67, December 
, 1942. 
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assigned by applicant’s witness Rehnborg for so mixing applicant’s di-calcium phosphate 
powder—‘“merely for convenience in taking it.” 

But even should it be held that opposer’s grocery products and applicant’s “food supple- 
ments” are goods of the same descriptive properties, they are nevertheless so widely dif- 
ferent in most of their essential characteristics that their sale under the marks here in- 
volved would not, in my opinion, be reasonably likely to confuse the public or to deceive 
purchasers. ‘“Nutradiet” and “Nutrilite,” while too nearly alike in sound and in appear- 
ance to be safely used on identical merchandise, differ sufficiently to insure against confu- 
sion when respectively applied to the particular items here in question. 


After disposing of the opposition, the First Assistant Commissioner considered 
the argument of the opposer that registration should be refused on the ground that 
applicant had not used its mark in interstate commerce when its application was 
filed. This argument, the First Assistant Commissioner said, was based upon the 
following testimony of applicant’s president, C. F. Rehnborg: 


Q. Do these individual representatives to whom your distributors furnish the product 
and who in turn sell directly to the customers, operate outside of this state? 

A. Not at present, no. We never have had any business outside of the state. We 
intend to spread. 


The First Assistant Commissioner stated that, before signing his deposition, Mr. 
Rehnborg changed the quoted answer to read: 


Not at present, no. We never have had any distributors outside of the state. We 
intend to spread. We have mailed interstate since before incorporation. 


He also stated that this change was satisfactorily explained in an affidavit, which, 
he said, includes the names and addresses of numerous alleged out-of-state cus- 
tomers to whom applicant’s products are asserted to have been mailed prior to the 
filing date of the application. 

The First Assistant Commissioner concluded that applicant’s showing of inter- 
state use was sufficient to sustain the proposed registration. He stated: 


Opposer moved to suppress the testimony and to strike the affidavit; and in so far as 
the opposition is concerned, I think both motions should have been granted. But this is 
purely an ex parte matter, which does not affect opposer’s case in the slightest degree.”* 


Goods of Same Descriptive Properties 


Vegetable shortening and fresh fruits and vegetables 


VaN ArspALe, A. C.: Reversed the decision of the Examiner of Trade-Marks 
Interferences and thereby sustained the opposition of The Glidden Company, of 
Cleveland, Ohio, to the application of E. & J. Gallo Winery, of Modesto, Calif., for 
registration of a trade-mark for wines consisting of the words “Dinner Bell” asso- 
ciated with the representation of a dinner table set with glasses of wine. 

Opposer relied on its prior use of the trade-mark “Dinner Bell’ for oleomar- 
garine, shortening and salad dressing, and prior registration of the mark for oleo- 
margarine. 


22. S and W Fine Foods, Inc. v. Nutrilite Products, Inc., Opp’n No. 20,741, 166 M. D. 53, 
December 4, 1942. 
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The sole question which required determination, the Assistant Commissioner 
said, was whether wines, notably table wines, are or are not goods of the same 
descriptive properties as oleomargarine, shortening and salad dressing. He said 
that the marks themselves are alike except for the decorative features of applicant’s 
mark and that these features are of minor significance. The Assistant Commissioner 
also stated that it was stipulated that opposer’s oleomargarine, shortening and salad 
dressing are food products “to be consumed in many instances on the purchaser’s 
dining table,” and that it was likewise stipulated that applicant’s wines and opposer’s 
goods are extensively sold in and through the same type of retail grocery stores, chain 
stores, super-markets, and are purchased by the same class of consumers. 


In deciding that opposer’s goods and applicant’s goods are goods of the same 
descriptive properties, the Assistant Commissioner said: 


The interpretation of the term “same descriptive properties” as used in the Trade- 
Mark Act has been greatly enlarged in recent years. Jacob Forst Packing Co., Inc. v. 
C. W. Antrim & Sons, 28 C. C. P. A. 1005, 118 Fed. (2d) 576, 529 O. G. 514 [31 T.-M. 
Rep. 170]. The physical composition. and utility of different goods are not alone deter- 
minative of whether the goods. are or are not of the same descriptive properties under the 
Trade-Mark Act. Many other things qualify as descriptive properties of the goods, for 
instance, the sources of manufacture or origin, the aspects of distribution, sale, use and 
consumption of the goods, and the class of purchasers. The descriptive properties of 
different goods as to the same or different kind or character of source of manufacture or 
origin is given considerable weight. California Packing Corporation v. Tillman & Bendel, 
Inc., 17 C. C. P. A. 1048, 40 Fed. (2d) 108, 394 O. G. 789 [23 T.-M. Rep. 131]. The 
B. F. Goodrich Co. v. Hockmeyer, 17 C. C. P. A. 1068, 40 Fed. (2d) 99, 394 O. G. 795; 
Cracker Jack Co. v. Blanton Citrus Growers, Inc., 23 C. C. P. A. 925, 81 Fed. (2d) 553, 
468 O. G. 282 [26 T.-M. Rep. 161]. 


* * * 


.... the same grocery order and grocery delivery would naturally include both table wines 
and oleomargarine, shortening and salad dressing when ordered. Further, it is well known 
that table wines, notably sherry wine, are used for flavoring in cooking and in the prepara- 
tion of sauces and desserts, so that both applicant’s wines and opposer’s products are used 
in the preparation of dishes of food for the table. Moreover, though judicial notice should 
be exercised with restraint, it may not be going too far to recognize the fact that frequently 
a great variety of foods in the class of groceries and allied products have the same source 
of origin, and that products of this type as different as packaged bacon or other meat 
products and coffee, tea, spices and rice have been held to possess the same descriptive 
properties. Jacob Forst Packing Co., Inc. v. C. W. Antrim & Sons, supra. 

The physical differences between the goods are noted, but it is my opinion that table 
wines are so closely related to grocery items in general and to opposer’s food products in 
particular that when sold under the same or substantially the same trade-marks pur- 
chasers and the public would consider the products to have the same source of origin.** 


Interference 


Amplification of decision 


Van ArspaLe, A. C.: Denied a petition by Gantner & Mattern Company, of 
San Francisco, Calif., for amplification of his decision of November 16, 1942 [33 


23. The Glidden Company v. E. & J. Gallo Winery, Opp’n No. 29887, 166 M. D. 65, 
December 14, 1942. ‘ : 
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T.-M. 101]. The Assistant Commissioner in that earlier decision adjudged Gantner 
& Mattern Company, the appellee, not entitled to be granted registration on its 
application involved in interference. 

In the petition the Gantner & Mattern Company asked that said earlier decision 
be amplified to adjudge appellant, Sam Mittler (Miss America Hat Corporation, 
of Shelton, Conn., assignee, substituted), not entitled to the right to the use of the 
mark of appellant’s registration involved in interference to the exclusion of appellee. 
This request the Assistant Commissioner answered as follows: 


To amplify the decision as requestetd by appellee would, in effect, constitute a ruling 
that appellant’s registration is invalid. Sec. 7 of the Trade-Mark Act provides for refusal 
to register marks in interference and makes no provision for the cancellation of a registra- 
tion in an interference proceeding. Appellant’s mark is already registered and it is 
deemed that a ruling that appellant’s registration is invalid is not appropriate in this 
interference proceeding in which the interfering applicant has been adjudged not entitled 
to registration on its interfering application.** 


Non-conflicting Marks 


“Mist” and “Koromist” 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark Inter- 
ferences and thereby dismissed the opposition of Rogers Peet Company, of New 
York, N. Y., to the application of The B. F. Goodrich Company, of Akron, Ohio, 
for registration of the fanciful word “Koromist” as a trade-mark for 


plain, colored, and/or printed fabrics impregnated and/or coated with a synthetic com- 
position having rubber-like characteristics. 


The First Assistant Commissioner stated that the opposition was sustained by 
the Examiner of Interferences upon the ground that applicant’s mark is confusingly 
similar to a registered trade-mark owned by opposer, which includes the word 
“Mist” as its essential feature, and is appropriated to 


men’s and boys’ suits, overcoats, hats, leather, rubber and fabric shoes, raincoats, negligee 
and sport shirts, collars, neckties and hosiery. 


The First Assistant Commissioner noted that it was stipulated that applicant’s 
product 


is adapted for sale and use as waterproof materials in the manufacture in general of 
articles for which waterproof material of this type is suitable; that it is the intention of 
the applicant to sell this material to the wholesale trade to be made up into articles for 
which the purchasers may wish to employ the material, including such articles as shower 
curtains, waterproof clothing and raincoats. 


In dismissing the opposition, the First Assistant Commissioner said: 


It may be that opposer’s raincoats and applicant’s waterproof fabrics are goods of the 
same descriptive properties, and that their sale under identical trade-marks would be 
reasonably likely to cause confusion. But “it is, of course, well settled that specific differ- 
ences in goods which are of the same general descriptive character should be considered in 


24. Gantner & Mattern Company v. Sam Mittler (Miss America Hat Corporation, assignee, 
substituted), Trade-Mark Inter. No. 3284, 166 M. D. 74, December 28, 1942. 
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connection with differences in marks in fairly determining the question of likelihood of 
confusion.” Puerto Rico Distilling Co. v. The Coca-Cola Co., 28 C. C. P. A. 1143, 120 
Fed. (2d) 370. Applying that doctrine here, I think the two marks “Mist” and “Koro- 
mist,” in view of the differences in the articles with which they are respectively used, and 
the obvious fact that such articles are unlikely to be sold in the same stores or to the same 
class of purchasers, differ sufficiently to satisfy the requirements of the statute, and that 
applicant is entitled to the proposed registration.*® 


25. Rogers Peet Company v. The B. F. Goodrich Company, Opp’n No. 19,902, 166 M. D. 49, 
November 30, 1942. 
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PART II 


THE QUAKER OATS COMPANY v. GENERAL MILLS, INC. 
United States Circuit Court of Appeals, Seventh Circuit 
February 9, 1943 


TRADE-MARKS—INFRINGEMENT—“QOATIES” AND “WHEATIES,” “KORNIES” AND “MalIzIEs”— 
Non-ConFLIcTING MarKSs. 

Marks consisting of the notations “Oaties” and “Quaker Oaties,” used on oaten cereal 
products, held not to be confusingly similar to the words “Wheaties,” “Kornies” and “Maizies,” 
used on cereals. 

TRADE-MAarKS—“WHEATIES” ON CEREALS—EFFECT OF REGISTRATION. 

Defendant, by registering the word “Wheaties” as a trade-mark for a cereal product 
made of wheat, did not thereby preclude the use by others of the generic name. of another 
grain, merely by adding the suffix “ies” thereto; nor should defendant, owner of the regis- 
tered mark “Wheaties,” be heard to deny the right of plaintiff to use the words “Oaties” 
and “Quaker Oaties” to describe an oaten product. 

UnFaArIrR COMPETITION—DRESS AND APPEARANCE OF Goons. 

The form, dress and coloring of the defendant’s packages and the manner in which they 

are presented are the unfailing and significant talismans of fair or unfair dealing. 
Unratr CoMPETITION—PACKAGES AND CONTAINERS—DISSIMILARITIES IN GeET-UP. 

Where defendant’s package was larger and differently shaped than plaintiff’s and the colors 
shown thereon so arranged as to be easily distinguished from the color scheme used by plaintiff, 
held there was no unfair competition. 

UNFAIR COMPETITION—SUITS—EVIDENCE—SURVEYS AND CONSUMER TESTIMONY. 

Evidence adduced by plaintiff from surveys, including signed statements of witnesses, 
were disregarded, as there was no confusion shown in the market-place, which is the place 
that counts. 


In equity. Action for a declaratory judgment of non-infringement of trade- 
marks, in which defendant counterclaimeed for trade-mark infringement and unfair 
competition. From a judgment for plaintiff, defendant appeals. Affirmed. For 
decision below, see 32 T.-M. Rep. 353. 


James P. Hume and Charles L. Byron, both of Chicago, Ill., for appellant. 
Edward S. Rogers, Wm. T. Woodson, James H. Rogers, Wm. D. McKenzie, James 
M. Best, and George I. Haight, all of Chicago, IIl., for appellee. 


Before Evans, Sparks and Minton, Circuit Judges. 
Minton, Circuit Judge: 


The plaintiff-appellee, the Quaker Oats Company, filed an application in the 
Patent Office to register as a trade-mark the word “‘Oaties” to designate a ready-to- 
eat breakfast food made of oats. The Patent Office refused to register this word as 
a trade-mark. The plaintiff appealed to the United States Court of Customs and 
Patent Appeals. The defendant-appellant, General Mills, Inc., elected to have the 
proceedings under Section 4915, Revised Statutes (35 U. S. C. A. Sec. 63) which 
had the effect of forcing the plaintiff into the District Court. The plaintiff accord- 
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ingly filed its petition to compel the Patent Office to register the name “Oaties,” and 
also filed a complaint for a declaratory judgment holding that it was entitled to use 
the names “Oaties” and “Quaker Oaties” on a prepared breakfast food made of oats, 
and that such trade-marks did not infringe or colorably imitate the registered trade- 
marks of the defendant, to wit, ‘‘Wheaties,” “‘“Kornies,” and ‘‘Maizies.” While the 
mark sought to be registered was the word “‘Oaties,” the mark used commercially to 
market the plaintiff's product at the time the complaint was filed and subsequent 
thereto was “Quaker Oaties.” 

The defendant answered the complaint and filed a counterclaim asking that the 
plaintiff be enjoined from using the marks “Oaties” and “Quaker Oaties,” alleging 
that they infringed the defendant’s registered trade-marks “Wheaties,” ‘“Kornies,” 
and “Maizies,” and that the plaintiff was guilty of unfair competition. 

The court refused to grant the petition of the plaintiff to register “Oaties” and 
“Quaker Oaties,” and this portion of the court’s judgment is not appealed from. 
The court granted to the plaintiff the right to use “Oaties” and “Quaker Oaties” to 
designate its product, and dismissed the defendant’s counterclaim for infringement 
and unfair competition. The defendant and counterclaimant appeals. 

The questions we have then are whether the use of the words “Oaties’” and 
“Quaker Oaties” infringes the defendant’s trade-marks, and whether the use of the 
words “‘Oaties” and “Quaker Oaties” in the marketing of a ready-to-eat oats cereal 
amounts to unfair competition with the products of the defendant. 

The defendant’s predecessor, Washburn-Crosby Company, registered the name 
“Wheaties” on June 9, 1925, to be used as a trade-mark on a ready-to-eat cereal 
made of wheat. In the eighteen years “Wheaties” has been on the market, between 
eight and nine hundred million packages have been sold. ‘“Wheaties” has been ex- 
tensively advertised, the defendant having expended about eighteen million dollars 
for this purpose. ‘‘Kornies’ and ‘“‘Maizies” have never been developed or sold com- 
mercially. They are registered as trade-marks to be used on ready-to-eat cereals 
made of corn. Of these two latter products, a few packages have been sold each 
year, amounting to a few cents in revenue. 

Did the defendant, by registering the word “Wheaties” as a trade-mark for a 
ready-to-eat cereal made of wheat, acquire the right to exclude the use of the words 
“Oaties” and “Quaker Oaties” by the plaintiff as an unregistered name under which 
it sought to market a ready-to-eat cereal made of oats? The names themselves sug- 
gest two different kinds of products. One suggests a product made of wheat, and 
the others a product made of oats. Obviously, the defendant would have no right 
to appropriate a generic name of one grain so as to preclude the use by someone 
else of the generic name of another grain. Has the defendant accomplished the 
result by adding the diminutive suffix “ies” to the name of the grain? We think 
not. The defendant could not appropriate either the generic word descriptive of 
the grain, or the mere suffix, or a combination of both, in such a manner as to 
exclude others from using the combination on a different grain. Dixi-Cola Labora- 
tories v. Coca-Cola Co., 117 F. (2d) 352, [30 T.-M. Rep. 307]. 

Furthermore, we think the defendant, as the owner of the registered trade-mark 
“Wheaties,” should not be heard to deny the right of the plaintiff to use the words 
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“Oaties” and “Quaker Oaties” to describe an oats product. If “Kornies’” and 
“Maizies” are sufficiently distinct from ‘“Wheaties” to authorize the defendant to 
have the words “Kornies” and ‘“Maizies” registered as trade-marks for cereals 
made out of corn, then we see no reason why the plaintiff may not claim the name 
“Oaties” to be sufficiently descriptive to use on a product of oats which it manu- 
factures. If General Mills, a long-time dealer in wheat products, can make a trade- 
mark out of the word “Wheaties,” there is no reason why Quaker Oats, which has 
been marketing oats products longer than the defendant has wheat products, cannot 
use the word “oats” plus “ies” to designate an oats product. The one does not in- 
fringe the other. 

The defendant contends that by the use of the names “Wheaties,” ‘“Kornies,” 
and “Maizies,” it has established a family of names, and that the plaintiff, by 
the use of the name “Oaties” has infringed this “family” of names. We are unable 
to agree with this contention. 

Assuming for the purpose of argument that it is possible to establish a “family” 
of names, what would constitute an infringement of this “family” of names? We 
have difficulty in seeing how there could be an infringement unless the group or 
family of names had become so well known as to have a secondary meaning. In 
other words, when the name “‘Wheaties” was mentioned, the names “‘Kornies” and 
‘“‘Maizies” would be more.than likely called to mind. From the facts presented in 
the record, and from what we have said before, it is evident that such a secondary 
meaning has not been established. Only a few packages of ‘“Kornies” and “Maizies” 
have been sold, so that these names are unknown to the public. We find no infringe- 
ment of the names “‘Wheaties,” “Kornies,” and “Maizies” collectively. Indeed, the 
situation in the market as shown by the record would make it impossible to establish 
such meaning. As the trial court found, the defendant was not the first or the ex- 
clusive user of the diminutive suffix “ies” as a part of a brand name for a ready-to- 
eat cereal breakfast food. The plaintiff had registered its Quaker “Quakies” as 
early as 1921, and Quaker “Sparkies” in 1939. General Foods had registered ‘Post 
Toasties” in 1908. Other registered trade-marks for cereals are the Kellogg Com- 
pany’s “Rice Krispies” and “Wheat Krispies,” and the National Biscuit Company’s 
“Shreddies.” It would seem the defendant is the interloper in this “ies” family. 
Our sympathy for the family ties was greatly diminished when we recalled that at 
the time the defendant was ready to market its ready-to-eat breakfast cereal of oats, 
it sent it forth into the cruel competitive world not as “Oaties” but as “Cherrioats,” 
wholly deprived of its family name. 

Since the defendant had no right to exclude the plaintiff from the use of the 
words “Oaties” and “Quaker Oaties,” because their use did not infringe the de- 
fendant’s trade-marks, the plaintiff was free to use the names “Oaties” and 
“Quaker Oaties” with only one limitation upon such use. The plaintiff was bound 
to use reasonable care in the marketing of its product to see that the public was in- 
formed of the source thereof, and to so identify its product as to make it readily dis- 
tinguishable from the defendant’s product. Kellogg Co. v. National Biscuit Co., 
305 U. S. 111, 119, 59 S. Ct. 109, 92 L. Ed. 73, supra. 
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It is conceded that the plaintiff did not try to “palm off” “Oaties” or “Quaker 
Oaties” as “Wheaties.” There is no evidence that any customer in all the millions 
of the defendant’s customers for “Wheaties” ever bought a box of “Oaties” or 
“Quaker Oaties” thinking that he was getting “Wheaties.” 

Both parties conducted surveys. The defendant, from its survey, subpoenaed 
some seventeen of the persons interviewed to testify in court and to identify a ques- 
tionnaire each had responded to on the survey. The substance of their testimony 
was that a representative of the defendant came to their houses making a survey on 
ready-to-eat cereals, and asked each witness a number of questions from a ques- 
tionnaire which was filled out in the presence of the witness and signed by the wit- 
ness. The gist of the questionnaire and of the testimony of these seventeen wit- 
nesses at the time was directed to the answers the witnesses had made to Question 5 
in the questionnaire. In making the survey, Question 5 was propounded in two 
ways. “Do you recall what company makes ‘Oaties’?” or in the alternative, “Here 
is an advertisement of ‘Oaties.’ What company do you think makes it?” The 
response of these seventeen witnesses was to the effect that the “Wheaties” company 
made it. 

At the time the question was asked, an advertisement of the plaintiff was ex- 
hibited to the person being interviewed, and who later testified in court, which ad- 
vertisement fairly shrieked “Quaker” at one who looked at it. The dominating 
feature of the advertisement was the smiling countenance of a Quaker as he ex- 
hibited in his hands the enlarged facsimile of a carton in which “Oaties” was then 
being marketed. 

The package in which the plaintiff at first marketed its product exhibited on 
the flat broad side thereof a blue field in the upper two-thirds of the package, with 
the word “Oaties” in large white letters diagonally across the blue field. Above the 
word “Oaties” in quite large letters was the word “Quaker.” The lower one-third 
of the field was red, with the words “Oat Cereal” in quite prominent letters, at the 
bottom of the package in smaller, but very distinct, white letters and blue letters, 
“Manufactured By The Quaker Oats Company Address—Chicago, U.S. A.” This 
package had been discontinued at the time of the trial, although some of the packages 
were probably still to be found on the market. 

The package that took its place is even more emphatic than the first package in 
the message its appearance conveys that it is a Quaker product. The face or flat 
side of the package is divided into a red field at the top, in which is the well-known 
vignette of the Quaker in his distinctive dress. On each side of the Quaker are the 
words in script, “Ready to Eat.” The lower part of the package is a blue field 
somewhat larger than the red field, and the words “Quaker Oaties” are in large 
white letters across the package, parallel to the top and bottom. At the bottom in 
very distinct, sizable letters of blue, on a narrow red strip, are the words, “Manu- 
factured By The Quaker Oats Company Address: Chicago, U. S. A.” The other 
spaces on the package proclaim the pride of origin with a little less emphasis, but 
displaying on the package the name “Quaker” in twenty different places. The pack- 
age color scheme of red, white and blue is the same as that used for years by the 
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plaintiff to adorn its packages for oatmeal, which were on the market years before 
the defendant entered the “Wheaties” business. 

The defendant’s package for “Wheaties” is a differently shaped and larger pack- 
age than the plaintiff’s. The face of it is an orange field with a large blue disc on it, 
and diagonally across the blue disc is a white strip with the word “Wheaties” in large 
blue letters thereon. In distinct but much smaller print at the bottom of the package 
it is stated, “Copyright 1941 By General Mills, Inc., Manufactured By General Mills, 
Inc., General Offices, Minneapolis, Minn.” 

The form, dress and coloring of the packages and the manner in which they are 
presented to the consuming public are the unfailing, most significant talismans of fair 
or unfair dealing. The pirate flies the flag of the one he would loot. The free and 
honorable non-pirate flies the colors of his own distinctive ensign. 

These packages were exhibited in the record and physically in open court. We 
say them, as the trial court did. They were sufficient in themselves to dispel con- 
fusion, J. C. Penney Co. v. H. D. Lee Mercantile Co., 120 F. (2d) 949, 956. With- 
out even considering the testimony of the plaintiff’s witnesses on the question of con- 
fusion, which testimony, consisting of that of more than one hundred witnesses, 
tended to show the public was well able to understand what it was doing when it 
had to make a decision between the defendant’s and the plaintiff’s product, we think 
the trial court reached the correct conclusion when it found that “Oaties” and 
“Quaker Oaties” were not confusingly similar to “Wheaties,” “Kornies,” and 
“Maizies,” and that the public did not attribute “Oaties” to the defendant. Any- 
one deceived or confused by the plaintiff’s package into believing he was getting the 
defendant’s package would be careless to a degree that the law has no duty to protect. 
One would have to be stupid to be misled or confused when confronted in a grocery 
store with the plaintiff’s and the defendant’s packages. The plaintiff, in marketing 
its goods, is not bound to make them “foolproof” so that no one can make a mistake 
in regard thereto. John Morrill & Co. v. Doyle, 97 F. (2d) 232, 237 [27 T.-M. 
Rep. 629]. As Mr. Justice Brandeis said in Kellogg Co. v. National Biscuit Co., 
305 U. S. 111, at page 121 [28 T.-M. Rep. 569]: 


The obligation resting upon Kellogg Company is not to insure that every purchaser 
will know it to be the maker but to use every reasonable means to prevent confusion. 


The plaintiff, it seems to us, has scrupulously avoided any piratical methods for 
the purpose of stealing the good will the defendant had built up for its product. It 
has used only a name which it had a right to use. In this, it invaded none of the 
defendant’s rights. Again we quote Mr. Justice Brandeis in the Kellogg case, at 
page 122: 

Kellogg Company is undoubtedly sharing in the good will of the article known as 
“Shredded Wheat” ; and thus is sharing in a market which was created by the skill and the 
judgment of plaintiff’s predecessor and has been widely extended by vast expenditures in 
advertising persistently made. But that is not unfair. Sharing in the good will of an 


article unprotected by patent or trade-mark is the exercise of a right possessed by all—and 
in the free exercise of which the consuming public is deeply interested. 


While the article “Wheaties” is protected by a trade-mark, the validity of which 
is not before us, it is unprotected against the name the plaintiff uses. 
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The evidence clearly sustains the trial court’s findings of fact, and the findings 
support the conclusion. There was no infringement of the defendant’s trade-mark, 
or unfair competition in the plaintiff’s conduct. 

There is an attempt to present a question as to the right of the trial court to 
hear testimony of certain surveys conducted by the plaintiff to ascertain the state of 
consumers’ minds concerning the respective products of the parties. In the view 
we take of this record, all of the plaintiff’s evidence obtained by the surveys could be 
disregarded, and the court would still be correct in the conclusion it reached. The 
packages themselves make it impossible to reach a conclusion that the plaintiff had 
not used reasonable care to see that the public was not misled or that its goods might 
not be purchased by the public as the defendant’s goods. The trial court must have 
been impressed, as we were, with the utter dissimilarity of the names and the dress 
in which the products were presented to the prospective customers. 

When met in the market place, the products of the parties left no room for doubt 
as to their source or their nature. There was no confusion there. That is the place 
that counts. Purchases of merchandise are not made in a vacuum with Professor 
Quiz in charge. It may be possible to create confusion in this case, but neither the 
names nor the manner of marketing the products does so. 

The judgment is affirmed. 





THE PURE OIL COMPANY v. PURITAN OIL COMPANY, INC. 
United States Circuit Court of Appeals, Second Circuit 
March 14, 1942 


TRADE-MARKS—INFRINGEMENT—INTERSTATE USE REQUIRED. 
The only wrong forbidden by 15 U. S. C. 96 is use of mark in interstate commerce. 
UNFAIR COMPETITION—SUITS—]J URISDICTION. 

There is no inherent contradiction between operating a local service station and using a 
mark in interstate commerce. Where plaintiff operated a gasoline filling station in Hartford, 
Conn., on which the words “Puritan,” or “Pure” appeared, and sold the gasoline so marked 
to motorists, five percent of all sales being to buyers from without the State, held that such 
sales were interstate, and the decision of the lower court dismissing the complaint was reversed. 


UnFarir CoOMPETITION—SUITS—PLEADING AND PRACTICE. 
Where in the case at issue decision of the lower court was reversed, the cause was re- 
manded for another trial as merits were never really considered. 


In equity. Action for trade-mark infringement and unfair competition. From 
judgment dismissing the complaint, plaintiff appeals. Reversed. For decision be- 
low see 32 T.-M. Rep. 382. 


Kelley Bell, Chicago, Ill., for appellant. 
George H. Cohen, Hartford, Conn., for appellee. 


Before, L. Hann, CuaseE and Frank, Circuit Judges 
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L. Hann, Circuit Judge: 


This appeal involves only the question of the substantive jurisdiction of the dis- 
trict court. The complaint on its face appears to have been framed under the 
Trade-Mark Act of 1905 alone; it alleged that the plaintiff was the owner of a 
number of registered trade-marks which contained the word, “Pure,” or its first 
three letters, “Pur,” and that the defendant, which operated a “service station” in 
Hartford Conn., had infringed these marks by selling oil and gasoline under the 
name, “Pure,” in interstate commerce. Upon the trial it appeared that the plaintiff 
did a large interstate business in the sale of gasoline and oil (originally including the 
supply of filling stations in Connecticut which it had, however, abandoned before 
action brought), and that it sold its products under a number of names, registered 
as trade-marks, all containing the letters, “Pur,” which had acquired a proprietary 
secondary meaning. The defendant operates a “service station” in Hartford where 
it sells gasoline and oil under the name, “Pure” and “Puritan,” by dispensing these 
substances to all automobiles which come along ; 95 percent of these are “recurrent” 
customers. It imported into Connecticut from Indiana some translucent “globes” 
which it has placed upon the pumps by which it dispenses its gasoline and which con- 
tain the word, “Pure,” and it displays the word, “Puritan,” at the station. The 
judge held that the plaintiff had not shown that the defendant had used the regis- 
tered mark in interstate commerce, or that the value of the “amount in controversy” 
was $3,000; he also held that the “cause of action” set up under the Trade-Mark 
Act was not “substantial” enough to confer an incidental or pendent jurisdiction 
under the doctrine of Hurn v. Oursler, 289 U. S. 238 [23 T.-M. Rep. 267] and 
Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 U. S. 315, 324, 325 
[29 T.-M. Rep. 3]. For these reasons he dismissed the complaint for lack of 
jurisdiction. 

We start with the fact that the only wrong forbidden by § 96 of Title 15, U. S. 
Code, is a “use” of the mark in interstate commerce (United States Printing and 
Lithograph Company v. Griggs, Cooper & Company, 279 U. S. 156 [19 T.-M. Rep. 
187]), and it has been often held, as the plaintiff argues, that jurisdiction depends 
solely upon the allegations of the complaint. City Railway Co. v. Citizens Street 
R. R. Co., 166 U. S. 557; Pacific Electric Ry. Co. v. Los Angeles, 194 U. S. 112; 
Hull v. Burr, 234 U. S. 712; South Covington Ry. Co. v. Newport, 259 U. S. 97; 
Mosher v. Phoenix, 287 U. S. 29; Levering & Garrigues Co. v. Morrin, 289 U. S. 
103 ; Ex parte Poresky, 290 U. S. 30; Moore v.C. & O. Ry. Co., 291 U.S. 205. If 
so, the complaint would seem to be sufficient, because, although it alleged specifically 
only that the defendant operated a “service station” in Hartford, yet the ninth article 
characterized the sales at that station as follows: “Defendant has .. . used the 
name, ‘Pure’ .. . in interstate commerce in connection with the sale of gasoline.” 
Certainly, there is no inherent contradiction between operating a local “service 
station” and using the name in interstate commerce, and while it may be argued that 
the allegation was one of law, it was certainly enough to admit amendment and the 
facts which could have been substituted would have sufficed, as we shall show. 
Hence if we were confined to the allegations in the complaint, we should hold that 
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the action lay under § 96 of Title 15, U. S. Code; or if not that, certainly it presented 
a not “plainly unsubstantial” claim of jurisdiction under that section which gave 
the court pendent jurisdiction over the cause of action for unfair competition. 

The defendant insists, however, that we may not stop at the complaint since the 
jurisdictional allegations are in issue; on the contrary, that the plaintiff has the 
burden of showing that the case was “really and substantially” within the court’s 
jurisdiction. (§ 80 of Title 28, U.S. Code.) McNutt v. General Motors Acceptance 
Corp., 298 U. S. 178; KVOS Inc. v. Associated Press, 299 U. S. 269; Gibbs v. 
Buck, 307 U. S. 66, 72; Thomson v. Gaskill, 314 U.S. —. All those cases chanced 
to concern the issue of the “amount in controversy” and did not arise under a statute 
conferring a special jurisdiction like § 97 of Title 15, U. S. Code. Nevertheless, 
we are not disposed to limit § 80 of Title 28, U. S. Code, to causes jurisdiction over 
which was given the district court by the same statute in which it first appeared 
(Act of March 3, 1875; 18 St. L. 470). It imposes an affirmative duty upon the 
district court jealously to scrutinize its own jurisdiction, an admonition in which it 
would be unreasonable to circumscribe to causes now governed by § 41(1) of Title 
28, U. S. Code. Therefore we agree with the defendant that the doctrine now es- 
tablished by the decision we have cited is general, and that, whenever the jurisdic- 
tional allegations are denied, the plaintiff must prove them. On the other hand, we 
think that, judged by the facts, the plaintiff succeeded in asserting a jurisdiction 
under the Trade-Mark Act which was not “plainly unsubstantial” and which there- 
fore entrained jurisdiction over unfair competition. We should not say as much 
for the evidence that the translucent “globes” had come into Connecticut from 
Indiana. True, they were “signs . . . intended to be used . . . in connection with 
the sale” of gasoline ; but they were certainly not “‘used” as signs in interstate com- 
merce, while they were being brought to Hartford preparatory to being set up; if 
they were within § 96 it could only be by virtue of the later use made of them to sell 
gasoline. Jronite Co. v. Guarantee Waterproofing Co., 64 F. (2d) 608 (C. C. A. 
8), concerned quite another situation ; the mark had been affixed to the goods before 
their journey began, and the only question was whether it was the statutory “use” 
for the buyer to carry his own goods so marked into another state for his own 
purposes. 

The use of the word, “Pure,” to sell gasoline and of the sign, “Puritan,” at the 
station, comes much closer to compliance with § 96. Cars come to the “service 
station” from outside Connecticut to be filled; they carry away what they get and 
certainly some part of it crosses the border in their tanks. It is true that this is a 
small part of the defendant’s total sales—apparently only about 5 percent—but the 
amount does not matter if pro tanto the business violates the act. Omitting irrele- 
vant words, the section reads as follows: “Any person who shall . . . imitate any. . . 
trade-mark and affix the same to merchandise . . . or to labels, signs, prints, packages, 
wrappers or receptacles intended to be used . . . in connection with the sale of mer- 
chandise ... and shall use ... such . . . imitation in commerce among the several 
States.” The defendant does affix an “imitation” of the mark to “receptacles in- 
tended to be used in connection with the sale” of gasoline in interstate commerce, 
and it does not strain the sense to say that in so attracting customers it “uses” the 
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“imitation” in that commerce. Faced with the strict necessity of deciding, we should 
perhaps not say that that was the kind of “use” intended ; rather it would seem from 
the context that the “receptacles” or “signs” which bear the mark must themselves 
move in interstate commerce. If they need not, the section would cover any use of 
a registered trade-mark which facilitated an interstate sale ; a doubtful interpretation 
at best, which arguendo we reject. Neverthless, it does not appear to us so un- 
tenable an interpretation as to make an assertion of jurisdiction based upon it “plainly 
unsubstantial.” On the contrary, we think it a not implausible theory that so to use 
a mark is to “use” it “in commerce.” There can be no doubt that Congress might 
have so declared had it been minded ; the Trade-Mark Cases, 100 U. S. 82, do not 
stand in the way. The decision of a majority of this court in Treasure Imports, 
Inc. v. Amdur, 125 F. (2d) — [32 T.-M. Rep. 454], does not conflict with our con- 
clusion. The jurisdiction of the court under the Trade-Mark Act had only sales 
made before registration to support it. Even so, it was not altogether clear that the 
assertion was “plainly unsubstantial’”’ because of the dissent ; but be that as it may, 
it appears to us that there is much difference between the absence of any invasion 
whatever of the registered mark and the question whether it is used “in” interstate 
commerce when it induces, or may induce, people to enter into such commerce. 

The plaintiff asks us in the event of a reversal to give judgment on this record, 
as it has abandoned any claim for damages and asks only for an injunction. On 
the whole we think that, since the merits have been really considered, although most 
of the ultimate facts were found, the case should go back for another trial. 

Judgment reversed ; cause remanded. 





DURABLE TOY & NOVELTY CORPORATION v. J. CHEIN & CO., INC., 
ET AL, 


United States Circuit Court of Appeals, Second Circuit 
February 4, 1943 


TRADE-M ARKS—DEFINITION—RESTRICTIONS ON TITLE. 

A word trade-mark never really gives any property in the words themselves; all it does 
is to so identify the “owner” that its use by others can be said to divert to them customers 
who might otherwise bought of him. 

TRADE-MARKS—INFRINGEMENT—“UNCLE SAM” ON Toy BANKS—Nor INFRINGED BY USE oF 
“UncLE SAM” SYMBOL. 

The use by defendant of the words “Uncle Sam Bank,” shown on the top of a toy bank 
made in the shape of an “Uncle Sam” hat, held not to infringe plaintiff’s trade-mark consist- 
ing of the words “Uncle Sam” used on a larger and more expensive toy bank, inasmuch as 
there was no reason to believe that any customer of plaintiff had been misled by defendant’s 
mark regarding the source of the goods; nor could plaintiff deprive others of the commercial 
advantage (the use of the mythological “Uncle Sam” symbol) which led it originally to 
adopt a legend so commonly employed. 

TRADE-MARKS—INFRINGEMENT—COINED VERSUS QUASI-DESCRIPTIVE TERM. 

Where the name is personal or the mark is coined, the newcomer will hardly find an excuse 
for invading it, as he has no lawful interest in adopting such a mark; but the case is different 
where, as here, plaintiff’s mark is a common patriotic emblem. 
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TRADE-MARK INFRINGEMENT—SUITS—ACCOUNTING. 
Where a reasonable premise that plaintiff's customers would be misled by defendant’s use 
of the mark was absent, and it was clear that no buyers would be misled, there was no basis 
for an accounting. 


In equity. Action for trade-mark infringement. From a judgment for plain- 
tiff, defendants appeal. Reversed. 


Andrew Foulds, Jr., New York, N. Y., for appellants. 
John P. Chandler, New York, N. Y., for appellee. 


Before L. Hanp, Aucustus N. Hanp, and Frank, Circuit Judges. 
L. Hanp, Circuit Judge: 


The defendants appeal from a judgment enjoining them from using the name, 
“Uncle Sam” or “Uncle Sam’s,” upon a toy bank, and directing them to account to 
the plaintiff for profits and damages. The facts are as follows: The business of 
the plaintiff and of its predecessor (it will not be necessary to distinguish between 
them), has been and still is the manufacture of toy banks, which since 1907 it has 
continuously sold under three registered trade-marks, in all of which the most 
characteristic feature is the words, ““Uncle Sam’s.” The banks have been marketed 
at between fifty-nine cents and two dollars and a half ; that which has had the largest 
sale contained a registering device which automatically opens the bank when ten 
dollars have been deposited. The plaintiff has guaranteed all its banks against 
mechanical defects, has on occasion been called upon to respond, and has always 
done so. It has advertised very extensively for many years, and the mark may be 
assumed to have come to indicate to the buyers of toys for retail dealers generally 
throughout the country that the plaintiff makes any toy banks which bear it. The 
defendant, J. Chein & Co., Inc., makes tinware of various kinds, such as pails, dishes 
and the like; and in the early part of 1941, it added to these a rudely made tin toy 
bank, in shape and color made to imitate the hat which is part of the accredited 
costume of the figure, “Uncle Sam.” A slit in the top received coins and the bottom 
was removable to take them out; upon the top was the legend: “Uncle Sam Bank.” 
The retail price of this bank was only ten cents ; the defendant, Woolworth Company, 
alone has sold it, but it has sold a very large number. Both defendants knew of the 
plaintiff’s trade-mark during the period involved in the suit. 

There is no basis for the assumption that anyone who bought one of the de- 
fendants’ banks would be led to do so because he supposed that the plaintiff was its 
source. As we have said, the witnesses who testified that they knew the plaintiff’s 
product by that name, were buyers of toys for retail dealers, and such buyers do not 
buy on the faith of a trade-mark, but are always directly acquainted with the seller 
with whom they deal. There is no reason to believe that anyone who bought the 
defendants’ tawdry little gadget for use—any customer proper—has ever supposed 
that “United States” meant the plaintiff, or that it signified to him any single source 
whatever. Moreover, even if he had so supposed, there is not the slightest reason 
to think that it would have had any influence in determining him to buy; and every 
reason to believe that it would not. Such cheap trifles are bought on their face, so 
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to say; for what they seem to be. Those who buy them care nothing who makes 
them, because they never even remotely expect to resort to the maker; nor do they 
rely upon his business integrity, or any proven quality of the wares. 

If the plaintiff is to succeed in putting the defendants to an accounting, it must 
be, not because they have stolen its customers by masquerading under its name, but 
because it has acquired some monopoly of the words, “Uncle Sam,” as such. That 
would, however, run counter to the whole basis of the law of the subject ; for a trade- 
mark never really gives any property in the words themselves; all it does is so to 
identify the “owner” that its use by others can be said to divert to them customers 
who might otherwise have bought of him. Restatement of Torts; § 715, Comment b. 
Mishawaka Manufacturing Co. v. Kresge Co., 316 U. S. 203, was a very different 
case ; the district court had found—and the circuit court of appeals had affirmed the 
finding—‘‘that there was a ‘reasonable likelihood’ that some purchases might have 
been induced by the purchaser’s belief that he was obtaining the petitioner’s product. 
‘The ordinary purchaser, having become familiar with the plaintiff’s trade-mark, 
would naturally be led to believe that the heels marketed by the defendant were the 
product of the plaintiff company.’” Upon that as a premise the court imposed the 
burden upon the defendant of showing which of its sales did not result from the con- 
fusion it had presumptively caused. Here, as we have seen, the premise is absent ; 
and it is clear that no buyer could have been misled. There was, therefore, no basis 
for an accounting, and certainly that portion of the judgment must be reversed. 

The case is not so clear as to the injunction, because for that it is not necessary 
to find that the plaintiff has actually lost any sales, or even that it is likely to lose any. 
Moreover, although, as we have said, buyers for retailers will by no possibility actu- 
ally buy the defendants’ banks because they suppose themselves to be dealing with 
the plaintiff, they may see the banks on sale and may assume from the name, “Uncle 
Sam,” that the plaintiff makes them ; and conceivably it may hurt the plaintiff in their 
eyes to learn that it is putting out so paltry a product. True, there is no evidence 
that in fact this has, or will, hurt the plaintiff’s reputation ; nevertheless, it is now 
well settled that in such a situation the first user of the mark has an interest which 
courts will recognize ; he need not expose his good name to the hazards of another’s 
conduct, but may stop its use even though he cannot show that that use will result in 
the actual loss of trade. Yale Electric Corporation v. Robertson, 26 F. (2d) 972 
(C. C. A. 2); L. E. Waterman Co. v. Gordon, 72 F. (2d) 272 (C.C. A. 2). That 
interest, however, like the interest dependent upon the possible extension of the first 
user’s business into the new field, is far less weighty than his interest in protecting 
his actual sales. We have twice discussed this doctrine recently, and have said that 
each case presents a unique problem which must be answered by weighing the con- 
flicting interests against each other. Emerson Electric Manufacturing Co. v. Emer- 
son Radio & P. Corp., 105 F. (2d) 908, 910; Dwinell-Wright Company v. White 
House Milk Company, Inc., 137 F. (2d) —. Where the name is personal or the 
mark is coined, it will be hard indeed for the newcomer to find any excuse for in- 
vading it, even though his user does no more than vaguely confuse the reputation of 
the first user with his own; he has no lawful interest in adopting such a mark. But 
that is not this case; “Uncle Sam” is part of the national mythology, not entirely 
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unlike the flag, or any other part of our inherited patriotic paraphernalia ; all have 
a measurable interest in its use. Indeed, the very fact that it has been thought neces- 
sary to forbid the use of the flag for advertising, is evidence that the use had a value 
(§ 3, Title 4, U. S. Code; § 1425-(16) N. Y. Penal Law). 

The figure and name of “Uncle Sam” are not indeed the objects of the same 
national piety, but there is, nevertheless, apparently some advantage in exploiting 
them, and, while it remains lawful to do so, the advantage is not negligible. Balanced 
against any possible damage to the plaintiff’s reputation among buyers for retailers, 
we think it should prevail. If the plaintiff had wished a truly proprietary sign, it 
needed only slight ingenuity to contrive one which would have protected it without 
question. It was not content with that ; like the defendants, it wished to throw about 
its banks a vague implication of solidity, and at the same time to create a trade-mark. 
We do not say that even so it would be unable to prevent the actual appropriation of 
its customers ; but we do hold that when there is no more at stake than a possible— 
and not very probable—cheapening of its reputation, it cannot deprive others of the 
same commercial advantage which led it originally to adopt a legend so commonly 
employed. 

Judgment reversed ; complaint dismissed. 


ADAM HAT STORES, INC. v. LEFCO et AL., TRADING as ADAMS 
CLOTHES 


United States Circuit Court of Appeals, Third Circuit 


February 12, 1943 


UnFarr CoMPETITION—SUITS—EVIDENCE. 

In actions for unfair competition and trade-mark infringement, the findings of the trial 

court must be accepted as conclusive when supported by substantial evidence. 
Unrair CoMPETITION—SUITS—J URISDICTION. 

Where there is diversity of citizenship, matters of the complaint are to be adjudged by the 
law of the State where such matters occurred. However, where such acts were committed 
in the State of Pennsylvania, but no binding rule of decision of a court of that State was 
found, the federal court had recourse to general law in order to ascertain the pertinent local 
law. ; 

UNFAIR COMPETITION—RIGHT TO SIMILAR TRADE-NAME—PRIOR APPROPRIATION. 

As between conflicting claimants to the same trade-mark or trade-name, priority of appro- 
priation ordinarily determines right to exclusive use. But where two parties each inde- 
pendently use the same mark on goods of the same character, in separate markets wholly 
remote one from the other, the matter of prior appropriation does not assume the legal weight 
it would otherwise have, unless it appears that the second user intentionally selected the mark 
with design inimical to the first user. 

UnrFrair COMPETITION—USE OF MARK IN BUSINESS NAME. 

One who reestablishes himself in business is entitled to resume the use of his name as a 

trade-mark on his goods and to incorporate the same in his business title. 
Unrar Competirion—“ApAMS” ON CLOTHING—RIGHT OF Prior USER. 

The prior user of the words “Adams Clothes” on clothing may later adopt it as a trade- 
name, notwithstanding the intervening adoption by another of the word “Adam” for hats, or 
“Adams” for men’s wearing apparel. 
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TRADE-MARKS—ACQUISITION—USE IN ADVERTISING. 


Where one is entitled to the use of a certain trade-mark, he is also entitled to advertise it; 
otherwise, the right would be of little or no value. 


In equity. Action for trade-mark infringement and unfair competition. From 
judgment for defendants, plaintiff appeals. Affirmed. For decision below see 32 
T.-M. Rep. 203. 


Sylvan H. Hirsch, Philadelphia, Pa., for appellant. 
Earl J. Gratz, Philadelphia, Pa., for appellees. 


Before Biccs, JoNEs and GoopricH, Circuit Judges. 
Jones, Circuit Judge: 


This appeal grows out of the plaintiff’s suit to enjoin the defendants from con- 
ducting their business under a certain style name or any similar name and for an 
accounting of profits and damages alleged to be due to the defendants’ use of the 
particular business name. 

The facts material to the questions here involved are as follows: 

Since September, 1924, the plaintiff, a corporation of the State of New York, 
has been continuously engaged in selling, at retail and wholesale throughout the 
United States, men’s hats bearing the trade-mark and under the trade-name of 
“Adam Hats” or “Adam.” The defendants, all of whom are citizens of Pennsyl- 
vonia, own and operate men’s clothing stores in the cities of Philadelphia, Norris- 
town, Chester, Wilmington and Trenton. Except for the store in Trenton, men’s 
hats are among the apparel sold in these stores. In the indicated territory in which 
the defendants conduct their business, the plaintiff company owns and operates three 
stores and has ten other selling agencies. 

In September, 1920 (actually 1918 as revealed by the evidence), Arthur Lefco, 
one of the defendants, opened a store in Philadelphia under the name of “Charles 
Adams Company” where he sold men’s custom tailored clothes under the brand 
name “Adams Clothes.” Shortly thereafter he opened a like store in Trenton 
where he also used the same brand name. In the spring of 1923, Lefco, because of 
illness, sold these stores (but not the brand name) and retired from business. In 
the fall of the same year, his health having improved, he reentered the men’s cloth- 
ing business under the name of “Clark’s” and thereafter conducted like businesses 
under various names, viz., “Arthur & Kennedy,” “Arthur, the Tailor,” “Herman 
Tailoring” and “Herman & Company.” In all of the stores operated under these 
names clothes bearing the brand name “Adams Clothes” were sold, but the name 
“Adams” was not reemployed as a business name until 1933. On September 9, 
1933, Lefco opened a store in Philadelphia devoted exclusively to the sale of “Adams 
Clothes” under the business or trade-name of “Adams Clothes.” 

On November 15, 1933, the plaintiff company wrote Lefco, protesting his use 
of the business name “Adams Clothes,” and on February 27, 1934, filed a bill in 
equity in the Court of Common Pleas of Philadelphia County seeking to enjoin 
the defendants from using the name “Adams Clothes.” A hearing was held in 
that suit on March 20, 1934, on the plaintiff’s application for a preliminary injunc- 
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tion. At the conclusion of the hearing the plaintiff withdrew its preliminary appli- 
cation and on the following day discontinued the proceeding—a step which the de- 
fendants had indicated at the preliminary hearing they would resist. The defendants 
promptly petitioned the Court of Common Pleas to strike off the order of discon- 
tinuance. A rule was granted directing the plaintiff to show cause why the discon- 
tinuance should not be stricken from the record and on April 6, 1934, the Court 
entered an order making the rule absolute. The plaintiff appealed and on February 
4, 1935, the Supreme Court of Pennsylvania affirmed the order of the lower court 
and remitted the record for further proceedings. See Adam Hat Stores, Inc. v. 
Lefco et al., 317 Pa. 442. Thereafter, the plaintiff took no further action in that 
suit. Following the finality of the order refusing the plaintiff leave to discontinue 
the suit in the state court, the defendants opened other stores, viz., in Norristown on 
September 9, 1935; in Chester on March 4, 1936; in Wilmington on March 14, 
1937 ; and in Trenton on September 9, 1939. 

The plaintiff instituted the instant suit on October 11, 1939, resting jurisdiction 
on the diversity of the citizenship of the parties. On March 9, 1942, the District 
Court entered the order of dismissal from which the pending appeal was taken. 

The trial court concluded, on the basis of its findings of fact, that the defendants’ 
use of the business name “‘Adams Clothes” did not constitute an infringement of the 
plaintiff’s trade-name or unfair competition and also that the plaintiff was barred by 
laches, amounting to abandonment from asserting a claim to injunctive relief. The 
findings of the trial court are supported by substantial evidence and, certainly, are 
not clearly erroneous. We are, therefore, under the necessity of accepting as con- 
clusive the facts as found by the trial court. Rule 52(a), Federal Rules of Civil 
Procedure. In view of the appellant’s contentions, a proper determination of the 
instant appeal turns upon whether the defendants are entitled to use the name 
“Adams Clothes” as their business name and, if not, whether the plaintiff is barred 
from asserting a right to the relief which it seeks. 

As federal jurisdiction here depends upon diversity of citizenship, the matters 
of unfair competition in suit are to be adjudged according to local law (Pecheur 
Lozenge Co., Inc. v. National Candy Co., Inc., 315 U. S. 666, 667—in this instance, 
the law of Pennsylvania. So far as the matters of complaint occurred in that State, 
the relevant local law is to be ascertained by direct reference ; otherwise, according 
to that State’s rule of conflicts. See Klaxon Company v. Stentor Electric Manu- 
facturing Co., Inc., 313 U. S. 487, 496. However, we find no binding rule of de- 
cision by a court of Pennsylvania’ as to whether the matters complained of were 
torts in Pennsylvania or as to that State’s rule of conflicts with respect to such of 
the alleged wrongs as occured in other states. In that situation the only course 
open to a federal court is to look to the general law as being the most persuasive 
datum available for ascertaining the pertinent local law. 

Upon reference to the general law, we find that, as between conflicting claimants 
to the same trade-mark, priority of appropriation ordinarily determines the right to 


1. See Fidelity Union Trust Co. v. Field, 311 U. S. 169, 177, 178; West v. American Tele- 
phone & Telegraph Co., 311 U. S. 223, 236, 237. 











192 THIRTY-THREE TRADE-MARK REPORTER 





the exclusive use thereof. McLean v. Fleming, 96 U. S. 245,251. But, where two 
narties each independently employ the same mark upon goods of the same character, 
in separate markets wholly remote, one from the other, the matter of prior appro- 
priation does not assume the legal significance which it otherwise would have, un- 
less it appears that the second user intentionally selected the particular trade-mark 
with design inimical to the interests of the first user. United Drug Company v. 
Theodore Rectanus Company, 248 U. S. 90, 100 [9 T.-M. Rep. 1] ; Hanover Star 
Milling Company v. Metcalf, 240 U. S. 403, 415 [6 T.-M. Rep. 148] ; Tillman & 
Bendel, Inc. v. California Packing Corp., 63 F. (2d) 498, 505 (C. C. A. 9) [23 T.-M. 
Rep. 131]. Except for this qualification of the general rule, the plaintiff under the 
circumstances of this case might well have been deemed to be an infringer of the 
defendants’ trade-mark, for it clearly appears from the competent findings of the 
trial court that the defendant Lefco was the first to use the words “Adams Clothes” 
as a trade-mark for his sale of men’s wearing apparel. However, the plaintiff argues 
that “. . . this use [by Lefco] could not later be enlarged by defendants so as to give 
them the right to use it as their business or firm name, when meanwhile the name had 
been adopted by plaintiff as its business or firm name!’ (Appellant’s Brief, p. 17.) 
Yet, clearly, where one is entitled to the use of a certain trade-mark, he is also 
entitled to advertise and display that mark. Otherwise, the right would be of little 
or no value. The defendants were free, therefore, to emblazon the words “Adams 
Clothes” in connection with the goods which they offered for sale to the public at 
large. Consequently, a restraint upon the defendants’ use of the words as a part 
of their firm or business name could be of little real interest or satisfaction to the 
plaintiff. But, passing that, is the necessity for any such limitation indicated by the 
record in this case? We think not. 

In Burt v. Tucker, 178 Mass. 493, 502, 59 N. E. 1111, 1113, a manufacturer had 
used the word “Knickerbocker” on shoes which he manufactured for a period of 
two years and which he sold at wholesale and retail. He then went out of business 
for four years and discontinued the use of the name. The Supreme Judicial Court 
of Massachusetts in an opinion by Chief Justice Holmes, held that, since upon later 
reestablishing his business he was entitled to resume the use of the name as a trade- 
mark on the shoes he intended to sell, there was no ground upon which the com- 
plainant could prevent him from incorporating the same word into his business name. 
The ruling in the Burt case, supra, which is peculiarly pertinent to facts of the instant 
case, is an important part of the general law on the subject which, in the absence of an 
authoritative pronouncement by a court of Pennsylvania, we are disposed to accept 
as indicative of the law of that state. 

Insofar as the wrongs alleged by the complaint occurred in Trenton, N. J., and 
Wilmington, Del., the respective law of those states becomes applicable under the 
general rule of conflicts. (Restatements, Conflict of Laws (134) § 378.) The 
alleged wrongs in all of the states referred to were separate and distinct torts and not 
consequential or dependent, one upon another. Cf. Restatement, supra, § 377. In 
a like situation, a court of Pennsylvania would ascertain the relevant law of its sister 
states by taking judicial notice of their common law and statutes (Astrin v. Metro- 
politan Life Ins. Co., 341 Pa. 120, 125, footnote 2) or, otherwise, by informing itself 
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of such laws in such manner as it deemed proper. See Pennsylvania Act of May 4, 
1939, P. L. 42, §§ 1 and 2, 28 P. S. §§291, 292 (Pkt. Supp.). So proceeding, we 
have been unable to find any pertinent statute or decision either of New Jersey or of 
Delaware and, again, are remitted to the general law as representative of what a 
Pennsylvania court would find to be the relevant law of those states. 

Applying, therefore, to the facts of the instant case the general law, as found 
in Burt v. Tucker, supra, it follows that the defendants, being entitled to use the 
name “Adams Clothes” as a trade-mark, are also entitled to use those words as part 
of their business or firm name. Accordingly, the court below was not in error when 
it ruled to that effect. 

The appellant’s argument that the defendants’ business name, “Adams Clothes,” 
is deceptively similar to the appellant’s trade-name “Adam Hats,” erroneously as- 
sumes that the appellant had a preemptive right to the word “Adam” or “Adams” in 
connection with the sale of men’s apparel. As we have already indicated, here the 
defendants were the first users of the words “Adams Clothes” as a trade-mark and 
there is neither a finding nor evidence to indicate that they ever have attempted or 
now are attempting to capitalize upon the business reputation and good will of the 
plaintiff. The cases which the appellant cites’ are clearly distinguishable from the 
present. In each of the cited cases the complainant was the first user of the name in 
contest and the offender appropriated the similar name in order to enjoy the repu- 
tation and good will which the prior user had built up. Such, however, is not the 
situation in the case before us, as the findings of the trial judge plainly indicate. 

While so much is sufficient to dispose of this appeal, it is our further opinion 
that the court below was correct in holding that the plaintiff’s conduct bars it from 
asserting a right to injunctive relief. True enough, mere delay alone does not con- 
stitute such a bar where ground for relief is shown to exist. Menendez v. Holt, 128 
U. S. 514, 523; McLean v. Fleming, supra, at p. 253. But, where the conduct of 
the complainant in respect of his particular grievance amounts to an abandonment of 
his right to relief or acquiescence in the alleged offender’s course, such abandonment 
or acquiescence constitutes a bar to the granting of the relief sought. Saxlehner v. 
Eisner & Mendelson Company, 179 U. S. 19, 39. See, also, Fruit Industries, 
Limited v. Bisceglia Bros. Corp., 101 F. (2) 752, 754 (C. C. A. 3) [29 T.-M. Rep. 
177] ; and concurring opinion of Judge Learned Hand in Aunt Jemima Mills Co. v. 
Rigney & Co., 247 F. 407, 412 (C. C. A. 2) [8 T.-M. Rep. 163]. 

Here the defendants, as the users of a trade-mark to which they were unques- 
tionably entitled, extended the words of the trade-mark to their business or trade- 
name. The plaintiff forthwith instituted suit in the state court to restrain the de- 


2. See Rosenberg Bros. & Co. v. Elliott, 7 F. (2d) 962, 966 (C. C. A. 3) ; Duro Co. v. Duro 
Co., 27 F. (2d) 339 (C. C. A. 3); Kotabs, Inc. v. Kotex Co., 50 F. (2d) 810, 813 (C. C. A. 3); 
L. E. Waterman v. Gordon, 72 F. (2d) 272, 273 (C. C. A. 2) ; Bond Stores, Incorporated v. Bond 
Stores, Inc., 104 F. (2d) 124 (C. C. A. 3); Wall v. Rolls-Royce of America, 4 F. (2d) 333 
(C. C. A. 3); Akron-Overland Tire o. v. Willys-Overland Co., 273 F. 674 (C. C. A. 3); Great 
Atlantic & Pacific Tea Co. v. A. & P. Co. Radio Stores, Inc., 20 F. Supp. 703 (E. D. Pa.) ; 
Stylepark Hats, Inc. v. Ruth Mitchell, Trading as Stlye Park Clothes Co., C. P. Ct. Phila. Co. 
(Pa.) No. 7 Sept. Term 1937, No. 1703 (unreported) ; Long’s Hat Stores Corporation v. Long’s 
Clothes, Inc., 224 App. Div. 497, 231 N. Y. Supp. 107 (1928). 
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fendants’ extended use of the name. After a court hearing upon the plaintiff's 
application for a preliminary injunction, the latter attempted to discontinue that 
suit. In this it failed, owing to the defendant’s active resistance based upon their 
insistence that the suit be proceeded with and determined. Thereafter the plaintiff 
did nothing, but chose to stand by, idly and silently, while the defendants from time 
to time invested large sums in expanding their business, store by store, as they had a 
right to do. Then five years after having instituted the suit in the state court and 
without having proceeded further with that suit, the plaintiff filed the present suit 
in federal court. In such circumstances the plaintiff's acquiescence in the defend- 
ants’ conduct and its abandonment of any right it may have had in the matter seems 
too clear for argument. In the circumstances shown, it would be highly inequitable 
to permit the plaintiff now to assert a right to injunctive relief, particularly when its 
earlier suit in the state court is still pending. 
The judgment of the District Court is affirmed. 





UNITED STATES v. BAUSCH & LOMB OPTICAL COMPANY et At. 
United States District Court, S. D. New York 
May 27, 1942 


UNFAIR COMPETITION—FEDERAL STATUTES: SHERMAN AcCT—SOope. 

The Sherman Act condemns an agreement between a distributor and a group of wholesalers 
to boycott all retailers not approved by the distributor and to charge a uniform price to all 
retailers who are approved; and it does not matter whether the market in the commodity 
involved is or is not dominated by the parties to the agreement. 

UnFAir COMPETITION—SUITS—P ARTIES. 

Where defendant Bausch & Lomb Optical Company manufactured for a distributor ophthal- 
mic lenses sold under the trade-mark “Soft-Lite,” sixty percent of which were sold through 
concerns affiliated with the former, and both defendant and distributor, by price conferences 
and agreements, by a system of selecting wholesalers, licensing retailers and requiring them 
to resell the lenses at prices prevailing in their respective localities, sought to control output 
of the goods and to fix prices thereon, defendant held guilty of violation of the Sherman Act. 

UNFAIR COMPETITION—SHERMAN ACT—RELATION TO MILLER-TypiINncs Act. 

Price maintenance agreements relating to trade-marked goods violate the Sherman Act if 

they are invalid implimentations of the Miller-Tydings Act. 
UnFair COMPETITION—SHERMAN ACT—SUITS—DEFENSES. 

The fact that there was no written agreement in the case at issue held not to immunize the 

distribution system devised by the distributor, since the agreement is implicit in the system. 
UnFair CoMPETITION—ANTI-TRUST LAws—HorizonTAL AGREEMENTS. 

The system devised by the distributor of “Soft-Lite” lenses created not only a perpendicular 
system of control, but also two horizontal systems, one involving competing wholesalers and 
the other competing retailers. Such horizontal agreements are not sanctioned by the Miller- 
Tydings Act. 

Unrair COMPETITION—‘“Sort-LITEE” ON LENSES—DISTRIBUTING SYSTEM-LEGALITY OF AGREE- 


MENT. 

Where defendant did not have a monopoly of the glass used in “Soft-Lite” lenses, the agree- 
ment whereby it manufactured glass for such lenses held not contrary to public policy, viewed 
apart from the distribution system, and not a violation of the Sherman Act. 
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In equity. Action for violation of the Sherman Act. Decree for plaintiff. 


Samuel S. Isseks, Special Assistant to the Attorney General, and Irving Glickfeld, 
John E. McCracken, and John S. James, Special Attorneys, for plaintiff. 
Simpson, Thacher & Bartlett (Whitney N. Seymour and Francis X. Fallon, Jr., of 
counsel), all of New York, N. Y., for defendants Bausch & Lomb Optical Com- 
pany, M. Herbert Eisenhart, Ben A. Ramaker, and Joseph F. Taylor. 

Lehrich & Lehrich (Henry Lehrich, Benjamin S. Kirsch, and Hyman D. Lehrich, 
of counsel), all of New York, N. Y:, for defendants Soft-Lite Lens Company, 
Inc., Nathaniel Singer, R. G. Landis, and Morris Singer. 


RIFKIND, District Judge: 


This is a civil action by the United States under the provisions of the Sherman 
Anti-Trust Act (15 U. S. C. A. § 1 et seg.). The two corporate defendants are 
Bausch & Lomb Optical Co., a manufacturer of ophthalmic goods and Soft-Lite Lens 
Co., Inc., a distributor of unpatented, pink tinted lenses, under the trade-mark “Soft- 
Lite,” for use in spectacles and eye glasses. The individual defendants are officers 
of one or the other corporation. 

The complaint charges the defendants with violations of sections 1 and 3 of the 
Sherman Anti-Trust Act by unlawfully contracting, combining and conspiring to 
restrain interstate trade and commerce in tinted lenses and, more particularly, by 
contracting, combining and conspiring; “‘(a) to designate and select according to 
certain arbitrary rules and regulations, wholesalers and retailers to handle, deal in, 
and sell certain tinted lenses known as ‘Soft-Lite’ lenses: (b) to sell such tinted 
lenses only to such designated and selected wholesalers and retailers; (c) to restrain 
such wholesalers and retailers from selling to other wholesalers and retailers not 
so selected ; (d) to force such wholesalers and retailers to observe certain arbitrary 
and unreasonable prices in reselling such tinted lenses; and (e) to limit the sale 
and distribution in interstate trade and commerce of tinted lenses similar to ‘Soft- 
Lite’ lenses.” 

The complaint further charges that the defendants combined and conspired to 
establish and maintain a closely regulated scheme of manufacture and distribution 
by means of which the defendants would control completely all phases of the market- 
ing of these unpatented tinted lenses, including the selection and designation of 
wholesalers and retailers of such lenses and the fixing and maintenance of minimum 
retail prices of such lenses ; and that the object of this combination and conspiracy 
was effectively carried out by an exclusive manufacturing arrangement between 
Bausch & Lomb and Soft-Lite, by employing corporations affiliated with Bausch & 
Lomb to distribute approximately two-thirds of all “Soft-Lite” lenses, by price con- 
ferences and agreements, by a system of selecting wholesalers and licensing retailers 
and by requiring retailers to resell the lenses at the price prevailing in their respective 
localities. 

As result of the conspiracy and its effectuation, dealers who refuse to abide 
by the control exercised by defendants have been denied the right to deal in “Soft- 
Lite” lenses and consumers have been compelled to pay arbitrary and non-competi- 
tive prices. 





196 THIRTY-THREE TRADE-MARK REPORTER 





The relief prayed for includes injunctions against the unlawful practices of the 
defendants, cancellation of the manufacturing agreement between Bausch and Lomb 
and Soft-Lite, cancellation and injunctions against the continuance of the distribu- 
tion arrangements and licenses between Soft-Lite and its wholesalers and retailers. 

The answers admit that “Soft-Lite” lenses move in interstate commerce, that 
they are manufactured by Bausch & Lomb exclusively for Soft-Lite, that defendant 
Soft-Lite licenses retailers to deal in “Soft-Lite” lenses. The answers deny sub- 
stantially all the other material allegations and deny the violation of the Sherman 
Anti-Trust Act. 

For several years prior to 1919, Morris Singer was purveying pink tinted lenses, 
for use in eye glasses, through several retail shops operated by him in the City of 
New York. These lenses were marketed under the trade-mark “Soft-Lite” owned 
by him. “Soft-Lite” lenses were ground for Morris Singer by several manufac- 
turers out of pink tinted glass imported by him from France. 

In 1919 Morris Singer and Nathaniel Singer, his son, formed Optical Service 
Corporation to engage in the wholesale distribution of “Soft-Lite” lenses. The 
name of Optical Service Corporation was in 1929 changed to Soft-Lite Lense Co., 
Inc., and it will hereinafter be so identified. 

Tinted lenses had been sold in the market as far back as 1908. Pink tinted 
lenses, however, were apparently introduced into the American market by Morris 
Singer. They won public favor slowly and in 1924 Soft-Lite was still doing a very 
small business. At that time Nathaniel Singer estimated that the company’s sales 
for the year would amount to about fifty thousand pairs. 

On June 11, 1924, Bausch & Lomb entered into an arrangement to grind pink 
tinted lenses for Soft-Lite out of glass imported and provided by the latter. In con- 
nection with this arrangement and at the time it was made Bausch & Lomb was 
supplied by Soft-Lite with a list of its customers to whom Bausch & Lomb referred 
in an office memorandum as jobbers and retailer licensees. Bausch & Lomb agreed 
that any orders for pink tinted lenses which it might receive it would transmit to 
Soft-Lite. 

Shortly thereafter, in August, 1924, a change occurred in the relationship between 
the two companies. Bausch & Lomb became not only the grinder of “Soft-Lite” 
lenses but the exclusive manufacturer of the pink tinted glass from which the lenses 
were ground. Furthermore, it was understood that Bausch & Lomb would manu- 
facture pink tinted glass only for Soft-Lite and that it would not compete with Soft- 
Lite in the sale of pink tinted lenses. 

The parties have given this arrangement a more precise construction from time 
to time. Thus, on September 13, 1926, Bausch & Lomb wrote to Soft-Lite as 
follows: 


Since the very beginning of our relations with you, in connection with this transaction, 
it has been understood that we would safeguard your interests in every way and it has 
never been our intention to make competition for you by either marketing a tinted lense 
of our own or producing similar tinted glass for other manufacturers and it is our intention 
to abide by this understanding. 

On the other hand, however, it is difficult to foresee the progress of science in produc- 
ing glass possessing better properties than is obtainable at the present time and in that 
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event we feel certain that you would not in any way desire to impede our progress in that 
direction. 

We hope that this may be sufficient guarantee to you that we do not wish to do any- 
thing that would look like competition in connection with the “Soft-Lite” and we naturally 
expect that your efforts in the sale of same will be continued as at present for an indefinite 
period unless by consent of both parties concerned a different arrangement is agreed upon. 

Yours very truly, 
Bausch & Lomb Optical Company. 

P. S. Tinted lenses such as Crookes Fieuzal, Smoke, Amber, etc., which we are now 
manufacturing, it is understood will not come under the above arrangement. 


This construction of the understanding of the parties was accepted by Soft-Lite. 

The character of the basic relationship between the parties again came up for 
review in 1932 in connection with a patent application by Bausch & Lomb on 
Nokrome lenses. On July 6, 1932, Bausch & Lomb wrote to Soft-Lite, in part, as 
follows: 


Insofar as the marketing of product manufactured under this patent involves the use of 
“Soft-Lite” glass as such, we are willing to grant you the exclusive distribution under the 
same general conditions as we have agreed to in the letter written by our company to you 
under date of September 13, 1926. 


Except for a change with respect to second quality lenses, the arrangements em- 
braced in these communications have, in substance, governed the relation between 
the two corporations to this day. With respect to second quality lenses it was 
provided sometime between 1924 and 1935 that Soft-Lite would no longer be obliged 
to accept them; that Bausch & Lomb would not sell them in the United States but 
only abroad, in countries in which Soft-Lite had no offices, and at prices agreed to 
by both corporations. 

These arrangements were developed through arm’s length negotiations. Soft- 
Lite’s object was to obtain from a highly regarded domestic source a product of 
uniformly good quality. Bausch & Lomb’s object was to secure a prospectively in- 
creasing outlet for its manufactures. 

These objects have been attained. The distribution of “Soft-Lite’” lenses has 
grown rapidly. In 1938 Soft-Lite sold 447,171 pairs for $807,000 ; in 1939, 518,129 
pairs for $910,000 ; 1940, 563,113 pairs for $987,000. 

Others have entered the pink tinted lens field. The most prominent are Ameri- 
can Optical Company, Titmas Optical Company, Shuron Optical Company and Con- 
tinental Optical Company. The aggregate sales of pink tinted lenses by the com- 
panies mentioned, including Soft-Lite, are as follows: 1938, 1,150,523 pairs for 
$1,598,179; 1939, 1,406,713%% pairs for $1,887,868; 1940, 1,433,583 pairs for 
$1,939,502. 

Pink tinted glass for lenses has been manufactured not only by Bausch & Lomb 
but also by Pittsburgh Plate Glass Company, which supplied the companies above 
mentioned other than Soft-Lite, and by L. J. House Convex Glass Company. 

Throughout the period mentioned there has been competition between untinted 
and tinted lenses, as well as in the various tints of lenses and among the distributors 
of pink tinted lenses. 
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Soft-Lite is engaged exclusively in selling. It does no manufacturing of any 
kind. The lenses it markets are purchased exclusively from Bausch & Lomb. 
Soft-Lite sells its lenses only to designated wholesalers. However, it promotes the 
sale of its lenses by appealing directly to retailers for patronage of its trade-marked 
article. 

Wholesalers designated by Soft-Lite to deal in “Soft-Lite” lenses may resell them 
only to retailers “licensed” by Soft-Lite. The form of “license” has undergone 
several changes. 

Until 1927, there was no written form of license although retailers who dealt in 
“‘Soft-Lite” lenses were called licensees by Soft-Lite. Sometime in 1927, Soft-Lite 
established the practice of having the retailer, upon placing his first order with the 
wholesaler for ‘‘Soft-Lite” lenses, subscribe to a paper entitled, “Signed application 
for a Soft-Lite Licensee Privilege.” The application was subject to acceptance by 
Soft-Lite. Therein the applicant declared that it was “a recognized high-grade 
ethical optical concern,” that it was cognizant of “the standards and principles upon 
which licenses for Soft-Lite are granted” and that it “subscribes to these principles.” 
Between 1928 and 1933, a lightly revised form was employed which did not differ 
materially from the preceding one. Both forms of application called for endorse- 
ment or recommendation of the retailer by one of the designated wholesalers or by a 
Soft-Lite representative. It did not require the approval of Bausch & Lomb. 

In May, 1933, was devised a plan of distribution which has, with one change, 
prevailed to the present time. Two classes of retail licenses were established, one 
called a “stock license” issued to retailers who were equipped to perform certain 
finishing operations upon lenses ; the other called a “prescription license” issued to 
retailers not so equipped.” There were different requirements as to minimum pur- 
chases and different price discounts applicable to the two licenses. 

The license became a bilateral agreement between the retailer and Soft-Lite. In 
part it provided : 


1. Licensor hereby grants licensee revocable, non-exclusive and non-transferable 
license to purchase said “Soft-Lite” lenses and lens blanks from a licensed “Soft-Lite” Dis- 
tributor or Class “A” Wholesale Licensee and to resell said lenses at prices prevailing in 
the locality in which licensee conducts his practice or business. 

2. Licensee agrees to use his best efforts to promote and further the use and sale of 
“Soft-Lite” lenses and further agrees to do nothing which may adversely affect the prestige 
of said lenses, agreeing not to sell or deal in any lens similar in tint, color or shade to 
“Soft-Lite” lenses shall be sold only under the trade-names and marks of the Licensor, and 
only to the patient or consumer... . 

5. Licensor may terminate this license at any time, by serving upon Licensee a written 
notice of thirty days.... 


In February, 1939, paragraph 2 of the license was changed to read thus: 


2. Licensee agrees to use his best efforts to promote and further the use and sale of 
“Soft-Lite” lenses and further agrees to do nothing which may adversely affect the prestige 
of said lenses; it being understood that the promotion of the sale of other lenses of a 





1. The classification of retailers into stock retailers and prescription retailers is one commonly 
recognized in the trade with varying qualifying characteristics. 
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similar color, or the substitution of other lenses for “Soft-Lite” lenses, is detrimental to 
the good name and reputation of “Soft-Lite” lenses and may adversely affect the prestige 
thereof. Said “Soft-Lite” lenses shall be sold only under the trade-names and marks of 
the Licensor and only to the patient or consumer. 


This change was the result of a cease and desist order issued by the Federal Trade 
Commission. 

Upon the issuance of a license to a retailer the designated wholesalers were noti- 
fied that they were at liberty to sell to him. 

Bausch & Lomb also manufactured patented lenses with specified characteristics 
under the names Orthogon and Panoptik. These lenses were manufactured both in 
pink tinted glass and other glass. A number of reciprocal arrangements prevailed 
between the two corporations arising out of this overlapping. Thus Orthogon 
licensees of Bausch & Lomb were privileged to purchase Orthogon Soft-Lites. Soft- 
Lite stock licensees were privileged to buy uncut Orthogon Soft-Lites. Orthogon 
“Franchise Dealers” were automatically listed as Soft-Lite prescription licensees. 
Panoptik licensees could buy Panoptik Soft-Lites. Soft-Lite licensees could not 
deal in Panoptik bifocals unless licensed by Panoptik. 

Soft-Lites are distributed by seven thousand to eight thousand licensed retailers 
in the United States. The total number of oculists and optometrics in the United 
States is thirty thousand, of whom about one-half are active purchasers of lenses. 

There is no doubt that Soft-Lite exerted every effort to keep the stream of its 
lenses well within defined channels which it established, reaching from the source 
of manufacture to the ultimate consumer. It selected only those wholesalers who 
were willing to cooperate with its policy. It licensed only those retailers who agreed 
to and observed its policy. 

Excluded from its wholesale customers were those who did business with “un- 
ethical retailers” ; wholesale branches of the American Optical Company ; and whole- 
salers whose volume was relatively small. Excluded from the retailer list were those 
who failed to maintain the price prevailing in the locality ; “indulged in installment 
advertising where prices are quoted in any form”; maintained their establishments 
in a department store or jewelry house ; did not conduct their business or practice in 
a “reputable and ethical manner.” 

In its advertising Soft-Lite stressed that it was protecting its licensed retailers 
from the competition of unethical practitioners and price cutters. 

Soft-Lite’s policy was enforced: by scrutiny before the retailer was licensed ; 
by surveillance through Soft-Lite’s salesmen and by cancellation of the retailer’s 
license if he failed to abide by Soft-Lite’s policy. Upon cancellation, wholesalers 
were notified in writing that the retailer was no longer entitled to receive “Soft-Lite” 
lenses. Wholesalers observed this exclusion. 

As an additional device for the enforcement of its policy, and especially to create 
the appearance of enforceability, Soft-Lite used a “protection certificate.” Each 
pair of “Soft-Lite” lenses was accompanied by a numbered certificate which vouched 
for the genuineness of the lenses and disclosed, by means of the number, the whole- 
sale source of the lens. The testimony is to the effect that the protection certificate 
was but rarely used to trace the wholesale source of lenses found in the hands of un- 
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licensed retailers. It is clear, however, that it could be used for that purpose and 
that wholesalers were informed that it was intended for that purpose. 

It is undisputed that Soft-Lite designated to the wholesalers the prices to be 
received by them from the retailers. This was done by means of published price 
lists. These lists were made available to retailers as well as to wholesalers and the 
retailers were thus informed of the prices set which they could expect to purchase 
“Soft-Lite” lenses from the wholesalers. Nathaniel Singer, President of Soft-Lite, 
testified that these price lists were intended only as suggestions. If so, they were 
suggestions which the wholesalers regarded as obligatory. Both Soft-Lite and the 
wholesalers understood that material deviation would result in the discontinuance of 
business. Soft-Lite’s advertising, price lists and conduct, as well as Nathaniel 
Singer’s speeches at trade meetings, confirmed this understanding. 

There is much deeper conflict in the testimony as to whether Soft-Lite fixed 
the price to be charged by retailers to consumers. It is admitted that such 
prices were fixed on “goggles” (glasses which filter out some light but otherwise 
leave vision unaffected). Defendants contend that this was a solitary instance, long 
since abandoned, and insignificant in volume. I find that Soft-Lite did not establish 
a uniform retailer-consumer price on “Soft-Lite” lenses. That does not mean that 
consumer prices were freely allowed to find their competitive levels. A number of 
regulatory forces were exerted by Soft-Lite and its wholesalers which operated on 
consumer prices. 

The first of these was the retailers’ agreement to sell at “prices prevailing in the 
locality.” The second was Soft-Lite’s insistence that its lenses be sold at a premium 
over comparable untinted lenses. Departure from these two standards was punished 
by revocation of license. Restoration followed only upon adequate assurance of 
complaint behavior in the future. By these means, Soft-Lite was assuring the trade 
that it was protecting the retailers’ legitimate profit. Soft-Lite’s salesmen and rep- 
resentatives were instructed to and did observe whether Soft-Lite policies were 
carried out by wholesalers and retailers. Where suspicion was aroused by the 
complaint of one retailer against another, “shopping” was engaged in by agents of 
Soft-Lite to ascertain whether there was non-compliance with the price regulations. 

Was the Soft-Lite system of distribution independently maintained or did 
Bausch & Lomb play a role in maintaining it? This question is complicated by the 
contention of the plaintiff that the Bausch & Lomb affiliates were in fact one with 
Bausch & Lomb, or at least instrumentalities of Bausch & Lomb so that their acts 
may be ascribed to it. The affiliates are six wholesale distributors of ophthalmic 
goods. Over a period of years, after 1924, Bausch & Lomb acquired the controlling 
stock interest in each of them. The six wholesale houses operate, in the aggregate, 
164 branches. They constitute, by far, the largest outlet for “Soft-Lite” lenses, ac- 
counting for 60 percent of the sales. ; 

It was stipulated, for purposes of this trial only and for no other purpose and 
subject to conditions stated in the stipulation that “Bausch & Lomb,” through its 
ownership of a majority of the outstanding voting stock of each said wholesale com- 
panies, has power to coordinate and control the sales and pricing policies of said 
wholesale companies.” 
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Whatever may be the legal relationship between Bausch & Lomb and its affiliates, 
the business relationship is quite clear. Manifestly, Bausch & Lomb is vitally in- 
terested in the price which Soft-Lite charges to wholesalers since the Bausch & Lomb 
affiliates constitute the most prominent group among Soft-Lite’s wholesale cus- 
tomers. It is equally clear that Bausch & Lomb is concerned with the price level of 
the lens to the consumer. The logic of its concern was well expressed in 1925 by 
Sterling, an officer of Bausch & Lomb, in an inter-office memorandum: 


The economic justification for the existence of “Soft-Lite” in the picture has always 
been that they start with high retail prices and from this develop a price schedule that 
leaves an attractive profit at every link in the chain of distribution, including the very 
sizeable mark-up in price between our sales price to “Soft-Lite”’ at the factory and our 
purchase price paid to “Soft-Lite” at distribution. If the retailers are not able to obtain 
the high prices listed, this becomes a matter of vital concern to us... . 


I do not accept this as proof of the existense of a “list” of prices to be charged by 
retailers, as Sterling’s explanation of the use of that word is adequate. I do take it 
as evidence that Bausch & Lomb was consciously aware of the business logic of its 
relations with Soft-Lite. 

We come, therefore, to the next question, which is, whether this concern of 
Bausch & Lomb with prices charged to wholesalers, retailers and consumers was 
translated into agreement with Soft-Lite or in action taken in concert with Soft-Lite. 

The evidence clearly supports the conclusion that price was frequently the subject 
of discussion between Soft-Lite and Bausch & Lomb. These discussions related to 
every segment of the price structure. Whenever Bausch & Lomb reduced its price 
to Soft-Lite it insisted that the reduction be transmitted down along the chain of 
distribution ; and in every instance but one Soft-Lite complied. It is equally clear 
that the affiliated corporations charged retailers the price designated for that purpose 
by Soft-Lite; that they cooperated in weeding out so-called undesirable retailers ; 
and that some of them participated in discussions with Soft-Lite concerning the 
rather complicated Soft-Lite price schedules before they were published or revised. 

It is equally clear from the evidence that, prior to the acquisition of control by 
Bausch & Lomb, wholesalers, now identified as affiliates, were similarly helpful 
and, indeed, that non-affiliated wholesalers were likewise cooperative in the effectu- 
ation of Soft-Lite’s policy. 

The relationship between Bausch & Lomb and Soft-Lite was a cordial one. 
There were many points of cooperative contact. Lists of wholesale customers were 
exchanged. “Tips” with respect to the quality of dealers were given by one to 
the other. When there was a doubt about a customer there was discussion between 
Bausch & Lomb and Soft-Lite and an exchange of experience in relation to that 
customer. 

Likewise with respect to a number of items distributed in the optical trade for 
advertising purposes rather than for profit there was very considerable cooperation, 
including agreement on price. This applied to cleaning cloths, a “dispenso box,” or 
receptacle for cleaning cloths, and lens cabinets. 

Bausch & Lomb scrupulously refrained from competing with Soft-Lite in pink 
tinted lenses. In 1936, however, Bausch & Lomb, over Soft-Lite’s protest, intro- 
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duced “Ray Ban,” a green tinted lens, which it marketed directly without the aid 
of Soft-Lite. Similarly, Soft-Lite sold its lenses to wholesalers who were in active 
competition with the affiliated wholesalers ; and the affiliated wholesalers, as well as 
the non-affiliated wholesalers, sold lenses which were competitive with Soft-Lites. 

In an effort to tie Bausch & Lomb more securely to Soft-Lite’s system of dis- 
tribution the plaintiff offered the testimony of one Wahlgren, whose credibility the 
defendants have vigorously attacked. While there is a wide divergence between 
Wahlgren’s version of the origin of the 1924 agreement and Nathaniel Singer’s, 
there is no serious conflict with respect to the truly material items. I do not accept 
the contention that in 1924 Bausch & Lomb and Soft-Lite envisioned in detail the 
1933 distribution system. On the other hand, the logic of Soft-Lite’s status in the 
lens business made the discussion of price between Bausch & Lomb and Soft-Lite 
imperative. And this was true even before Bausch & Lomb had acquired affiliates 
who were Soft-Lite’s chief customers. Soft-Lite constituted an additional link in 
the chain of distribution inserted between the manufacturer and the wholesaler. If 
its profits were not to be obtained at the expense of the manufacturer or of the manu- 
facturer’s customers, it must be derived from a higher price charged to the con- 
sumer. A premium price to the consumer above untinted lenses was, therefore, the 
sine qua non of Soft-Lite’s existence, and Soft-Lite’s ability to market its lenses at 
such a premium price was the only justification of the exclusive agreement made 
with it by Bausch & Lomb. 

The evidence does not justify an inference that in 1924 or at any time thereafter 
Bausch & Lomb undertook to assist Soft-Lite. to attain such a goal, except as the ex- 
clusive manufacturing agreement itself may be so regarded. The inference is, 
however, inescapable that before Bausch & Lomb granted Soft-Lite an exclusive 
manufacturing arrangement it was satisfied that Soft-Lite would so market the 
product as to justify that arrangement. 

Nathaniel Singer testified that the necessary price conditions were achieved by 
superior salesmanship, resourcefulness, advertising and by building a “halo” about 
“Soft-Lite” lenses. Undoubtedly these contributed. I find, however, that the 
“halo” was no more than the glitter of high price, artificially maintained by a frame 
work of agreements in restraint of trade. 

There were designed to confer upon Soft-Lite the power to control the price 
of its lenses at every stage of distribution down to consumer. They were effective 
instruments for the accomplishment of that purpose and were successfully used to 
attain it. 

The mischief of these agreements becomes more conspicuous when examined 
in the light of the established trade practice that the retail purveyor of the lenses 
is frequently the one who also “prescribes” for the patient-customer. Into his quasi- 
professional judgment is thus introduced the knowledge that he can prescribe a lens 
whereon his profit is greater; and this temptation is more easily yielded to when 
there is security against competitive comparison. That security Soft-Lite, by its 
advertising salesmanship and by public addresses at trade meetings undertook to pro- 
vide for those who dealt in its products. The paucity of complaints and the relative 
rarity of punitive action against violators of the ethics preached by Soft-Lite attest 
the success of its efforts. 
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The principle has long been established that the Sherman Act condemns an 
agreement between a distributor and a group of wholesalers to boycott all retailers 
not approved by the distributor and to charge a uniform price to all retailers who 
are approved. Dr. Miles Medical Co. v. Park & Sons Co., 1911, 220 U. S. 373; 
United States v. Schrader’s Son, Inc., 1920, 252 U. S. 85 [10 T.-M. Rep. 147]; 
Federal Trade Commission v. Beech-Nut Packing Company, 1922, 257 U. S. 441 
[12 T.-M. Rep. 39] ; Ethyl Gasoline Corp. v. United States, 1940, 309 U. S. 436; 
Interstate Circuit, Inc. v. United States, 1939, 306 U. S. 208; Eastern States Retail 
Lumber Dealers’ Association v. United States, 1914, 234 U. S. 600; Binderup v. 
Pathe Exchange, Inc., 1923, 263 U. S. 291; Anderson v. Shipowners Association, 
1926, 272 U. S. 359; Paramount Famous Corp. v. United States, 1930, 282 U. S. 
30; United States v. First National Pictures, Inc., 1930, 282 U. S. 44. 

Obviously, trade is restrained by the distribution system of Soft-Lite. Nor need 
we be concerned to inquire whether the restraint is unreasonable, Standard Oil Co. 
of New Jersey v. United States, 1911, 221 U. S. 1, since price fixing is illegal per se. 
United States v. Trenton Potteries Co., 1927, 273 U. S. 392, 397; United States v. 
Socony-Vacuum Oil Co., Inc., 1940, 310 U. S. 150. 

In the latter case the court said (at page 218) : 


Thus for over forty years this Court has consistently and without deviation adhered to 
the principles that price-fixing agreements are unlawful per se under the Sherman Act and 
that no showing of so-called competitive abuses or evils which those agreements were de- 
signed to eliminate or alleviate may be interposed as a defense. And we reaffirmed that 
well-established rule in clear and unequivocal terms in Ethyl Gasoline Corp. v. United 
States, 309 U. S. 436, 458, where we said: 


“Agreements for price maintenance of articles moving in interstate commerce are, 
without more, unreasonable restraints within the meaning of the Sherman Act because 
they eliminate competition, United States v. Trenton Potteries Co., 273 U. S. 392, and 
agreements which create potential power for such price maintenance exhibited by its actual 
‘exertion for that purpose are in themselves unlawful restraints within the meaning of the 
Sherman Act. . . .” 


It does not matter whether the market in the commodity involved is or is not 
dominated by the parties to the agreement. United States v. Socony-Vacuum Oil 
Co., Inc., supra, at page 225; Apex Hosiery Co. v. Leader, 1940, 310 U. S. 469, 485. 
It matters not that the price is not uniform. United States v. Socony-Vacuum Oil Co., 
Inc., supra, at page 222. And these authorities have established that the law is not 
mollified by the circumstance that under the operation of the agreements the sale of 
the commodity has increased and competition by those outside the conspiracy stimu- 
lated. United States v. Patten, 1913, 226 U. S. 525. The agreement is not saved 
by the circumstances that as part thereof some very desirable ends are served, such 
as the exclusion of dishonest merchants from access to the commodity, Ethyl Gaso- 
line Corp. v. United States, supra; United States v. The Masonite Corporation, 316 
U. S. 265. 

True, there is no written agreement here between the distributor and the whole- 
salers as there was in Dr. Miles Medical Co. v. Park & Son’s Co., supra. That, 
however, does not immunize the distribution system devised by Soft-Lite. Neither 
was there a written agreement in Federal Trade Commission v. Beech-Nut Packing 
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Co., supra, but that did not avail. The agreement is implicit in the operation of the 
system. The living reality of uniform prices from wholesalers to retailers, corre- 
sponding to the written instructions of the distributor, of wholesalers’ refusal to sell 
to unlicensed retailers, of surveillance of wholesalers by means of protection certifi- 
cates and over retailers by “shopping,” compel the conclusion that between the whole- 
salers and the distributor there was agreement or at least acquiescence in a program 
of concerted action. Surely, it would not mitigate the offense if adherence to the 
plan were involuntarily exacted. Loewe v. Lawlor, 1908, 208 U. S. 274, 293; 
Eastern States Retail Lumber Dealers’ Ass'n v. United States, 1914, 234 U. S. 600, 
611. 

Defendants call the favored retailers “licensees.” When admitted to the privilege 
of purchasing “Soft-Lite” lenses they receive from Soft-Lite a document called a 
license. But Soft-Lite has no privilege to confer. The right to buy “Soft-Lites” 
from those who own them is not within its gift. The trade-mark does not give Soft- 
Lite any such power to project its control over the trade-marked article. This has 
been held with respect to a patent. 

Ethyl Gasoline Corp. v. United States, 1940, 309 U.S. 436. A fortiori it applies 
to a trade-mark. Without the boycott maintained by it, in concert with the whole- 
salers, against unlicensed retailers, Soft-Lite’s attempt to exercise this pretended 
power would have been a mere theatrical gesture. The force which transferred the 
license from the stage to the market place was the force of the boycott. And it is 
this very exertion of force by agreement or combination against the freedom of trade 
which is outlawed by the Sherman Act. 

In defending this system of controlled distribution defendants rely chiefly on 
United States v. Colgate and Co., 1919, 250 U. S. 300 [9 T.-M. Rep. 229]. That 
case affirmed the right to a manufacturer or trader to choose his customers and to 
define in advance the conditions upon which trade with them would be conducted. 
The limited significance of that case has been stated by the Supreme Court itself in 
the Beech-Nut case, 257 U. S. 441, 452, where the court said: 


In the subsequent case of United States v. Schrader’s Son, Inc., 252 U. S. 85 [10 T.-M. 
Rep. 147], this court had occasion to deal with a case under the Criminal Appeals Act, 
wherein there was a charge that a manufacturer sold to manufacturers in several States 
under an agreement to observe certain resale prices fixed by the vendor—which we allow 
to be a violation of the Sherman Anti-Trust Act. In referring to the Colgate Case we 
said: “The court below misapprehended the meaning and effect of the opinion and judg- 
ment in that cause. We had no intention to overrule or modify the doctrine of Dr. Miles 
Medical Co. v. Park & Sons Co., where the effort was to destroy the dealers’ independent 
discretion through restrictive agreements. Under the interpretation adopted by the trial 
court and necessarily accepted by us, the indictment failed to charge that Colgate & Com- 
pany made agreements, either express or implied, which undertook to obligate vendees to 
observe specified resale prices ; and it was treated ‘as alleging only recognition of the manu- 
facturer’s undoubted right to specify resale prices and refuse to deal with anyone who 
failed to maintain the same.’”... 

By these decisions it is settled that in prosecution under the Sherman Act a trader is 
not guilty of violating its terms who simply refuses to sell to others, and he may with- 
hold his goods from those who will not sell them at the prices which he fixes for their 
resale. He may not, consistently with the act, go beyond the exercise of this right, and 
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by contracts or combinations, express or implied, unduly hinder or obstruct the free and 
natural flow of commerce in the channels of interstate trade. 


Nor can there be any doubt that the written agreement or licenses between Soft- 
Lite and the retailers are violative of § 1 of the Sherman Act. It is sufficient to point 
to the promise exacted from the retailer to sell at prices “prevailing in the locality.” 
The only defense which can be suggested is that the retail trade is intra-state in char- 
acter. But the defense is insufficient. As has already been pointed out, the elimi- 
nation of retail competition and the maintenance of a high retail price was the key- 
stone of the arch of controlled distribution erected by Soft-Lite. It is a crucial part 
of a system involving interstate commerce. 

Montague & Co. v. Lowry, 1904, 193 U. S. 38, 45. There the court adverted 
to such a defense in the following language: 


It is urged that the sale of unset tiles, provided for in the seventh section of the by-laws, 
is a transaction wholly within the State of California and is not in any event a violation of 
the Act of Congress which applies only to commerce between the States. The provision 
as to this sale is but a part of the agreement, and it is so united with the rest as to be 
incapable of separation without at the same time altering the general purpose of the agree- 
ment. The whole agreement is to be construed as one piece, in which the manufacturers 
are parties as well as the San Francisco dealers, and the refusal to sell on the part of the 
manufacturers is connected with and a part of the scheme which includes the enhancement 
of the price of the unset tiles by the San Francisco dealers. The whole thing is so bound 
together that when looked at as a whole the sale of unset tiles ceases to be a mere trans- 
action in the State of California, and becomes part of a purpose which, when carried out, 
amounts to and is a contract or combination in restraint of interstate trade or commerce. 


See, also, Apex Hosiery Co. v. Leader, 1940, 310 U. S. 469, 484. 
It is suggested that only controls of the price structure as between competitive 
business units are violative of the law, whereas the controls in the case at bar are not 


between competitive units. But the suggestion is not admissible. In United States 
v. Patten, 1913, 226 U. S. 525, 541, the court said: 


Section 1 of the act, upon which the counts are founded, is not confined to voluntary 
restraints, as where persons engaged in interstate trade or commerce agree to suppress 
competition among themselves, but includes as well involuntary restraints, as where persons 
not so engaged conspire to compel action by others, or to create artificial conditions, which 
necessarily impede or burden the due course of such trade or commerce or restrict the 
common liberty to engage therein. 


See, also, Patterson v. United States, C. C. A. 6, 1915, 222 F. 599, 618, cert. den. 
238 U.S. 635. 

The suggestion cannot be accepted for another reason. Here we have in fact an 
agreement among the wholesalers through Soft-Lite and an agreement among the re- 
tailers through Soft-Lite. Interstate Circuit, Inc. v. United States, 1939, 306 U. S. 
208 ; United States v. The Masonite Corporation, 316 U. S. 265. Each participant, 
of course, understands that he is part of a larger system. 

In the light of the doctrine so clearly announced by the Supreme Court it cannot 
be doubted that the distribution system for “Soft-Lite” lenses defies both the letter 
and spirit of § 1 of the Sherman Act. 
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The plaintiff urges that the relief to be granted herein should not be limited to 
striking down the system of distribution from Soft-Lite through wholesalers to re- 
tailers and consumers. It contends that the manufacturing arrangement between 
Bausch & Lomb and Soft-Lite should likewise be condemned. Two arguments are 
advanced in support of this contention: 1. That the arrangement is violative of law, 
independently of the distribution system; 2, that it is contaminated by the vice of 
the distribution system of which it forms a part. 

Is the manufacturing arrangement alone condemned by the Sherman Act? 
There is no lawyer-drawn instrument which in precise terms defines the arrangement 


under consideration. We have a Bausch & Lomb memorandum of July 30, 1924, 
containing the words: 


‘It is understood that we make the above “Soft-Lite” glass for them only. It is also 
understood that this arrangement is made between us and the Optical Service Corporation 
of New York only. 


We have the correspondence to which reference has already been made in the 
statement of facts. And, finally, we have the course of conduct of the parties over a 
period of sixteen years. In actual operation the understanding of the parties was 
that Bausch & Lomb was the exclusive manufacturer of pink tinted glass and grinder 
of “Soft-Lite” lenses therefrom and that Bausch & Lomb abstained from marketing 
a pink tinted lens or manufacturing pink tinted glass for other lens grinders. 

In a lay sense, the withdrawal of Bausch & Lomb from competition with Soft- 
Lite in the distribution of pink tinted lens and its refusal to sell pink tinted glass to 
competitors of Soft-Lite pursuant to arrangement, is a restraint of trade. But cer- 
tainly ever since Standard Oil Co. of New Jersey v. United States, 1911, 221 U.S. 1, 
it has been established that the lay conception was inadequate to express the legal 
conception and that the law was violated only by unreasonable restraints. 

In determining whether a restraint is unreasonable the guidance of the classic 
opinion in the United States v. Addyston Pipe & Steel Co., C. C. A. 6th, 1898, 85 
F. 271, affirmed 175 U. S. 211, is still available. It is too well known to require 
quotation here. The standards there set forth appear in substantially similar form 
in the Restatement of the Law of Contracts of the American Law Institute, §§ 515, 
516. § 516 reads as follows: 


§ 516. Instances of Reasonable Restraints. 

The following bargains do not impose unreasonable restraint of trade unless effecting, 
or forming part of a plan to effect, a monopoly: (a) A bargain by the transferor of 
property or of a business not to compete with the buyer in such a way as to injure the 
value of the property or the business sold: 

(b) A bargain by the buyer or lessee of property or of a business not to use it in 
competition with or to the injury of the seller or lessor. 

(c) A bargain to enter into partnership with an actual or possible competitor ; 

(d) A bargain by a partner not to interfere by competition or otherwise with the 
business of the partnership while it continues, or subject to reasonable limitations after his 
retirement ; 

(e) A bargain to deal exclusively with another ; 

(f) A bargain by an assistant, servant, or agent not to compete with his employer, or 
principal, during the term of the employment or agency, or thereafter, within such territory 





i 
; 














U. S. v. BAUSCH & LOMB OPT. CO. 207 


and during such time as may be reasonably necessary for the protection of the employer 
or principal, without imposing undue hardship on the employee or agent. 


In the Addyston case the Circuit Court quoted with approval from Horner v. 
Graves, 7 Bing. 735, the following (p. 282): 


We do not see how a better test can be applied to the question whether this is or is not 
a reasonable restraint of trade than by considering whether the restraint is such only as 
to afford a fair protection to the interests of the party in favor of whom it is given, and 
not so large as to interfere with the interests of the public. ... 


And the court continued: 


This very statement of the rule implies that the contract must be one in which there is 
a main purpose, to which the covenant in restraint of trade is merely ancillary. 


In the case at bar the main purpose of the contract is to provide a source of 
supply for Soft-Lite. The restraining covenant is for the protection of the pur- 
chaser who is spending large sums to develop his good will and enlarge the public 
patronage of a relatively new article of commerce. The arrangement, though not 
a partnership in legal form, is functionally a joint enterprise in which one will pro- 
duce and the other market the commodity. United States v. Addyston, supra, at 
page 281. It is clearly a “bargain to deal exclusively with another,” Restatement, 
supra, § 516. 

It is not necessary to find and I do not find that Soft-Lite specifications for the 
glass constituted a secret formula for the protection of which a restraining covenant 
would be proper. There is nothing contrary to public policy in the arrangement. 
Nothing in the evidence indicates that Bausch & Lomb enjoined a monopoly in the 
manufacture of glass for lenses, whether pink or otherwise. On the contrary, the 
evidence is clear that other manufacturers of lenses have had access to pink glass 
from other sources and that the success of Soft-Lite has stimulated emulation and 
competition. See Federal Trade Commission v. Raymond Bros.-Clark Co., 1924, 
263 U. S. 656. 

I conclude that the exclusive arrangement between Bausch & Lomb and Soft- 
Lite taken independently of the distribution system is not violative of the Sherman 
Act. 

Should that arrangement nevertheless be stricken down as part of the unlawful 
distribution system? United States v. Patten, 1913, 226 U,S. 525; United States 
v. Reading Co., 1912, 226 U. S. 324; Swift & Co. v. United States, 1905, 196 U. S. 
375. 

It is urged that this basic agreement resulted in the active cooperation of Bausch 
& Lomb affiliates in the unlawful distribution scheme ; that it provided the setting 
for subsidiary illegal agreements such as those relating to cleaner-cloths, dispenso 
boxes and lens cabinets. Unquestionably, it brought the two corporations close to- 
gether. But the law does not require hostility even between acknowledged com- 
petitors. Maple Flooring Manufacturers Ass’n v. United States, 1925, 268 U. S. 
563. 

The surer test is whether it is necesssary to eliminate the valid agreement in 
order successfully to eradicate the unlawful combination. Reference has already 
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been made to the crucial part which the high consumer price on “Soft-Lite” lenses 
played in the logic underlying the arrangement between Bausch & Lomb and Soft- 
Lite. It may well be that the amputation of the distribution system would cause the 
manufacturing arrangement to atrophy. There is nothing in the manufacturing 
arrangement which compels its continuance beyond the point when it is mutually 
beneficial to both parties. But it is not the court’s function to speculate on such an 
outcome. Soft-Lite may perhaps discover a lawful halo for its product. It may be 
aided by recourse to legal resale price maintenance agreements under the Miller- 
Tydings Amendment. Weighing the several considerations involved, I conclude that 
the balance of advantage lies in permitting the manufacturing arrangement, properly 
insulated against the unlawful distribution system, to survive. 

Since 1940, Soft-Lite has entered into resale price maintenance contracts with a 
number of wholesalers, fixing minimum resale prices of ‘‘Soft-Lite” lenses to be sold 
by them. The complaint does not count on these resale price maintenance agree- 
ments as acts done in violation of the Sherman Act. If the agreements are invalid 
implementations of the Miller-Tydings Amendment they would, of course, constitute 
in themselves violations of the Sherman Act. The answers do not affirmatively 
plead the agreements made under the Miller-Tydings Amendment as sanctioning the 
conduct of the defendants in whole or in part. 

However, proof with respect to them has been received, consisting of the text 
of the agreements and a list of the wholesalers who have entered into them with Soft- 
Lite. The issue has been argued both orally and in the briefs. 

These argeements are not subject to the defect exposed in United States v. 
Univis Lens Co., 316 U. S. 241. They suffer, however, from the circumstance that 
they came into existence as a patch upon an illegal system of distribution of which 
they have become an integral part. It has already been found herein that the system 
devised by Soft-Lite created not only a perpendicular system of control but, in 
addition, two horizontal systems, one involving competing wholesalers and the other 
competing retailers. 

Such horizontal agreements are not sanctioned by the Miller-Tydings Amend- 
ment. In United States v. The Masonite Corp., supra, the court said: 


It should be noted in this connection that the Miller-Tydings Act (50 Stat. 693) which 
amended paragraph 1 of the Sherman Act so as to legalize certain types of resale price 
agreements expressly excluded “any contract or agreement, providing for the estab- 
lishment or maintenance of minimum resale prices on any commodity herein involved, be- 
tween manufacturers, or between producers, or between wholesalers, or between brokers, 
or between factors, or between retailers, or between persons, firms, or corporations in 
competition with each other.” 


See, also, Rayess v. Lane Drug Co., 1941, 138 Ohio St. 401, 35 N. E. (2d) 447; 
Frank Fischer Merchandising Corp. v. Ritz Drug Co., N. J. 1941, 19 A. (2d) 454. 

The facts herein do not permit the treatment of the resale price maintenance 
agreements as isolated transactions separate and apart from the scheme of controlled 
distribution as a whole. They have become part of a system of horizontal agree- 
ments and, as such, do not enjoy the protection of the Miller-Tydings Act. 
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Plaintiff is, therefore, entitled to a decree cancelling such contracts and enjoining 
the system of distribution employed by Soft-Lite, including the arrangements with 
wholesalers and retailers and cancelling the licenses outstanding between Soft-Lite 
and retailers and enjoining the continuance of the licensing system. 


ANHEUSER-BUSCH, INCORPORATED v. DUBOIS BREWING 
COMPANY 


United States District Court, W. D. Pennsylvania 
February 10, 1943 


TRADE-MARKS—ACCOUNTING, PLEADING, PRACTICE. 

On motion under Rule 37 of the Rules of Civil Procedure, defendant in an action to 
restrain it from the use of the words “DuBois Budweiser” on beer, held not required to furnish 
plaintiff a record of sales of said beer in certain cities, as the places where such beer was sold 
and the names of defendant’s customers was not material to the issue involved. 


In equity. Action for trade-mark infringement and unfair competition. On 
plaintiff’s motion to require defendant to furnish certain information. Motion 
denied. 


James Grove Fulton and Alter, Wright & Barron, both of Pittsburgh, Pa., and 
Nims, Verdi & Martin, New York, N. Y., for plaintiff. 
Elder W. Marshall, John C. Bane, Jr., and Reed, Smith, Shaw & McClay, all of 


Pittsburgh, Pa., for defendant. 
SCHOONMAKER, District Judge: 


Plaintiff is seeking to restrain defendant from using the words “Budweiser” and 
“Bud,” alleged trade-marks of plaintiff, in connection with defendant’s sale of beer. 

The complaint alleges that since 1875 plaintiff and is predecessors have con- 
tinuously used the word “Budweiser” upon their products for the purpose of identi- 
fying them. The plaintiff claims to have registered trade-marks filed in the United 
States Patent Office for the word “Budweiser” since March 2, 1886, the last regis- 
tration being on June 9, 1931. 

The complaint further alleges that defendant has been, and is, using the word 
“Budweiser” in connection with its sale of beer, affixing labels on its beer bottles 
bearing the name “DuBois Budweiser” and likewise the same name appears on taps 
where draft beer is sold. This, the plaintiff charges, is confusingly similar to, and 
an infringement of the terms “Budweiser” and “Bud,” as used in connection with 
the plaintiff’s products. 

Plaintiff is seeking an injunction to restrain defendant from using the word 
“Budweiser” in connection with the sale of its products, and for treble damages 
against defendant arising from defendant’s alleged infringement. 

Defendant has answered, denying the validity of plaintiff's trade-mark and its 
right to the exclusive use of the word “Budweiser,” denying any unfair competition 
and asserting its own right to use the words “DuBois Budweiser” in connection with 
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its sale of beer, and averring that in most instances where its “DuBois Budweiser”’ 
beer was sold, it had been so sold long before any of plaintiff’s products were sold 
therein. Defendant also denies any unfair competition, and denies that it has passed 
off its beer on the purchasing public as beer produced by the plaintiff. Defendant 
further asserts that its use of the words “DuBois Budweiser” as the name of its 
product, was known to plaintiff’s predecessor, Anheuser-Busch Brewing Associa- 
tion, prior to September 2, 1908, on which date the rights now claimed by plaintiff 
in the instant case were asserted by plaintiff’s said predecessors in an action filed in 
the Circuit Court of the United States for the Western District of Pennsylvania. 
That suit was voluntarily discontinued by plaintiff’s predecessor on August 3, 1909, 
and since then no complaints have been filed by plaintiff, or its predecessor against 
defendant, until the suit in the instant case was filed on April 20, 1940. 

This case is presently before the court on plaintiff’s motion filed on January 11, 
1943, under the provisions of Rule 37 of the Rules of Civil Procedure to require de- 
fendant to make discovery of its sales of beer since the repeal of prohibition in 1933, 
and to file a verified statement of such sales in accordance with a stipulation of de- 
fendant’s counsel in June, 1942, at an examination of defendant’s officers at DuBois, 
Pa., and recorded in such deposition in the following language: 


It is stipulated by and between counsel for plaintiff and counsel for defendant that plain- 
tiff will cause to be prepared a record of the sales of defendant’s product known as “DuBois 
Budweiser” from the year 1905 to date, in so far as it is possible from existing records, and 
that this will be done as speedily as possible and submitted to counsel for plaintiff in in- 
stallments as completed. The information contained therein shall be the volume of sales 
of “DuBois Budweiser,” by years, and the cities in which it was sold—the latter item to 
include the volume sold in each such city. The information shall also contain the pro- 
portion which the sales of “DuBois Budweiser” bear to the total sales of the brewery. 


The defendant has furnished the information required up to the time Prohibition 
became effective in 1919, but has declined to furnish such information since the date 
of the repeal of Prohibition in 1933. 

This refusal was communicated to plaintiff on October 10, 1942, and on October 
21, 1942, and re-affirmed on January 5, 1943, in the course of the taking of the 
deposition of defendant’s president, Frank J. Hahne, Jr. 

The defendant bases its refusal on the allegation that the information sought 
about defendant’s sales will not be used as evidence in itself on the trial, but instead 
will be used for the purpose of canvassing beer drinkers in the towns where de- 
fendant’s beer is being sold, for the purpose of securing depositions of such beer 
drinkers that they have been confused into believing that they were buying the 
products of plaintiff. 

Whatever the ulterior motive of the plaintiff may be in seeking to secure this in- 
formation from defendant, we cannot find that such information is necessary for the 
plaintiff to have in order to try the issues between the parties as to the right of the 
defendant to use the word “Budweiser” in connection with the sale of its beer. Cer- 
tainly, the places where defendant sells its beer, the names of the customers, and the 
volume of its sales, are not material to any issues involved in this case. If, on the 
trial of the case, the court should sustain plaintiff’s claimed right to the exclusive 





VI-JON LAB. v. LENTHERIC 211 


use of the word “Budweiser” in connection with the sale of beer, grant an injunction, 
and enter a decree for an accounting by defendant for damages and profits that would 
accrue to plaintiff, then the information plaintiff is now asking, would be relevant. 
The defendant should not now be required to give this information. 

The plaintiff’s motion will be denied. An order may be submitted accordingly 
by defendant’s counsel on notice to plaintiff’s counsel. 


VI-JON LABORATORIES, INC. v. LENTHERIC INCORPORATED 
United States Court of Customs and Patent Appeals 
February 3, 1943 
Opposition No. 19,671 


TRADE-M AaRKS—OPPOSITION—“SHANGHAI’” AND “NIGHT IN SHANGHAI’—CONFLICTING MARKS. 


“Night in Shanghai” held to be confusingly similar to “Shanghai” both marks being used 
on toilet articles. 


TRADE-M ARKS—OPPOSITION—EFFECT OF DISCLAIMER. 


The fact that appellant disclaimed the word “Shanghai” in its application for registration 
held not to be of vital importance. 


On appeal from a decision of the Commissioner of Patents sustaining appellee’s 
notice of opposition. Affirmed. 


A. W. Murray, of Chicago, IIl., for appellant. 
Frank Wilen, of New York, N. Y., for appellee. 


Before GarreTT, Presiding Judge, and BLAND, HATFIELD, LENROOT, and JACK- 
son, Associate Judges. 


HATFIELD, Judge: 


This is an appeal in a trade-mark opposition proceeding from the decision of the 
Commissioner of Patents affirming the decision of the Examiner of Interferences sus- 
taining appellee’s notice of opposition and holding that appellant was not entitled to 
the registration, under the Trade-Mark Act of February 20, 1905, of a trade-mark 
comprising the words “Night in Shanghai,” printed in letters simulating Chinese 
characters, for use on “perfume and face and hand lotions.’” 

The geographical term “Shanghai” has been disclaimed by appellant apart from 
the mark as shown. 

Appellant’s application for registration was filed November 8, 1939, and it is 
stated therein that appellant has used its mark since May, 1937. 

No evidence was introduced by appellant. 


1. This cause was originally decided by this court on the first day of December, 1942. 
Thereafter, counsel for appellee filed a petition for rehearing, requesting that the court revise 
certain language in its decision which, it was contended, was not necessary to a decision in the 
case. The rehearing was granted, January 29, 1943, solely for the purpose of permitting the 


court to revise the language in its decision to which counsel for appellee had directed the court’s 
attention. 
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Appellee’s trade-mark consists of the geographical term “Shanghai.” 

It appears from the evidence introduced by appellee that appellee has used its 
trade-mark continuously on toilet articles, such as perfume, toilet water, sachet, 
talcum powder, bath powder, and bath oil, since at least as early as September 15, 
1936; that it has expended large sums of money in advertising its goods and its 
trade-mark “Shanghai” ; and that its goods are sold to the purchasing public through 
drug stores and department stores throughout the United States. It further 
appears from the evidence introduced by appellee that, although appellee’s products 
are manufactured in the United States, certain “essence compounds,” used as ingredi- 
ents therein, are produced in France. 

It is apparent from the record that appellee is the prior user of the term 
“Shanghai,” and that the goods of the parties possess the same descriptive properties. 

Although it is contended by counsel for appellant that the geographical term 
“Shanghai” is used on appellee’s labels in such manner as to lead the public to be- 
lieve that appellee’s goods are produced in Shanghai, that Shanghai is one of the 
various addresses of appellee, or that appellee’s products are popular in Shanghai, 
we find nothing on appellee’s labels of record to support those contentions. 

It is argued by counsel for appellant that the word “Shanghai” is a geographical 
term and, therefore, is not susceptible of exclusive ownership by appellee. 

The right of appellee to oppose the registration of appellant’s mark does not de- 
pend upon the exclusive ownership by appellee of its trade-mark “Shanghai.” It is 
only necessary that appellee establish that it would probably be damaged by the regis- 
tration of appellant’s mark. California Cyanide Co. v. American Cyanamid Co., 
17 C.C. P. A. (Patents) 1198, 40 F. (2d) 1003 [20 T.-M. Rep. 447] ; Trustees for 
Arch Preserver Shoe Patents v. James McCreery & Co., 18 C. C. P. A. (Patents) 
1507, 49 F. (2d) 1068 [21 T.-M. Rep. 374] ; Helzberg v. Katz & Ogush, Inc., 22 
C. C. P. A. (Patents) 768, 73 F. (2d) 626 [25 T.-M. Rep. 31]; The Pep Boys, 
Manny, Mo and Jack v. The Fisher Brothers Company (cross appeals), 25 C. C. 
P. A. (Patents) 818, 94 F. (2d) 204 [28 T.-M. Rep.91]. Accordingly, the only re- 
maining issue to be determined is whether the marks in question, when used con- 
currently by the parties on their respective goods, would be likely to cause confusion 
or mistake in the mind of the public or deceive purchasers. In considering that 
issue and the right of appellant to register its mark, it should be understood that it 
is not of vital importance that appellant in its application for registration has dis- 
claimed the term “Shanghai” apart from its mark as shown. Walgreen Co. v. 
Godefrow Manufacturing Co., 19 C. C. P. A. (Patents) 1150, 58 F. (2d) 457 [25 
T.-M. Rep. 23] ; Gillette v. Gillette Safety Razor Co., 20 C. C. P. A. (Patents) 
1177, 65 F. (2d) 266; Helzberg v. Katz & Ogush, Inc., supra. 

We have given careful consideration to the arguments presented here by counsel 
for appellent that considering the marks as a whole they are not confusingly similar. 
However, we are not persuaded that counsel is right in his contentions. On the 
contrary, we are of opinion that those of the purchasing public who are familiar 
with appellee’s mark “Shanghai” might readily believe that appellant’s goods sold 
under the trade-mark ‘“‘Night in Shanghai” were produced by appellee, and that the 
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concurrent use by the parties of their marks on their respeceive goods would be 
likely to cause confusion or mistake in the mind of the public or deceive purchasers. 
For the reasons stated, we are of opinion that the tribunals of the Patent Office 
were right in sustaining appellee’s notice of opposition and holding that appellant is 
not entitled to have its mark registered. 
The decision of the Commissioner of Patents is affirmed. 


DECISIONS OF THE COMMISSIONER PATENTS 
Conflicting Marks 


“Sealoin” and “Tastyloins” 


Frazer, F.A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition by Booth Fisheries Corporation of Chicago, IIl., to 
the application of Genoa Fisheries, Inc., of Boston, Mass., for registration of the 
word ‘“‘Sealoin,” in association with a pictorial feature, as a trade-mark for “fresh 
and frozen fish fillets.” The opposition was sustained by the Examiner upon the 
ground that applicant’s mark is confusingly similar to the notation ‘“Tastyloins,” 
registered by opposer for “fresh fish” under the Act of March 19, 1920, and proved 
to have been used upon such goods since a time earlier than the date of first use 
claimed by applicant. 

In his decision the First Assistant Commissioner said: 


It was the Examiner’s opinion that the word “loin” constitutes “the most distinctive 
part of each of the marks, and the one upon which purchasers would be likely to rely 
primarily in identifying the source of the respective goods.” Applicant argues in effect 
that the word “loin” is descriptive of the goods in question and taken alone is thus incapable 
of indicating their origin. If that be true, then applicant’s compound word “Sealoin” 
should be refused registration as presented, because when applied to fish the word “Sea” is 
unquestionably descriptive. But I am inclined to the view that “loin” or “loins,” while 
highly suggestive, is not merely descriptive of such goods; and I assume that it was the 
descriptive word “Tasty” in opposer’s mark that impelled its registration under the act 
of 1920 rather than under the act of 1905. And while I agree with applicant that it is im- 
proper to dissect composite trade-marks for the purpose of comparison, nevertheless it is 
sometimes both permissible and necessary to analyze such marks in order to determine the 
question of possible confusion. 

As a whole, applicant’s mark differs considerably from the mark of opposer in appear- 
ance and in sound; but in significance I think the two marks are nearly similar to be 
concurrently used upon substantially identical merchandise of the character here involved 
without a reasonable likelihood of confusion. The most that can be said in applicant’s 
favor is that there may be some doubt in that regard. Such doubt, however, must be 
resolved in favor of opposer.* 


“Adam” and “John Adams” 


VaN ArsSDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby sustained the opposition of Monroe Shirt Co., of New 


1. Booth Fisheries Corporation v. Genoa Fisheries, Opp’n No. 21,080, 166 M. D. 103, 
February 1, 1943. 
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York, N. Y., to the application of Adam Hat Stores, Inc., also of New York, N. Y., 
for registration of the mark ‘“‘Adam” for men’s hats, outer shirts and various other 
named items of clothing. The Assistant Commissioner stated that the record estab- 
lishes use by applicant of the mark for hats since 1924 and for shirts since 1939. 

The notice of oppostion, the Assistant Commissioner said, asserts use by opposer 
“and its predecessors, from whom title is derived” of the mark “John Adams” for 
shirts since prior to applicant’s use of the mark of the application, and asserts opposer 
is the owner by assignment dated February 28, 1936, of a registration dated October 
16, 1923, and issued to Sidney James Koblenzer of the mark “John Adams” for 
men’s hats and shirts and various other named items of clothing. 

The Assistant Commissioner held men’s hats and men’s shirts to be goods of the 
same descriptive properties and the marks “Adam” and “John Adams” to be con- 
fusingly similar. He said: 


As to the marks “Adam” and “John Adams” as applied to those goods I consider the 
words “Adam” and “Adams” so prominent in the marks and so nearly identical in appear- 
ance and in sound as to outweigh the fact that the mark “Adam” may primarily signify the 
biblical first man and the mark “John Adams” may signify a former President of the 
United States, and the differences in the appearance and sound of the marks when con- 
sidered in their entireties ; and I deem the marks to be confusingly similar. 


Applicant contended that the notice of opposition fails to allege any use of the 
mark “John Adams” by opposer itself prior to the date of the assignment. The 
Assistant Commissioner concluded, however, that the Examiner of Trade-Mark 
Interferences had correctly held the allegations of the notice of opposition to be broad 
enough to permit opposer to show use by opposer itself of the mark prior to the 
assignment. He added that it was his opinion that opposer’s record shows use by 
opposer itself of the mark “John Adams” on shirts beginning in the year 1933 and 
not earlier. 

The Assistant Commissioner noted that the use of the mark “John Adams” by 
opposer for shirts beginning in 1933 is later than applicant’s first use in 1924 of the 
mark “Adam” for men’s hats but earlier than applicant’s first use in 1939 of the 
mark “Adam” for men’s shirts. 


In then coming to the question of assignment to opposer of registration No. 
174,498, obtained by Koblenzer on October 16, 1923, the Assistant Commissioner 
stated : 


As to the registration No. 174,498 of the mark “John Adams” obtained by Koblenzer 
on October 16, 1923, and which opposer claims now to own under the assignment and sale 
from Koblenzer dated February 28, 1936, applicant contends that Koblenzer abandoned 
the mark in the year 1925, long prior to the assignment, and further contends that no 
business or good will of any business was transferred to opposer by the assignment and sale 
and therfore the assignment did not serve to convey any rights or title of the mark or 
registration to opposer. 

The Koblenzer registration itself is prima facie evidence of use of the mark by 
Koblenzer up to the time of the assignment. Koblenzer testified he had used the mark 
of the registration since 1921 and for about sixteen years thereafter and ceased the shirt- 
making business shortly after assigning and selling the mark and registration and business 
to opposer in 1936. It appears that Koblenzer’s business encountered considerable difficul- 
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ties, that the business was conducted at times by Koblenzer through corporate entities as 
well as in his personal name and that toward the time of the assignment, the business had 
become quite meager, and Koblenzer became engaged principally in the insurance business. 
However, it does not appear that Koblenzer ever intended to abandon the trade-mark or the 
business associated therewith and it is not established that Koblenzer ceased entirely to do 
business under the mark. Further, although it was testified that opposer was not interested 
in Koblenzer’s use of the mark and was only interested in buying the trade-mark “to avoid 
any litigation,” nevertheless with the assignment opposer also received a bill of sale of the 
business and Koblenzer testified that he actually turned over to opposer box labels and 
hangers and “anything I had connected with ‘John Adams,’” and discontinued his shirt 
business shortly thereafter. 

Opposer continued to sell shirts under the name “John Adams” after the assignment, 
and, regardless of how little value opposer placed on the business conveyed by the assign- 
ment and bill of sale, nevertheless it seems to me that under the assignment and bill of sale 
opposer did acquire the good will of the business in connection with which Koblenzer was 
using the mark, and the good will of this business became added to opposer’s business of 
selling shirts under the name “John Adams.” 

Accordingly, I consider that the assignment is valid and opposer is owner of registration 
174,498 of October 16, 1923, and is successor to the rights of Koblenzer in and to the mark 
and to the registration, and therefore it is my opinion the notice of opposition should have 
been sustained on this registration and the ownership thereof by opposer.” 


“Havacone” and “Hav-a-wrap” 


Frazer, F. A. C.: This trade-mark interference involves the application of 
Maryland Baking Company, Inc., of Baltimore, Md., for registration of the notation 
‘“‘Hav-a-wrap” as a trade-mark for ice cream cones, and the application of National 
Biscuit Company, of New York, N. Y., for registration of the notation “Havacone” 
as a trade-mark for the same goods. The descriptive words “wrap” and “cone” are 
respectively disclaimed in the applications. 

The Examiner of Trade-Mark Interferences adjudged National Biscuit Company 
to be entitled to the registration applied for, and Maryland Baking Company, Inc., 
not to be so entitled. 

The decision of the Examiner of Interferences was affirmed. The First Assistant 
Commissioner concluded that the only question to be determined was whether or not 
the two marks ““Havacone”’ and “Hav-a-wrap” bear such near resemblance as to be 
likely to cause confusion. He noted that the dominant portion of the latter mark is 
“Hav-a-,” and that the dominant portion of the former mark is ‘““Hava.”” The addi- 
tion of disclaimed descriptive words, he stated, does not alter the substantial identity 
of the two marks in so far as trade-mark significance is concerned. 

It was urged that the goods of the parties are not the same because the cones of 
the Maryland Baking Company, Inc., 


are of an unusual kind, namely, cones having their stems protected by a jacket or individual 
wrapper salable to the last purchaser with the wrapper intact on the cone. 


The First Assistant Commissioner observed, however, that the goods of such 


, 2. Monroe Shirt Co. v. Adam Hat Stores, Inc., Opp’n No. 20,090, 166 M. D. 113, February 
3, 1943. 
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company are described in its application simply as “ice cream cones.” The addition 
of a wrapper, he stated, does not change their descriptive properties.’ 


“Hav-a-wrap” and “Havacone” 


Frazer, F. A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of National Biscuit Company, of New York, 
N. Y., to the application of Maryland Baking Company, Inc., of Baltimore, Md., for 
registration of the notation “Hav-a-wrap” as a trade-mark for ice cream cones. The 
First Assistant Commissioner stated that in the application the word “wrap” has been 
disclaimed in response to a ruling of the Examiner of Trade-Marks that such word 
is descriptive of the goods. 

The opposition was based upon opposer’s admittedly prior use upon the same 
goods of the trade-mark “Havacone.” ‘The First Assistant Commissioner stated 
that in said mark the word “cone” is descriptive, and he noted that in the copending 
application of National Biscuit Company for registration, involved in Trade-Mark 
Interference Nilo. 3345, said word has been disclaimed. 

For the reasons stated in his concurrently rendered decision in said interference, 
the First Assistant Commissioner was of the opinion that applicant’s mark so nearly 
resembles the mark of opposer as to be likely to cause confusion. 

The action of the Examiner of Trade-Mark Interferences in refusing the regis- 
tration applied for was affirmed on the ex parte ground that applicant “has shown 
no trade-mark use of the notation” on the goods described. 

Opposer relied upon its concededly prior use of the trade-mark “Havacone” for 
ice cream cones. 

The First Assistant Commissioner concluded that applicant’s goods and op- 
poser’s are goods of the same descriptive properties. He said: 


Generically speaking, ice cream cones and paper wrappers are merchandise of different 
descriptive properties. But applicant’s paper wrappers are employed exclusively as a pro- 
tective covering for the stems of ice cream cones, and reach the ultimate consumer only as a 
part of the complete cones as sold. So far as purchasrs are concerned the cones and their 
wrappers are a single article of commerce, and would naturally be assumed to emanate 
from the same source. Under these circumstances I am of the opinion that applicant’s 
paper wrappers and opposer’s ice cream cones possess the same descriptive properties within 
the meaning of the Trade-Mark Act. 


For the reasons stated in his concurrently rendered decision in Trade-Mark 
Interference No. 3345, the First Assistant Commissioner was further of the opinion 
that applicant’s mark so nearly resembles opposer’s mark as to be likely to cause 
confusion when applied to goods of the same descriptive properties. It followed, 
he said, that the opposition was properly sustained. 

As to the refusal of registration, the First Assistant Commissioner stated : 


I agree with the Examiner of Interferences that applicant’s mark does not function as a 
trade-mark for paper wrappers. Applicant does not deal in wrappers as such. It sells ice 





3. National Biscuit Company v. Maryland Baking Company, Inc., Int. No. 3345, 166 M. D. 
121, February 23, 1943. 
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cream cones under the identical mark here sought to be registered, and affixes the mark 
to the goods by applying thereto the identical wrappers involved in the instant application. 
As so affixed, the mark necessarily indicates origin of the cones rather than of the wrappers 
in which they are sold, and with respect to the wrappers per se would be unlikely to carry 
any trade-mark significance.* 


“Steelhide” and “Steelskin” 


VAN ARSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Pittsburgh Plate Glass Company of Pittsburg, Pa., of the 
mark “Steelhide” for paints, lacquers and varnishes, in view of a prior registration 
to another of the mark “Steelskin” for corrosion-resistant paint. The Examiner held 
the marks to be confusingly similar. The Assistant Commissioner stated that, since 
applicant’s designation of goods is broad enough to include corrosion-resistant paint, 
the marks may be considered as applied to identical goods. 

The Assistant Commissioner discussed the matter of confusing similarity be- 
tween applicant’s mark and said registered mark as follows: 


It appears that applicant has registered as trade-marks a series of single words ending 
in suffix “hide” for paints. Among these are “Ironhide,” “Metalhide” and “Cementhide.” 
Applicant also contends that numerous words having the prefix “steel” have been used by 
others as trade-marks for paints. However, neither “hide” nor “steel” is stated to be or 
appears to be descriptive of paints. 

It may be that the fact that applicant’s mark “Steelhide” ends in “hide” would indicate 
to people familiar with applicant’s other marks which end in “hide” that “Steelhide” is a 
mark of the applicant, and that persons familiar with the use by others of marks beginning 
with “steel” would not give predominant trade-mark significance to the prefix “Steel” of 
the marks here involved. Nevertheless, this would not apply to purchasers who were not 
familiar with such other marks, and consideration must be given to the likelihood of con- 
fusion of this class of purchasers. Consideration may not properly be limited to any 
particular classes of purchasers but should embrace purchasers generally. The Pepsodent 
Co. v. Comfort Manufacturing Co., 23 C. C. P. A. 1224, 83 F. (2d) 906, 472 O. G. 258 [26 
T.-M. Rep. 481]. 

Each of the marks is a single word having a prefix “Steel” followed by a final 
syllable of four letters, “hide” and “skin” respectively; and each of the marks appears to 
be suggestive of the paints being suitable for painting steel or as resembling steel in one or 
more characteristics, such as durability. 


The Assistant Commissioner then concluded that the marks are so similar in 
appearance, sound and in their suggestive meanings that their concurrent use on the 
goods to which they are applied would be likely to cause confusion and mistake in 
the mind of the public and to deceive purchasers.° 


“Delicia” and “Santa Alicia” 


Frazer, F.A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition of William J. Wardall, Trustee of the Estate of 


4. National Biscuit Company v. Maryland Baking Company, Inc., Opp’n No. 21,153, 166 
M. D. 123, February 23, 1943. 

5. Ex parte Pittsburgh Plate Glass Company, Ser. No. 431,825, 166 M. D. 111, February 13, 
1943. 
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McKesson & Robbins, Incorporated, Debtor (McKesson & Robbins, Incorporated. 
of Bridgeport, Conn., substituted) to the application of Comex Wine & Spirits, Inc., 
of New York, N. Y., for registration of the fanciful word “Delicia” as a trade-mark 
for wines. 

Opposer pleaded its ownership and registration of the trade-mark “‘Santa Alicia” 
for the same goods. 

The Examiner of Trade-Mark Interferences dismissed the opposition on the 
ground that the marks involved are not so similar as to be likely to cause confusion. 
The First Assistant Commissioner disagreed with this conclusion. He said: 


In view of the nature of the goods to which the marks are applied, and the fact that such 
goods are identical, I am unable to agree with the conclusion reached by the Examiner. 
Manifestly, the words “Delicia” and “Alicia” are very nearly alike both in appearance and 
in sound; and I doubt that the inclusion in opposer’s mark of the word “Santa” lends 
sufficient distinctiveness to insure against the possibility of confusion between the two 
marks as a whole. 


The First Assistant Commissioner, however, was of the opinion that the opposi- 
tion must be dismissed for another reason. He explained his position as follows : 


Opposer’s registration was issued January 8, 1935, on an application filed September 13, 
1934. Opposer took testimony, but made no attempt to prove actual use of its registered 
mark as of any time earlier than the date of the registration. Applicant claims use of the 
mark sought to be registered since December, 1933, and has established such use by testi- 
mony. Upon the record presented applicant thus appears to be the prior user and entitled 
to the registration of its mark, even though opposer’s mark is registered and the two marks 
are confusingly similar. The Jung Arch Brace Co. v. Scholl Manufacturing Co., 17 C. C. 
P. A. 772, 36 Fed. (2d) 1007 [20 T.-M. ep. 86].® 


Consent to Register 


Unavailing to overcome prohibition of statute 


Van ArspALe, A. C.: Granted a petition by National Grape Corporation, of 
New York, Ni. Y., for reconsideration of his decision of November 17, 1942 (545 
O. G. 921, 55 U. S. P. Q. 354), but he still adhered to that decision. He again 
affirmed the decision of the Examiner of Trade- Marks refusing applicant registration 
of the mark “Peerage” for a bottled grape juice stock emulsified with pectin for mak- 
ing grape jellies and preserves. The Examiner had refused registration in view of 
a prior registration to another of the same mark “Peerage” for self-rising wheat- 
flour. 

The applicant pointed out that the earlier decision failed to discuss or to pass on 
the question of confusing similarity of the marks when used on the goods to which 
the marks are applied or the question of consequent harm to the public by such use 
of the marks. 

The Assistant Commissioner stated that, since the marks are identical and ad- 
mittedly are applied to goods of the same descriptive properties, no discussion of 


6. William J. Wardall, Trustee of the Estate of McKesson & Robbins, Incorporated, Debtor 
(McKesson & Robbins, Incorporated, Substituted) v. Comex Wine & Spirits, Inc., Opp’n No. 
21, 106, 166 M. D. 123, February 24, 1943. 
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these questions is necessary, citing and quoting from Philadelphia Inquirer Company 
v. Coe, 55 U.S. P. Q. 435. 

In regard to another matter raised in the petition for reconsideration, the As- 
sistant Commissioner had the following to say: 


Applicant further states that in any event applicant should be allowed the registration 
because the owner of the registration on which registration to applicant has been refused 
has consented to the granting of the registration, and consequently the owner of that regis- 
tration would not be damaged. Notwithstanding such consent and possible doubt as to 
damage, the statutory restrictions must be applied. As stated by Judge Lenroot in 
Skookum Packers Association v. Pacific Northwest Canning Co., 18 C. C. P. A. 792, 45 
Fed. (2d) 912, 403 O. G. 515 [23 T.-M. Rep. 121]: 

“The mandate of the statute is plain, and parties cannot, by their conduct or by any 


agreement, confer upon the Commissioner of Patents the power to do that which the law 
forbids.” 


Descriptive Terms 


“Stop Drop” for spray to prevent dropping of fruit 


Frazer, F.A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of American Chemical Paint Company, of Ambler, 
Pa., to the application of The Sherwin-Williams Co., of Cleveland, Ohio, for regis- 
tration of a trade-mark, and further adjudging applicant’s mark to be non-registrable 
on the ex parte ground that it is merely descriptive of the goods to which it is appro- 
priated. 


Applicant’s mark is the notation “Stop Drop,” in association with the picture of a 
red apple. The goods to which it is appropriated are described in the application as 
“naphthalene acetic acid spray.”” The applicant stated in its brief that: 


One of the primary functions of this spray is to prevent the premature dropping of 
apples from the tree. 


The opposition was predicated upon the assertion that applicant’s mark is descrip- 
tive, and upon opposer’s use of such expressions as “for stopping fruit drop,” and 
“for stopping preharvest drop,” in connection with substantially identical merchandise 
sold under its registered trade-mark “‘Fruitone.” 

The First Assistant Commissioner concluded that the notation “Stop Drop” aptly 
describes the character of a spray intended to prevent the premature dropping of 
apples. He said: 


“Stop” means “to interrupt or prevent the continuance or occurrence of;” and one 
definition of “drop” is “any immatur., usually unfertilized or diseased fallen fruit; the fall 
of such fruit.” (See Webster’s New International Dictionary.) The words of applicant’s 
mark may thus be fairly defined as, “to prevent the falling of immature apples.” And 
while that significance may not immediately suggest itself to one unfamiliar with the nature 
of applicant’s goods, the association of the mark with such goods leaves no room for 
doubt as to its meaning. 


7. Ex parte National Grape Corporation, Ser. No. 440,469, 166 M. D. 110, February 12, 1943. 
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I have not lost sight of the fact that applicant’s mark includes the representation of an 
apple. The goods, however, would doubtless be known and called for as “Stop Drop” 


without reference to the picture ; and in appearance the descriptive significance of the mark 
as a whole is probably emphasized thereby.® 


“Rodblock” for rod drawing machines 


Van ArspDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Syncro Machine Company, of Rahway, N. J., of the mark 
“Rodblock” for “a heavy duty rod drawing machine and parts thereof.” The 
Examiner refused registration on the ground that the mark is merely descriptive of 
the goods. As stated by the Assistant Commissioner, rod drawing machines are 


adapted to reduce the diameters of rods by drawing the rods through rod drawing 
dies mounted in the machines. 


In discussing the question of descriptiveness of applicant’s mark “‘Rodblock,” the 
Assistant Commissioner said : 


The Examiner considered that since a die is a particular form of block, the word 
“Rodblock” as applied to rod drawing machines would be considered by persons familiar 
with such machines to have the same meaning as the words “rod die” which is the name of a 
part of the machine, namely, the rod drawing die. 

Applicant asserts “that a block as such is not a die and that the truly descriptive phrase 
for this element of such a machine is “die block.” I think the more accurate phrase is 
“rod die block” since a rod drawing machine utilizes a rod die block. It seems to me the 
trade would consider the word “Rodblock” to be merely an obvious abbreviation of the 
phrase “rod die block” and therefore to me the name of that part or instrumentality of the 
machine and not to indicate the origin of the part. Similarly, I consider the word “Rod- 
block” when applied to the entire machine to describe the machine as one utilizing a rod 
die block and thus to be merely descriptive of a rod drawing machine and not to indicate 
origin of the machine. Accordingly, I consider the Examiner to have been correct in 
holding the mark merely descriptive of the goods embraced in the application for regis- 
tration and in refusing registration for that reason. California Cyanide Company v. 


American Cyanamid Company, 17 C. C. P. A. 1146, 40 Fed. (2d) 1003, 399, O. G. 212 
[20 T.-M. Rep. 266]. 


The applicant asserted that the machines sold by it do not include the drawing 
dies and the dies are supplied by others. The Assistant Commissioner said : 
Drawing dies are parts of rod drawing machines and a mark is regarded as descriptive 


when it describes the goods of others. In re Hair Net Packers, Inc., 28 C. C. P. A. 715, 
115 Fed. (2d) 254, 524 O. G. 265 [30 T.-M. Rep. 665].° 


Goods of Same Descriptive Properties 


Colloidal aluminum hydroxide for treatment of peptic ulcer and a colloidal suspension aluminum 
hydroxide for skin diseases 


Frazer, F.A.C.: Reversed the decision of the Examiner of Trade-Mark Inter- 
ferences and thereby sustained the opposition of John Wyeth & Brother, Incor- 


8. American Chemical Paint Company v. The Sherwin-Williams Co., Opp’n No. 20,998, 166 
M. D. 106, February 5, 1943. 


9. Ex parte Syncro Machine Company, Ser. No. 452,382, 166 M. D. 118, February 17, 1943. 
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porated, of Philadelphia, Pa., to the application of Campbell Products, Inc., of New 
York, N. Y., for registration of the word “Alutropin” as a trade-mark for 


colloidal aluminum hydroxide fortified with novatropine for the treatment of peptic ulcer 
and hyperchlorhydria. 


The opposition was predicated upon opposer’s ownership of the trade-mark 
“Alulotion” previously registered for 


a colloidal suspension of aluminum hydroxide in combination with other medicinal sub- 
stances for treating infectious diseases of the skin. 


It was the Examiner’s opinion that, while the goods of the parties possess the 
same descriptive properties, they differ sufficiently in their specific characteristics to 
be sold without likelihood of confusion under the respective marks in issue. How- 
ever, it was the opinion of the First Assistant Commissioner that the goods of the 
parties are of the same descriptive properties and that the trade-marks are confusingly 
similar. The First Assistant Commissioner stated: 


Opposer’s product is poisonous and is intended for external application, while applicant’s 
product is intended for internal use and is nonpoisonous. The diseases for the treatment of 
which the two remedies are respectively designed are entirely unrelated. They are 
normally sold only on the prescription of a physician. On the other hand, both are stock 
medicines in liquid form, which reach the ultimate consumer in small bottles with labels 
bearing the trade-marks affixed. And while sales are made on prescription, there is no 
apparent reason why this practice may not be changed by either or both of the parties, nor 
why informed purchasers may not now buy without prescription. 

The trade-marks “Alulotion” and “Alutropin” are quite similar in appearance and in 
sound, and viewed in their entireties neither has any particular significance. It seems to me 
that they bear such resemblance that one may readily be mistaken for the other by the 
average layman, and I do not consider the improbability of confusion among physicians 
and druggists to be of controlling importance.’® 


Name of Applicant 


“Textile Workers Union of America” 


VaN ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Textile Workers Union of America, of New York, N. Y., 
of a mark for hosiery consisting of applicant’s name “Textile Workers Union of 
America” appearing on the representation of a scroll above which are the words 
“Union Made,” the latter words being disclaimed. 

The Examiner refused registration on the ground that applicant’s name in the 
mark is not distinctively displayed. Before the Assistant Commissioner the applicant 
contended that the arrangement of applicant’s name in the mark in association with 
the representation of the scroll forms a distinct impression on the eye of the observer 
which is easily remembered and is relied upon, and that therefore the name is dis- 
tinctively displayed. With respect to this contention the Assistant Commissioner 
stated : 


10. John Wyeth & Brother, Incorporated v. Campbell Products, Inc., Opp’n No. 21,376, 166 
M. D. 125, February 26, 1943. 
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The statutory requirement as to distinctive display is that the name itself be written, 
printed, impressed or woven in some particular or distinctive manner, or be in association 
with a portrait of the individual. (Act of February 20, 1905, sec. 5(b).) In re Sears, 
Roebuck & Company, 30 C. C. P. A. —, 56 U. S. P. Q. 166. In that case a fanciful portrait 
or drawing constituting a feature of the mark was disregarded in connection with the 
question of distinctive display of a surname; and, likewise here, the scroll feature of the 
present mark constitutes no part of the statutory manner of display of the name itself. 

The scroll feature and the disclaimed words “Union Made” are merely incidental 
features of minor, if any, trade-mark significance, and applicant’s name may be said to 
constitute substantially the entire mark. Since this name is not itself written, printed, 
impressed or woven in some particular manner, its registration is barred under the name 
clause of act of February 20, 1905. Compare my decision of even date herewith in Ex 
parte Horace W. Hall.™ 


Names 
“Hall,” in ordinary block letters, required to be disclaimed 


VaN ArspDALE, A. C.: The Examiner of Trade-Marks refused registration to 
Horace W. Hall (doing business as Hall Mfg. Co.), of Newton Highlands, Mass., 
of a mark for tennis, squash and badminton playing rackets consisting of applicant’s 
surname “Hall” in ordinary block letters surrounded by decorative matter including 
stars, lines and arrows arranged to suggest the configuration of an airplane as seen 
from above, and including the words “service,” “honesty” and “quality,” said latter 
words being disclaimed. 

The applicant offered to disclaim the surname but it was the Examiner’s opinion 
that the surname so dominated the mark that disclaimer thereof would be a mere 
evasion of the statutory bar to registration and the disclaimer would not be proper. 

Assistant Commissioner Van Arsdale agreed with the Examiner that the sur- 
name “Hall” is the dominating feature of applicant’s mark, but he concluded that if 
said surname were disclaimed the mark would be registrable. The Assistant Com- 
missioner said : 


I agree with the Examiner that the surname “Hall” is the dominating feature of the 
mark, but in my opinion the make-up and design of the mark as a whole is so ornate, dis- 
tinctive, original and impressive that purchasers and the public will remember and recog- 
nize the entire fanciful composition of the mark and will attach considerable trade-mark 
signifiance to the fanciful composition as well as to the surname “Hall” thereof. 

It is realized that since the surname “Hall” is not itself written, printed, impressed or 
woven in some particular or distinctive manner, or associated with a portrait of the in- 
dividual (act of February 20, 1905, sec. 5 (b)) and is not disclaimed, the mark may not be 
registered. In re Sears, Roebuck & Company, 30 C. C. P. A. —, 56 U. S. P. Q. 166. But 
here, in my opinion, the fanciful and arbitrary design of the complete mark is so prominent 
and impressive and carries trade-mark significance to such an extent that, if disclaimer 
were made with respect to the surname “Hall,” the mark should not be held to be barred 
from registration by the name clause of section 5 of act of 1905. Beckwith v. Commis- 
sioner of Patents, 252 U. S. 538, 274 O. G. 613, 1920 C. D. 471 [10 T.-M. Rep. 255], and 
my decision in Ex parte Bates, 55 U. S. P. Q. 154 [16 T.-M. Rep. 195]. Applicant should 
be allowed to enter such disclaimer. 





11. Ex parte Textile Workers Union of America, Ser., No. 423,681, 166 M. D. 116, February 
15, 1943. 
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The Assistant Commissioner therefore modified the decision of the Examiner of 
Trade-Marks to the extent indicated in the foregoing quotation and otherwise 
affirmed said decision. 

The Assistant Commissioner remanded the application to the Examiner for dis- 
position-in accordance with his opinion.” 


Opposition 


Motion to reopen 


Frazer, F. A. C.: Denied a motion by Southern Liquor Distributors, Inc., of 
Jacksonville, Fla., to reopen and remand this opposition proceeding to the Examiner 
of Trade-Mark Interferences for the purpose of permitting the introduction in evi- 
dence of certain copies of registration. Said company is the applicant. Its applica- 
tion was opposed by Three Sisters, Inc., of New York, N. Y., and the Examiner of 
Interferences sustained the opposition. 

In denying said motion, the First Assistant Commissioner said: 


On September 14, 1942, just four days prior to the date set for final hearing before the 
Examiner of Interferences, applicant filed a motion that these registrations “be received in 
evidence with the same force and effect as if said registrations had been introduced in 
evidence during the testimony time of applicant,” and requested “that this motion be con- 
sidered at the final hearing.” In support of that motion was filed the affidavit of one of 
applicant’s attorneys to the effect that his failure to introduce the registrations at the time 
of taking applicant’s testimony was due to “an oversight.” In his decision sustaining the 
opposition the Examiner of Interferences denied the motion on the ground that it was 
“untimely.” 

The instant motion is supported by affidavits setting forth facts and circumstances which 
explain applicant’s delay since the rendition of the Examiner’s decision, but no sufficient 
excuse is offered for the delay prior to final hearing. If, as applicant’s present counsel 
seem to believe, the registration in question would have been pertinent to the issue, it is of 
course unfortunate that they are not in the record. But opposer should not be penalized 
for the unexplained neglect of applicant’s former attorney. To grant the motion may 
necessitate the taking of additional testimony by opposer, and its appearance for a second 
hearing before the Examiner. Upon the showing made I do not feel warranted in subjecting 
opposer to the possible burden of such added effort and expense.” 


Motion to continue hearing 


Frazer, F. A. C.: Granted a motion by Southern Liquor Distributors, Inc., of 
Jacksonville, Fla., for continuance of the hearing on its appeal from the decision of 
the Examiner of Trade-Mark Interferences sustaining the opposition of Three 
Sisters, Inc., of New York, N. Y., to its application for trade-mark registration. 

In granting the motion, the First Assistant Commissioner stated: 


The Examiner of Interferences sustained the opposition of Three Sisters, Inc., to the 
application of Southern Liquor Distributors, Inc., for registration of its trade-mark. Un- 





12. Ex parte Horace W. Hall (Doing Business as Hall Mfg. Co.), Ser. No. 448,758, 166 
M. D. 115, February 15, 1943. 

13. Three Sisters, Inc. v. Southern Liquor Distributors, Inc., Opp’n No. 21,283, 166 M. D. 
109, February 6, 1943. 
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less and until his decision is reversed on appeal, the application stands rejected. Thus, 
while the showing presented in support of the motion is not very persuasive, it does not 
appear that opposer will be prejudiced by the proposed delay in disposing of the appeal.’* 


Dismissal without prejudice 


Van ArspaLce, A. C.: Dismissed an appeal by opposer, American Pharma- 
ceutical Co., Inc., of New York, N. Y., from the decision of the Examiner of Trade- 
Mark Interferences dismissing, without prejudice, the opposition by said opposer 
to an application of Winthrop Chemical Company, Inc., also of New York, N. Y., 
for trade-mark registration. 

The decision of the Examiner of Interferences further held that the application 
of Winthrop Chemical Company, Inc., should not issue into a registration. Appli- 
cant did not appeal. The Assistant Commissioner stated that, because applicant 
did not appeal from the Examiner’s decision refusing the registration applied for 
by applicant, that decision had become final, and the issue raised by the notice of 
opposition had become moot and might not properly be considered on the appeal by 
opposer. The Assistant Commissioner cited Jn re Kraft-Phenix Cheese Corporation, 
28 C. C. P. A. 1153, 120 Fed. (2d) 391, 531 O. G. 7 [31 T.-M. Rep. 321]. 

The opposer questioned the propriety of the Examiner’s dismissal of the notice 
of opposition without prejudice ; opposer alleged that it was entitled to judgment on 
the merits or a dismissal. with prejudice. In discussing this matter, the Assistant 
Commissioner said: 


The facts are somewhat unusual. 

It appears that following the filing of the notice of opposition applicant filed a paper 
purporting to be an abandonment of the contest under the second paragraph of rule 107 
of the Rules of Practice of the Patent Office. The paper does not purport to be a consent 
to a decree, pro confesso, sustaining the notice of opposition. The Examiner refused to 
give this paper consideration. Thereafter applicant filed an answer in the nature of a 
general denial of the allegations set forth in the notice of opposition, and in this answer 
alleged that applicant “is not now using” the trade-mark shown in the application and 
expects to abandon the use of it and concluded as follows: 

“Wherefore, applicant prays that the notice of opposition herein be dismissed, but 
consents that its application Serial No. 439,787 be denied.” 

Times were then set for taking testimony. Opposer took no testimony or proofs and 
merely took the position that opposer was entitled to an adjudication on the record sustain- 
ing the notice of opposition on the merits. This the Examiner refused to do because, 
having notified the parties that he was giving no effect to the paper purporting to abandon 
the contest by applicant, the answer put in issue the allegations of the notice of opposition. 
The Examiner denied applicant the registration for which it had made application, not on 
the ground that opposer had sustained its notice of opposition but on the basis of appli- 
cant’s admission that it was not using the mark of the application and applicant’s consent 
that its application for registration be denied. 

Under the circumstances, it does not appear how the Examiner’s dismissal of the notice 
of opposition without prejudice instead of with prejudice harms opposer in any way and, in 
my opinion, the form of the dismissal was discretionary with the Examiner. In any event 
this is a matter of form and procedure rather than one of merits.’ 


14. Three Sisters, Inc. v. Southern Liquor Distributors, Inc., Opp’n No. 21,283, 166 M. D. 
126, February 26, 1943. 


15. American Pharmaceutical Co., Inc. v. Winthrop Chemical Company, Inc., Opp’n No. 
20,918, 166 M. D. 59, December 10, 1942. 
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PART II 


WAWAK & CO., INC. v. KAISER et At. 
United States Circuit Court of Appeals, Seventh Circuit 
June 15, 1942 


UnFair CoMPETITION—SUITS—ACCOUNTING—DAMAGES. 

Once evidence of damage has been established, plaintiff may recover, even though the 
amount is not capable of definite mathematical ascertainment. In such cases the triers of the 
facts must fix the damage by reasonable estimate and approximation. 

UNFAIR CoMPETITION—SUITS—ACCOUNTING—BURDEN OF PROOF. 

In ascertaining damages in cases of unfair competition, the burden was upon plaintiff to 
prove its lost sales by competent and sufficient evidence. It was aided by no presumption of 
law or fact that it would have made the sales that defendant made. 

UnFair CoOMPETITION—SUITS—METHOD OF ACCOUNTING. 


As there was a trade depression in 1937, the master’s finding that a falling off of 18.85 
per cent in sales was due to the depression was reasonable. 


In equity. Action for unfair competition. Appeal from the District Court, 
Northern District of Illinois. From judgment for plaintiff on accounting, defendants 
appeal. Affirmed. 


Edward A. Haight, Chicago, IIl., for appellants. 
David K. Tone, Chicago, Ill., for appellee. 


Before Sparks and Major, Circuit Judges, and Linbtey, District Judge. 


LInDLEy, District Judge: 


This appeal constitutes the second chapter in litigation first before us in Wawak 
Co., Inc. v. Kaiser, et al., 90 F. 2d 694. The annals of the parties’ relationship 
there appearing need no repetition here. The master to whom the accounting was 
referred, in pursuance of our mandate, recommended, and the court entered, judg- 
ment for $31,738 damages accruing to plaintiff because of defendants’ acts con- 
demned by our decision as unfair trade and competition. Defendants urge error 
(a) in the finding that substantial sales were taken from plaintiff by defendants’ 
unfair competition; (b) in that the court found that the fall in defendants’ sales 
after unfair competition ceased should be considered in determining liability; (c) 
in that the master made improper calculation of plaintiff’s expenses in determining 
what plaintiff lost; and (d) in that the master, by stamping defendants’ conduct as 
fraudulent, willful and wanton, fixed a wrongful standard of conduct, prejudicing 
defendants in the allowance of damages. 

Extended evidence was produced before the master who presented a thorough 
report and, upon objection by defendants, a supplemental report, reviewing at 
length the evidence of both parties. He found that defendants’ average sales per 
season before the decree for accounting entered were $203,511, and after that 
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$112,579, a difference of 44.68 percent. Plaintiff sold on the average per season 
$44,135 before the decree and $412,981 thereafter, a difference of 7.01 percent. The 
combined totals of plaintiff's and defendants’ sales before the decree were 18.85 
percent more than they were afterward. Since there was a depression in the trade 
in late 1937, the master adopted the figure 18.85 percent as the decrease in sales of 
each plaintiff and defendants chargeable to the depression and, considering also other 
evidence, concluded that the percentage of loss of sales by defendants due to the 
decree was the difference between 44.68 percent and 18.85 percent or 25.83 percent. 
In other words he found that plaintiff would have sold 25.83 percent of defendants’ 
deliveries if there had been no unfair competition. 

In determining the extent to which plaintiff and defendants were in competition, 
the master divided defendants’ sales into four groups. Class I included sales where 
both plaintiff and defendants had sample lines with the same customers during the 
same season and defendants made sales to such customers. Defendants’ sales 
in this class amounted to $552,576. Class II included sales made by defendants 
where both plaintiff and defendants had sample lines with the same customer during 
the same season, but plaintiff withdrew and defendants continued. These amounted 
to $156,896. Class III included sales of defendants not within Class I and Class 
II, except miscellaneous sales. The total in this class was $990,894. Class IV 
included miscellaneous sales amounting to $105,406. In determining the effect 
of defendants’ unfair competition, the master considered only Classes I and II, a 
total of $709,472 out of the grand total of $1,805,772. To this total of $709,472, the 
master applied the percentage of 25.83 percent, arriving at the figure of $183,257 
as the value of merchandise plaintiff would have sold in the absence of defendants’ 
unfair competition. Adopting plaintiff’s calculation of gross profit, viz., that it 
would have realized on such sales, 31.46 percent, the master determined that plain- 
tiff’s gross profit on sales made by and lost to plaintiff was 31.46 percent of 
$183,257, or $57,653. 

Again adopting plaintiff's figures, the master found that, if plaintiff had made 
all of the sales in Classes I and II, its cost would have been $100,331. But since 
plaintiff lost only 25.83 percent of the sales, its proportionate cost would have been 
25.83 percent of $100,331, or $25,915, with the result that the difference between 
$57,653, representing lost sales returns, and $25,915 expenses, $31,738 he fixed as 
the amount of plaintiff's damages. 

We shall not comment upon the evidence at great length, for after careful 
scrutiny of the record we believe that the master correctly analyzed and appraised 
the facts; that he applied no improper rules of law but reached the correct con- 
clusion. Indeed, if the triers of fact erred, the error was on the side of defendants. 
The evidence would justify an allowance greater than that of which they complain. 

Defendants contend that plaintiff has not proved that the damages assessed are 
definitely attributable to the wrong committed and that, in the absence of such 
proof, no reasonable approximation of damages can be fixed. Dickinson v. Thum, 
8 F. 2d 570, 575 (C. C. A. 6) [9 T.-M. Rep. 89]; Anchor Stove & Range Co. v. 
Rymer, 97 F. 2d 689, 691 (C. C. A. 6). Obviously, the burden was upon plaintiff 
to prove by competent and sufficient evidence its lost sales; it was aided by no pre- 
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sumption of law or fact that it would have made the sales that defendants made. 
Dickinson v. Thum, supra. 

We believe, however, that the evidence was sufficient to justify the master’s find- 
ing that plaintiff had sustained its burden and, in the absence of clear error on his 
part, the findings should be upheld. Crawford v. Briant, 53 F. 2d 754 (C. C. A. 10) ; 
Schock v. Malloy, 26 F. 2d 621 (C. C. A. 8); Cleveland Trust Co. v. Scriber- 
Schroth Co., 92 F. 2d 330 (C. C. A. 6). Though plaintiff's sales increased during 
the period of unfair competition and dropped after it was granted relief, defendants’ 
sales also dropped and in much greater degree. The decrease was partly due to the 
depression in the trade. However, plaintiff's sales dropped only 7.01 percent after 
the decree, while defendants’ fell 44.68 percent. Under all the evidence the master’s 
finding that a falling off of 18.85 percent was due to the depression is entirely 
reasonable. An examination of the record discloses that plaintiff’s sales after relief 
from unfair competition dropped less than the average general decline due to the 
depression while defendants’ sales, after being restrained, dropped approximately 
26 percent more than the average. The master was fully justified upon all the 
evidence, in finding that but for the unfair competition plaintiff would have made at 
least as many of the sales of defendants’ as the master charged them with. Zane v. 
Peck, 13 F. 475, 476 (C. C. D. Conn.) ; American Saw Co. v. Emerson, 8 F. 806 
(C. C. W. D. Pa.) ; see Lawrence-Williams Co. v. Societe Enfants Gombault et Cte, 
52 F. 2d 774, 779 (C. C. A. 6) [17 T.-M. Rep. 503]; Dallas Brass & Copper Co. v. 
Faries Mfg. Co., 1 F. 930 (C. C. A. 7). If defendants made infringing sales to 
plaintiff’s list of customers, and plaintiff was selling the same goods to the same cus- 
tomers, and plaintiff was able and willing to make such infringing sales, it is only 
reasonable to conclude that plaintiff would have made such sales if there had not 
been such infringement. Surely, the name Detmer Woolen Company had drawing 
power. This is clear since defendants expended substantial sums of money to 
acquire certain rights from Detmer, Bruner & Mason, Inc., including the right to 
copy their trimming books and style cards. It was contemplated that such acts of 
defendants would produce sales and it is fair to assume, in view of the facts, that they 
did produce sales—sales which would have gone to the plaintiff if defendants had 
not resorted to such unfair competition. 

Some of defendants’ drop in sales might be explained by their cutting down the 
number of samples and salesmen. But the master gave full weight to that fact. 
He believed that such actions could not account for the great difference in the fall in 
sales between plaintiff and defendants, and their comparative relations to the esti- 
mated drop due to the depression. 

Once evidence of damage has been established, the plaintiff may recover even 
though the amount is not capable of definite mathematical ascertainment. In such 
cases the triers of the facts must fix the damages by reasonable estimate and approxi- 
mation. Story Parchment Co. v. Paterson Parchment Paper Co., 282 U. S. 555, 
565; Straus v. Victor Talking Machine Co., 297 F. 791, 802 (C. C. A. 2); 
Hedrick v. Perry, 102 F. 2d 802 (C. C. A. 10). 

The master properly ascertained the cost of putting the infringed goods on the 
market by plaintiff, and subtracted it from the sale price. American Saw Co. v. 
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Emerson, supra; Lawrence-Williams Co. v. Societe Enfants Gombault et Cie, supra; 
63 C. J. 569. He took account of the effect of the depression, the type of compe- 
tition between plaintiff and defendants, and various other vital elements necessary to 
reach a fair estimate. 

Defendants complain because in his report the master found them guilty of “inten- 
tional wrong doing which was fraudulent, willful and wanton.” He recited the facts 
appearing in the record supporting such conclusion. Defendants contend that this 
issue was not properly before the master and that the finding led him to adopt an 
erroneous yardstick for measuring defendants’ liability. We think the presence of 
the finding wholly immaterial. The master did not because of that finding establish 
any lesser requirements upon the part of plaintiff in sustaining its burden of proving 
damages. The finding might well be completely ignored. 

Irrespective of this, however, defendants’ conduct has been condemned as inten- 
tional by us. In our opinion, 90 F. 2d 694, we found that defendants had been guilty 
of “intentional imitation” and that, by their deliberately wrongful conduct, custom- 
ers were misled, deceived and confused and that the acts constituted an intentional 
trespass upon plaintiff’s rights. These findings were the basis for defendants’ 
liability ; according to the record, they continued even after our decision was an- 
nounced. Their presence might well have justified the master in levying punitive 
damages but this he did not do. 

Deiendants further object to certain basic findings of the master upon which 
the latter fixed the damages. In ascertaining that the amount of gross profit plaintiff 
would have made if it had made the infringing sales was 31.46 percent, the master 
adopted plaintiff's method of computation of net profit which it would have earned 
on the increased volume of sales if plaintiff had sold the goods sold by defendants. 
In making this computation, plaintiff took into consideration the cost of all goods 
sold. Plaintiff's business was divided into wholesale and sample trades, and although 
the record is not entirely clear, it seems that defendants’ business is largely sample 
trade. Perhaps the master should have based his estimate of the cost of net sales 
made by plaintiff solely on the sample trade, or shown more clearly that defendants 
employed both wholesale and sample trade. But if plaintiff's computation was wrong, 
or if there were better evidence, defendants were free to make proper showing in 
rebuttal. Prima facie, plaintiff’s evidence was sufficient. It may well be that the 
cost of net sales in plaintiff's wholesale trade is considerably higher than that in its 
sample trade. The evidence, however, does show that defendants’ gross profit 
on such sales was 33.7 percent, a difference of 1.24 percent more than that of the 
plaintiff. The error, if any, apparently was in favor of defendants. 

Defendants insist that the master, in estimating the difference in sales per season 
of defendants before and after the decree, failed to take into account that defendants 
had cut down their number of distributed samples and employees after our decision. 
The master took an average of the sales per season of defendants after the decree 
without considering this limitation upon their business. If he had done so, the 
loss of sales due to defendants no longer being able to sell as Detmer Woolen 
Company or as Detmer, Bruner & Mason, Inc., would have been less than that 
estimated, since there would have been three factors entering into the computation 
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instead of two, loss of sales due to depression, loss of sales due to a decrease in 
samples and sales force, and loss of sales due to compelling defendants to cease unfair 
competition. Again the error, if any, reacts in defendants’ favor. 

Defendants made numerous other objections to the master’s report which we 
deem it unnecessary to discuss. Even though some findings of the master were 
not arithmetically exact, they are not prejudicial. It seems clear that the master 
was extremely lenient toward defendants in fixing damages. Under the first two 
classes of sales, there had been a gross sale of $709,472 by the defendants from May 
9, 1933 to October 2, 1937, the period of unfair competition. The master gave no 
consideration to over $900,000 other sales. The damages assessed ($31,738) were 
approximately 4.5 percent of less than one-half the actual gross sale. The master 
further found that only about 25 percent of the total gross sale of defendants under 
the names of Detmer Woolen Company and Detmer, Bruner & Mason, Inc., would 
have been made by plaintiff if no unfair competition had existed. Yet it is clear 
that defendants received a great amount, if not all, their business until 1937 from 
the practice of unfair competition. Although it is not probable that plaintiff would _ 
have made all of the sales accomplished by defendants, it is highly probable that it 
would have made in excess of 25 percent thereof if such unfair competition had not 
existed. In all respects the master gave the benefit of the doubt to defendants. 

The rule in unfair competition is the same as that in infringement of trade-mark. 
The Supreme Court has recently said of the latter: “If it can be shown that the 
infringement had no relation to profits made by the defendant, that some purchasers 
bought goods bearing the infringing mark because of the defendant’s recommenda- 
tion or his reputation or for any reason other than a response to the diffused appeal 
of the plaintiff’s symbol, the burden of showing this is upon the poacher. . . . In the 
absence of his proving the contrary, it promotes honesty and comports with experi+ 
ence to assume that the wrongdoer who makes profits from the sales of goods bearing 
a mark belonging to another was enabled to do so because he was drawing upon the 
good will generated by that mark.” Mishawaka Rubber and Woolen Mfg. Co. v. 
Kresge Co., U. S. ——, May 4, 1942 [32 T.-M. Rep. 254]. As we said in 
Roseland v. Phister Mfg. Co., 125 F. 2d 417 at 429: “Ifa reasonable basis of com- 
putation be afforded by the evidence, that is sufficient although only an approximate 
result be obtained. Eastman Kodak Co. v. Southern Photo Material Co., 295 F. 98 
(oe Sr} 

The judgment is affirmed. 
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PLUS PROMOTIONS, INC., er at. v. RCA MANUFACTURING 
COMPANY, INC. 


United States District Court, S. D. New York 
March 5, 1943 


UnFairR COMPETITION—APPROPRIATION OF SELLING PLAN 


Where defendant appropriated a plan for selling musical records under an implied promise 
to pay plaintiff therefor, an action to enforce same will lie under the law of New York, if the 
idea is novel and is divulged in concrete form under circumstances indicating that compensa- 


tion was expected. A mere allegation of novelty and concreteness, however, is insufficient 
if the idea manifestly lacks those attributes. 


In equity. Action for unfair competition and for breach of contract. Complaint 
dismissed. 
Cowen & Narker, New York, N. Y., for plaintiffs. 
Wright, Gordon, Zachry, Parlin & Cahill, New York, N. Y., for defendant. 


RiFKIND, District Judge: 


The first cause of action fails to state a claim upon which relief can be granted. 
The promise alleged is too indefinite for enforcement. It is not quite clear whether, 
as plaintiff contends, the complaint alleges a promise by defendant to appoint 
plaintiff its agents and exclusive licensees or whether, as defendant contends, it 
alleges a promise to sell musical records to plaintiffs “for resale” to their customers. 
If the former is intended, the promise lacks a provision for compensation. If the 
latter is intended, no price is specified. A promise so uncertain cannot afford a 
basis for the recovery of damages for its breach. Williston on Contracts, Revised 
Edition, Vol. 1, pp. 131-141. 

In the second cause of action plaintiffs allege that, at the request of the defend- 
ant, they disclosed a plan, in detailed and concrete form, for increasing the sale of 
musical records manufactured by defendant ; that the plan was conceived by plaintiffs 
and was novel ; that they disclosed the plan to defendant after offering to do so “upon 
condition that the defendant granted to the plaintiffs the exclusive right to sell and 
distribute all of its aforesaid recordings of classical music made in accordance with 
plaintiff’s plan .. . . to enable the plaintiffs to carry on their business of promoting, 
stimulating and increasing newspaper circulation throughout the United States; 
that without plaintiffs’ consent defendant appropriated the substance of the plan; 
that the reasonable value of the plan is $150,000, for which plaintiffs demand judg- 
ment. 

The theory of the second cause of action is that defendant is answerable for its 
implied promise to pay plaintiffs the reasonable value of the plan which it has 
appropriated. Such an action will lie, under the law of New York, if the idea is 
novel and is divulged in concrete form under circumstances indicating that compensa- 
tion is expected if the idea is used. American Mint Corp. v. Ex-Lax, Inc., 1941, 
263 App. Div. 89; Cole v. Lord, 1941, 262 App. Div. 116 [50 U. S. P. Q. 490]; 
Williamson v. The New York Central Railroad Co., 1939, 258 App. Div. 226. 
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The mere allegation of novelty and concreteness is not sufficient to preserve 
a complaint if the idea described manifestly lacks those attributes. Larkin v. Penn. 
Railroad Co., 1925, 125 Misc. 238, affirmed 261 App. Div. 832; Lueddecke v. 
Chevrolet Motor Co., C. C. A. 8, 1934, 70 F. 2d 345. 

The statement of the general principle does not solve the problem posed by the 
complaint here challenged. It only opens the inquiry: what standards determine 
whether an ideal is novel, whether its form is concrete? Since these are matters of 
degree it is not to be expected that the authorities would afford a very precise 
measure. However, by charting a few of the most relevant precedents, we can more 
readily determine whether the complaint herein falls within or without the area of 
protection for the originators of business ideas. 

In Moore v. Ford Motor Co., C. C. A. 2, 1930, 43 F. 2d 685, the court went no 
further than to state, “We may assume, without the necessity of decision, that the 
originator of a novel method of merchandising acquires a right akin to that recog- 
nized in the law in respect to a trade secret.” It affirmed the judgment below, 
dismissing the complaint, by accepting a finding of fact that defendant had not 
obtained the idea from the plaintiff. 

In Booth v. Stutz Motor Car Co., C. C. A. 7, 1932, 56 F. 2d 962, the court 
held, according to the headnote, that “‘one whose plans, communicated confidentially 
to automobile manufacturer, entered into design of new car, (was) entitled to 
accounting of damages and profits to extent that novel features of such plans con- 
tributed to car’s success and designer was harmed.” 

In Cole v. Lord, Inc., 1941, 262 App. Div. 116, the court reversed a judgment 
dismissing the complaint and held, inter alia, that plaintiff was entitled to go to the 
jury on the theory of implied contract where the evidence showed that he had 
delivered a formula for a radio program under circumstances requiring good faith 
on the part of the defendant. “If it was used he had a right to its reasonable value 
as determined by the jury.” 

In American Mint Corp. v. Ex-Lax, Inc., 1941, 263 App. Div. 89, it was held 
that a cause of action was stated in the complaint which alleged that the plaintiff, 
at the request of the defendant, gave it advice and ideas with respect to the manu- 
facture and marketing of a candied tablet and that the defendant used such advice 
and ideas, which were of a specified value, notwithstanding the failure to plead an 
express contract for compensation. 

In Larkin v. Penn. R. R. Co., 1925, 125 Misc. 238, affirmed 216 App. Div. 832, 
the complaint was dismissed on a motion for judgment on the pleadings. There 
the court found from the bill of particulars the absence of any appropriation by the 
defendant. 

In Alberts v. Remington Rand, Inc., 1940, 175 Misc., 486, a motion by defend- 
ant for judgment on the pleadings was granted on the court’s view that the idea 
alleged to have been appropriated had not been reduced to concrete form. 

In Lueddecke v. Chevrolet Motor Co., C. A. A. 8, 1934, 70 F. 2d 345, the court 
held that a demurrer to the complaint was properly sustained where the court was 
not persuaded that the idea was novel and where it found that the pleadings and 
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correspondence failed to disclose circumstances from which a promise to compen- 
sate could be implied. 

A case very much like the one at bar is Williamson v. The N. Y.C. R. R. Co., 
1939, 258 App. Div. 226, decided by the Second Department. There the court 
reversed an order denying defendant’s motion for summary judgment where it 
appeared that plaintiff wrote a letter to the defendant describing in detail a plan 
4 for the production of a miniature railroad exhibit at the New York World’s Fair. 
The letter was acknowledged and thereafter the defendant held such an exhibit 
which seemed to follow the suggestions of the plaintiff. The plaintiff sued for 
compensation for the use of his idea. The court held there was no express contract 
and none implied in law. The idea being abstract and not having taken on concrete 
form it was unnecessary, said the court, to consider whether it was novel. 

This case was cited with approval by the First Department in Stone v. Liggett 
& Myers Tobacco Co., 1940, 260 App. Div. 450. In the latter case the court like- 
wise reversed an order denying a motion to strike out a complaint seeking damages 
for appropriating an idea suggested in an advertising script. The ground assigned 
by the court was that the idea had not been reduced to concrete form. None of the 
New York cases challenges the authority of Bristol v. Equitable Life Assurance 
Society, 1892, 132 N. Y. 264. It held demurrable a complaint which alleged that 
plaintiff had confidentially disclosed to defendant a system of selling insurance which 
defendant adopted and thereby obtained a large amount of business. The court thus 
summarized its view in a hypothetical case: 


eins 


i PELE A 


A. wishes to sell his house and lot. B. tells him in confidence that C. desires to buy it 
and B. solicits employment to negotiate the sale. A. declines, but acting upon B.’s commu- 
nication meets C., and himself negotiates and closes the contract of sale. B. has no cause 
of action against A. He had information which he hoped to market, but he parted with 
it without finding any market. J/d., p. 268. 


In the case at bar, the substance of plaintiff’s plan is described in an exhibit 
annexed to the complaint. The bill of particulars, however, makes it clear that that 
exhibit was never actually delivered to defendant. The plan was in substance dis- 
closed orally. As described in the exhibit the plan suggested that defendant induce 
world-famous artists to produce recordings without royalty, “their compensation to 
be on the reasonable value of their services,” that the recordings be sold without the 
names of the artists annexed to them, at “a price so low as to be able to be afforded 
by persons of low and modest means.” Sale and distribution were to be effected not 
by dealers but by newspapers “as a cultural and civic service.” 

Such an idea, it seems to me, has no more concreteness than was present in 
the Williamson case or in the Stone case. 

The claim asserted in the second cause of action falls within the rule, as defined 
by the New York courts, that in the absence of an express contract, “owing to the 
difficulties of enforcing such rights, the courts have uniformly refused to assume to 
protect property and ideas that have not been reduced to a concrete form.” Stone v. 
Liggett & Myers Tobacco Co., supra. 

Indeed, the facts fall squarely into the pattern of the hypothetical case suggested 
in Bristol v. Equitable Life Assurance Society, supra. Defendant wishes to sell its 
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records. Plaintiffs tell it in confidence that newspapers would buy the records if the 
price were substantially reduced by eliminating royalties and they solicit employment 
as defendant’s agents to negotiate the sales. Defendant declines, but acting on 
plaintiffs’ communication itself arranges the sales. For such conduct plaintiffs are 
without remedy. 


The complaint is dismissed. Leave to amend is granted. Submit order. 





SCOVILL MANUFACTURING COMPANY v. UNITED STATES 
ELECTRIC MANUFACTURING CORPORATION 


United States District Court, S. D. New York 
July 27, 1942 


TRADE-MARK INFRINGEMENT—SUITS—EVIDENCE. 


In suits for infringement, proof of loss of sales must be clear and the loss definitely traced to 
the infringement. 


TRADE-MARK INFRINGEMENT—SUITS—DAMAGES. 


In the case at issue, the fact that a customer of plaintiff bought goods from defendant and 
so in effect cancelled a prospective order held insufficient to make out damages. 
TRADE-MARK INFRINGEMENT—SUITS—DAMAGES—PLAINTIFF’S Duty TO PROVE. 


The master’s assumption that plaintiff would have made the sales the defendant made held 

in error, as it is incumbent on plaintiff to make out his damages. 
TRADE-MARK INFRINGEMENT—SUITS—ACCOUNTING—NOTICE OF INFRINGEMENT. 

Where plaintiff gave defendant notice of infringement on April 15, 1937, but the master 
found that defendants had actual notice of infringement on January 1, 1937, the accounting 
period held to begin at that date. 

TRADE-MARK INFRINGEMENT—SUITS—PROFITS. 


The trebling of profits and damages lies in the discretion of the court and is exercised only 
when there is wanton and willful infringement. 


In equity. Action for trade-mark infringement. On exceptions of both parties 


to master’s report on accounting. Exceptions allowed in part and overruled in 
part. 


Frederic P. Warfield, New York, N. Y., for plaintiff. 
Morris Kirschstein, New York, N. Y., for defendant. 


Concer, District Judge: 


These are motions relating to a report of a master in a suit for trade-mark infringe- 
ment on flashlights. 

The interlocutory decree held that the trade-mark was valid and infringed, and 
referred the case to a master to ascertain profits and damages. 

The master in his report found that the infringement began about January 1, 
1937, and continued to June 30, 1937. This period was divided by the master into 
two periods, January 1, to March 31, 1937, and April 1 to June 30, 1937, because 
the ledgers of the defendant were not available for the former period. The master 
found the evidence of the defendant as to profits misleading and the books and 
accounts so kept that he could not fix the cost of production of the infringing flash- 
lights. Accordingly, he applied to defendant’s sales the profit figure of the plaintiff. 
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Due to the fact that flashlights were ordered from the defendant by a designa- 
tion, “Z,” and the evidence showed flashlights ordered by that designation in July, 
the master carried the accounting through the month of July. 

The plaintiff first objects to the profit ratio found by the master. There appears 
to have been considerable dispute before the master as to how the profits of plaintiff 
should be computed. Even the testimony offered by the plaintiff in this respect was 
not in harmony. One, Coulter, who appeared to be best acquainted with cost 
figures, made a distinction between “standard cost” and “figured cost.” General 
selling and administrative costs were not included in “standard cost.” On cross- 
examination a formula was worked out through which the master determined his 
profit ratio. I can see no objection to this. Coulter was the plaintiff's witness and 
certainly such items as bookkeeping and billing, commissions and freight are properly 
allocated to cost. On this point an extremely difficult proposition was presented to 
the master. I think he has decided it properly and justly. 

The second objection of plaintiff is to the master’s failure to allow damages for 
the loss of the business of Western Auto Supply for the years 1938 and 1939. This 
objection is overruled, in as much as I have decided, in passing on one of defendants’ 
objections, that no damages in connection with the Western Auto Supply account 
should be allowed. 

The plaintiff’s third objection deals with the failure of the master to find damages 
for loss of sales to the Firestone Tire & Rubber Company. The master found that 
the Firestone people stopped buying from the plaintiff in December of 1937. There 
was no conflict in the testimony as to when Firestone began to buy defendant’s 
product. In proving loss of sales in such cases the proof must be clear and the loss 
definitely traced to the infringement. The proof here was not clear and convincing. 

Plaintiff’s fourth objection deals with an alleged loss of sales to Gamble Stores. 
One, Westfall, testified he had been promised an order of 25,000 flashlights and 
that he was told by the buyer of Gamble Stores later on that they had bought them 
from the defendants and so in effect cancelled a prospective order. No actual order 
appears to have been made. The loss of a prospective order on the facts is insufficient 
to make out damages. 

The fifth objection has to do with the alleged loss of the sale of Ranger flash- 
lights to Firestone Tire & Rubber Company due to the infringement. Since I have 
found above that no damages be allowed for the alleged loss of the other business, 
which was more clearly related to the infringement, it goes without saying that there 
can be no damages for the Ranger business. 

Objection number six deals with a typographical error made by the master in 
carrying figures from one page to another. The total of profits and damages should 
read $3,922.37 on the master’s report. 

Objection number seven is a cover-all as to the ratio of profit and has been more 
fully covered above. ; 

Objection number eight deals with the master’s failure to treble the profits and 
damages. The trebling of the profits and damages lies in the discretion of the 
court and is exercised only where there is a most wanton and willful infringement. 
I do not feel the facts of this case warrant them. 
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The defendant has taken a total of twenty-four exceptions to the master’s 
report. 

Defendant’s exceptions one through nine deal with the profit ratio used by the 
master. The master found the evidence of defendant as to profits misleading and 
the books and accounts so kept that he could not fix the cost of production of the 
infringing flashlights. Accordingly he applied to defendant’s sales the profit figure 
of the plaintiff. The master stated that due to discrepancies in the defendant’s evi- 
dence his confidence was somewhat destroyed. It appeared that during negotia- 
tions for a settlement infringing sales were stated by defendant to have been 
$10,290.94 whereas in both Exhibits A and H they were shown at $32,045.24. On 
the record the master’s decision was justified. Trappey v. MclIlhenny, 12 F. 2d 191. 
The defendant’s proof was most unsatisfactory. 

Exceptions ten through seventeen deal with the findings of damages due to loss 
of business with Western Auto Supply. The master allowed damages on the basis 
of loss of sales by the plaintiff to Western Auto Supply. Western Auto Supply 
ceased to buy from the plaintiff in March of 1937 (while the infringement was taking 
place), and, it appears, commenced to purchase flashlights from the defendant soon 
thereafter. 

The master seems to have assumed that the plaintiff would have made the sales 
the defendant made. If so, he was not correct in so assuming for the rule is that it is 
incumbent upon the plaintiff to make out his damages as he would in any other case 
involving a property right. 

I have read the record before the master and the only support for the award 
of damages seems to be that plaintiff lost the business and defendant got it. There 
was no showing that anyone had ever been misled by the name of defendant’s flash- 
light, (on the contrary, it was admitted that the retailers knew whose flashlights they 
bought), or that plaintiff would have made the sales defendant made. The following 
excerpt from the record of the testimony of plaintiff’s witness Main is indicative 
of how weak the proof was. 


By the Special Master : 


Q. What I want to know is: These are firms, on Table II, that stopped ordering 
Zephyrlites on the dates indicated? A. That is right. 

The Special Master: All right. 

By Mr. Warfield: 

Q. And you have no information as to why this was done, or at any rate, nothing to tie it 


up with Zen-O-Lite infringement? A. Nothing that I think I could present here, no 
evidence that I think I could .... 


The Court realizes the difficulties inherent in attempting to prove damages by way 
of lost sales. However, in this case, I feel, that the plaintiff has failed to sustain 
the burden, which admittedly he has, of proving damages by competent and suff- 
cient evidence. Anchor Stove & Range Co. v. Rymer et al., 97 F. 2d 689; Dickin- 
son Vv. Dickinson, 8 F. 2d 570. Accordingly, defendant’s exceptions ten through 
seventeen inclusive are sustained. 

Defendant’s objections numbered eighteen and nineteen deal with notice of the 
infringement. Defendant urges that the accounting period should begin with 
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the date of the actual notice of infringement given by plaintiff to defendant on 
April 15, 1937. With this contention I cannot agree. The master allowed profits 
from January 1, 1937 to April 6, 1937, during which period he found that defend- 
ants had actual notice of infringement. The record both before the master and on 
the trial so shows. 

The defendant has strongly urged the case of Stark Bros. Nurseries & Orchards 
Co. v. Stark, 255 U. S. 50 [11 T.-M. Rep. 275], as support for his contention. At 
first blush that case would appear to so hold but as explained in Shapiro & Aronson, 
Inc. v. Franklin Brass Foundry et al., 272 F. 176 at 179-180, it is apparent that such 
was not the holding, but that the reason no damages were allowed prior to notice 
was that there was no diversity of citizenship, hence damages were limited to the 
date notice was given because that was the date the court acquired jurisdiction. 

In Oil Well Improvements Co. v. Acme Foundry & Machine Co., 31 F. 2d 900, 
901, the court stated: 


It is equally true, as impliedly conceded by the appellee, that notice may be given other- 
wise than by the statutory method. The statutory method is merely supplemental—amount- 
ing to “legal” notice, analogous to that of recordation statutes. The essential matter, 
where the statutory method is not used to supply deficiency, is actual notice to the infringer 
that the patentee is patented. Here the master and the court concurred in finding the 
existence of this actual notice. The evidence not only justifies, but it compels such a 
result. This actual notice existed before appellee began any manufacture or sale of the 
infringing device. Therefore it is liable for profits and damages, covering the entire period 
of the infringement. 


This case was cited with approval in Weygandt Co. v. Van Emden, 40 F. 2d 
938, 940. 

Exception number twenty deals with the computation of damages and since 
no damages are allowed is not now material. 

The remaining four exceptions, twenty-one to twenty-four, are general in nature 
and have been treated under more specific exceptions. 

Plaintiff’s exceptions to the master’s report numbered 1, 2, 3, 4, 5, 7 are over- 
ruled. Number six is allowed. Defendants’ exceptions numbered 1, 2, 3, 4, 5, 6, 
7, 8,9, 18 and 19 were overruled. Defendant’s exceptions numbered 10, 11, 12, 13. 
14, 15, 16, 17, 20, 22, 23 and 24 are sustained ; 21 is allowed in so far as it refers to 
damages alone since I have held no damages should be allowed. 

The Special Master’s report is affirmed except as herein modified. Plaintiff to 
have judgment for the amounts allowed by the Special Master as modified herein 
with costs. 
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HOSPITAL LIQUIDS, INC. v. G. H. SHERMAN, M.D., INC. 
United States District Court, Eastern District of Michigan 
March 28, 1941 


Unrair COMPETITION—SIMILARITY OF LABELS AND CONTAINERS—DISTINGUISHING DIFFERENCES. 
Where the design and contour of defendant’s bottle were not confusingly similar to 
plaintiff’s bottle, and there was no evidence that defendant’s containers and solutions were 
inferior to those of plaintiff, there was no unfair competition. 
Unrair CoMPETITION—FUNCTIONAL FEATURE OF Goons. 
The use by defendant on its bottles of a 35 millimeter screw thread similar to plaintiff's 


held not to be unfair competition, as said screw thread had been in general use by the trade 
since 1928. 


In equity. Action for unfair competition. Judgment for defendant. 


James R. McKnight, Chicago, Ill., and John H. Flancher, Detroit, Mich., for 
plaintiff. 
John S. Murray and Clarence B. Zewadski, both of Detroit, Mich., for defendant. 


O’Brien, District Judge: 


Plaintiff, Hospital Liquids, Inc., of Chicago, Illinois, filed its complaint against 
the defendant, G. H. Sherman, M. D., Inc., of Detroit, Michigan, alleging acts of 
unfair competition. 

The complaint specifically alleges that plaintiff has a unique dispensing cap of a 
new, different and distinct size which fits plaintiff's bottles, containing glucose and 
dextrose solutions, so that when the cap is used with a bottle, one knows that the 
bottle contains plaintiff's product ; that the public has acquiesced in this new, differ- 
ent and distinct size of dispensing cap and cooperating screw threads on the bottle 
as denoting plaintiff’s product; that defendant makes containers that fit plaintiff’s 
caps and could be palmed off as plaintiff’s container and solution; that defendant 
obtained plaintiff's containers and then constructed its containers to fit plaintiff’s 
caps, so that it might palm off its products as those of plaintiff’s; that defendant’s 
container and solutions are inferior in quality and are sold at greatly reduced 
prices, aggravating the unfair competition; and that defendant’s containers create 
confusion and cause purchasers to buy defendant’s products as plaintiff's products, 
and further that defendant’s salesmen are advising customers that defendant's 
products are of plaintiff’s manufacture. 

Defendant in its answer, denies each and every material allegation as set forth in 
the complaint. 

In support of its case, plaintiff introduced the depositions of J. E. B. Swabacker 
and Dr. Alfred G. Nast, treasurer and president, respectively, of plaintiff company. 
Defendant, in its behalf, called as witnesses, Jesse D. Laird, supervisor of specifica- 
tions of the Owens-Illinois Glass Company, and Arthur G. Sherman, president of the 
defendant company. 

Plaintiff has not sustained its burden of proof. No admissible testimony was 
offered to prove confusion in the sale of the two products or that defendant had 
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palmed off its products as those of plaintiff. No testimony was offered to prove 
that defendant had copied plaintiff’s container. On the other hand, testimony of the 
witness Sherman was to the effect that defendant’s containers were designed by an 
artist at its plant in an effort to avoid the contours of all other containers for the 
same product on the market. Certainly, the design of the defendant’s liter bottle is 
not confusingly similar to the design of plaintiff’s bottle. There is a total lack of 
testimony as to the inferiority of defendant’s containers and solutions, or that 
defendant’s salesmen advised customers that defendant’s products are of plaintiff's 
manufacture. 

Testimony was given to the effect that the bottles of defendant have the same 
diameter of screw thread as do the bottles of plaintiff. A 35 m/m screw thread was 
used on the bottles of both companies. No testimony was offered to indicate any 
confusion by reason of this similarity. 

The case must therefore turn on the single question of whether or not defendant 
is unfairly competing with plaintiff because its bottle has the same diameter of 
screw thread as does plaintiff’s bottle. Plaintiff’s witnesses admitted that plaintiff 
was complaining only about the diameter of defendant’s screw thread, and were 
defendant to change its screw thread to a 33 or 38 m/m thread, plaintiff would 
have no further complaint. Plaintiff’s witnesses further admitted that if this change 
were made it could not be distinguished with the naked eye. Plaintiff, however, urges 
that its particular screw thread was different, distinct and unique, and that it was 
entitled to the sole use of this size screw thread on its bottles containing these par- 
ticular products. The testimony is, however, that plaintiff's particular screw thread 
was not new, different, distinct or unique. The witness Laird of the Owen-lllinois 
Glass Company, testified that the 35 m/m screw thread was adopted by the Glass 
Containers Association as a standard screw thread as early as 1928 and has been 
offered to the public from that day to this. The witness Sherman testified that the 
Owen-Illinois Glass Company determined the particular screw thread to be used 
by the defendant company. It was admitted by plaintiff during the course of the 
trial that the screw threads were functional. As plaintiff's sole complaint against 
the defendant is its use of a 35 m/m screw thread, and as plaintiff has also admitted 
that the use of such a screw thread by defendant is a functional use, it is elementary— 
and the courts have uniformly held—that one is not unfairly competing when, and 
may not be enjoined from, using a functional feature. 

Plaintiff urges that the similarity of screw threads might cause confusion, but this 
contention has no merit, because plaintiff’s particular screw threads were never 
emphasized as a reason for buying its products, and defendant’s bottle is so different 
in contour from that of plaintiff, and is so well marked and labeled with its name, that 
there could not be the slightest chance of confusion. The complaint must therefore 
be dismissed. 

In view of my decision I have adopted defendant’s proposed findings of fact and 
law as my own. 

A judgment will be entered in accordance with this opinion. 
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HOUSEHOLD FINANCE CORPORATION v. GENERAL HOUSEHOLD 
CREDIT CORPORATION 


United States District Court, District of New Jersey 
March 8, 1943 


UnFaiIR COMPETITION—J URISDICTION. 

In an action for unfair competition, where plaintiff did business throughout the United 
States, but defendant’s business was wholly within the State of New Jersey, the federal court 
was governed by the state law. 

UnFair CoMPETITION—UNFAIR Use oF TRADE-NAME—STATE STATUTES, NEW JERSEY. 

Under New Jersey law, where a trade-name has acquired significance in the minds of the 
public as applying to one’s business, equity will restrain the use of a name so similar as to 
confuse and mislead the public to the first user’s injury. 

UNFAIR COMPETITION—TRADE-NAMES—‘GENERAL HouSEHOLD CREDIT’ AND “HOUSEHOLD 
FINANCE CoRPORATION.” 

The name “General Household Credit” held to conflict with “Household Finance Corpora- 

tion,” as the word “Household” has acquired a secondary meaning. 


In equity. Action for unfair competition. Judgment for plaintiff. 


Starr, Summerhill & Lloyd and Alfred E. Driscoll, both of Camden, N. J., and 
Floyd E. Britton, Chicago, Ill., for plaintiff. 

Howard W. English, Vineland, N. J., and Harry Shapiro, Chicago, IIl., for defend- L 
ant. E 


Tete 





Avis, District Judge: 


This action is instituted by plaintiff, a nation-wide small loan corporation, against 
defendant who operates a similar business within the State of New Jersey. 

No motion for correction of name was made in the record, but I am quite sure 
from the testimony that the name of defendant is “General Household Credit.” 

The testimony was taken before me, and the plaintiff in an unfair competition 
claim asks for injunction and damages against permitting the defendant to use the 
name it does in conducting its business. 

I find as facts: 


(1) Household Finance Corporation was organized in the year 1925, under the laws of 
the State of Delaware. 

(2) General Household Credit, the defendant, was incorporated in October, 1938, under the 
laws of the State of New Jersey. 

(3) Household Finance Corporation and its predecessors in the business has conducted its 
affairs in various places in the United States and for some years at sundry places in New Jersey, 
having loaned large sums of money to various clients. 

(4) General Household Credit after its incorporation has conducted its business at offices 
in Vineland, Cumberland County, and at Red Bank, Monmouth County, both in the State of 
New Jersey, and has loaned large sums of money in its restricted area. 

(5) In New Jersey, both of these corporations are operating under the provisions of the ' 
statute relating to small loans, and are soliciting and handling the same kind of business. 

(6) Household Finance Corporation is the party of greater opportunities, as it has many 
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places in different States of the Union, whereas General Household Credit confines its business 
within the State of New Jersey. 

(7) The testimony does not indicate in any conclusive manner that the defendant has will- 
fully and intentionally used any portion of the name of plaintiff for the purpose of demonstrating 
an active fraud against plaintiff’s name. 

(8) It was quite clearly proven that the word “Household” is determined by plaintiff to be 
a word used throughout the United States to refer to its corporation, and that through advertise- 
ments and general knowledge the name may be, and has become, so identified with its corpora- 
tion as to give it a secondary meaning in the business in which it is engaged. 

(9) Certain witnesses were produced to give testimony, and employees also testified, as to the 
claimed confusion caused by the multiple use of the word “Household.” 

(10) The use of the word “Household” as applied to the business of plaintiff is of such a 
nature, that it ought to be protected now from future interference in the conduct of its busi- 
ness. 

(11) The result of my investigation satisfies me that the defendant ought to be restrained 
from future use of the word “Household” in its official title in the conduct of its business. 


Upon this statement of facts the Court must look to the laws and decisions in 
the State of New Jersey to justify a decision. Its decisions are somewhat broader 
than those of other states and favor quite considerably the rights of a corporation 
or individual who first adopts a business name, or a form of package, or method 
of advertising. 

It does not seem necessary that I should describe in detail the testimony which 
I have carefully read; the submitted newspaper advertisements, and the other 
evidences showing the method adopted by the parties to attract persons to become 
their clients. 

The disposition of cases of this character appears to be quite clearly stated in 
the Court of Errors and Appeals in the case of Polackoff v. Sunkin, 115 N. J. 
Eq. 134, in which it is determined that: 


(1) Where a trade-name has acquired such significance in the minds of the public as 
applying to one’s business, equity will restrain the use of a name so similar as to confuse and 
mislead the public, to the first user’s injury; 

(2) It is not necessary that the second user, employing the name which interferes with 
another’s prior right, should have adopted such name with intent to deceive the public or injure 
the other. The consequences, and not the motive, are controlling ; 

(3) The court held that the defendant had first used the name about which complaint was 
made, and he was entitled to retain it in his business places. 


Many citations are set out in the opinion of the vice chancellor, which makes 
it unnecessary to call direct attention to the determination in the other cases. 

One other case I desire to call to counsel’s attention is D. L. & W. R. R. Co. v. 
Lackawanna Motor Freight Lines, Inc., 117 N. J. Eq. 386. It adopts the same 
principle set forth in the case of Polackoff v. Sunkin, supra. 

It is my duty to follow these decisions. 

Conclusions of law: 

The plaintiff is entitled to an injunction which will restrain the defendant from 
the use of the name which he now uses containing the word “Household.” 

The question of damages may be called to the attention of the Court when the 
judgment is signed. 
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THE PEP BOYS—MANNY, MOE & JACK v. COE, COM’R PATS., ET AL. 
United States District Court, District of Columbia 
March 31, 1941 


TRADE-MarKs—AcTION UNperR R. S. 4915—Non-ConrFiictiInc NAMES. 
A trade-mark consisting of the name “The Pep Boys—Manny, Moe & Jack” held not to 
be confusingly similar to the words “Purol-Pep,” “Poco Pep,” “Puro-Pep” and “Woco-Pep.” 


Action under R. S. 4915 to obtain registration of a trade-mark, application Ser. 
No. 358,495. Judgment for plaintiff. 


B. F. Gainey, Clarence A. O’Brien, Clarence R. Gorman and Joseph A. O’Comnell, 
all of Washington, D. C., for plaintiff. 

W. W. Cochran, Solicitor, U. S. Patent Office, for defendant Commissioner of 
Patents. 

J. Vincent Martin and Vinson, Elkins, Weems & Francis, both of Houston, Texas, 
Kelly Bell, Chicago, Ill., and Carl T. Mack, Washington, D. C., for defendant 
The Pure Oil Company. 


BAILEY, Justice: 


In my former opinion [filed Dec. 30, 1940, but later vacated] filed in this case it 
was stated : 


Apart from any question as to the ownership by the defendant (meaning the Pure Oil 
Company) of the “Woco Pep” and “Pep” registrations, I agree with the view of the 
Assistant Commissioner of Patents that there is likelihood of confusion between the plain- 
tiff’s mark and those of the defendant, “Purol-Pep,” “Puro-Pep,” and “Poco Pep.” 


I think that the foregoing was clearly erroneous. It was established by the 
evidence that the plaintiff’s mark [“The Pep Boys—Manny, Moe & Jack” in associa- 
tion with three caricatures] had priority over the marks “Purol-Pep,” “Poco Pep,” 
and ‘‘Puro-Pep” and this fact was practically conceded by the defendant, Pure Oil 
Company. 

As to the said defendant’s ““Woco-Pep,” I do not think that, even with the testi- 
mony taken at the hearing in addition to that offered in the Patent Office, ownership 
of that marked by this defendant was satisfactorily shown. 

I think also that the plaintiff’s mark taken in its entirety is sufficiently distinct 
from the various “Pep” registrations as not to cause confusion. 

The plaintiff is entitled to the relief sought. 
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SCUDDER FOOD PRODUCTS, INC. v. GINSBERG ert At. 
California Supreme Court 
February 17, 1943 


UnFair CoOMPETITION—DreEss oF Goops—DISTINGUISHING DIFFERENCES. 

Where the colors, printing, arrangement and combinations used by defendants on their 
labels and containers were only those common to the trade, and were distinguishable 
from those in use by plaintiff, there was no unfair competition. 

UnFair COMPETITION—REDUCTIONS FROM ADVERTISED PRICE. 
Defendants by permitting dealers to scratch out the “25c” printed on their products and 
write in “15c” held not guilty of unfair competition. 
UNFAIR COMPETITION—IMITATING LABELS AND CONTAINERS. 
The imitation of packages and labels is not per se actionable. 
UnFarir CoMPETITION—I MITATING Dress oF Goops—INTENT. 

Plaintiff's contention that defendants, although exercising rights common to the gen- 
eral public, did so with a bad motive and were thus guilty of unfair competition, held 
unfounded. 


In equity. Action for unfair competition. From judgment sustaining demurrer 
to complaint, plaintiff appeals. Affirmed. 


W.1I. Gilbert, Jr., Los Angeles, Calif., for appellant. 
Sherman & Sherman and W. B. Thomas, both of Los Angeles, Calif., for respond- 
ents. 


Per CuRIAM. 


This cause was taken over after decision by the District Court of Appeal, First 
Appellate District, Division Two. Upon further examination of the record we 
adopt the opinion of Mr. Justice Sturtevant as part of the decision of this court. It 
reads as follows: 


“The plaintiff commenced an action against the defendants to obtain an injunc- 
tion restraining the defendants from unfair trade dealing. Its complaint contained 
five separate counts. The defendants appeared and filed a demurrer. The demurrer 
was sustained and from the judgment the plaintiff has appealed. 

“In its brief the plaintiff sets forth an abstract of the first count. In substance 
that abstract is as follows: The plaintiff is and since 1929 has been a corporation ; 
that Max I. Ginsberg, Jeannette Ginsberg and Sol Gendel are directors of Bell Nut 
Products, a corporation in dissolution ; that Max I. Ginsberg is and has been doing 
business under the name of Bell Potato Chip & Pretzel Co.; that Max I. Ginsberg 
is and has been doing business under the name of Los Angeles Saratoga Chip & 
Pretzel Co.; that plaintiff has been engaged in manufacturing food products in 
southern California and has built up a valuable good will; that it puts up its products 
in containers and packages with distinctive characteristic labels and designs; that 
defendants have imitated such distinctive and characteristic containers and packages 
together with the labels and designs; that among others since February 1, 1940, 
plaintiff has put up a certain bag containing twelve ounces of merchandise; that 
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said bag is attached as Exhibit A; that within four months thereafter defendants 
put up a similar bag, a sample of which is attached to the complaint and marked 
Exhibit B; that plaintiff’s mode of packing became associated in the mind of the 
public with plaintiff's goods and that except for the defendants’ acts the public 
could have continued to easily and readily and without the necessity of close reading 
identify plaintiff’s merchandise; that defendants’ acts are for the express purpose 
of misleading the public; that the similarity in packages is such that the public are 
and have been misled ; and that by reason of the acts of defendants plaintiff has been 
damaged in the sum of $25,000. The second count contains similar allegations but 
with reference to a different package or container. One of the plaintiff’s containers 
is annexed as Exhibit C, and one of defendants’ containers is annexed as Exhibit 
D. Damages in the sum of $25,000 are alleged in that count also. In the third 
count similar facts are alleged regarding a three pound box. No exhibit is attached 
but the plaintiff’s box is described in detail and the defendants’ box is also described 
in detail. Damages in the sum of $25,000 are also alleged. The fourth count con- 
tains similar averments regarding a label used by the plaintiff. A copy is set forth 
as Exhibit E. The defendants’ label is set forth as Exhibit G. Damages in the 
sum of $25,000 are also alleged. The fifth count alleges similar facts and describes a 
package of potato chips put up by the plaintiff which contains a weight of seven 
ounces. In paragraph III it is alleged that defendants offer a bag of light weight 
for sale, showing on the face thereof a price of 25 cents, instructing the retail dealers, 
however, to sell this bag for 15 cents. In paragraph IV it is alleged that the arrange- 
ments alleged in paragraph III lead the purchasing public to believe that they are 
getting 25 cents of potato chips for 15 cents, if they shop with defendants, but they 
do not get 25 cents worth of potato chips for 15 cents, when they shop with the 
plaintiff. It is alleged that this device is used in order to induce purchasers who 
purchase from the plaintiff to purchase from the defendants. It is further alleged 
that the acts stated are done with a fraudulent intent to injure and divert the busi- 
ness of the plaintiff and to deprive plaintiff of profits which would otherwise accrue. 
Damages under this count are also alleged in the sum of $25,000. 

“Before proceeding further it should be noted that the foregoing pleading does not 
even purport to allege that either party had a trade-mark nor that a trade-mark 
has been infringed. Sun-Maid Raisin Growers v. Mosesian, 84 Cal. App. 485, and 
cases there cited, need not be discussed. Nor is it claimed that the trade-name of a 
store or the proprietor has been pirated. It is therefore patent that American Auto- 
mobile Assn. v. American Automobile O. Assn., 216 Cal. 125 [22 T.-M. Rep. 479], 
and cases there cited, need not be dwelt upon. Nor is any attempt made by the 
plaintiff to allege that it was the first in the field of action to use a specific trade- 
name and had built up an established trade thereunder and that the defendants were 
newcomers who have attempted, and are now attempting, to pirate the plaintiff’s 
trade-name and established trade. It follows that the case entitled Weinstock, 
Lubin & Co. v. Marks, 109 Cal. 529, is not necessarily controlling. Nevertheless, 
the question remains whether the plaintiff has a cause of action against the defend- 
ants by reason of unfair competition. (24 Cal. Jur. 628.) In Katz v. Kapper, 7 
Cal. App. 2d 1, 4 [44 P. 2d 1060], the court said: 
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In deciding whether the conduct of defendants, alleged in the complaint is actionable, it 
is necessary to apply certain well-settled rules relating to competition in business. These 
may be generally stated as follows: “Competition in business, though carried to the extent 
of ruining a rival, is not ordinarily actionable, but every trader is left to conduct his busi- 
ness in his own way, so long as the methods he employs do not involve wrongful conduct 
such as fraud, misrepresentation, intimidation, coercion, obstruction, or molestation of 
the rival or his servants or workmen, or the procurement of the violation of contractual 
relations. If disturbance or loss comes as the result of competition, or the exercise of like 
rights by others, as where a merchant undersells or oversells his neighbor, it is damnum 
absque injuria.” (15 R. C. L., p. 73, and cases cited.) 


“Counts one and two being the same except they are addressed to different sized 
packages and containers may be considered together. In those counts the plaintiff 
has pleaded exhibits. Such exhibits show the defendants are using such colors, 
printing, paper, boxes, and combinations of color, printing, and arrangement as 
anyone engaged in trade is entitled to use and therefore the plaintiff may not com- 
plain. They are all common to the public. Plaintiff must show deception arising from 
some feature of its own, not common to the public.’ (Southern Cal. F. Co. v. White 
Star C. Co., 45 Cal. App. 426, 430.) In said counts plaintiff has not stated a cause of 
action. The allegation of ‘imitation’ frequently made adds nothing to the pleading 
regarding matters common to the public. 

“Count three does not plead exhibits. However, paragraph two pleads a 
detailed description of plaintiff's three-pound box and paragraph three pleads a 
detailed description of defendants’ three-pound box. All that we have said with 
reference to counts one and two is equally applicable to count three. 

“Count four is addressed to labels. Exhibits are attached showing plaintiff’s 
label and defendants’ label on similar products. They are different and the dif- 
ference is so pronounced that one who runs may read. Both sets are the labels 
used respectively by the plaintiff and defendants on their packages of peanut but- 
ter. Said labels include two sets for each package. Exhibit E is plaintiff’s. It is 
an oval the size of a turkey egg. Exhibit F is defendants.’ It is a bell 2% inches 
high and 2% inches in diameter. Both have a dark navy blue background. Both 
have lettering in gold. Each has the words ‘Peanut Butter’ printed thereon. There 
is not another similar feature. The other set has a yellow background. Each label 
has some printing in red, some in black, some in white. On the plaintiff’s there 
is a blue bird. On the defendants’ there is a blue bell. Speaking of a similar 
contention, in Purity Springs W. Co. v. Redwood Ice Dlvy., 203 Cal. 286, 289 

[18 T.-M. Rep. 211], the court said: ‘Without attempting to convey the exact con- 
tour and form of said labels or their complete wording, it is sufficient to say that 
they are utterly dissimilar in shape, design, lettering, size, wording, and coloring. 
A most casual glance should reveal to any purchaser by what company the water is 
sold.’ Injunction was denied. Again in [talian Swiss Colony v. Italian Vineyard 
Co., 158 Cal. 252, at page 257, the court said: ‘ “There is no principle more firm- 
ly settled in the law of trade-marks than words or phrases which have been in com- 
mon use, and which indicate the character, kind, quality and composition of the 
thing, may not be appropriated by any one to his exclusive use.” (Caswell v. Davis, 
58 N. Y. 233; Amoskeag Mfg. Co. v. Speer, 2 Sandf. (N. Y.) 599;....3. This rule, 
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fundamental in the law of trade-marks, finds statutory recognition in section 991 of 
the Civil Code, which prohibits the appropriation as a trade-mark of ‘ “‘any designa- 
tion, or part of a designation, which relates only to the name, quality, or the descrip- 
tion of the thing or business, or the place where the thing is produced, or the business 
is carried on.” ’ And inSchmidt v. Brieg, 100 Cal. 672, at page 681, the court quoted 
with approval as follows: ‘What degree of resemblance is necessary to constitute an 
infringement is incapable of exact definition as applicable to all cases. AW that 
courts of justice can do in that regard is to say that no trader can adopt a trade- 
mark so resembling that of another trader, as that ordinary purchasers buying with 
ordinary caution are likely to be misled.’ (Italics ours.) So in the instant case any 
one who can read common print and has ordinary sight cannot possibly be imposed 
upon by taking the labels of the defendants for the labels of the plaintiff. 

“The fifth count is based on a distinctly different theory from the theory under- 
lying the other four counts. The plaintiff alleges that each party puts up a seven 
ounce package of potato chips. The defendants print in large figures, one inch high, 
in a flaming red color, ‘25c,’ on each package. But they instruct the dealers to sell 
for 15c. There is no obligation what the sales price of plaintiff’s package is. There 
are numerous allegations to the effect that defendants’ acts are for the purpose of 
defrauding the public and the plaintiff in particular. The latter cites no authority 
and we know of none showing the alleged acts of defendants to be actionable. Assum- 
ing, although it is not alleged, that defendants cause the dealers to mark the packages 
by scratching the ‘25c’ and writing thereon ‘15c,’ such conduct is, we think, a trade 
practice of which no one may complain. 

“Returning to counts one, two, three and four, if we correctly understand the 
plaintiff’s contentions, they are not at variance with any rule of law we have cited. 
However, the plaintiff relies on the sequence of events and charges the defendants 
with imitation apparently under the impression that imitation is per se actionable. 
That impression is not sustained by the authorities, as clearly appears from what is 
said in Southern Cal. F. Co. v. White Star C. Co., supra. Again, on page 13 of 
the plaintiff's brief it speaks of the ruling of the trial court and says: “The court’s 
action could be correct only if it appears as a matter of law by viewing the exhibits 
that confusion cannot arise, no matter what defendants’ motives may be.’ If by 
that statement the plaintiff means that, if the defendants exercise rights common to 
the general public but that in doing so they acted with a bad motive, then the trial 
court should have overruled the demurrers. Such contention is not sustained by 
the authorities. It is settled law in this state that ‘An act lawful in itself is not 
converted by a malicious or bad motive into an unlawful act so as to make the doer 
of the act liable to a civil action.’ (Parkinson Co. v. Building Trades Council, 154 
Cal. 581, 595.)” 

The theory of plaintiff is that defendants accomplished their alleged fraudu- 
lent purpose by imitating a distinct combination of features of size, shape, color 
arrangement, and textual similarities adopted by the plaintiff, and that by such means 
the public was misled. If, in fact, the plaintiff had pleaded such facts we have no 
doubt that it would have pleaded good causes of action. The difficulty with the 
first four causes of action is that plaintiff has pleaded either as exhibits or by 
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description the alleged imitative containers and labels. An examination of such con- 
tainers and labels demonstrates, as a matter of law, that no reasonable person 
could conceivably be misled into believing defendants’ containers and labels were 
those of plaintiff. While it ordinarily is a question of fact as to whether two con- 
tainers or labels are so similar as to constitute unfair competition, and it is also 
ordinarily a question of facts as to whether the public has been or is likely to be misled, 
in this case the dissimilarities are so palpable, distinct and clear that it must be 
held, as a matter of law, that they are not similar, and that the public legally could 
not be misled. 
The judgment is affirmed. 





JAYS, INC. v. PURCELL 
Massachusetts Supreme Judicial Court 
January 27, 1943 


UNFAIR COMPETITION—“JAy’s’”—UsE OF ANOTHER’S SURNAME. 

After plaintiff had adopted and since 1918 made use of the name “Jay’s” as the name of 
its retail store in Boston selling women’s wearing apparel, said goods being advertised in 
Northampton, Mass., the adoption and use by defendant of the same name for a women’s 
clothing store in the latter city, held unfair competition, particularly as the name was not her 
own surname. 


In equity. Action for unfair competition. From a decree for plaintiff, plain- 
tiff appeals. Reversed. 


H. H. Ehrmann, Boston, Mass., for plaintiff. 
No argument nor brief for defendant. 


Before FIE.Lb, Chief Justice, and DonAHUE, LuMMus, DOLAN and Cox, Justices. 
LUMMUS, Justice: 


The plaintiff, a corporation, since 1918 has been engaged in the business of sell- 
ing at retail women’s and misses’ wearing apparel in Boston, which it conducts under 
the name “Jays.” Although its store is in Boston, it advertises in newspapers in 
Northampton, where it has customers among students at Smith College and other 
persons. The word “Jays” has acquired a secondary meaning as descriptive of the 
plaintiff. 

The defendant has started in the same business in Northampton, using the name 
“Jay’s,” and signs like those of the plaintiff. The judge found that “the similarity 
of names, of the signs, and of the nature of the businesses, is such that a reasonable 
probability exists that purchasers using ordinary care will be induced to trade with 
the defendant in the belief that its | sic] store is conducted by the plaintiff.” 

A final decree was entered restraining the defendant from using the word 
“Jay’s” in connection with her business “without making amendments thereto or 
changes therein to obviate any confusion in the minds of the public between the 
name so used as changed and that of the plaintiff.” The plaintiff appealed. 
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In this case the defendant did not use her own name, or any name to which she 
had any natural right, as in Cain’s Lobster House, Inc. v. Cain, 312 Mass. —. As 
long as the defendant uses the name in question in competition with the plaintiff, no 
amendment or change in the name will effectively prevent confusion on the part of 
some portion of the public. As Knowlton, J., said in Samuels v. Spitzer, 177 Mass. 
226, 227, “It was easy to choose a satisfactory name unlike the plaintiffs’, and to con- 
duct the business in such a way as to leave the plaintiffs the whole benefit of such 
reputation as they had gained in the community.” See also General Fruit Stores, 
Inc. v. Markarian, 300 Mass. 90, 95. 

The final decree is reversed. A new final decree is to be entered, with costs 
to the plaintiff, perpetually restraining the defendant and her agents, servants and 
attorneys, from using the name “Jays” or “Jay’s,” or any word or words so nearly 
resembling such name as to be likely to be mistaken therefor, in the business of 
selling women’s and misses’ wearing apparel at retail. 

Ordered accordingly. 





COLOGNESI v. RUZZOLI 
Massachusetts Supreme Judicial Court 
February 24, 1943 


UnFAIR COMPETITION—UNLAWFUL UsE oF TRADE-NAME—ABANDONMENT. 

When defendant, who from 1920 to 1934 carried on a sheet metal working business under 
the name “Southbridge Sheet Metal Works,” in the latter year sold his stock and material, 
abandoned the business and leased his shop to plaintiff, he ceased to have any further right 
therein, and the name was open to plaintiff to adopt. 

UnFair CoMPETITION—USE OF ANOTHER’S TRADE-NAME—CONFUSION OF PUBLIC. 

The fact that defendant, being no longer in business, cannot profit from diversion of plain- 
tiff’s business held not to make inconsistent a finding that defendant’s sign bearing plaintiff's 
trade-name will confuse public and injure the latter’s business. 


In equity. Action for unfair competition. From decree for plaintiff, defendant 
appeals. Affirmed. 


A. A. Gaucher, for plaintiff. 
F. P. McKeon, Worcester, Mass., for defendant. 
Before FieLp, Chief Justice, and LumMMus, DoLan, Cox and Ronan, Justices. 


LuMMUS, Justice: 


The following facts were found by a master, whose report was confirmed. As 
early as 1920 the defendant Giuseppe Ruzzoli hereinafter called the defendant, be- 
gan the business of sheet metal worker and tinsmith in a shop in the rear of his 
house on Elm Street in Southbridge, doing business under the name of Southbridge 
Sheet Metal Works. In January, 1934, the defendant sold his stock and materials 
to the plaintiff, and gave him a lease of the shop with the tools and machinery for 
one year from February 1, 1934, with an option of renewal for two years more. 
The lease provided that the plaintiff should have the right to use the name South- 
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bridge Sheet Metal Works during the lifetime of the lease. Cardinal v. Taylor, 
302 Mass. 220, 222. The plaintiff began business under that name on February 1, 
1934. He accepted the option for renewal of the lease, which thus continued in force 
until February 1, 1937. After that he remained as tenant at will until November 
8, 1941, using the same name. During the whole time the defendant occupied the 
house in front of the shop. The plaintiff used the tools and machinery of the de- 
fendant, and bought them on September 17, 1940. In October, 1941, the plaintiff 
notified the defendant that he intended to move away, and on November 8, 1941, 
he did move away after the defendant had executed a lease to a “straw man” who 
notified the plaintiff to move. The plaintiff moved to a new shop on Worcester 
Street in Southbridge. 

The defendant has done no sheet metal or tinsmithing business since the plain- 
tiff began business on February 1, 1934, and is doing none now. The defendant 
never objected to the use by the plaintiff of the name Southbridge Sheet Metal 
Works. But about the time when the plaintiff removed his business and his sign 
from Elm Street, the defendant put up a similar sign with large letters reading 
Southbridge Sheet Metal Works and an index finger pointing to the shop in the rear 
of the defendant’s house on Elm Street. 

The master found further as follows: 


Based upon the facts reported herein I find that sometime during the period from 
February 1, 1937, to November 8, 1941, and at least before September 17, 1940, when he 
sold out all his tools and machinery, Mr. Ruzzoli decided not to go back into this business 
and that sometime during that period, and prior to September 17, 1940, he abandoned his 
right to the trade-name of “Southbridge Sheet Metal Works,” which trade-name I find is 
now the property right of said Mr. Colognesi. 


The master found still further as follows: 


I find that the placing of the sign with the words “Southbridge Sheet Metal Works” 
and with the index finger pointing to the shop previously occupied by Mr. Colognesi and 
placed at or near the identical place where said sign had stood for years, will tend to con- 
fuse and mislead the public, and if permitted to continue would tend to injure the business 
of Mr. Colognesi. 


This finding is not inconsistent with the fact that the defendant, not being in the 
business, could not profit from a diversion of business from the plaintiff. 

The defendant’s exceptions to the master’s report cannot be sustained. The 
master added to his report what purported to be a summary of the material facts 
as to each objection. An examination of the defendant’s exceptions shows that 
none of them can be sustained. 

A trade-name can have no existence in gross, unconnected with some business 
in which it is used. Jackman v. Calvert-Distillers Corp. of Massachusetts, 306 
Mass. 423, 426. When the defendant had gone out of the business in question, and 
had abandoned the name, he ceased to have any further right in it. It was then 
open to the plaintiff to adopt it as his own. Cohen v. Nagle, 190 Mass. 4, 11. The 
right to it could not thereafter be resumed by the defendant. 
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The final decree, determining that the plaintiff is entitled to the exclusive use 
of the words Southbridge Sheet Metal Works, is correct. 

Interlocutory decrees affirmed. 

Final decree affirmed with costs. 





FITZGERALD’S ATLANTIC BAR & GRILL, INC. v. FITZGERALD 
New York Supreme Court, Kings County 
December 16, 1942 


UnFAIR COMPETITION—SURNAMES—RIGHT TO USE. 


In the State of New York any person may use his family name in his business, provided 
he uses it honestly, even though the business thus conducted is identical with a previous 


business conducted by another under the same name, and which had become known to the 
public under that name. 


UnFarir CoMPETITION—USE OF SAME NAME IN COMPETING BUSINESS—“FITZGERALD’S.” 

Where, after plaintiff had operated for eight years a restaurant business under the name 
“Fitzgerald’s,” the family name of its owners, the operation of a similar restaurant on the 
same block by defendant David Fitzgerald, under the name “Fitzgerald’s held not to justify 
the issuance of a preliminary injunction, inasmuch as no deception of customers was shown. 


In equity. Action for unfair competition. Motion for injunction pendente lite 
denied. 


Joseph Ratner, New York, N. Y., for plaintiff. 
Max Krongold for defendant. 


Nova, Justice: 


During the year 1934 a restaurant, bar and grill located at 596 Atlantic Avenue, 
Borough of Brooklyn, was purchased by one Joseph and May Fitzgerald. Said 
premises are situated on Atlantic Avenue opposite the Long Island Railroad term- 
inal, about one-half a city block from the intersection of that avenue with Fourth 
Avenue. The said business has thereafter been continuously operated under the 
name ‘“Fitzgerald’s.” Electric signs both on the exterior and interior of the 
premises bear the legend “Fitzgerald’s.”’ A striped canopy leading from the side- 
walk to the entrance of the building also proclaims the name in “large self-reflecting 
letters.” 

The plaintiff corporation purchased the business during the month of October, 
1938. According to the affidavit of its president, one Esther Ratner, since the time 
of such purchase the plaintiff has expended a substantial sum of money to improve 
and to enhance the appearance of the store, and to advertise and to attract customers 
to it. Asa result thereof it is claimed that plaintiff’s establishment now enjoys a 
large clientele and has acquired a public reputation for the excellence of its food, 
liquors and wines and for its integrity and reliability. 

On May 22, 1942, the defendant, David Fitzgerald, purchased a bar and grill 
located at 574 Atlantic Avenue which had formerly been maintained by one Morris 
Kessler. These premises are on the same side of Atlantic Avenue as those main- 





+ ne toe 


, 





r 
a 








FITZGERALD'S v. FITZGERALD 251 





tained by plaintiff, the two being about three-quarters of a block apart. Prior to 
defendant’s acquisition of the Kessler bar, it had never been advertised by the 
display of exterior signs. After defendant took over the business, however, he 
caused two large exterior signs to be erected bearing the name “Fitzgerald’s.” Also 
he caused to be placed the name “Fitzgerald’s” in large gold script on the show 
window of the store. Plaintiff charges that the sign portraying the name, is “‘clearly 
visible to persons passing by or standing near plaintiff’s premises” and also that “per- 
sons walking towards Fourth Avenue on Atlantic Avenue would naturally have to 
pass by defendant’s premises and the signs before reaching plaintiff's establishment.” 
The moving affidavit then avers: 


We have thus one of the boldest attempts to imitate and mislead. Both plaintiff and 
defendant are engaged in the same kind of business. Their respective products are sold 
in the identical manner, that is, liquor is sold over the bar and food at tables. They 
necessarily sell the same kind of liquors and food. The defendant's wrongful conduct and 
imitation of plaintiff’s name has given rise to innumerable instances of confusion and de- 
ception. Mail intended for the plaintiff has been erroneously delivered to the defendant, 
and vice versa. Likewise, merchandise intended for delivery to plaintiff has been mis- 
takenly delivered to defendant’s store. It is significant to observe that plaintiff’s address 
is 596 Atlantic Avenue and defendant’s address is 574 Atlantic Avenue. Of course, the 
striking similarity of these numbers would be harmless were it not for the misappropri- 
ation by defendant of plaintiff's name and the proximity of both establishments. Both 
stores are within visible distance of each other so that persons on Atlantic Avenue can see 
plaintiff’s and defendant’s premises from the same spot. Defendant’s conduct is inde- 
fensible. He has embarked upon a deliberate plan to defraud the plaintiff of the fruits of 
its good will, and to appropriate unto himself the benefits thereof. 


Substantially upon the foregoing facts, plaintiff seeks an order during the pen- 
dency of this action for an injunction restraining the defendant “from maintaining 
and displaying signs both on the exterior and interior of defendant’s store premises 
containing the word ‘Fitzgerald’s,’ and from using said word on menus and on other 
printed and advertising matter used or distributed by defendant, and from conduct- 
ing and operating such business . . . . in such manner so as to deceive persons into 
believing that defendant’s premises are that of plaintiff or branch of the plaintiff.” 

In opposition to the motion, defendant categorically denies the doing of any act 
on his part which has been calculated to deceive or which has actually deceived 
plaintiff's customers. Defendant maintains substantially that, in the absence of 
fraud designed to injure plaintiff's business, he has a natural right to use his own 
name in connection with the operation of his store. He well epitomizes the facts 
present herein and to some extent the rationale upon which the applicable rule of 
law is predicated when he states, “I don’t attach any importance to the name of 
Fitzgerald. I was named Fitzgerald when I was born and am stuck with the name. 
I don’t believe any customer of the plaintiff's or mine, patronizes our respective 
places of busines because the name Fitzgerald is on the window.” 

Upon the facts as they presently appear, defendant is clearly entitled to the rule 
so often applied in this State, to the effect that any person may use his family name 
in his business, provided, of course, he uses it honestly and without artifice and de- 


ception. Such is the rule even though the business that is thus conducted is identical 
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with a previous business operated by another under the same name, and which has 
become known to the public under that name. The right of a person to use his 
family name in his business is regarded as a natural right of which he cannot be de- 
prived. The fact of prior user of the name by another is immaterial. See Higgins 
Co. v. Higgins Soap Co., 144 N. Y. 462; Meneely v. Meneely, 62 N. Y. 427. 

There are no facts disclosed herein which justify the court’s intercession by 
the issuance of the drastic order as prayed by plaintiff, and pursuant to which the 
latter seeks to exclude its business rival from the use of his own name in the field of 
competition. This conclusion is not negatived by the photographs submitted by 
plaintiff, which represent the respective advertising signs erected by the parties. 
These photographs do not indicate any deception on the defendant’s part. 

Motion denied. 





BARBIZON CORPORATION v. HOLLUB 
New York Supreme Court, New York County 
April 22, 1943 


TRADE-MARK INFRINGEMENT—‘“BARBIZON” ON WEARING APPAREL—SECONDARY MEANING. 
Notwithstanding that defendant used the name “Barbizon” on textiles between 1925 and 
1932, having abandoned its use in the latter year, his resumption of such use in 1942 after 
plaintiffs had been making extensive use of the same word since 1939 as a trade-mark for 
female underwear and identified it to the public in connection with such goods, held infringe- 
ment. 


In equity. Action for trade-mark infringement. Judgment for plaintiff. 
CarREw, Justice: 


Barbizon is the name of a suburb of Paris, which was a favorite place of residence 
for painters and artists, generally scenic, and as such became quite well known, as 
a result of which it has frequently been adopted as a brand, trade-name or trade- 
mark. ‘There are at least fifteen such users of the name as shown in the Manhattan 
telephone directory. Between 1925 and 1932 it had been used by the defendants as 
a brand for textiles printed with flower figures and similar designs. In 1932 they 
discontinued its use. Since 1939 it has been used by the plaintiffs as a brand for 
female underwear and deshabille garments for lounge wear by women, so far the 
only product of the plaintiffs. In 1939 the plaintiffs registered it as a trade-mark 
in a broad script type for “underwear.” Up to the present the plaintiffs have spent 
a very substantial sum for advertising and developing its business so that the name 
has been identified with the plaintiffs. In 1942 the defendants, renewing their old 
use of the name, began using it as a label for cotton dresses in no way resembling 
plaintiff's script trade-mark. The products of the plaintiffs and defendants are 
frequently sold and distributed in adjacent sections of stores. When so sold a com- 
mon origin might easily be assumed by the public. On the foregoing facts it must 
be held that such error is the proximate result of the conduct of the defendants and 
such conduct wrongful and enjoinable. Baglin v. Cusenir, 221 U. S. 580 [1 T.-M. 
Rep. 147]. See Federal Code Annotated, Bobbs, Merrill Edition, Tit. 15, Sec. 85, 
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page 688, citing Rosenberg Bros. & Co. v. Elliott, 7 F. (2d) 962 [15 T.-M. Rep. 
479]; Kotabs v. Kotex Co., 50 F. (2d) 810 [21 T.-M. Rep. 592] ; Pocono Rubber 
Cloth Co. v. J. A. Livingston, 79 F. (2d) 446 [25 T.-M. Rep. 543] ; Cluett, Peabody 
& Co.v. Hartogensis, 41 F. (2d) 94 [20 T.-M. Rep. 452] ; Sexton Mfg. Co. v. Good- 
all Worsted Co.,40 F. (2d) 1017 [20 T.-M. Rep. 328] ; Decker & Cohn v. S. Liebo- 
vits & Sons, 46 F. (2d) 179 [21 T.-M. Rep. 33] ; Cluett, Peabody & Co. v. Wright, 
46 F. (2d) 711 [21 T.-M. Rep. 130] ; Weyenberg S. M. Co. v. Hood Rubber Co., 49 
F. (2d) 1046 [21 T.-M. Rep. 323] ; In re Keller, H. & T. Co., 81 F. (2d) 399 [26 
T.-M. Rep. 83]; N. Wolf & Sons v. Lord & Taylor, 41 App. D. C. 514 [4 T.-M. 
Rep. 219] ; Boston Rubber Shoe Co. v. Abranwitz, 47 App. D. C. 199; E-Z Waist 
Co. v. Reliance Mfg. Co., 52 App. D. C. 291, 286 F. 461 [13 T.-M. Rep. 96] ; 
Oppenheim, Oberndorf & Co. v. President Suspender Co., 3 F. (2d) 88; Trappey v. 
McEllinney, 281 F. 23 [12 T.-M. Rep. 179] ; Glen v. Hall, 61 N. Y. 74; Elgin v. 
Illinois, 179 U. S. 665; 21 Harvard Law Review 361; Rey v. Couterier, A. C. 262; 
Scandinavian v. Asbestos, 257 F. 937 [9 T.-M. Rep. 136]; B. Altman & Co. v. 
Young Colony, Inc., 36 N. Y. S. (2d) 781; Manlo case, 170 Misc. 770; Foster v. 
Ideal, 138 Misc. 34; Forsythe case, 234 App. Div. 535 [22 T.-M. Rep. 327] ; Turnd- 
shickenfabriks v. Myers, 139 N. Y. 364; United v. United, 147 Misc. 92; Armour v. 
Armour, 25 N. Y.S. (2d) 47 [20 T.-M. Rep. 14] ; Campus v. Campus, 32 N. Y. S. 
(2d) 221. 





IN THE MATTER OF THE APPLICATION OF ARCHER HOSIERY 
MILLS 


United States Court of Customs and Patent Appeals 
April 5, 1943 
Serial No. 435,703 


TRADE-M ARKS—REGISTRABILITY—DESCRIPTIVE TERMS—“NE LINE” FoR HOsIERY. 
The term “Ne Line,” used as a trade-mark for hosiery held to be either descriptive or mis- 
descriptive, and therefore unregistrable 
On appeal from a decision of the Commissioner of Patents refusing to register a 
trade-mark. Affirmed. For the Commissioner’s decision see 32 T.-M. Rep. 250. 


Raymond J. Mawhinney, of Washington, D. C., for appellant. 
W.W. Cochran, the solicitor (R. F. Whitehead, of counsel), both of Washington, 
D. C., for the Patent Office. 


sefore, GARRETT, Presiding Judge, and BLAND, HATFIELD, LENROOT, and JACK- 
son, Associate Judges. 


LeNnrootT, Judge, delivered the opinion of the court: 


This appeal brings before us for review a decision of the Commissioner of Patents 
affirming a decision of the Examiner of Trade-Marks rejecting appellant appli- 
cation for the registration of an alleged trade-mark under the Trade-Mark Act of 


February 20, 1905. 
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The mark in question consists of the notation “Ne Line” for use in “full length 
hosiery.” 

The ground of rejection was that the mark is descriptive or misdescriptive of 
the goods to which it is applied in that it indicates that the hosiery is of knee length. 

The Examiner stated : 


The term “knee line” may not be in current use as is the expression “waistline,” but 
its meaning is just as understandable. What else could a knee line hose be except one 
that reached to the knee? 

The equivalence of phonetic spelling to authorized spelling is too well established to 
require citation of authorities [that] “ne” and “knee” are phonetically the same has not 
been challenged by the applicant. It is believed that “ne line” is descriptive whether one 
is speaking of knee length hose or of a knee length line of hose. 

It is believed that registration is properly refused. 


The Commissioner in his decision stated: 


I agree with the Examiner that the word “Ne” would be considered by the purchasing 
public of hosiery to be a mere misspelling of the word “knee,” and the entire expression 
to have the same meaning as the expression “line of the knee” would have, and to designate 
the region of the knee. It seems to me that purchasers of hosiery, seeing or hearing the 
words “Ne Line” applied to those goods, would believe the expression described the hosiery 
as being knee length. Accordingly, I deem the expression descriptive of knee length 
hosiery and misdescriptive of hosiery that is not knee length. The fact that hosiery not 
of knee length is named in the application as the goods to which the mark is applied does 
not warrant granting the registration. Jn re Bonide Chemical Campany, Inc., 18 C. C. P. A. 
909, 46 F. (2d) 705, 407 O. G. 4 [21 T.-M. Rep. 122]. 


It is the position of appellant that anatomically there is no part of the body which 
is designed as the “knee line” ; that the knee “is a ball and socket joint having such 
a movement in connection with the knee cap as to effectively preclude the termi- 
nation of any hose top anywhere on this knee cap.” 

This definition, as above stated by appellant, is narrower than that given by 
lexicographers. 

In Funk & Wagnalls New Standard Dictionary (1931), the word “knee’’ is 
defined as follows: 


The joint or region about the joint between the thigh and the leg. (Italics ours.) 


The words “knee line” and the notation “Ne Line” when spoken sound exactly 
alike, and when pronounced a person listening could not distinguish between “knee 
line” and “Ne Line” Therefore, if the words “knee line” would not be registrable 
for hosiery, appellant’s mark is not registrable. 

In view of the foregoing, we have no doubt that appellant’s mark, as it is pro- 
nounced, is descriptive of hosiery of knee length, or hosiery, the tops of which ex- 
tend to the knee, and that purchasers of hosiery hearing the notation “Ne Line” 
applied to hosiery would naturally conclude that it described hosiery of knee length. 

Whether or not the term “knee line” is in current use, or has ever been used, 
in the hosiery trade is immaterial. The question is, does appellant’s mark indicate 
to purchasers of hosiery origin of the goods? If it does not, and merely indicates 
the length of hosiery, it is not registrable. 








i EE 


~ peveey 








DECISIONS OF COMMISSIONER OF PATENTS 255 





In the case of Estate of P. D. Beckwith, Inc. v. Commissioner of Patents, 252 
U. S. 538 [10 T.-M. Rep. 255], the court stated : 


It was settled long prior to the Trade-Mark Registration Act that the law would not 
secure to any person the exclusive use of a trade-mark consisting merely of words de- 
scriptive of the qualities, ingredients or characteristics of an article of trade. This for 
the reason that the function of a trade-mark is to point distinctively, either by its own 
meaning or by association, to the origin or ownership of the wares to which it is 
applied, and words merely descriptive of qualities, ingredients or characteristics, when 
used alone, do not do this. Other like goods, equal to them in all respects, may be 
manufactured or dealt in by others who, with equal truth, may use, and must be left free 
to use, the same language of description in placing their goods before the public. (Italics 
ours. ) 


So here any manufacturer of hosiery may hereafter rightfully use, in so far as 
the law of trade-marks is concerned, the term “knee line” in describing a particular 
length of hosiery. Therefore, appellant has no right to secure a monopoly in the 
use upon hosiery of the equivalent term “Ne Line” and the decision of the Com- 
missioner of Patents is affirmed. 





DECISIONS OF THE COMMISSIONER OF PATENTS 
The Application—Description of Goods 


Definite description required 


Frazer, F. A. C.: Denied a petition by Corning Glass Works, of Corning, 
N. Y. The petitioner applied for registration of the word “Vycor,” under the pro- 
visions of the Act of February 20, 1905, as a trade-mark for “glass, in Class 33, 
Glassware.” The Examiner held the description of goods to be indefinite, and 
required a “definite description of the goods in one class.” 

With respect to the Examiner’s action, Corning Glass Works petitioned that 
the Examiner be directed to withdraw his objections to the description of the 
goods, to wit, “glass,” and be ordered to allow the registration as requested. 

In approving of the action of the Examiner of Trade-Marks, the first Assistant 
Commissioner stated : 


Section 1 of the act requires that an application filed thereunder shall specify “the class 
of merchandise and the particular description of goods comprised in such class to which the 
trade-mark is appropriated”; and section 2 of the act of May 4, 1906, provides that “on 
a single application for registration of a trade-mark the trade-mark may be registered at 
the option of the applicant for any or all goods upon which the mark has actually been 
used comprised in a single class of merchandise, provided the particular description of 
goods be stated.” 

Applicant frankly admits that the mark here sought to be registered “is being used on 
all articles made from a new group of glasses having extremely low thermal expansion and 
other distinctive properties.” Manifestly, the single word “glass” does not constitute a 
“particular description” of all such articles. As pointed out by the Examiner, articles 
made of glass in whole or in part are variously classified in twelve or more different 
classes. It is true that some registrations have been granted in class 33 with the same 
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broad description of goods as the one here proposed; but, to quote the Examiner, “reform 
has been gradually accomplished,” and I trust that this case will mark its completion. 

Applicant expresses concern over the possible effect of Corning Glass Works v. Obear- 
Nester Glass Co., 113 Fed. (2d) 956, 46 U. S. P. Q. 440 [30 T.-M. Rep. 529], asserting 
in its petition that the cited case “holds that a description of goods in a trade-mark 
registration is an admission against interest and may act as a disclaimer and even as a 
bar to subsequent use of the trade-mark on goods not described in the registration, and 
applicant should not be forced to assume such a disability.” I do not so construe the 
ruling there made. In the course of its opinion the court said: 

“The exclusive right to use the mark should be limited to use on the class of goods for 
which it was registered, as set forth in the statement filed, and to merchandise of sub- 
stantially the same descriptive properties.” 

That is well recognized trade-mark law, and the language quoted imposes no new 
restrictions upon the owners of registrations. If a mark is used upon goods of differing 
descriptive properties, protection is to be found in its separate registration for each class 
of goods particularly described.? 


Cancellation—Rehearing 


Not necessary to plead provision of statute to rely thereon 


Frazer, F. A. C.: Denied a petition for rehearing filed in this cancellation 
proceeding by National Biscuit Company, of New York, N. Y. 

On October 22, 1942 (544 O. G. 695, 55 U. S. P. Q. 213), the First Assistant 
Commissioner had reversed the decision of the Examiner of Trade-Mark Inter- 
ferences and sustained the petition of Kellogg Company, of Battle Creek, Mich., to 
cancel trade-mark registration No. 178,725, issued January 15, 1924, under the 
provisions of the Act of March 19, 1920, to The Shredded Wheat Company and 
assigned to the National Biscuit Company. 

The First Assistant Commissioner concluded that a few points raised in the 
petition deserved further consideration, even though they did not warrant a 
rehearing. With respect to these points, he had the following to say: 


In the decision complained of, referring to the argument that Kellogg Company had 
failed to prove injury by reason of the registration in question, I said: 

“But petitioner (Kellogg Company) has been using the identical mark on substantially 
identical merchandise since 1927. It has been sued by respondent for trade-mark 
infringement. Prima facie it is still subject to damages under section 4 of the act, and 
will remain so until the registration is canceled. That these facts are sufficient to 
constitute injury within the meaning of the statute seems to me clear beyond doubt.” 

In the petition for rehearing it is asserted that because Kellogg Company did not 
expressly plead its liability under section 4 of the act, in its petition for cancellation, I was 
wrong in considering such liability as an element of damage. But it is not necessary to 
plead a provision of the statute in order to rely thereon. The Pep Boys, Manny, Moe and 
Jack v. The Fisher Brothers Co., 25 C. C. P. A. 818, 94 Fed. (2d) 204 [28 T.-M. Rep. 
91]. All that is required is a statement of facts from which it appears that the statute is 
applicable, and it is my opinion that the petition for cancellation in the instant case meets 
that requirement with respect to section 4 of the Act of 1920. 

It is pointed out that registration under the 1920 act is no evidénce of ownership of 
the registered mark, and that an action “may not be sustained upon a registration under 
the 1920 act, unless and until the mark has acquired secondary meaning.” The conclusion 


1. Ex parte Corning Glass Works, Ser. No. 437,238, 166 M. D. 96, January 21, 1943. 
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is thus suggested that because it was held by the Supreme Court in Kellogg Co. v. 
National Biscuit Co., 305 U. S. 111, 39 U. S. P. Q. 296 [28 T.-M. Rep. 569], that the 
mark here in question has no secondary significance, Kellogg Company “is not and 
cannot be damaged by the registration.” I have no doubt but that Kellogg Company could 
successfully defend any suit based upon this registration that may be brought against it 
under section 4 of the act; but it is nevertheless “liable to an action for damages,” 
regardless of the outcome of such action, or even though one never be filed. That, I 
think, constitutes injury within the meaning of section 2 of the act. 

My decision is said to be in conflict with the decision of the Commissioner in 
McKesson & Robbins v. The Centaur Co., 156 M. D. 576, 8 U. S. P. Q. 217 [21 T.-M. Rep. 
213]. It appears that the registration there sought to be canceled had been improperly 
issued under the Act of 1920, because the registrant had not had exclusive use of the 
registered mark during the year preceding the filing of the application to register. Not- 
withstanding that fact, cancellation was refused on the ground that the petitioner had “not 
shown damage.” The effect of the petitioner’s liability under section 4 of the act was not 
discussed, so that the case is not controlling upon that point and need be neither followed 
nor overruled.” 


Descriptive Terms 
“Active-Service” for Shoes 


VAN ArRSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Spalsbury Steis Deevers Shoe Company, of St. Louis, Mo., 
of the mark “‘Active-Service” for shoes. The Assistant Commissioner agreed with 
the Examiner that said mark is merely descriptive of the goods. He said: 

The designation “active service shoes” in its ordinary and dictionary meaning is des- 


criptive of shoes for active service wear as opposed to lounging wear and is merely 
descriptive of shoes of that type and character.® 


Goods of Same Descriptive Properties 


Vegetable shortening and fresh fruits and vegetables 


Van ArspaLe, A. C.: Affirmed the action of the Examiner of Trade-Mark 
in refusing registration to The Capital City Products Company, of Columbus, Ohio, 
of the mark “Queens Taste’ for vegetable shortening. The Examiner refused 
registration in view of three prior registrations of the mark “Queen’s Taste”; two 
of these registrations are for fresh fruits and vegetables and dried fruits, and the 
other is for roasted coffee. 

In his decision the Assistant Commissioner said : 


The marks being the same, the sole question relates to the descriptive character of the 
goods involved. 

It is common knowledge that all the goods mentioned are sold in retail grocery and 
delicatessen stores over the same counters and to the same class of purchasers. Short- 
ening and coffee clearly are groceries, and even if it may be argued that fruits and vegetables 
are not groceries, nevertheless they are closely allied to groceries, and shortening and 
fruits are both used in the preparation of pies and pastries. Further, it is well known that 
frequently many different items of groceries and related products have the same source of 


2. Kellogg Company v. The Shredded Wheat Company (National Biscuit Company, Assignee, 
Substituted), Canc. No. 3727, 166 M. D. 69, December 18, 1942. 

, 3. Ex parte Spalsbury Steis Deevers Shoe Company, Ser. No. 451,093, 166 M. D. 132, March 

, 1943. 
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origin, and such products as different as packaged meat products on the one hand and 
coffee, tea, spices and rice, on the other hand, are considered to be goods of the same 
descriptive properties. Forst Packing Co., Inc. v. Autrim & Sons, 28 C. C. P. A., 1005, 
118 Fed. (2d) 576, 529 O. G. 514 [31 T.-M. Rep. 170]. 

It is my opinion that the concurrent use of the identical marks on the respective goods 
here involved would be likely to result in confusion and mistake in the mind of the public 
and to deceive purchasers as to the origin of the goods.* 


Panties, slips and night dresses, and hosiery 


VaN ArspALE, A. C.: Affirmed the action of the Examiner of Trade-Marks 
in refusing registration to Laskin Brothers, Inc., of Philadelphia, Pa., of the mark 
“Caress” for panties, slips, night dresses, combinations which are garments com- 
prising a brassiere portion, an abdominal portion and a pantie portion, and petti- 
coats. The Examiner refused registration in view of a prior registration to another 
of the same word “Caress” for hosiery. 

In his decision the Assistant Commissioner said: 


Applicant contends that the fact that the owner of the cited registration has consented 
to applicant being granted registration on this application conclusively establishes that no 
confusion or deception would be caused by the concurrent use of the marks on the goods 
to which they are applied and therefore the goods are merchandise of not the same descrip- 
tive properties. However, I am unable to agree with applicant’s contention since it appears 
to be too well established that the goods are merchandise of the same descriptive properties. 
R. H. Macy & Company, Inc. v. H. W. Carter & Sons, 56 App. D. C. 249, 12 F. (2d) 
190, 350 O. G. 470; Lewis v. New Way Hosiery Company, 503 O. G. 871, 41 U. S. P. Q. 
624, [29 T.-M. Rep. 403] ; Lincoln Stores, Inc. v. Mitchell & Weber, Inc., 532 O. G. 777, 
51 U.S. P. Q. 196. 

Since the marks are identical and are applied to merchandise of the same descrip- 
tive properties applicant is not entitled to the registration for which it has applied.® 


Grade-Marks 


“5897” registrable as a trade-mark 


VAN ArSDALE, A. C.: Reversed the action of the Examiner of Trade-Marks in 
refusing registration to Pfister Hybrid Corn Company, of El Paso, IIl., of a mark 
for seed corn consisting of the number “5897.” Applicant stated in its brief that 
this mark is applied as follows: 


The trade-mark number “5897” is printed on tags attached to bags of seed corn. 
These tags also carry a second or primary trade-mark “Pfister Hybrids” which includes 
a symbol or device in the form of an ear of corn and a shield. The trade-mark number 
“5897” is also displayed in enlarged stencil form on the canvas bags which form the con- 
tainers for the seed corn. Beneath this number “5897” on the bag is stenciled the words 
“Trade-Mark.” The primary Pfister trade-mark is also carried on the bag. 


The Examiner refused registration “on the ground that applicant’s alleged mark 
is a grade-mark for the goods and therefore not a trade-mark.” The applicant 
conceded that its mark is applied to a particular strain of seed corn. 


4. Ex parte The Capital City Products Company, Ser. No. 431,905, 166 M. D. 69, December 
17, 1942. 


5. Ex parte Laskin Brothers, Inc., Ser. No. 439,779, 166 M. D. 130, March 3, 1943. 
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In his decision reversing the Examiner, the Assistant Commissioner said: 


It does not necessarily follow that merely because a mark serves as a grade-mark it 
may not also be a technical trade-mark and be registrable as a trade-mark under the Act of 
February 20, 1905. Menendez v. Holt, 128 U. S. 514, 1889, C. D. 344, 46 O. G. 971; 
Richard Hellmann, Inc., v. Oakford & Fahnestock, 19 C. C. P. A. 816, 54 Fed. (2d) 
423, 1932 C. D. 160 [22 T.-M. Rep. 18]. 


* * * 


The mark is purely fanciful and arbitrary, is placed on the bags of seed corn in large 
numerals on a separate line and in a prominent position separated from applicant’s general 
trade-mark, and in fact it is separated from the general trade-mark not only by spacing but 
also by considerable printed matter, the mark not being integrated into the general trade- 
mark as the marks were integrated into the general trade-mark involved in Columbia Mills 
Company v. Alcorn, 150 U. S. 460 and The Coshocton Glove Company v. Buckeye Glove 
Company, 24 C. C. P. A. 1938, 90 Fed. (2d) 660, 1937 C. D. 732 [27 T.-M. Rep. 449]. 
The facts here are quite similar to those in Ex parte Eastman Kodak Company, 55 U. S. 
P. Q. 361, 545 O. G. 922 [24 T.-M. Rep. 382]. 

It does not appear that anyone else has ever used the numeral “5897” as a grade-mark 
and it seems to me the mark as used by applicant conveys true trade-mark significance to 
such an extent that, should purchasers see this mark on seed corn produced and sold by 
others than applicant, the purchasers would be deceived and misled into believing the 
seed corn to be applicant’s product. Notwithstanding the fact that the mark may 
indicate one particular strain of applicant’s seed corn, nevertheless in my opinion the 
mark as it is applied to applicant’s goods is sufficiently indicative of the true source of 
origin of the goods to which the mark is applied to entitle the mark to registration 
under the Act of February 20, 1905.® 


Non-Conflicting Marks 
“House-Hold-Pac” and “Par-T-Pak” 


VAN ArSDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby dismissed the opposition of Nehi Corporation, of Colum- 
bus, Ga., to the application of House-Hold-Pac Corporation, of San Francisco, 
Calif., for registration of a trade-mark for soft drinks and syrup and extracts for 
making them. 

Applicant’s mark, the Assistant Commissioner said, is a composite mark quite 
elaborate and distinctive in design and includes a circular display of the words “The 
Insured Drink” on a wide circular band surrounding a large letter “H” on a cir- 
cular black background, and below this display are the words “House-Hold Pac” 
on a shaded background on which the words “Nationally Advertised” also appear, 
this background being oval in shape and embracing the lower half of the upper 
circular display. The word “Drink” and the expressions “Nationally Advertised” 
and “House-Hold-Pac” are disclaimed. 

The opposition was based on the prior use and registration by opposer of a mark 
consisting entirely of the words “Par-T-Pak”’ for identical goods. 


, 6. Ex parte Pfister Hybrid Corn Company, Ser. No. 447,153, 166 M. D. 94, January 21, 
943. 
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The only question requiring determination by the Assistant Commissioner was 
whether the marks of the parties, when applied to soft drinks and syrups and 
extracts for making them, are or are not confusingly similar. The Assistant Com- 
missioner concluded that the marks are not confusingly similar and said: 


The goods are inexpensive, are consumed in use and frequently are purchased by 
verbal order and without great discrimination and care as to their precise source of 
origin or as to the precise composition of the trade-mark that is applied thereto. There is 
more likelihood of confusion with goods of this kind than with goods that are purchased 
with more discrimination and care. 

As to the marks the Examiner was of the opinion that applicant’s goods to which its 
mark was applied would be known and called for by the expression “House-Hold-Pac” and 
that this expression in applicant’s mark was so similar to opposer’s mark “Par-T-Pak” in 
appearance, sound and in indicating that the goods are in a container holding a sufficient 
quantity for a group of persons such as for a party or for a household, that applicant’s 
mark as a whole was confusingly similar to opposer’s mark “Par-T-Pak.” 

Applicant asserts that purchasers and the public would consider the disclaimed 
expression “House-Hold-Pac” in its mark to refer merely to the quantity of soft drink 
in the container and the expression would not impress purchasers as having trade-mark 
significance. As to this opposer states in its brief on this appeal as follows: 

“Applicant’s term ‘House-Hold-Pac’ similarly suggests that the contents of the bottle 
bearing the mark is sufficient to serve several persons, i.e. a house-hold. In other words, 
applicant’s term indicates that the bottle bearing this trade-mark is ‘house-hold size.’ ” 

I join in the consensus of opinion that the expression “House-Hold-Pac” in applicant’s 
mark indicates to purchasers and the public the quantity of soft drink in the container to 
which the mark is applied, but I agree with applicant that the expression as it appears in 
applicant’s elaborate mark would be given little, if any, consideration by purchasers or the 
public as indicating the specific origin of the goods to which applicant’s mark is applied. 
To my mind purchasers desiring to obtain the goods of applicant in particular by referring 
to applicant’s trade-mark verbally would ask for the drink with the trade-mark which has 
a big “H” in a circle, and I consider this latter feature to have considerably more trade- 
mark significance in applicant’s mark than the expression “House-Hold-Pac.” 

In my opinion the marks are so widely different in appearance, sound and in the features 
which give the marks their trade-mark significance that their concurrent use on the goods 
to which they are applied would not be likely to cause confusion or mistake in the mind 
of the public or to deceive purchasers." 


Two composite marks held not to conflict 


Van Arspace, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition of Bausch & Lomb Optical Company, of 
Rochester, N. Y., to the application of International Industries, Inc., of Ann Arbor, 
Mich., for registration of a composite mark which, the Assistant Commissioner 
stated, consists of 


the word “argus” above a design composed of what is stated to be the conventional 
outline representation of an achromatic lens doublet and other lines arranged to suggest a 
triangle with base up and apex down and across which the lens doublet representation 
extends. 


7. Nehi Corporation v. House-Hold Pac Corporation, Opp’n No. 20,014, 166 M. D. 91, 
January 14, 1943. 
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The Assistant Commissioner said that the goods for which registration of this 
mark is desired are cameras, printers, projectors, photographic equipment and 
accessories, telescopes and binoculars. 

The opposer relied upon the same five prior registrations relied upon by it in 
Opposition No. 21,310. In referring to the decision concurrently rendered by him 
in that other opposition proceeding, the Assistant Commissioner said: 


In... . companion Opposition No. 21,310 in which applicant’s mark consisted only of 
the design feature of applicant’s present mark, the word “argus” being absent, .... I have 
held .... that applicant’s mark which consists merely of the design and the mark of any 


of opposer’s registrations are so dissimilar in appearance that when concurrently used 
confusion and mistake will not be likely to result. 

Here applicant’s mark not only includes the same design that constitutes applicant’s 
mark of the companion interference but in addition includes the word “argus,” which 
renders the present mark even more dissimilar from the mark of any of opposer’s 
registrations than is the mark of applicant’s other application. I also agree with the 
Examiner in considering the word “argus” to be a more prominent feature of applicant’s 
present mark than the design feature of the mark. No feature in any way similar to the 
word “argus” of applicant’s mark is present in any of opposer’s asserted marks. 

Accordingly I consider the Examiner to have been correct in considering that the con- 
current use of applicant’s mark and the mark of any of opposer’s registrations on the 
goods to which the marks are applied would not be likely to cause confusion or mistake 
in the mind of the public or to deceive purchasers.* 


No Trade-Mark Use 


“Arch-Gard” on insoles unregistrable, as goods are not sold separately 


Van Arspace, A. C.: Affirmed the action of the Examiner of Trade-Marks 
in refusing registration to Mishawaka Rubber and Woolen Manufacturing Com- 
pany, of Mishawaka, Ind., of the mark “Arch-Gard” for insoles. 

The Assistant Commissioner stated that applicant sells finished shoes equipped 
with permanently attached insoles bearing the mark. Applicant, he said, does not 
sell insoles separate or apart from the shoes. The Assistant Commissioner further 
stated that the mark is applied to the exposed side of the insoles in the shoes in the 
same place and in the same manner in which trade-marks applying to the entire 
finished shoes are conventionally displayed. 

In agreement with the Examiner, the Assistant Commissioner came to the con- 
clusion that applicant is 


not entitled to the registration of the mark for insoles for the reason that applicant does 
not engage in commerce or business in insoles as is required by Section 1 of the Act of 


February 20, 1905. 
He said: 


.... the controlling question is in connection with what business does applicant use in 
the mark “Arch-Gard.” Is or is not applicant engaged in the business of making and sell- 
ing insoles as well as in the business of manufacturing and selling finished shoes? It is 
elementary that a technical trade-mark requires that there be a business with which the 





8. Bausch & Lomb Optical Company v. International Industries, Inc., Opp’n No. 21,265, 
166 M. D. 85, January 8, 1943. 
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mark is associated, and if registration of the mark is sought for certain specified goods 
the business with which the mark is associated must be business in these specified goods. 
It is not sufficient that the business be in goods of the same descriptive properties as the 
goods specified in the application for registration. Act of May 4, 1906, Section 2 specifically 
restricts registration to “goods upon which the mark has been actually used.” See also 
In re A. G. Spalding and Bros., 27 App. D. C. 314, 123 O. G. 321, 1906 C. D. 674, and 
State Oil Company v. The Hickok Producing Company, 329 O. G. 9, 1924 C. D. 134 
[16 T.-M. Rep. 349]. The decision in the former case appears to contemplate the passage 
of the act of May 4, 1906, with the provision mentioned. 

A pertinent generalization appears in United Drug Company v. Theodore Rectanus 
Company, 248 U. S. 90, 257 O. G. 1082, 1918 C. D. 369 [9 T.-M. Rep. 1] as follows: 

There is no such thing as property in a trade-mark except as a right appurtenant to 
an established business or trade in connection with which the mark is employed . . . . the 
right to a particular mark .... is not the subject of property except in connection with 
an existing business. 

Section 1 of the Act of February 20, 1905 (U. S. C. title 15, Section 81) does not use 
the word “business” (though Section 10 does). This section requires that to be registrable 
the mark be used in commerce and the particular description of the goods to which the 
trade-mark is appropriated and the mode in which the mark is applied or affixed to 
goods be stated. The section clearly contemplates that to be registrable the mark must 
be used in commerce in the particular goods to which the mark is applied. Accordingly, 
although in a sense applicant’s manufacturing of insoles for use by applicant in the manu- 
facture of its finished shoes is business, this is not sufficient to satisfy the requirements 
of Section 1 of the act, because the mere manufacture of the insoles is not commerce in 
insoles. 

As I view the matter, the fact that the insoles pass into commerce as a part of the 
finished shoes, and particularly since they constitute only a minor part of the shoes and 
are permanently incorporated therein, does not render applicant’s commerce and busi- 
ness in the insoles as such.® 


On Petition for Rehearing 


Formed decision adhered to 


Van ArspaLe, A. C.: Passed upon a petition by Mishawaka Rubber and 
Woolen Manufacturing Company, of Mishawaka, Ind., for reconsideration of his 
decision of December 7, 1942 (546 O. G. 599, 55 U.S. P. Q. 456.) 

In that decision the Assistant Commissioner affirmed the action of the Examiner 
of Trade-Marks in refusing registration to Mishawaka Rubber and Woolen Manu- 
facturing Company of the mark “Arch-Gard” for insoles. 

The complete decision of the Assistant Commissioner upon the petition for 
reconsideration reads as follows: 


The decision dated December 7, 1942, has been carefully reconsidered in the light of 
applicant’s petition for reconsideration, but the decision is still believed to have been correct 
and is adhered to. 

However, additionally attention is called to the decision in Jn re Maiden Form Brassiere 
Company, Inc., 27 C. C. P. A. 1124, 11 Fed. (2d) 147, 520 O. G. 3 [30 T.-M. Rep. 286]. 
Although in the situation there the applicant did not manufacture the webbing, nevertheless 
the applicant was the source of origin of the webbing, in situ in the completed garment, and 


9. Ex parte Mishawaka Rubber and Woolen Manufacturing Company, Ser. No. 436,091, 
166 M. D. 55, December 7, 1942. 
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I do not consider the fact that the applicant there did not actually manufacture the webbing 
and applicant here does actually manufacture the insoles important. In each case the par- 
ticular goods named in the application for registration are not introduced by the applicant 
into commerce separately or apart from the complete article in which the goods are incor- 
porated as a permanent minor component part. 

Reconsideration has been granted but the former decision is adhered to.?° 


Opposition—A p peal 


Time limit to be observed 


Vawn ArspaLe, A. C.: Denied a petition by Oxo, Limited, of London, Eng- 
land, for extension of time to file appeal to the United States Court of Customs and 
Patent Appeals. In this opposition proceeding the Assistant Commissioner had on 
November 19, 1942 (545 O. G. 923), affirmed the decision of the Examiner of 
Trade-Mark Interferences dismissing the opposition of said Oxo, Limited, to the 
application of Cliff C. Owens, of Salisburg, N. C., for trade-mark registration. 

In the course of his decision upon the petition, the Assistant Commissioner said : 


The time set by rule 149 for taking the appeal must be adhered to strictly since other- 
wise only confusion and uncertainty would result.” 


Frazer, F. A. C.: Denied a motion filed by Hercules Liquor Products Corp., 
of New York, N. Y., the applicant in this opposition proceeding, in which Mac- 
donald, Greenlees Limited, of Leith, Scotland, is the opposer. In that motion 
Hercules Liquor Products Corp. prayed: 


that the time for it to appeal from the decision of the Examiner of Interferences, dated 
October 19, 1942, be extended for one month from November 9, 1942, to and including 
December 9, 1942. 


In coming to the conclusion that the motion was without merit, the First 
Assistant Commissioner said: 


The motion was filed November 23, just two weeks after the expiration of the appeal 
limit fixed by the Examiner of Interferences. Why it was not filed within the time set 
is not explained, and the only reason given for the requested extension is that the moving 
party’s attorney “has been actively engaged in the Federal Court for the Middle District of 
Pennsylvania and the aforesaid decision remained upon his desk and he has not had the 
opportunity of confimming (sic) with his client with respect to its decision upon the taking 
of an appeal therefrom.”** 


Opposition 
Declaration of abandonment sufficient to dismiss opposition 


Frazer, F. A. C.: Denied a petition by General Chemical Company, of New 
York, N. Y. This company opposed the application of A. E. Staley Manufacturing 
Company, of Decatur, IIl., for registration of a trade-mark, on the ground that 
applicant’s mark is confusingly similar to a registered trade-mark owned by opposer 


j 10. In re Mishawaka Rubber and Woolen Manufacturing Company, 166 M. D. 80, January 
, 1943. 

11. Oxo, Limited, Oxo (United States of America), Ltd. v. Cliff C. Owen, Opp’n No. 20,880, 
166 M. D. 98, January 23, 1943. 

12. MacDonald, Greenlees Limited v. Hercules Liquor Products Corp., Opp’n No. 20,749, 
166 M. D. 53, December 2, 1942. 
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and appropriated to merchandise of the same descriptive properties as that set 
forth in the application. 


Applicant answered the notice of opposition, and times were set for taking 
testimony. Applicant then filed a declaration of abandonment of its application and 
of the trade-mark thereby sought to be registered. The Examiner of Trade-Mark 
Interferences refused to enter the declaration of abandonment without opposer’s 
consent in writing, and stated that, upon the filing of such consent and the entry 
of the declaration of abandonment, the notice of opposition would be dismissed 
without prejudice. 


Opposer refused to consent to the entry of the declaration of abandonment upon 
the terms imposed by the Examiner of Trade-Mark Interferences. Instead, it 
petitioned that the Commissioner : 


direct entry of applicant’s abandonment of its trade-mark and of the withdrawal and 
abandonment of its application for registration of the mark and further direct the 
Examiner of Trade-Mark Interferences to issue a judgment, on the basis of the said 
abandonment of the mark, in accordance with James G. Gill Company, Inc., v. Standard 
Brands, Incorporated [159 M. D. 243, 22 U. S. P. Q. 223], which would form a basis for 


refusal of registration of applicant’s mark on the ground of res adjudicata if the applicant 
files again. 


In discussing the case cited by the opposer in support of its petition, the First 
Assistant Commissioner said: 


In the Standard Brands case it was held that after the institution of an opposition 
proceeding the opposed application may not be withdrawn over the objection of the 
opposer. In the course of the opinion it was said: 


“There are ways of withdrawing from an opposition without contesting the merits but 
withdrawing the application is not one of them. The applicant can disclaim the objection- 
able subject matter or an express declaration of abandonment of the mark itself can be 
filed. The parties can stipulate and, if the terms of the agreement are not repugnant to 
the statute, the stipulation will be approved. All of these courses will result in the entry 
of a judgment adverse to the party withdrawing and later, if the party files again, a 
rejection will issue based on the doctrine of res judicata.” 


In the instant case applicant has filed “an express declaration of abandonment of the 
mark itself,” which opposer insists must result in a judgment sustaining the opposition. 


As pointed out by the Examiner of Interferences, however, “any judgment on the merits 
in a proceeding of this character must be based solely on the issues presented by the plead- 
ings.” Nor do I think the dictum quoted above from the Standard Brands case may 
properly be construed as suggested a departure from that well-established rule. 


Based on the declaration of abandonment, the registration of applicant’s mark may be 
formally refused; and any future application by the same party, for registration of the 
same mark for the same goods, may thus be rejected on the ground of res judicata. Such 
procedure would appear to be in line with the view expressed in the Standard Brands 
case. But those are matters of an ex parte nature, which have no bearing on the merits 


of the present opposition. If the declaration of abandonment is entered, the opposition 
should be dismissed.'* 


13. General Chemical Company v. A. E. Staley Manufacturing Company, Opp’n No. 21,919, 
166 M. D. 99, January 27, 1943. 
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Res adjudicata 


Van ArspALe, A. C.: Passed upon a petition by American Pharmaceutical Co., 
Inc., of New York, N. Y., for clarification of his decision of December 10, 1942 
(546 O. G. 601), wherein he dismissed an appeal by said petitioner from the decision 
of the Examiner of Trade-Mark Interferences dismissing, without prejudice, its 
opposition to an application of Winthrop Chemical Company, Inc., also of New 
York, N. Y., for trade-mark registration. 

In his decision upon the petition for clarification, the Assistant Commissioner 
said : 

The decision seems clear that the decision of the Examiner of Trade-Mark Inter- 
ferences refusing registration on applicant’s application has become final and is res 
adjudicata. 

The decision also seems clear that the so-called “abandonment of contest paper” was 
properly considered of no effect. Therefore, it was incumbent on opposer to show likeli- 
hood of damage by the granting of the opposed registration, particularly as after the 
so-called “abandonment” paper was refused recognition answer was filed denying the 
allegations of the notice of opposition. 

The petition is granted to the extent indicated above, but is otherwise denied." 


Opposition - Petition 


Failure to pay fee within statutory term 


Fraser, F. A. C.: Denied a petition by Beacon Looms, Inc., of Brooklyn, N. Y. 
Within thirty days after publication, this company filed its notice of opposition to 
the application of American-National Bag & Burlap Co., Inc., also of Brooklyn, 
N. Y., for registration of a trade-mark. However, the filing fee was not received 
in the Patent Office until one day after the expiration of the statutory period. 
Because the fee was not paid “within the thirty days allowed by statute from the date 
of publication of the trade-mark opposed,” the Examiner of Trade-Marks refused 
to institute the opposition proceeding. The petition asked “that the notice of opposi- 
tion be accepted and that proceedings be instituted in due course.” 

The First Assistant Commissioner denied the petition upon authority of John 
Wagner & Sons v. Thixton Millet & Co., 121 O. G. 690, 1906 C. D. 105, and for 
the reasons there stated.” 

Non-use of Mark 


Van ArspALE, A. C.: Passed upon a petition by Alox Corporation, of Niagara 
Falls, N. Y., for reconsideration of his decision of December 31, 1942 (546 O. G. 
605.) 


The complete decision of the Assistant Commissioner upon the petition for re- 
consideration reads as follows: 
The applicant Alox Corporation herein petitions for reconsideration of the decision 


of December 31, 1942, asserting that the holding therein that applicant’s record establishes 
applicant has not used its mark on the actual goods named in its application is contrary 





14. American Pharmaceutical Co., Inc. v. Winthrop Chemical Company, Inc., Opp’n No. 
20,918, 166 M. D. 79, January 1, 1943. 

15. Beacon Looms, Inc. v. American-National Bag & Burlap Co., Inc., Opp’n No. 22,352, 
166 M. D. 127, March 2, 1943. 
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to the facts and applicant’s record does establish that applicant has used its mark as a 
trade-mark applied to those goods. 

The record has been reviewed in the light of this petition and careful attention has 
been given to those portions of the record to which applicant has called particular attention, 
but I am still of the opinion that the record establishes affirmatively applicant’s non-use of 
its mark as a trade-mark on lubricating oils and greases and penetrating oils, which are 
the goods named in petitioner’s application involved herein. 


Reconsideration has been accorded but the previous decision is believed to be correct 
and is adhered to. 


In another decision rendered the same day (166 M. D. 127), the Assistant Com- 
missioner denied a petition by The Carborundum Company of Niagara Falls, N. Y.., 


for modification of said decision of December 31, 1942. 


The complete decision of the Assistant Commissioner upon the petition for modi- 


fication reads as follows: 


The party Carborundum Company petitions for modification of the decision of Decem- 
ber 31, 1942 herein. 

Petitioner requests that in view of the adjudication in the decision that apart from the 
opposition the applicant, because of its failure to use its mark as a trade-mark on the 
goods named in its application here involved, is not entitled to the registration for which 
it has applied, the affirmance of the decision of the Examiner dismissing the notice of 
opposition should be deleted from said decision rendered on appeal. 

This case is before me only as a result of opposer’s appeal from the decision of the 
Examiner dismissing opposer’s notice of opposition and it would seem quite inappropriate 
not to render a decision on the only question on which the appeal was taken. Further, in 
the event both applicant and opposer appealed the decision the court might prefer to pass 
on opposer’s appeal rather than on applicant’s appeal as in The Pep Boys, Manny, Moe & 
Jack v. The Fisher Brothers Company, 25 C. C. P. A. 818, 94 Fed. (2d) 204, 492, O. G. 247 
[33 T.-M. Rep.], or might prefer to pass on both appeals as in Celanese Corporation of 
America v. Vanity Fair Silk Mills, 18 C. C. P. A. 998, 47 Fed. (2d) 375, 409 O. G. 6 
[21 T.-M. Rep. 128]. As in the latter case the present opposition is one of two companion 
opposition proceedings. 

The petition is denied.'® 


Rehearing on irrelevant issue denied 


Van ArspALe, A. C.: Denied a third petition for rehearing filed by Speed 
Products Company with regard to his decision of January 8, 1943 (547 O. G. 611). 


In his decision upon said petition, the Assistant Commissioner stated : 


Petitioner again calls attention to a decision of the Examiner of Interferences in another 
opposition proceeding instituted by a different opposer on the basis of goods different from 
the goods of the opposer here, and states that applicant is securing a registration of the 


mark “Speedmatic” for stapling machines on an application against which the present 
opposer has not filed notice of opposition. 


These matters are not considered to be pertinent here. 





16. The Carborundum Company v. Alox Corporation, Opp’n No. 21,061, 166 M. D. 128, March 
3, 1943. 

17. C. Howard Hunt Pen Co. v. Parrot Speed Fastener Corporation (Speed Products Com- 
pany, Assignee, Substituted), Opp’n Nos. 20,211, 20,212, and 20,213, 166 M. D. 132, March 4, 
1943. 


C. Howard Hunt Pen Co. v. Speed Products Company, Opp’n Nos. 20,453, 20,454, and 20,455, 
166 M. D. 132, March 4, 1943. 
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Ex parte rejection makes issue of non-use moot 


Fraser, F. A. C.: The Examiner of Trade-Mark Interferences sustained the 
opposition of Koehring Company, of Milwaukee, Wis., to the application of Isaacson 
Iron Works, of Seattle, Wash., for registration of a trade-mark, and refused the 
registration applied for on the further ground that applicant had made no use of 
its mark at the time its application to register was filed. Applicant appealed from 
that part of the decision sustaining the opposition. 

In a decision rendered March 30, 1943 (166 M. D. 143) First Assistant Com- 
missioner dismissed said appeal. He said: 


No appeal has been taken from the ex parte rejection of the application, and applicant's 
only reference thereto is found in its brief on appeal as follows: 

“With respect to the Examiner of Interferences’ remarks concerning applicant’s right 
of registration on the involved application, that situation was anticipated by applicant 
early in this proceeding and a subsequent application for the trade-mark was filed and 
opposer stipulated that the new application filed, curing the defect of interstate use, be 
substituted in this opposition proceeding.” 

There is such a stipulation in the record, but it was entered into “subject to the ap- 
proval of the Examiner of Trade-Mark Interferences,” and was expressly disapproved 
by that official, The Examiner’s decision refusing registration having become final, the 
appeal from his decision sustaining the opposition thus presents a moot question, because 
the opposed application is no longer pending. 

Upon stipulation of the parties, consideration will be given to the reinstatement of the 
appeal, and the substitution in this proceeding of the second application referred to in appli- 
cant’s brief, in accordance with the procedure outlined in Fortune Tobacco Co. v. Axton- 
Fisher Tobacco So., 159 M. D. 260 [24 T.-M. Rep. 419].*5 


Refusal to Register 


Reconsideration of decision 


Van ArsbALe, A. C.: Passed upon a petition by Mishawaka Rubber and Woolen 
Manufacturing Company, of Mishawaka, Ind., for reconsideration of his decision of 
December 7, 1942 (546 O. G. 599). 

In that decision the Assistant Commissioner affirmed the action of the Examiner 
of Trade-Marks in refusing registration to Mishawaka Rubber and Woolen Manu- 
facturing Company of the mark “Arch-Gard” for insoles. 

The complete decision of the Assistant Commissioner upon the petition for 
reconsideration reads as follows: 


The decision dated December 7, 1942, has been carefully reconsidered in the light of 
applicant’s petition for reconsideration, but the decision is still believed to have been cor- 
rect and is adhered to. 

However, additional attention is called to the decision in In re Maiden Form Bras- 
siere Company, Inc., 27 C. C. P. A. 1124, 111 Fed. (2d) 147, 520 O. G. 3 [30 T.-M. Rep. 
286]. Although in the situation there the applicant did not manufacture the webbing, 
nevertheless the applicant was the source of origin of the webbing in situ in the com- 
pleted garment, and I do not consider the fact that the applicant there did not actually 
manufacture the webbing and applicant here does actually manufacture the insoles impor- 
tant. In each case the particular goods named in the application for registration are not 





ie Koehring Company v. Isaacson Iron Works, Opp’n No. 21,121, 166 M. D. 143, March 30, 
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introduced by the applicant into commerce separately or apart from the complete article 
in which the goods are incorporated as a permanent minor component part. 
Reconsideration has been granted, but the former decision is adhered to.’ 


Substitution of New Application 


Opposer’s consent necessary 


Fraser, F. A. C.: In this proceeding the Examiner of Trade-Mark Interferences 
sustained the opposition of Skol Company, Inc., of New York, N. Y., to the appli- 
cation of Nels L. Olson, of Detroit, Mich., for registration of a trade-mark, and 
refused the registration applied for on the further ground that applicant had made 
no use of his mark in interstate commerce at the time the application was filed. The 
matter is now pending on applicant’s appeal from the Examiner’s decision. 

A motion by the applicant was denied. The nature of the motion and the atti- 
tude of the First Assistant Commissioner thereto appear from the following excerpts 
from the decision: 


Asserting that he has now filed a new application, presumably a duplicate of the one 
here opposed, applicant moves that the new application be substituted for the opposed: 
application in this proceeding. In support of his motion applicant cites the case of 
Fortune Tobacco Co. v. Axton-Fisher Tobacco Co., 159 M. D. 260, [24 T.-M. Rep. 419] 
where such a substitution was permitted under somewhat similar circumstances. There, 
however, the substitution was made upon stipulation. In his decision the First Assistant 
Commissioner said: 

“Agreed to by both parties, the procedure is consistent with modern equity practice that 
pays more attention to substance than to form. Nor is it seen how it could affect adversely 
the interests of the general public.” 

I am inclined to follow that case, but I do not think its doctrine should be extended, as 
proposed in effect by applicant. I doubt the authority of the Patent Office tu substitute 
one application for another in an opposition proceeding without the opposer’s consent; and 
even if the authority exists, its exercise in the instant case would establish an undesirable 
precedent. 

A stipulation of the parties covering the subject matter of the motion will be given 
favorable consideration.” 


Surnames 


“Clapp’s” unregistrable, not being distinctively displayed 


VAN ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing a registration applied for by Harold H. Clapp, Inc., of Rochester, N. Y. 
The Examiner refused registration of applicant’s mark on the ground that the sur- 


| Ps 


name ‘“‘Clapp’s” thereof is not distinctively displayed and is dominating in the mark. 
In agreeing with the Examiner, the Assistant Commissioner said: 


The fact that the name “Clapp’s” is in the possessive form is immaterial, Jn re Nisley 
Shoe Co., 19 C. C. P. A. 1211, 58 Fed. (2d) 426 [22 T.-M. Rep. 265], and since the name 
“Clapp’s” is the dominating feature of the mark and is not “written, printed, impressed, or 
woven in some particular or distinctive manner” the mark is not registrable. Jn re Sears, 


Roebuck & Company (C.C. P. A. ), 132 Fed. (2d) 341.74 


19. Ex parte Mishawaka Rubber and Woolen Manufacturing Company, Ser. No. 436,091, 
166 M. D. 80, January 1, 1943. 

20. Skol Company, Inc. v. Nels L. Olson, Opp’n No. 21,541, 166 M. D. 142, March 26, 1943. 

21. Ex parte Harold H. Clapp, Inc., Ser. No. 438,609, 166 M. D. 143, March 30, 1943. 
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PART II 


SOLVENTOL CHEMICAL PRODUCTS, INC. v. LANGFIELD, pvorne susi- 
NEss AS THE SOLVITE COMPANY 


United States Circuit Court of Appeals, Sixth Circuit 
April 6, 1943 


TRADE-M ARKS—REGISTRATION—DESCRIPTIVE TERMS—TEST. 

Excluding descriptive phonetics and symbols, the registrability of a trade-mark depends 
on the common law test as to whether it is so similar in appearance or sound to one in use 
by another as to lead the public to believe that the goods bearing it identify the goods of the 
prior mark. 

TRADE-MARKS—CONFUSING RESEMBLANCES—FORM AND MANNER OF USE. 

In weighing probability of confusion, due consideration must be given not only to the 
characteristics of the mark, but also to the distinguishing differences or similarities of the 
goods with reference to form, composition, texture, and quality, and the manner in which 
they are advertised, sold and used. 

TRADE-Marks—Goops oF SAME DESCRIPTIVE PROPERTIES. 

A soap and water soluble cleaning preparation and a cleaning preparation to be mixed 
with gasoline for cleaning garments, fabrics and carpets, held to have the same descriptive 
properties. 

TRADE-MARKS—“SOLVENTOL” AND “SOLVITE”—NON-CONFLICTING MARKS. 

The prefix “Sol” being descriptive of solvents and long in use by the trade, the suffixes 
“tol” and “vite” held to sufficiently distinguish the marks “Solventol” and “Solvite,” respec- 
tively, as to obviate any possibility of confusion of purchasers. 

TRADE-M ARKS—REGISTRATION UNper R. S. 4915—WeicHt Accorpep Decision APPEALED FroM 

On appeal in an inter partes suit brought under R. S. 4915, the plaintiff-appellant must 
show manifest error by the Patent Office and lower court. 


Inequity. Action under R. S. 4916 to obtain registration of a trade-mark, Serial 
No. 384,340, filed October 14, 1936, in which defendant counterclaimed for infringe- 
ment. From judgment for defendant, plaintiff appeals. Reversed. 


John A. Blair and Harness, Dickey & Pierce, both of Detroit, Mich., for appellant. 
William T. Woodson and Rogers, Woodson & Rogers, both of Chicago, Ill., and 
Hill, Hamblen, Essery & Lewis, Detroit, Mich., for appellee. 


Before Simons, HAMILTON and MCALLIsTER, Circuit Judges. 
HamILtTon, Circuit Judge: 


This suit commenced as an action under Sec. 4915 R. S. (35 U.S. C. A. Sec. 
63) seeking a judgment authorizing the Commissioner of Patents to register appel- 
lant’s trade-mark “Solventol” while appellee’s registered trade-mark “Solvite’’ was 
extant. 


Appellee filed a counterclaim praying that appellant be enjoined from using the 
name “‘Solventol” on the ground that it was a colorable imitation and an infringe- 
ment of appellee’s registered trade-mark, “Solvite.” The lower court dismissed 
appellant’s petition and sustained appellee’s counterclaim. 
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Two issues are presented: (1) Is there clear error in the court’s finding that 
appellant’s trade-mark, “Solventol,” is confusingly similar to appellee’s registered 
trade-mark, “Solvite,” in the light of the purposes for which the parties used these 
marks, and (2) Did appellee sustain the burden resting on it to show that the sale 
of appellant’s goods under the trade-mark, “Solventol,” has caused, or is likely to 
cause, the purchasing public to believe that such goods are the product of appellee. 

Appellee manufactures and sells, under its trade-mark “Solvite,’ a cleaning 
preparation which, when mixed with gasoline, is used for cleaning garments, 
draperies, fabrics, rugs, carpets, automobile seats or other articles. 

Appellee and his predecessors have used this trade-mark in the manufacture 
and sale of this preparation since 1914, and it has been sold throughout the United 
States, but largely in the State of Michigan and particularly the city of Detroit. 
Appellee’s trade-mark, No. 243,223, was registered in the Patent Office June 12, 
1928. 

Charles A. Campbell has been engaged in the manufacture of soap and water 
soluble cleaning materials in Detroit, Mich., since 1923. In 1932, he devised a 
formula for an alleged new type water soluble cleaning compound and began to 
manufacture and sell it in that year under the trade-mark “Solventol.” Appellant, 
Solventol Chemical Products Company, was created in 1935 for the purpose of ac- 
quiring, which it did, the trade-marks, trade-names and business of Campbell who 
is now its president. On October 14, 1936, appellant filed an application in the 
United States Patent Office to register the word “Solventol” as its trade-mark for a 
general cleaning compound to be used in household and industrial cleaning. 

On March 30, 1938, appellee filed in the Patent Office notice of opposition 
(15 U.S. C. A. 86) to the registration of the mark, “Solventol,” on the ground that 
he was selling a cleaner under the registered trade-mark “Solvite,” and that “Sol- 
ventol” so nearly resembled his mark that it might cause confusion and mistake 
in the mind of the public and deceive purchasers. 

On April 24, 1939, the Examiner of Trade-Mark Interferences sustained ap- 
pellee’s opposition on the ground that the two marks were confusingly similar and 
on January 7, 1940, the Commissioner affirmed the decision of the Examiner [30 
T.-M. Rep. 163]. Appellant, in this action, seeks to reverse the Commissioner. 

For a time, appellant and its predecessor sold their products in bulk to con- 
sumers using large quantities of water soluble detergent compounds for use in 
cleaning floors and walis. During the period from August, 1932, to the end of 
1935, appellant sold 1,200,000 pounds of its product under the trade-mark “Sol- 
ventol” and received gross therefor approximately $84,000.00. 

In 1936, appellant put its product under the name “Solventol,” in small retail 
packages for sale in department, grocery, hardware and drug stores. It first in- 
troduced the package to the buying public by a direct house-to-house demonstra- 
tion and selling campaign sales in the Detroit area, being made to approximately 
150,000 households in this way. Sale of appellant’s product was further expanded 
by direct house-to-house solicitation throughout Michigan, Ohio, Indiana, Pennsyl- 
vania, parts of Nebraska, Missouri, Minnesota and New York. Within eight years 
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appellant expended approximately $400,000.00 in advertising and sales promotion. 
Its sales to retailers in small packages and to industrial users in bulk increased 
rapidly from 1935 to and including 1940. In the latter year, appellant’s sales in 
small packages to retailers totaled $106,410.67 and its bulk sales, $190,355.25. 
Appellant had no actual knowledge of the existence of appellee’s trade-mark until 
March, 1938, although the respective products were sold in the same communities 
and through the same sale outlets. 

Appellee acquired his formula and trade-mark in 1924 from the Wyeth 
Chemical Company of New Jersey. He devotes his time largely to the business 
of the Northville Laboratories, Inc., of Northville, Mich., a suburb of Detroit, and 
his manufacture and sale of “Solvite” is conducted through agents. His gross sales 
ranged from $1,217.54 in 1936 to $792.29 in 1940 up to December 12. His product 
and trade-mark are not generally advertised although he does some street car and 
newspaper advertising. 

The burden rests on appellant to show manifest error in the decision of the 
Patent Office tribunal and that of the lower court. Morgan v. Daniels, 153 U. S. 
120; United States ex rel. Baldwin Company v. Robertson, 265 U. S. 168. Each 
party put into the record additional evidence not considered by the Commissioner of 
Patents. 

Appellee employed two persons to visit stores in the city of Detroit and ask for 
“Solvite” cleaner. These parties testified they visited thirteen stores, the first two 
of which had no “Solvite,” but offered “Solventol,” “Dic-A-Doo,” “Spic-and-Span,” 
the clerk in the second store stating that the last was the best cleaner on the market. 
In the next store the merchant picked up a can of “Solventol” and sold it to the 
shoppers without any comment. In the next store when the two shoppers asked 
for “Solvite” cleaner the clerk made several inquiries about it and then said he 
had never heard of it; he then picked up a can of “Solventol” and said, “This is 
‘Solventol,’”’ but didn’t attempt to sell it to them. At the next store when the 
shoppers asked for “Solvite” cleaner the clerk inquired whether they wanted “Sol- 
ventol” or “Soilex,” saying the former came in three sizes, but the latter in only one 
and showed them several packages to ascertain if any of them was what they wanted. 
On being answered in the negative the clerk gave them a sample can of “Soilex.” 
The next inquiry was at a Kroger store and when asked for “Solvite” cleaner, the 
clerk said he never heard of it, but that he had heard of “Solventol,” although he 
didn’t suggest that they buy it. At the next store when asked for “Solvite” cleaner 
the clerk inquired if they wanted it for cleaning and on being told they did, he said 
“Solventol is what you want,” and sold them a 25-cent size. At the next store the 
clerk said he never heard of “Solvite” but that he had “Soilex” and “Solventol.” 
At the next store the clerk said he didn’t have “Solvite” but that he did have ‘“Sol- 
ventol” and brought back a 25-cent can of that and a sample can of “Am-Best” 
cleaner remarking “there are a thousand cleaners on the market.” At the next store 
the clerk said he had never heard of “Solvite’” and as they were leaving the store he 
said he had some “Solventol,” that maybe that was what they meant but didn’t 
attempt to sell it to them. At the next store the clerk had never heard of “‘Solvite” 
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and asked many questions about it and then advised that she had “Solventol’” but 
did not attempt to sell it. At the next two stores the clerks had never heard of 
“Solvite” and one of them suggested that maybe they wanted “Solventol,” selling 
them a 25-cent can which he said could be returned if not satisfactory. 

Appellant also employed two persons who called on over three hundred arbi- 
trarily selected grocery, hardware and drug stores in the Detroit area asking in 
each of them for a dry cleaning soap known as “‘Solvite.” These shoppers testified 
that in no store were they offered “Solventol” although on inquiry they found that 
120 of the stores had it in stock. 

The Trade-Mark Act (15 U. S. C. A. Sec. 85) provides in substance that any 
mark may be registered by which the goods of the owner may be distinguished from 
other goods of the same class, unless such mark is owned or used by another and 
appropriated to merchandise of the same descriptive properties or which so nearly 
resembles a registered or known trade-mark owned and in use by another and appro- 
priated to merchandise of the same descriptive properties as to be likely to cause 
confusion or mistake in the mind of the public, or to deceive purchasers. 

Excluding descriptve, phonetics and symbols, the registrability of a trade-mark 
depends on the common law test as to whether the proposed mark is so similar in 
appearance or sound to one then in use by another as to lead the public to believe 
that the goods on which the proposed mark appears indicate the goods of a prior 
mark. 

In considering the probability of confusion or mistake in the mind of the public, 
due weight must be given not only to the characteristics of the trade-mark, but 
also to the distinguishing differences or indistinguishable similarities of the goods 
themselves, with reference to their form, composition, texture and quality and the 
manner in which they are advertised, displayed, sold and used. California Packing 
Corporation v. Tilman & Bendel, Inc., 40 F. (2d) 108 (C. C. P. A.) [20 T.-M. Rep. 
238]. 

As appears from the labels on the respective containers, there is some difference 
in their descriptive properties, some dissimilarity in the appearance of the packages 
and in the contents of the containers. 

It is plainly stated on appellee’s container that its product is usable only when 
dissolved in gasoline or naphtha and it is just as plainly stated on appellant’s con- 
tainer that its product is usable only when dissolved in water. The similarity of use 
of the products of the parties is found only in the fact that each is a cleaning com- 
pound usable on cloth and that each is sold in small containers and moves in the 
same retail trade channels. 

In our opinion the evidence supports the findings of the Patent Office and of 
the lower court that the goods of the parties are of the same general descriptive 
properties. While it is true that the product of appellant is to be used in one way 
for cleaning purposes and that of appellee in another way, each must be used for the 
cleaning of the same materials and for household purposes. The Revere Sugar 
Refinery v. Salvato, 48 F. (2d) 400 (C. C. P. A.) [21 T.-M. Rep. 182]. However, 
in considering the question as to whether confusion would likely result from the 
registration of appellant’s trade-mark, it is proper to weigh the circumstances under 





274 THIRTY-THREE TRADE-MARK REPORTER 


which the goods are and will be sold; together with the dissimilarity of both the 
goods and the respective trade-marks. 

Neither of the marks in question is of that class known as arbitrary or fanciful. 
Each falls quite clearly into the class of suggestive marks characteristic of the product 
exemplified. Morgan Sons Co. v. Ward, 152 F. 690 (C. C. A. 7). Such trade- 
marks may be valid but as to them the field is open to other traders to employ equally 
suggestive marks, provided only that they be not deceptively similar. Ostermoor & 
Company v. Rose Spring & Mattress Company, 5 F. (2d) 268 (App. D. C.) [15 
T.-M. Rep. 467] ; Citrus Soap Company v. Royal Lemon Products Company, 2 F. 
(2d) 972 (C. C. A.8) [15 T.-M. Rep. 286]. The word “solvent” is purely descrip- 
tive of any cleaning compound whether semi-solid or liquid and “Sol” has been used 
so long by businesses as part of a trade-mark name for cleaning compounds that 
neither use of the prefix “Solvent” nor the prefix “Sol” may be so exclusively 
appropriated by one manufacturer or tradesman as to wholly deny its use in any 
manner by others. The idea sought to be conveyed to the mind of the purchaser 
by the respective trade-marks of the parties to these proceedings is that each is 
selling a solvent for use in cleaning, and while the prefix “Sol” or “Solvent” is com- 
mon to both marks, each is but descriptive of the product indicated, and being of 
common right, neither party can claim the exclusive use of either, alone or as the 
dominating element of a compound word. Ansco Photo Products, Inc. v. Eastman 
Kodak Company, 19 F. (2d) 720 (C. A. D.C.) [20 T.-M. Rep. 338] ; Miles Lab- 
oratories v. United Drug Company, 112 F. (2d) 814 (C.C. P. A.) [30 T.-M. Rep. 
378] ; Yeasties Products, Inc. v. General Mills, Inc., 77 F. (2d) 523 (C. C. P. A.) 
[25 T.-M. Rep. 396] ; Affiliated Products v. Crazy Water Company, 104 F. (2d) 
366 (C. C. P. A.) ; Purex Corporation v. United Drug Company, 67 F. (2d) 918 
(C. C. P. A.) [24 T.-M. Rep. 17]. 

The suffixes “vite” and “tol” distinguish one combination from the other and 
give an identifying character to the trade designation which makes it unlikely that 
one trade-mark could, with the exercise of ordinary care, be mistaken for or be con- 
fused with the other. They look unlike, are spelled differently and are phonetically 
dissimilar. 

Taking into consideration the descriptive syllables of the respective trade-marks 
in question and the differences in the suffixes and the dissimilarity of the goods on 
which the respective marks are used, we are of the opinion that the registration of 
the trade-mark “Solventol” will not be likely to cause confusion or mistake in the 
minds of the public and that appellant is entitled to have its mark registered. 

In our opinion the trial court failed to give effect to the rule that the adoption of 
a suggestive mark by one trader, will not preclude any other trader from employing 
another mark of equal suggestiveness, provided such other mark be not deceptively 
similar, when descriptive letters, syllables or phrases are eliminated. Bartlett Com- 
pany v. Arbuckle Bros., 285 F. 1001 (App. D. C.) [13 T.-M. Rep. 22]. 

As we view the case of Langfield v. Solvit-All Corporation, 49 F. (2d) 480 
(C. C. P. A.) relied on by appellee, it is not contrary to the conclusion here reached. 
In that case, appellee here instituted opposition proceedings against the registration 
of the trade-mark “Solvit-All.” The sole contention of the proposer of the mark 
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was that his goods were not of the same descriptive properties as those of appellee. 
The court decided they were. However, no consideration was given by the court 
to the distinction between fanciful and arbitrary trade-marks and descriptive marks. 

Langfield v. Brady, 101 F. (2d) 530 (C. C. P. A.) involved the opposition of 
appellee here to the registration of the trade-mark “Solvoline,” which was used on a 
dry cleaning fluid. The court found that the products were of the same descriptive 
properties as those covered by the trade-mark “Solvite” and that the two marks were 
confusingly similar. In the cited case, the two products were used for dry clean- 
ing; the only distinction between them being that the goods of the proposer there 
were liquid and those of the opposition were a soap, soluble in gasoline. Both were 
used for the same purpose and both liquefied when ready for use. The court gave 
no consideration to the descriptive properties of the trade-marks in question. 

Disregarding the registrability of appellant’s trade-mark, there is no inde- 
pendent evidence in the record that appellant has infringed upon appellee’s common 
law rights or has competed with appellee unfairly, or that appellant has been guilty 
of unfair trade practices toward appellee. 

This cause is reversed with directions to the court to enter a judgment entitling 
appellant Solventol Chemical Products, Inc., to register its trade-mark “Solventol” 
in the United States Patent Office under the Act of February 20, 1905, as amended, 
and to authorize the Commissioner of Patents to grant such registration to appellant. 
Appellee’s counterclaim is dismissed. 





GRIFFIN MANUFACTURING COMPANY, INC. v. POLA-WITE 
PRODUCTS CORP. 


United States District Court, District of New Jersey 
May 5, 1943 


UNFAIR COMPETITION—TRADE-MARK INFRINGEMENT—“ALL-WITE” AND “PoLa-WI1TE”’—Copy- 
ING SALIENT FEATURES OF COMPETITOR’S LABEL. 

After plaintiff had adopted and since 1930 made a wide use on its shoe cleaners and polishes 
of a label and carton featuring a large inverted triangle with its apex resting on the apex 
of a smaller triangle, all outlined against a contrasting colored background, the use by de- 
fendant on a similar product of a carton bearing an almost identical triangular design, hav- 
ing the larger triangle at the bottom touching a smaller triangle at the top, held unfair com- 
petition; and an injunction was ordered. 

Unrair CoMPETITION—USE OF SIMILAR CARTON—EFFECT OF DIFFERENT COLORING. 

In the case at issue, where the design involved was very distinctive, the diverse coloring 

of the respective labels held immaterial. 


In equity. Action for unfair competition and for infringement of a registered 
trade-mark. Judgment for plaintiff. 


Munn, Liddy & Glaccum, of New York City, and Robert W. Brady, of Newark, 
N. J. (Sylvester J. Liddy and Orson D. Munn, of counsel), for plaintiff. 
Charles N. Kors, of Jersey City, N. J., for defendant. 
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FINDINGS OF FACTS 


1. There is diversity of citizenship, since the plaintiff is a corporation of the 
State of New York and the defendant is a corporation of the State of New Jersey. 

2. The amount in controversy is in excess of $3,000 since the value of plaintiff's 
trade-mark and good will which is here involved is vastly in excess of that sum. 
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Defendant's Labels 


3. Plaintiff’s trade-mark here involved is registered in the United States Patent 
office and this action is further predicated upon Section 16 et seq. of the Act of 
February 20, 1905, as amended (U. S. C. Title 15, Sections 96-97 et seq.). 

4. Plaintiff, Griffin Manufacturing Company, Inc., has for over fifty years been 
engaged in the business of manufacturing and selling shoe polishes, shoe cleaners, 
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cleaning fluids and the like and has distributed its products extensively throughout 
the United States and in many foreign countries. 

5. In the spring of 1930 plaintiff adopted as its trade-mark a distinctive design 
for its label and carton. 

6. Registration of such design as its trade-mark was issued to plaintiff by the 
United States Patent Office on January 20, 1931, under certificate No. 279,625. 

7. The salient feature of this trade-mark and of plaintiff's label and carton is 
the triangular design consisting of a large inverted triangle with its apex touching and 
resting upon the apex of a smaller triangle, the whole being outlined against a back- 
ground of a contrasting color. Plaintiff puts out a large number of products bear- 
ing this trade-mark in packages of varying colors one of which will suffice to illus- 
trate the design in suit. Exhibits P-2A and P-2B are typical and are reproduced 
herein. 

8. That, since the adoption by the plaintiff as its trade-mark of the design for 
its label and carton, as set forth, it has manufactured and sold its white shoe cleanser 
in only one colored carton, to wit, a green carton with black triangles. 

9. In 1935, and after plaintiff adopted and used its design trade-mark in suit, 
defendant placed on the market a white shoe cleanser in a bottle and in a carton each 
bearing an almost identical triangular design except that the position of the two 
triangles is reversed, the larger triangle being at the bottom with its apex touch- 
ing the apex of the smaller triangle appearing at the top. Defendant’s design shown 
in Exhibits P-19A and P-19B are typical and are reproduced herein (page 277). 

10. That the defendant has only sold a white shoe cleanser in a carton in only 
one color, a light purple or lavender. 

11. The diverse coloring of the label of the plaintiff and that of the defendant is 
immaterial. 

12. The design here involved is very distinctive and is the salient part of the 
labels and cartons rather than the colors or the wording. 

13. Plaintiff and defendant are in direct competition. 

14. Both plaintiff and defendant put out their respective products in two sizes— 
twenty-five-cent size and ten-cent size. 

15. Defendant’s product sells to the jobber and to the retailer at a lower price 
than plaintiff’s product. 

16. Plaintiff has advertised its products and its trade-mark and design in suit 
extensively in newspapers, magazines, radio, car cards, station posters, billboards, 
point of sale advertising, such as window displays, counter displays and interior 
displays. 


17. Plaintiff’s annual sales of its white shoe cleanser bearing the trade-mark in 
suit, for the past thirteen years have averaged approximately twenty million units 
per year and in all approximately two hundred and fifty-one million packages have 
been sold in that period. 

18. Plaintiff’s sales of its products in the State of New Jersey alone for the 
past thirteen years have been approximately a million and a half dollars. Approxi- 
mately 66 percent of these products bore the plaintiff’s trade-mark in suit. 
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19. Plaintiff has spent over six million dollars in advertising and over half that 
sum has been spent in advertising plaintiff's products bearing the trade-mark in suit. 

20. Plaintiff’s design in suit is a good and valid trade-mark at common law and 
plaintiff is the owner thereof. 

21. Plaintiff’s certificate of trade-mark registration No. 279,625 issued to plain- 
tiff on January 20, 1931, and now in force is a good and valid registration under 
the statute and plaintiff is the owner thereof. 

22. Defendant is the owner of the Design Patent No. D-96,423 for a bottle and 
certificate of copyright registration for a label, both of which issued subsequently to 
the adoption, use and registration of plaintiff’s trade-mark in suit. 


CONCLUSIONS OF Law 


1. The carton and label of defendant is deceptively similar to the carton and 
label of plaintiff. 

2. The use by defendant of the design shown on its carton and label constitutes 
an infringement of plaintiff’s registered trade-mark and constitutes unfair competi- 
tion with the plaintiff in violation of the law. 

3. Plaintiff is entitled to an injunction against defendant, its officers, agents, 
servants, employees and attorneys, restraining them from using any carton, label or 
other advertising device, the design of which embodies or includes an inverted triangle 
with its apex touching and resting upon another triangle or any colorable simulation, 
imitation or adaptation of that design and from using any carton or label deceptively 
similar to plaintiff’s carton or label in connection with its business and from compet- 
ing unfairly with the plaintiff and from infringing on plaintiff's trade-mark rights. 

4. Plaintiff is entitled to costs. 


OPINION (Oral) 


J. A. Fee, District Judge: 

This is a pure question of fact. The question is whether the design, which is very 
distinctive, is the salient part of the box cover, rather than the color or the wording. 
The facts have been developed by placing the label before the court. It is a simple 
question of fact and I determine it for the plaintiff. The injunction will issue. 





CHAMPION SPARK PLUG COMPANY v. REICH, boinc susINEss as 
AUTOMATIC PRODUCTS COMPANY 


United States District Court, W. D. Missouri 
March 12, 1943 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SUITS—ACCOUNTING—PERIOD. 
Where the District Court held defendant liable for an accounting, but refused an injunc- 

tion, defendant, knowing that plaintiff would appeal, operated business at his peril and not in 

good faith. Defendant is, therefore, liable to account for such subsequent period. 
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UnFair CoMPETITION—SUITS—PLEADING AND PRACTICE. 
On exceptions to master’s report on accounting, the District Court has no right to set 


aside the definite findings already made and the judgment which had become final and con- 
clusive on the parties. 


In equity. Action for patent and trade-mark infringement and unfair competi- 
tion. On defendant’s exceptions to master’s report on accounting. Report con- 


firmed. See also 31 T.-M. Rep. 302. 


Arthur C. Brown, Kansas City, Mo., for plaintiff. 


Charles H. Thompson and Johnson, Garnett & Quinn, both of Kansas City, Mo., 
for defendant. 


Reeves, District Judge: 


The defendant has filed exceptions to the special master’s report and recom- 
mendations. When the case was argued on such exceptions the parties were granted 
ten days to file briefs in support of their several contentions. 

Under date of February 11, 1943, defendant’s counsel submitted a letter in lieu 
of brief, wherein it is stoutly contended that the plaintiff is not entitled to an account- 
ing of profits under the peculiar facts of the case. In support of this contention the 
case of Champion Spark Plug Co. v. Emener, 16 F. Supp. 816 is cited. 

The plaintiff has filed a brief covering the several points raised by the defendant 
in his formal exceptions. 

The special master’s report has been carefully examined in the light of the ex- 
ceptions. References to pertinent facts have been made. 

1. The contention made by the defendant by letter dated February 11, 1943, is 
untenable in view of the proceedings heretofore had. By memorandum, opinion 
dated July 16, 1940, this court said (46 U. S. P. Q. 353, 354): 

It is my conclusion that plaintiff is entitled to a decree as prayed in its bill of com- 
plaint, but it is not entitied to an injunction in view of the present attitude of the defendant. 


This means that the plaintiff is enitledto a decree upholding its patents and for costs and 
damages for infringements or unfair competition. 


A decree was accordingly entered. The plaintiff appealed from that portion of 
the decree denying an injunction. The remainder of the decree became final. The 
Court of Appeals (50 U. S. P. Q. 417) reversed the ruling only on the injunction 
but in all other respects expressed approval of the decree. The court at this time 
would have no right to set aside the definite findings heretofore made and the judg- 
ment which has long since become final and conclusive on the parties. Moreover, 
the original opinion pointed out that the defendant had clearly and intentionally in- 
fringed plaintiff’s patent. This makes inapplicable Champion Spark Plug Co. v. 
Emener, supra. 

The defendant acknowledged that the finding was correct and evinced a dis- 
position to conform to the ruling of the court. He did this in order to avoid an 
injunction. Believing that the defendant had made his operations conform to the 
law an injunction was denied. The Court of Appeals held that the defendant, even 
after he had readjusted his operations, was still short of meeting the requirements of 
law. 
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The accounting of profits covered the whole period, including the operations 
after injunction was denied. When the injunction was denied by the trial court 
the defendant understood that the plaintiff was not satisfied with the ruling and 
that an appeal would be and was taken therefrom. From that time forward he 
operated his business at his peril and could not have acted in good faith. He cannot 
complain, therefore, that the period of an accounting covers his operations both 
before the decision and subsequently thereto. 

It is clear that the plaintiff is entitled to an accounting upon the facts in the case 
aside from the circumstance that the decree heretofore entered provided for it and 
such decree has long been binding and conclusive upon the parties. 

The report of the special master is a model for marshalling the facts and for 
logical analysis of the same. Appropriate citation of authorities precisely applicable 
to the questions involved was made by him. On the factual questions raised by the 
defendant the special master was well supported by the evidence. In like manner, 
decisions made by the master on points of law were sustained by reference to 
apposite cases. 

In the argument many of the exceptions were abandoned by counsel and in 
the letter of February 11 all were abandoned save only the matter of the right to 
an accounting. This has been covered in this discussion. A careful examination 
of the records shows the special master’s report to be correct. It follows that same 
should be in all things confirmed and the exceptions filed should be overruled. 





IN THE MATTER OF THE APPLICATION OF CONTINENTAL 
MOTORS CORPORATION 


United States Court of Customs and Patent Appeals 
May 3, 1943 
Serial No. 422,272 


TRADE-MARKS—REGISTRATION—ELECTRIC Morors, GENERATORS AND DYNAMOS, AND ELECTRIC 
Power PLAnts—Goops OF SAME DESCRIPTIVE PROPERTIES. 
Motor generator sets, comprising motors, generators and dynamos, held to be of the same 
descriptive properties as engine-driven lighting and power plants. 
TRADE-M ARKS—REGISTRABILITY—“CONTINENTAL” FOR ELECTRICAL MACHINERY—VALIDITY OF 
REGISTRATION. 
In the case at issue, the question as to whether or not appellee’s registration of the words 
“Continental Electric” was improvidently granted held not to be an issue. 


Appeal from a decision of the Commissioner of Patents refusing to register a 
trade-mark. Affirmed. For the Commissioner’s decision, see 32 T.-M. Rep. 34. 


Before GarrETT, Presiding Judge, and BLAND, HATFIELD, LENROOT, and JACKSON, 
Associate Judges. 


HATFIELD, Judge, delivered the opinion of the court: 


This is an appeal from the decision of the Commissioner of Patents affirming 
the decision of the Examiner of Trade-Marks denying appellant’s application for 
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registration, under the Trade-Mark Act of February 20, 1905, of the trade-mark 
“Continental” for use on engine-driven lighting and power plants. 

Appellant alleges in its application that it has used its mark on its goods since 
December 31, 1937. 

The rejection of appellant’s application was based upon registration No. 187,900, 
issued to Continental Electric Company, Inc., August 12, 1924, on an application 
filed February 5, 1924, for the trade-mark “Continental Electric,” the word “Elec- 
tric” being disclaimed apart from the mark as shown, for use on electric motors, 
electric generators, alternators, rotary converters, motor-generator sets, dynamotors, 
and switchboards. 

It is conceded by counsel for appellant that the dominant feature of the registered 
mark of the Continental Electric Company, Inc. is the word “Continental,” and that 
the mark for which appellant seeks registration and the mark of the Continental 
Electric Company, Inc. are confusingly similar if the goods upon which they are used 
possess the same descriptive properties. Accordingly, the sole issue in the case is 
whether appellant’s engine-driven lighting and power plants upon which its mark is 
used possess the same descriptive properties as the electric motors, electric genera- 
tors, alternators, rotary converters, motor-generator sets, dynamotors, and switch- 
boards covered by the registration of the Continental Electric Company, Inc. 

In holding that the goods of appellant and those of the Continental Electric Com- 
pany, Inc. possess the same descriptive properties, the Examiner of Trade-Marks 
said: 

It can hardly be denied that electric motors, generators, and dynamos function as parts 

of lighting and power plants. 

The applicant states that it is recognized in the industry as an engine manufacturer 
and that the electrical equipment comprised in its ensemble is manufactured for it. This 


would not seem to lessen the similarity of applicant’s goods to those of the registrant, since 
applicant’s goods include in considerable part at least the goods of the registrant. 


In support of his statement, the examiner cited the case of United Battery Manu- 
facturing Co., Ltd. v. United Metal Box Co., Inc., 24 C. C. P. A. (Patents) 1220, 
90 F. (2d) 260 [27 T.-M. Rep., 468], wherein it was held that storage batteries and 
electric switches possess the same descriptive properties. 

In his decision affirming the decision of the Examiner of Trade-Marks, the Com- 
missioner of Patents stated, among other things, that— 


Engine-driven power plants include generators which are driven by an engine to pro- 
duce electric power. Both the engine and the generator are major parts of the plant. In 
my opinion, such power plants are assemblies of the same descriptive properties as the 
motor-generator sets named in the cited registration. In such sets a generator is driven by 
an electric motor to produce electric power and the generator is an important part. 


In a decision in response to appellant’s petition for reconsideration, the Com- 
missioner of Patents adhered to the views expressed in the quoted excerpt from his 
original decision. 

It is contended here by counsel for appellant that, although the function of ap- 
pellant’s engine-driven lighting and power plants and the motor-generator sets of the 
registrant “is the conversion of potential energy into kinetic energy,” electric motors, 
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such as are used in the registrant’s motor-generator sets, and internal combustion 
engines, such as are used in appellant’s power plants, are not classified in the same 
class in the Patent Office and do not possess the same descriptive properties, and 
that, therefore, the decision of the Commissioner of Patents must have been based 
upon the theory that the electric generators employed in appellant’s power plants and 
also in the registrant’s motor-generator sets constitute “the common denominator 
which determines whether the two products are goods having the same descriptive 
properties.” 

Counsel for appellant concedes in his brief that appellant’s power plants and the 
registrant’s motor-generator sets “include a generator as an essential element, since 
the general object in each case (an output of electric current) demands a device 
capable of translating mechanical energy into electrical energy, whether such mechan- 
ical energy be supplied by a prime mover such as appellant’s internal combustion 
engine or by an electric motor such as in registrant’s case.” It is contended by 
counsel, however, that motor-generator sets are used to convert electric current 
generated in one form by an electric generating plant into an electric current of an- 
other form; that such generator sets are used for industrial purposes, such as 
“electric welding, electro-plating, and for converting alternating current to direct 
current or vice versa’ ; that, as the motive power of such motor-generator sets is an 
electric motor, they are of use only where electric current is available, whereas appel- 
lant’s engine-driven lighting and power plants are used to produce electric current 
for domestic use, such as light and power where commercial current is not available ; 
and that the registrant’s motor-generator sets are sold to industrial concerns for the 
purpose hereinbefore stated, whereas appellant’s power plants are sold to a different 
class of purchasers, that is, to individuals who are unable to secure electricity from 
generating plants of municipal or privately owned power companies. 

In support of his argument that appellant’s goods do not possess the same des- 
criptive properties as those of the registrant, counsel for appellant relies, to some 
extent at least, upon the decision of this court in the case of Winchester Repeating 
Arms Company, Etc. v. Wincharger Corp., 29 C. C. P. A. (Patents) 753, 124 F. 
(2d) 189 [32 T.-M. Rep. 87], wherein it was held that dry-cell batteries, incapable 
of being recharged, used in radio receivers were not goods of the same descriptive 
properties as wind-driven and engine-driven electric generator combinations which 
are used principally to charge storage batteries. 

In our decision in that case we stated that, so far as the record there was con- 
cerned, it did not appear that the wind-driven or engine-driven electric generator 
combinations included batteries. In the instant case, however, appellant’s engine- 
driven lighting and power plants, as well as the registrant’s motor-generator sets, 
include electric generators as major parts thereof. Furthermore, the registrant’s 
trade-mark registration for the mark “Continental Electric” covers generators as 
wefl as motor-generator sets. It is evident that our decision in the Winchester Re- 
peating Arms Company case, supra, does not support the contentions made here 
by counsel for appellant. 

It may be, as argued by counsel for appellant, that the registrant’s motor-gene- 
rator sets and appellant’s engine-driven lighting and power plants are not sold to 
the same class of purchasers, although there is no evidence of record to establish 
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that fact. Nevertheless, the generators upon which the registrant uses its mark 


may be, and probably are, sold to the same class of purchasers as are appellant’s 
power plants. 


It is suggested in the brief of counsel for appellant that as appellant and its 
predecessors have used the mark “Continental” on internal combustion engines since 
1902, such mark having been registered September 25, 1917, in the United States 
Patent Office for use on such engines (registration No. 118,628, renewed September 
25, 1937), and as such engines are essential parts of appellant’s power plants, the 
anomalous situation would be presented of appellant having the right to use its mark 
on its engines but not on those which form a part of its engine-driven lighting and 
power plants, should it be held that because of the registration of the Continental 
Electric Company, Inc. of its trade-mark “Continental Electric,” appellant is not en- 
titled to register its mark for use on its power plants. It is further suggested by 
counsel that, in view of appellant’s prior use and registration of its mark, the trade- 
mark registration of the Continental Electric Company, Inc. was improvidently 
issued. 

The validity of the trade-mark registration of the Continental Electric Company, 
Inc., is not an issue in this proceeding. So, regardless of the anomalous situation 
in which appellant finds itself, we are unable to hold on the record presented that the 
goods of appellant do not possess the same descriptive properties as those covered 
by the trade-mark registration of the Continental Electric Company, Inc. Accord- 
ingly, the decision of the Commissioner of Patents is affirmed. 





SYLVAIN ROSENGART (EUROMERICA MEDICAL PRODUCTS, INC., 
ASSIGNEE, SUBSTITUTED) v. OSTREX COMPANY, INC. 


United States Court of Customs and Patent Appeals 
May 3, 1943 
Cancellation No. 3626 


TRADE-M ARKS—CANCELLATION—‘“OSTREX” AND “OPTREX”—VALIDITY OF RECORDED ASSIGNMENT. 

In a suit to cancel the registration of the word “Optrex” used as a trade-mark for a liquid 

treatment for eye diseases, on the ground of petitioner’s use of the word “Ostrex” for a general 

health tonic, the fact that the registration of said word was duly assigned to appellee and the 

assignment duly acknowledged before the proper officer, recorded in the Patent Office held 

to make out a prima facie case, proving appellee’s ownership of the mark from the date of 
assignment. 


Appeal from a decision of the Commissioner of Patents upholding a petition for 
the cancellation of a trade-mark registration. Affirmed. For the Commissioner’s 
decision, see 31.T.-M. Rep. 475. 


Chas. R. Allen, of Washington, D. C., and Asher Blum, Hugo Mock and Alex 
Friedman, all of New York, N. Y., for appellant. 


Richard L. Underwood, of Washington, D. C., for appellee. 
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Before GARRETT, Presiding Judge, and BLaNnp, Hatrietp, LENroot, and 
Jackson, Associate Judges. 


BLAND, Judge, delivered the opinion of the court: 


This is an appeal from a decision of the Commissioner of Patents, affirming the 
decision of the Examiner of Interferences sustaining the petition of Ostrex Company, 
Inc., for cancellation of trade-mark registration No. 343,513, dated February 23, 
1937, in the name of Sylvain Rosengart, which is assigned to the appellant, Euro- 
merica Medical Products, Inc. The trade-mark sought to be cancelled is the notation 
“Optrex” for a “liquid treatment for diseases and affections of the eyes.” 

The petitioner-appellee relied upon registration No. 332,107, issued February 
4, 1936, to one Joseph Breyer for the mark “Ostrex Tonic” (the word “Tonic” 
being disclaimed) for a “general health tonic, in tablet form.” This mark was, by its 
registrant, duly assigned to appellee herein on July 7, 1936, and on July 11, 1936, 
said assignment was recorded in the United States Patent Office under the authority 
of section 10 of the Trade-Mark Act of February 20, 1905 (15 U. S.C. § 90). The 
instrument bears a notary public’s certificate of acknowledgment. 

Petitioner-appellee took no testimony in the instant case, but it was permitted, 
under Patent Office Rule 157, to use testimony taken in Oppositions No. 17,022 and 
17,302, Ostrex Company, Inc. v. Euromerica Medical Products, Inc., reported in 
31 T.-M. Rep. 475, 499 O. G. 792. In said opposition proceedings, appellant herein 
was denied registration of two new “Optrex” marks. Appellant there based its 
right to register the new marks upon its claimed ownership of the registered marks 
“Optraex” and “Optrex,” the latter of which is involved in this appeal. 

In said opposition proceedings, the petitioner-appellee herein relied upon its said 
registered mark “Ostrex.” The deposition of Joseph Breyer, the registrant of that 
mark, was introduced, and it shows that he was president of the Ostrex Company, 
Inc., and since 1934 had been doing business as the Ostrex Company ; that the com- 
pany is a corporation and at the time of testifying was using the “Ostrex’’ mark. 
The certificate of registration was introduced. Breyer testified that the mark had 
been sold to the Ostrex Company, Inc., and the deed of assignment from Joseph 
Breyer to the Ostrex Company, Inc., was offered in evidence and marked “Opposer’s 
Exhibit No. 6.” The said document, on its face, shows that the written assignment 
was duly recorded in the United States Patent Office in accordance with the provi- 
sions of said statute and that the assignment had been acknowledged before a notary 
public. 

Much of the testimony introduced by the opposer in the said opposition proceed- 
ings is objected to by appellant here as being hearsay in character. On this question 
the Commissioner of Patents said: 


.. . Apparently, the examiner considered only such portions of the testimony as were 
relevant and material, and I have done likewise. In so doing I have necessarily excluded 
from consideration all evidence to which counsel now object as hearsay, because it has no 
bearing upon any issue here presented. In so far as relevant and material, it was properly 
used under the express terms of the rule. 


Appellant’s main contention here is to the effect that a naked assignment of a 
registered trade-mark, without proving the execution of the assignment, is not suffi- 
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cient to show the ownership or use of the mark at the time of filing the petition for 
cancellation. 

The Examiner of Interferences held that the opposition proceedings “related to 
substantially the same issues and upon the record here presented the nature thereof 
may only be ascertained from the rulings made by the examiner and the commis- 
sioner in Opposition No. 17,022, copies of which rulings accompanied petitioner’s 
brief.” 

The question of failing to prove ownership of the “Ostrex’’ mark seems not to 
have been seriously considered before the examiner, but it was pressed before the 
commissioner, and he held that the rulings in the opposition proceedings were res 
judicata of the question of ownership of the marks. He further held that, regardless 
of the former judgment, appellant’s registration should be cancelled upon the merits 
of the question. 

No issue was there raised or is here raised with reference to the confusing 
similarity between the marks “Ostrex” and “Optrex,” nor is it questioned but that 
the goods upon which the marks are used are of the same descriptive properties, and 
we deem it unnecessary to discuss this phase of the case. 

The commissioner’s decision reads in part as follows: 


Respondent points out that the instant proceeding was commenced some two years 
after petitioner’s testimony was taken, and contends that petitioner thus failed to establish 
use of its mark at or about the time the petition to cancel was filed. In support of this 
contention is cited the case of Old Monk Olive Oil Co. v. Southwestern Coca-Cola Bottling 
Co., 118 Fed. (2d) 1015, [31 T.-M. Rep. 203], where it was held by the Court of Customs 
and Patent Appeals that testimony taken five years before a petition for cancellation was 
filed did not prove use of the petitioner’s unregistered trade-mark at the time of filing. The 
case is not in point, for the reason that the present petitioner’s mark is registered. There 
being no evidence to the contrary, its registration proves ownership, and ownership implies 
use. Ely Walker Dry Goods Co. v. Sears, Roebuck & Co., 24 C. C. P. A. 1244, 90 Fed. 
(2d) 257. Respondent challenges the sufficiency of petitioner’s proof that it owns the regis- 
tration here in question, but in my opinion such ownership is amply established. 

For the reason stated the decision of the examiner of interferences is affirmed. 


On the question raised by appellant with reference to the alleged failure to prove 
the legal execution of the assignment from Joseph Breyer to the Ostrex Company, 
Inc., we are of the opinion that, in view of the statute on the subject of trade-mark 
assignments and of the provisions for recording assignments in the Patent Office, 
the introduction of such assignment under the circumstances shown in this record 
made a prima facie case, proving that the ownership of said mark was in appellee 
from the date of its assignment. A similar question was before this court in The 
Goodyear Tire & Rubber Co. v. C. Kenyon Co., Inc., 19 C. C. P. A. (Patents) 
1037, 56 F. (2d) 670 [22 T.-M. Rep. 212]. We there said: 


Only the appellee took testimony in the case, but appellant filed printed copies of a 
number of its registrations with certified copies of the abstracts of title thereto. 
These are deemed sufficient to establish ownership of the marks claimed by appellant. 


To hold that the execution of an assignment of a trade-mark, where the assign- 
ment was acknowledged and duly recorded in the Patent Office in accordance with 
law, had to be proved, it seems to us, might result in very great hardships. The 
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execution of many such assignments could not possibly be proved by any living 
witness. The assignment may not be conclusive upon such fact when questioned, 
but such a document as we have described here, we think, should be sufficient to 
make a prima facie case of ownership of the mark so assigned. The cases relied 
upon by appellant are either not in point or are not controlling. 

Section 16 of the Trade-Mark Act of February 20, 1905 (15 U. S. C. § 96) pro- 
vides, among other things: 


That the registration of a trade-mark under the provisions of this act shall be prima 
facie evidence of ownership... 


Appellant argues, in effect, that while the statute makes registration prima facie 
evidence of ownership of the mark by the party who registered it, unless the assign- 
ment is properly proved, no title in the assignee is shown. It seems to us that where 
a mark has been duly registered and assigned and the assignment is acknowledged 
before a proper officer and recorded in the manner and place provided for by the 
statute, it properly shows a transfer of title and makes a prima facie case that the 
mark, on and after the date of the assignment, is owned by the assignee. One who 
owns a mark is presumed to be using it because a mark ceases to be owned when 
it is not used in connection with a business, and if the registration is prima facie 
evidence of ownership and use, it would seem to follow that an assignment of the 
same, made and recorded in accordance with the statute, gives further evidence of 
use or negatives abandonment of the mark. We think the commissioner properly 
held: 


.... There being no evidence to the contrary, its registration proves ownership, and owner- 
ship implies use. Ely Walker Dry Goods Co. v. Sears, Roebuck & Co., 24 C. C. P. A. 1244, 
90 Fed. (2d) 257.... 


Section 10 of the Trade-Mark Act of February 20, 1905 (15 U. S. C. § 90) 
provides as follows: 


That every registered trade-mark and every mark for the registration of which appli- 
cation has been made, together with the application for registration of the same, shall be 
assignable in connection with the good will of the business in which the mark is used. 
Such assignment must be by an instrument in writing and duly acknowledged according 
to the laws of the country or State in which the same is executed; any such assignment 
shall be void as against any subsequent purchaser for a valuable consideration, without 
notice, unless it is recorded in the Patent Office within three months from date thereof. 
The commissioner shall keep a record of such assignments. 


The comparable statute relating to patent assignments, R. S. § 4898 (35 U.S.C. 
§ 47) reads: 


Every patent or any interest therein shall be assignable in law by an instrument in writ- 
ing, and the patentee or his assigns or legal representatives may in like manner grant and 
convey an exclusive right under his patent to the whole or any specified part of the United 
States. An assignment, grant, or conveyance shall be void as against any subsequent pur- 
chaser or mortgagee for a valuable consideration, without notice, unless it is recorded in 
the Patent Office within three months from the date thereof or prior to such subsequent 
purchase or mortgage. 

If any such assignment, grant, or conveyance of any patent shall be acknowledged be- 
fore any notary public of the several States or Territories or the District of Columbia, 
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or any commissioner of any court of the United States for any District or Territory, or 
before any secretary of legation or consular officer authorized to administer oaths or per- 
form notarial acts under section 1750 of the Revised Statutes (U. S. C., title 22, sec. 131), 
the certificate of such acknowledgment, under the hand and official seal of such notary or 


other officer, shall be prima facie evidence of the execution of such assignment, grant, or 
conveyance. 


Where a trade-mark has been registered and assigned, the assignment being ac- 
knowledged before a proper officer in accordance with the statute and placed of 
record agreeable to the provisions of the statute, such assignment should be regarded 
as prima facie evidence of the assignee’s ownership of the mark. If such an instru- 
ment is introduced in evidence, in our opinion it is sufficient proof upon which to 
base a claim of ownership and use of a mark in a proceeding such as at bar. In this 
view we are supported by the weight of authority, and it seems that, for the most 
part, the question as to whether an assignment of a trade-mark is prima facie evi- 
dence of its execution depends upon whether or not it has been duly acknowledged 
before an authorized officer and thereafter recorded in accordance with the statute. 


In 1 C. J. S. 810 we find the following: 


Ordinarily, under the statutes, a duly executed certificate of acknowledgment is prima 
facie evidence of the due execution and delivery of the instrument, although not conclusive. 

A certificate of acknowledgment by a duly authorized officer or a certificate of acknowl- 
edgment together with the recording is prima facie evidence of due execution of the instru- 
ment acknowledged, which may be sufficient to support a finding of due execution as against 
contradicting parol evidence. So, where a certificate of acknowledgment states that the 
grantor acknowledged the deed, it is some proof of the genuineness of his signature. .. . 


Walker on Patents, Vol. 2, pp. 1406-1407, has the following to say in connection 
with patent assignments (a number of authorities are cited) : 


Though an assignment, grant, or conveyance is fully executed by the signature of the 
assignor . . ., its subsequent proof is facilitated by a certificate of acknowledgment, made 
by a notary public or other magistrate, under the statute; for such a certificate is prima 
facie evidence of the genuineness, and of the execution, of the assignment, grant, or con- 
veyance to which it is attached or otherwise made applicable. .. . 


It is true, Walker was there speaking particularly of patent assignments, and it 
has been pointed out that the language of R. S. § 4898, supra, relating to certificates 
being prima facie evidence of the execution of the assignments, was directed toward 
patent assignments only, while section 10 of the Trade-Mark Act of February 20, 
1905, supra, with which we are more particularly concerned here, differs in some 
respects from the patent assignment statute. It also appears that the Patent Office 
tribunals have at times called attention to this difference in the language employed in 
the two statutes devoted to assignments. See Anacin Company v. Wm. S. Merrell 
Company [30 T.-M. Rep. 90], H. D. Bob Company, Inc. v. Kresge Department 
Store, 35 U.S.P.Q. 32. We think that, regardless of any inference that may be drawn 
from the fact that Congress used different language in the two provisions, it should 
be held that a document such as the one at bar, when introduced in evidence, is 
prima facie evidence of its execution. This holding, we think, is abundantly sup- 
ported by the weight of authority. For a somewhat related discussion on patent 
assignments, see Wigmore on Evidence, § 1657. 
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Appellant contends that the commissioner erred in holding that the issues in the 
instant cancellation proceeding were res judicata by reason of the former opposition 
proceedings, and that he also erred in holding that “even though the former judg- 
ment be disregarded,” the registered mark “Optrex” should be cancelled upon the 
merits. In view of the fact that we are in agreement with the conclusion of the com- 
missioner that the mark “Optrex” should be cancelled upon the merits of the case 
as shown by the instant record, it is not necessary for us to pass upon the correctness 
of the commissioner’s ruling on the subject of res judicata. 

On the question of the duty of the petitioner for cancellation to prove the use 
of its mark at the time of filing the petition, appellant relies to a great extent upon 
the decision of this court in Old Monk Olive Oil Co. v. Southwestern Coca-Cola 
Bottling Co., etc., 28 C. C. P. A. (Patents) 1091, 118 F. (2d) 1015 [31 T.-M. Rep. 
203], in which we referred to our ruling in Model Brassiere Co., Inc. v. Bromley- 
Shepard Co., Inc., 18 C. C, P. A. (Patents) 1294, 49 F. (2d) 482 [21 T.-M. Rep. 
382]. Even a superficial examination of the facts involved there shows that they 
are not on all fours with the facts presented here. In neither of those cases were 
we speaking of a registered mark. Moreover, in the Old Monk Olive Oil Co. case, 
there was no attempt to show a use of the mark or the right to use it during the 
period beginning five or six years before the cancellation proceedings were instituted. 
The facts are different here. The incorporated record shows that the registered 
mark “Ostrex” was, by the registrant (who was president of the Ostrex Company), 
transferred to his company a little over three years prior to the filing of the instant 
petition for cancellation, but during approximately two years of the intervening time 
the opposition proceedings hereinbefore spoken of were in progress, and those pro- 
ceedings were based upon the Ostrex Company’s ownership and use of its said 
registered mark. 

As to appellant’s contention that much of the evidence in the record is hearsay, it 
seems to us that it is sufficient to say that such hearsay matters were not given 
consideration by the tribunals below and that appellant has not been injured in any 
manner by the inclusion of the same in the instant record. 

We are of opinion that the commissioner did not err in holding upon the merits 
of the controversy that appellant’s mark should be cancelled, and his decision so hold- 
ing is affirmed. 


LENROOT, J., concurs in the conclusion. 


a —— 
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IN THE MATTER OF APPLICATION OF LAMSON & CO., INC., 
DOING BUSINESS AS ELMWOOD FARM CO. 


United States Court of Customs and Patent Appeals 
May 3, 1943 
Serial No. 431,363 


TRADE-MARKS — REGISTRATION—“ELMWOOD FARM” FoR Pouttry Propucts — GEOGRAPHICAL 
TERM. 
The words “Elmwood Farm,” used as a trade-mark for certain poultry products, such 


as canned chicken, egg noodles, chicken fricassee and chicken soup, held merely geographical, 
and hence unregistrable. 


TRADE-M ARKS—DESCRIPTIVE AND GEOGRAPHICAL TERMS—REGISTRABILITY. 


Geographical and descriptive terms held to be in the same category with respect to regis- 
trability. 


Appeal from a decision of the Commissioner of Patents refusing to register a 
trade-mark. Affirmed. For the Commissioner’s decision, see 31 T.-M. Rep. 479. 


Edward G. Fenwick, of Washington, D. C., for applicant. 
R. F. Whitehead, of Washington, D. C., for the Patent Office. 


Before GarreETT, Presiding Judge, and BLAND, HaAtTFieLp, LENRooT and 
Jackson, Associate Judges. 


GarrETT, Presiding Judge, delivered the opinion of the court. 


This is an appeal from the decision of the Commissioner of Patents affirming the 
decision of the Examiner of Trade-Marks denying the application of appellant for 
registration, under the Trade-Mark Act of 1905, of the notation “Elmwood Farm” 
as a trade-mark for “Canned Chicken, Egg Noodles and Chicken, Chicken a la King, 
Chicken Fricassee, Chicken Shortcake, Sandwich Spread, Chicken Broth, Chicken 
Soup with Noodles, and Chicken in Glass.” 

The basis of the rejection is that the term “Elmwood,” which was held to be the 
dominant feature of the mark, is merely a geographical name and hence falls within 
the inhibition of the language in the second proviso of section 5 of the 1905 Trade- 
Mark Act which reads, “That no mark which consists .... of .... merely a geo- 
graphical name or term, shall be registered under the terms of this Act (15 U. S. 
C. A. § 85). 

The examiner, after holding “Elmwood” to be the dominating feature of the 
mark, said: 


“Elmwood” as a single word is geographical, being the name of several towns, one of 
which is incorporated and located in Hartford County, Connecticut. 


And added: 


Further, the word “Farm” is considered to be publict juris, and has been so construed 
by this office. When the word “Farm” has been presented associated with a geographical 
term, such marks have been registered under the Act of 1920. 
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The finding of fact as to “Elmwood” being the name of a number of towns is not 
disputed by appellant, but it is insisted, first, that the commissioner erred in dissect- 
ing the mark “and refusing registration by reason of the alleged geographical char- 
acter of the word “Elmwood,” and, second, “in holding that the word ‘Elmwood’ 
is merely geographical within the meaning of the trade-mark statute.” 


In his decision the Commissioner said, inter alia: 


There are a few old cases, some of which are cited in the brief, lending support to the 
argument that the association of an arbitrary term with a geographical word results in a 
combination which is not “merely” geographical, within the meaning of the statute, and 
that such a mark may be registered. 


He then pointed out, quoting from the statute, that geographical words and 
descriptive words are placed in precisely the same category with respect to registra- 
tion “so that the question of their registrability is necessarily governed by the same 
considerations” and cited the decision of this court in the case of Jn re American 
Cyanamid & Chemical Corporation, 26 C. C. P. A. (Patents) 712, 99 F. (2d) 964, 


as containing “a complete answer to applicant’s argument.” 


In that case the applicant sought to register, under the act of 1905, the notation 
“Gypsteel gypsum Plank” as a trade-mark for reinforced slabs composed of cementi- 
tious material. The word “gypsum” was disclaimed in the application, but the appli- 
cant declined to acquiesce in the requirement that the word “Plank” be disclaimed 
also. The applicant there not only insisted that “Plank” was not “merely descrip- 
tive,” but that the question of its descriptiveness standing alone was not at issue. 
In other words, it was contended that, in order to fall within the inhibition of the 
statute, it was required that the composite mark taken as a whole must be found 
to be merely descriptive and that since “Gypsteel” was not descriptive (and was 
the subject of another registration) no such finding was tenable. 

In our decision we cited and reviewed many cases, found, for the reasons stated, 
that the word “Plank” was descriptive of the applicant’s product and sustained the 
action of the commissioner in denying the registration sought. 


We agree with the commissioner’s construction of the statute, as stated above, to 
the effect that geographical words and descriptive marks are in the same category 
with respect to registrability. This is clear, as appears from the language reading: 


That no mark which consists merely . . . in words or devices which are descriptive of 
the goods with which they are used, or of the character or quality of such goods, or merely 
a geographical name or term, shall be registere*? “nder the terms of this Act. 


No question relating to disclaimer is in\ Uived here, since appellant did not dis- 
claim any part of the mark, but, in view of the character and meaning of the word 
“Farm,” we agree with the holding of the commissioner to the effect that a dis- 
claimer of that portion of the mark would not affect the situation here because 
“Elmwood” is clearly the dominant part of the mark. 

So, the only question is whether the term “Elmwood” is merely geographic. 
Appellant contends that it 


Clearly has a meaning entirely independent of and predominating over any geographical 
significance that it may have. The word is obviously a combination of two accepted dic- 
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tionary words, “Elm” and “Wood,” and particularly as used in association with the word 


“Farm,” the word “Elmwood” carries the idea of these constituent words “Elm” and 
“Wood.” 


Appellant itself thus dissected the dominant part of its mark. The commissioner 
said : 


Applicant suggests that “Elmwood” is not “merely” geographical, because it is formed 
by combining the two words “elm” and “wood,” and hence means the wood of the elm 
tree. So far as I am aware, however, the single word is never used in that sense, and 
possesses none other than a geographical significance. 

We agree with the finding so made. 

The several cases cited in the brief filed on behalf of appellant have been ex- 
amined, but we find nothing in them which would, in our opinion, justify a conclu- 
sion different from that reached by the commissioner, which is particularly in accord 
with the reasoning in numerous decisions made during comparatively recent years. 

One of the cases referred to in appellant’s brief is that of In re Plymouth Motor 
Corporation, 18 C. C. P. A. (Patents) 838, 46 F. (2d) 211 [21 T.-M. Rep. 157], 
in the decision of which this court indicated that the term “Plymouth” had acquired a 
secondary meaning which rendered it something more than a “merely geographic”’ 
word. Our grant of the application there, however, did not rest upon that sugges- 
tion alone, and in the later case of In re Canada Dry Ginger Ale, Inc., 24 C. C. P. A. 
(Patents) 804, 86 F. (2d) 830 [27 T.-M. Rep. 83], we overruled the decision in 
the Plymouth Motor Corp. case, supra, so far as it rested in any part upon the matter 
of secondary meaning, or was inconsistent with a decision of ours in the case of 
Barber Colman Co. v. Overhead Door Corporation, 20 C. C. P. A. (Patents) 1118, 
65 F. (2d) 147 [23 T.-M. Rep. 251]. 

We have deemed it proper to again direct attention to the foregoing decisions 
(they have been recited in other cases) to the end that those interested may under- 
stand that what was said with respect to “secondary meaning” in the Plymouth 
Motor Corp. case, supra, is not to be relied upon as a basis for securing the registra- 
tion of trade-marks under the act of 1905. 

In the instant case the decision of the Commissioner of Patents is affirmed. 





DECISIONS OF THE COMMISSIONER OF PATENTS 
Appeal from Refusal to Register 


President of applicant company not a party to proceeding 


Fraser, F. A. C.: Dismissed an appeal by one Henry Fort Flowers from the 
refusal of the Examiner of Trade-Marks to register a mark upon the application 
of Differential Steel Car Company, of Findlay, Ohio. He said: 

Mr. Flowers is president of the applicant corporation, but he is not a party to this pro- 


ceeding, and in his personal capacity has no legal interest therein. Clearly, he is without 
right to prosecute the appeal.’ 





1. Ex parte Differential Steel Car Company, Ser. No. 418,140, 166 M. D. 141, March 25, 
1943. 
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Conflicting Marks 


“Groees” and “Gro-Shoe” 


Fraser, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of R. H. Macy & Co., Inc., of New York, N. Y., 
to the application of Farr Bros. Co., Inc., of Allentown, Pa., for registration of a 
trade-mark claimed to have been used since August 1, 1940. 


Applicant’s mark comprises the expression “Groees,” the letters of which are 
individually inclosed within irregularly arranged rectangular borders ; a representa- 
tion of the soles of a pair of feet ; and the disclaimed notation “Room to Grow from 
Heel to Toe.” Applicant’s goods are described in the application as 


Boys’, girls’, misses’, children’s and infants’ shoes made of leather, rubber, and fabric, 
and/or combinations of said materials. 


Opposer relied upon its ownership of a trade-mark registered December 9, 1924, 
for “children’s and boys’ and girls’ shoes of leather, rubber, fabric, and combina- 
tions.” The registered mark is the notation “Gro-Shoe,” with the picture of a 
tree separating the two words. The word “Shoe” is disclaimed in the registration. 

Several specific contentions were raised before the First Assistant Commissioner 
by the applicant. The First Assistant Commissioner discussed these contentions 
as follows: 


Applicant contends that the goods of the parties are “specifically different,” because 
opposer’s shoes are said to be “orthopedically constructed” and great care is taken in cor- 
rectly fitting such shoes to the foot of the purchaser. However, as described in opposer’s 
registration and in the opposed application, the goods are substantially identical and must 
be so considered for the purposes of this proceeding. 


In arguing that confusion is unlikely, applicant points to the fact that opposer’s shoes 
are sold only by its own store. But it cannot be presumed that all purchasers are familiar 
with that fact, and it seems to me that many of opposer’s customers may be expected to 
assume that shoes sold at other stores under marks confusingly similar to opposer’s mark 
are of the same origin as opposer’s shoes. 


Applicant insists, and properly so, that in comparing the marks they should not be 
dissected, but must be considered in their entirety. But that does not mean that the marks 
may not be analyzed “to determine which portion of a mark would be considered by pur- 
chasers as the dominant feature indicating origin.” Jn re Sears, Roebuck and Co. 
[C. C. P. A.], 132 Fed. (2d) 341, 547 O. G. 397. 


The First Assistant Commissioner concluded that the marks of the parties are 
confusingly similar, saying : 


‘The marks here involved differ considerably in appearance; but the only nondisclaimed 
word features are “Gro” and “Gro-ees,” respectively, and in conversation those are the fea- 
tures by which the goods would probably be designated. To that extent, at least, it is 
obvious that the concurrent use of the two marks on identical merchandise would be 
reasonably likely to lead to confusion, and that opposer would thus be damaged by‘ the 
proposed registration.” 


‘ ae H. Macy & Co., Inc. v. Farr Bros. Co., Inc., Opp’n No. 21,186, 166 M. D. 128, March 
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“Vitamiles” and “Vitabuild” 


Fraser, F. A. C.: Reversed the decision of the Examiner of Trade-Mark In- 
terferences and thereby sustained the petition of Foley & Company, of Chicago, IIl., 
to cancel trade-mark registration No. 390,138, issued September 9, 1941, upon an 
application filed April 21, 1941, to Miles Laboratories, Inc., of Elkhart, Ind. Re- 
spondent’s mark is the word “Vitamiles,’”’ and the goods named in its registration are 
“vitamin tablets.” The petition to cancel was based upon petitioner’s ownership 
of the trade-mark “Vitabuild,” registered April 5, 1938, for “vitamin compound 
of vitamins A, B, D, and G for general tonic use.’”” Both registrations were effected 
under the provisions of the act of February 20, 1905. 

In holding that there would be no likelihood of confusion between the trade- 
marks involved, the Examiner of Trade-Mark Interferences said: 


Admittedly, the first syllables, namely “Vita,” are identical; however, considering the 
nature of the goods to which the marks are applied, namely, vitamin preparations, the Exam- 
iner is of the opinion that purchasers of these products would understand that “Vita” is 
merely an abbreviation of “vitamin” and would give less consideration thereto in deter- 
mining origin than would be given to a wholly arbitrary term such as the last syllables of 
the respective marks. 


The first Assistant Commissioner disagreed with this position of the Examiner. 
He stated: 


The marks . . . must be considered in their entirety. If, when so considered, they 
appear to be confusingly similar, it is immaterial that a portion of either or both may be 
suggestive, or even descriptive. Petitioner must be presumed to own its mark as regis- 
tered, and if that mark is so nearly resembled by respondent’s mark as to be likely to cause 
confusion or mistake in the mind of the public or to deceive purchasers, respondent was 
not entitled to the use of its mark at the date of its application for registration thereof, and 
the statute requires that “the Commissioner shall cancel the registration.” 

In view of the fact that the goods of the parties are substantially identical, coupled 
with the presumption, which I think is warranted, that they are sold over the same counters 
to the same class of purchasers to be used for the same purposes, it is my opinion that 
the words “Vitamiles” and “Vitabuild” are too nearly alike in appearance and in sound to be 
used concurrently as trade-marks for such goods without likelihood of confusion. Each 
is a three-syllable word containing nine letters. The first two syllables are common to 
both, and the third syllables have two letters in common. Moreover, their similarity in 
appearance is greatly enhanced by the fact that, as registered, both marks are printed in 
condensed Gothic capitals which are so nearly the same as to be practically indistin- 
guishable. 


In its answer to the petition for cancellation, respondent pleaded a long list of 
alleged registrations for various products of marks which include the term “vita.” 
Respondent urged that these registrations 


show that by reason of the existence of a large number of marks in which the syllables 
“vita” are included, the public does not rely on those syllables as indicating the origin of 
goods bearing marks including such syllables. 


However, because such registrations were not introduced in evidence, the First 
Assistant Commissioner stated that they might not properly be considered, citing 
Langedorf United Bakeries, Inc. v. General Foods Corporation, 29 C. C. P. A. 
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831, 125 Fed. (2d) 159 [32 T.-M. Rep. 137]. The First Assistant Commissioner 
added that, even were they in the record, they would not be helpful to respondent's 
case, and cited Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 Fed. (2d) 752, 
and Pepsodent Co. v. Comfort Manufacturing Co., 23 C. C. P. A. 1224, 83 Fed. 
(2d) 906 [26 T.-M. Rep. 481]. 

It was also contended by respondent that petitioner, having taken no testimony, 
had failed to prove itself injured by the registration of respondent’s mark, because 
there was no proof that petitioner was using its own mark at the time the petition 
was filed. This contention the First Assistant Commissioner treated as follows: 


Paragraph 2 of the petition reads: 

“Petitioner has adopted and used in its business the trade-mark ‘Vitabuild’ and peti- 
tioner is now and has continuously since the adoption been the owner of registered trade- 
mark No. 355,905 of April 5, 1938, for the trade-mark ‘Vitabuild’ on a vitamin compound 
of vitamins A, B, D, and G for general tonic use.” 

Respondent answered this allegation in the following language: 

“Answering paragraph 2 of the petition to cancel, registrant admits the issuance of 
registration No. 355,905 dated April 5, 1938, but registrant has no knowledge as to the 
other allegations of said paragraph and therefore denies the same.” 

In other words, respondent admits the issuance of the registration pleaded, but denies 
petitioner’s ownership and use of the registered mark. As pointed out by the Court 
of Customs and Patent Appeals in Ely & Walker Dry Goods Co v. Sears, Roebuck & Co., 
24C. C. P. A. 1244, 90 Fed. (2) 257, [27 T.-M. Rep. 462] registration of a mark under the 
act of 1905 is prima facie evidence of ownership, and ownership implies use. And while 
that was an opposition proceeding, “similar rules, insofar as the same may be applicable, 
having in mind the nature of such proceedings, are applicable in opposition and cancela- 
tion proceedings.” Derby Oil Co. v. White Star Refining Co., 20 C. C. P. A. 816, 62 
Fed. (2d) 984; American Cyanamid Co. v. Synthetic Nitrogen Products Corp., 19 
C. C. P. A. 1235, 58 Fed. (2d) 984. There being no evidence to the contrary, the fact 
that petitioner was using its mark at or about the time of filing its petition to cancel 
is thus sufficiently established by the record.® 


Two pictorial marks containing funny faces 


Van ArspDALe, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing to Nutter Bros., of Sanford, Me., the registration for which said applicant 
had applied. 

Registration was refused in view of a prior registration to another. Applicant’s 
mark and the mark of the prior registration were compared by the Assistant Com- 
missioner in the following manner: 

Both applicant’s mark and the mark of the cited registration are applied to apples. 

Both of these marks have as their dominant feature the representation of an apple dis- 

played as a caricature of a man’s face or head adorned with a crown. Alongside of the 


pictorial feature of applicant’s mark are the word’s “King Krunch,” and in a similar posi- 
tion in the mark of the registration are the words “Apple King—A Royal Pack.” 


In finding these marks to be confusingly similar, the Assistant Commissioner 
said : 


‘ “4 Foley & Company v. Miles Laboratories, Inc., Can. No. 3944, 166 M. D. 134, March 16, 
43. 
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The funny faces pictured in the marks are outstanding therein and are so similar 
that notwithstanding the difference in the words appearing alongside the caricatures it is 
my opinion the marks as a whole are so similar in appearance that their concurrent use on 
the identical goods to which they are applied would be likely to cause confusion and mis- 
take in the mind of the public and to deceive purchasers. That confusing similarity between 
marks may result from their similarity in appearance although the marks may include 
different words is well established. American Fruit Growers v. Michigan Fruit Growers, 


17 C. C. P. A. 906, 38 F. (2d) 696, 393 O. G. 789.4 


“Ox-O-Ment” and “Oxo-Ate” 


Fraser, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of Smith, Kline & French Laboratories, of Phila- 
delphia, Pa., to the application of Cliff C. Owen, of Salisbury, N. C., for registra- 
tion of the notation ““Ox-O-Ment” as a trade-mark for “a preparation for acid in- 
digestion, gas, heartburn, sour stomach and the like.” This mark was claimed to 
have been used since January 1, 1940. 

Opposer relied upon its ownership of the trade-mark “Oxo-Ate,” registered 
July 24, 1928, for “medicine for the treatment of arthritis.” 

The First Assistant Commissioner agreed with the Examiner of Interferences 
that the goods of the parties are goods of the same descriptive properties. He said: 

The case was submitted on a stipulation in lieu of testimony, from which it appears 
that applicant’s product is in powder form and is sold over the counter to the general public, 
and that opposer’s product is in tablet form and is sold over the counter and also on 
prescription. Both are stock remedies of a character usually to be found in drug stores; 
and while they are intended for the treatment of different ailments, judicial notice may 
be taken of the fact that they are sold to the same general class of purchasers. It is asserted 

in applicant’s brief that the price per package of his own goods is ten cents, and that the 

price of opposer’s goods is “around sixty cents.” I find nothing in the record to indicate 

the price of opposer’s goods; but even if applicant’s statement be accepted as correct, it is 


obvious that both items are marketed in small containers and are comparatively inexpen- 
sive. 


The First Assistant Commissioner also concluded that opposer might be damaged 
by the registration of applicant’s mark. He stated: 
Both marks are printed in conventional capital letters. Each contains three syllables, 
the first two in common. There is a difference in the last syllables, but even so the marks 
as a whole are quite similar in appearance and also in sound. Moreover, in so far as the 
record discloses, both are purely arbitrary, and are thus more likely to be confused 
than if they were “made up of ordinary words used in everyday conversation.” The Bon 


Ami Co. v. McKesson & Robbins, Inc., 25 C. C. P. A. 826, 93 Fed. (2d) 915 (28 T.-M. 
Rep., 87].° 


“C. R. A.” and “Cutting Room Appliances” 


Fraser, F.A.C.: Reversed the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition of Maximilian Breth, of New York, N. Y., to 
the application of Cutting Room Appliances Corp., also of New York, N. Y., for 
registration of a trade-mark, thereby sustaining the opposition. The First Assist- 





4. Ex parte Nutter Bros., Ser. No. 477,886, 166 M. D. 131, March 3, 1943. 


5. Smith, Kline & French Laboratories v. Cliff C. Owen, Opp’n No. 20,857, 166 M. D. 139, 
March 23, 1943. 
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ant Commissioner affirmed the action of the Examiner in refusing the registration 
applied for on the ground that applicant’s mark is descriptive of the goods to which 
it is appropriated. 

The mark sought to be registered consists in the three letters “C. R. A.” The 
goods set forth in the application are 


silk and woolen unwinders, cloth laying and spreading machines, clamps, pin bars, and 
pattern hangers for use in cutting rooms of clothing manufacturers to facilitate inspection, 
treatment and cutting of cloth material. 


In his decision the First Assistant Commissioner set out the basis of opposition 
and discussed the questions of descriptiveness and damage as follows: 


Opposer deals in identical merchandise. He has never used the letters “C. R. A.,” 
alone, in connection with his merchandise; but for approximately a quarter of a century 
immediately preceding applicant’s entry in the field, he had described his goods as “cutting 
room appliances.” No other dealer had ever employed this expression; and its persistent, 
extensive and exclusive use by opposer had made it synonymous in the trade with the 
name of his business. 

Opposer had a salesman named H. Walter Gilbert, who is now an officer of the appli- 
cant corporation, and appears to have been instrumental in its organization. I cannot 
escape the conviction that the prime motive of Mr. Gilbert and his associates in selecting 
the corporate name of this new concern was to confuse customers as to the origin of appli- 
cant’s products, and thereby to share in the good will of opposer’s business. At any rate, 
that would seem to have been the inevitable result. 

Applicant’s trade-mark “C. R. A.,” when displayed in association with applicant’s name, 
can have no other meaning than “cutting room appliances ;” and as pointed out by the 
Examiner, applicant in its advertising has assiduously taught the public to regard the 
mark as having that significance. It is true that much of this advertising occurred after 
the filing of the application to register, but it is nonetheless persuasive evidence of appli- 
cant’s intent from the outset to render the mark equivalent to the words. 

The argument of applicant’s counsel on this phase of the case is summarized in his 
brief on appeal as follows: 

“Applicant’s trade-mark ‘C. R. A.’ has never been used in the trade as a descriptive 
phrase. The argument of the Examiner of Interferences that applicant itself has rendered 
the mark ‘C. R. A.’ descriptive by teaching the public that it stands for the descriptive 
phrase ‘cutting room appliances’ is erroneous. What applicant did was merely to suggest 
its trade-mark in its corporative name and its corporative name in its trade-mark.” 

Manifestly, that is a distinction without a difference, because applicant’s corporative 
name is also the name of the goods with which the mark is used, and to suggest the cor- 
porate name is thus necessarily to suggest the goods. 

Having used the descriptive expression “cutting room appliances,” and having the 
undoubted right to continue such use, it is my opinion that opposer would be damaged 
by the registration to applicant of a mark possessing “the same significance in the trade.” 
Burmel Handkerchief Corporation v. Cluett, Peabody & Co., 29 C. C. P. A. 1024, 127 
Fed. (2d) 318 [32 T.-M. Rep. 306]. While he did not expressly so state, the Examiner 
seems to have taken the view that the issue of descriptiveness was not raised by the notice 
of opposition. There is no direct allegation in the notice that “cutting room appliances” 
is descriptive of opposer’s goods; but its use is alleged, and the goods are named, and the 
fact of descriptiveness is obvious. I think the pleading is sufficient to support a judgment 
sustaining the opposition on that ground.® 





6. Maximilian Breth v. Cutting Room Appliances Corp., Opp’n No. 20,872, 166 M. D. 137, 
March 20, 1943. 
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“Big Green” and “Green Giant” 


VaN ArspDALE, A.C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences granting the petition filed by Minnesota Valley Canning Company, of 
LeSueur, Minn., for cancellation of a registration obtained by Oconomowoc Can- 
ning Co., of Oconomowoc, Wis., under the act of March 19, 1920, of a mark con- 
sisting of the words “Big Green” above a picture of a cluster of open pea pods for 
canned peas. 

The Examiner granted the petition for cancellation in view of three prior regis- 
trations issued and owned by petitioner. One of these registrations is of the words 
“Green Giant” alone and the other two registrations are of marks which feature the 
words “Green Giant” in association with a fanciful picture. Each of these three 
registrations names canned peas as the goods. 

The Assistant Commissioner stated that the sole question on appeal was whether 
respondent’s mark is or is not confusingly similar to the marks of petitioner’s regis- 
trations. He concluded that the marks of the parties are confusingly similar and 
in support of that conclusion said: 


As pointed out by the Examiner the goods are relatively inexpensive and are apt to 
be purchased with no more than a casual discrimination and care and accordingly with 
only casual attention to the trade-marks applied thereto. 

The words “Big Green” describe the peas as being large and green and the words 
“Green Giant” have the same suggestive meaning. The differences between the marks are 
noted when the marks are considered in their entireties they are, in my opinion, so dom- 
inated by the respective expressions “Big Green” and “Green Giant” and these expres- 
sions are so similar in appearance and sound and so alike in denotation that their concur- 
rent use on the goods to which they are applied would be likely to cause confusion and 
mistake in the mind of the public and to deceive purchasers.’ 


“Collie King” and “R. King” 


Fraser, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration to The American Fork & Hoe Company, of Cleveland, Ohio, of 
the notation “Collie King” as a trade-mark for various hand tools. The Examiner 
refused registration in view of the prior registration to another, for substantially the 
same goods, of three marks consisting in or comprising the handwritten name “R. 
King.” One of these marks, the First Assistant Commissioner said, is dominated 
by the additional notation, printed in conventional capital letters not unlike those of 
applicant’t mark, “King’s Superior Tools.” All three registrations, he further said, 
were issued under the ten-year proviso of section 5 of the act of February 20, 1905. 

The First Assistant Commissioner found the aes mark and the registered 
marks to be confusingly similar. He said: 


“King” and “King’s” as employed in these registrations are, of course, surnames, 
while applicant’s mark as a whole has no such significance. However, “significance of 
marks is not the only factor to be considered, for appearance and sound are equally im- 
portant.” Kroger Grocery & Baking Co. v. Blue Earth Canning Co., 24 C. C. P. A. 1098, 
88 Fed. (2d) 725. The word “King” is a prominent feature of applicant’s mark, and in 


7. Minnesota Valley Canning Company v. Oconomowoc Canning Co., Canc. No. 3696, 166 
M. D. 145, April 3, 1943. 
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view of the identity of the merchandise involved renders the mark as a whole too nearly 
similar to each of the registered marks to be used in trade without likelihood of confusion. 
Applicant claims to have used this mark for many years, and asserts that no confusion has 
occurred. But the statute prohibits the registration of marks that are “likely to cause con- 
fusion or mistake in the mind of the public or to deceive purchasers,” and the absence of 
actual confusion is not controlling. 


The First Assistant Commissioner discovered two additional reasons for reject- 


ing the application for trade-mark registration. These reasons he discussed in the 
following manner : 


While I think the Examiner correctly decided the case, there are two other reasons, to 
to which he has made no reference, why the application as presented must be rejected. 
One is that the labels filed to “show the trade-mark as actually used upon the goods’ in- 
dicate that the mark is used by The American Axe & Tool Co., Inc., rather than by appli- 
cant. The other is that the mark borne by these labels differs in several respects from the 
mark shown on the drawing.® 


“Syncrotime” and “Synchron” 


Van ArspALe, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Hansen Manufacturing Company, Inc., of 
Princeton, Ind., to the application of National Time & Signal Corporation, of 
Detroit, Mich., for registration of the word “Syncrotime” for timing mechanisms, 
specifically clocks, clock timekeepers and clocks for automatic dismissal signalling. 


Opposer relied upon a registration granted to it on April 1, 1930, of the mark 
“Synchron” for electric clocks. The Assistant Commissioner stated that opposer 
also presented testimony and proofs of the use of this mark on various sorts of 
timepieces. 


In affirming the decision of the Examiner of Interferences, the Assistant Com- 
missioner said : 


Both the marks are applied to timepieces; so the goods are identical. Both marks 
when so applied to timepieces to my mind have a strong suggestive meaning that the time- 
pieces are synchronic. The part “Syncro” of the mark “Syncrotime” is very prominent 
therein and is so similar in sound and in appearance to the mark “Synchron” as to give the 
marks as a whole considerable similarity in appearance and in sound. 

It is noted that the goods to which the marks are applied are apt to be purchased with 
more discrimination and care than would be accorded less expensive or lasting goods. 
However, considering the marks in their entireties in my opinion they are so similar in 
appearance, sound and in suggestive meaning that their concurrent use on the goods 
to which they are applied would be likely to cause confusion and mistake in the mind of the 
public and to deceive purchasers.® 


“Mill Hill” and “Millside Inn” 


Van Arspace, A.C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of McKesson & Robbins, Inc., of New York, 





8. Ex parte The American Fork & Hoe Co., Ser. No. 433,705, 166 M. D. 155, April 21, 1943. 
9. Hansen Manufacturing Company, Inc., v. National Time & Signal Corporation, Oppn. 
No. 21,122, 166 M. D. 158, April 23, 1943. 
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N. Y., to the application of The Sherbrook Distributing Co., of Cincinnati, Ohio, for 
registration of the mark “Mill Hill’ for whiskey, gin, rum, brandy and alcoholic cor- 
dials. 


The opposition was based on opposer’s prior registration of the mark “Millside 
Inn” for whiskey. 


The Assistant Commissioner concluded that the respective marks of the parties 
are confusingly similar. In reaching that conclusion, he said: 


Applicant has placed in the record twelve registrations issued to others of marks 
which include the word “Mill” for goods of the same descriptive properties as those to 
which the marks here involved are applied and urges that these registrations establish at 
least that the word “Mill” as applied to such goods would be recognized by purchasers 
and the public as having no significance as to the origin of the goods, if not in fact estab- 
lishing the word “Mill” as applied to whiskey to be publici juris. However, it seems to me 
that there are many purchasers and prospective purchasers of whiskey who have never 
seen or heard of any of those twelve registered marks and that the word “Mill” as applied 
to whiskey would not be considered by this class of purchasers as having no significance 
as to the origin of the goods; nor do I consider the mere fact that there are twelve such 
registrations establishes that the word is publict juris with regard to whiskey. 

Apparently the words “Mill Hill” suggest a mill and a hill and the words “Millside Inn” 
suggest a mill and an inn, possibly by the side of the mill, and thus the suggestive mean- 
ings of both marks include the suggestion of a mill. Further, “Mill” is prominent in each 
of the marks. 

It is well known that whiskey is purchased by the drink and by the bottle and also by 
the case, and that there is a great variation in the discrimination and care exercised by 
different purchasers of whiskey, varying from great discrimination and care to very little. 
The latter class of purchasers must be considered as well as the former. Pepsodent Co. 
v. Comfort Manufacturing Company, 23 C. C. P. A. 1224, 83 Fed. (2d) 906, 472 O. G. 258. 

It is recognized that in a case of this kind opinions may differ as to confusing similarity 
between the marks, and the mere fact that both marks begin with “Mill” is not necessarily 
controlling. In re Southern Metal Products Corporation, 26 C. C. P. A. 725, 99 Fed. (2d) 
761, 499 O. G. 261. 

Considering the marks in their entireties and the nature of the goods to which they are 
applied it is my opinion that the similarities in appearance, sound and suggestive meanings 
of the marks are such that their concurrent use on the goods involved would be likely to 
cause confusion and mistake in the mind of the public and to deceive purchasers.’ 


10. McKesson & Robbins, Inc., v. The Sherbrook Distributing Co., Opp’n No. 21,454, 166 
M. D. 161, April 27, 1943. 











Sa. 


Swe a lt 








nn 


Dear 





Part II 


TABLE OF CONTENTS 


Page 


EASTERN WINE CORPORATION v. WINSLOW-WARREN LTD., 
INCORPORATED—(U. S. C. C. A., Second Circ.) “Chateau” being 
publici juris for wine, plaintiff could not exclude others from its use by 
eG RN TRIO isa ds6ies beeen eek annivad ian esa xs 


AMERICAN PHOTOGRAPHIC PUBLISHING COMPANY vy. ZIFF- 
DAVIS PUBLISHING COMPANY—(U. S.C. C. A., Seventh Circ.) 
Name “Popular Photography” could not be claimed as trade-mark for 
magazine 20 years after having been merged with other publications...... 


THE QUAKER OATS COMPANY v. GENERAL MILLS, INC.—(U. S. 
D.C., N. D. Ill.) Motion to retax plaintiff's costs to exclude expense of de- 
SORE GE CODON FOG GH 5 i 6 is 66 1 SRDS as AG RARE Sas 


DUBONNET WINE CORPORATION, DUBONNET CORPORATION 
AND SCHENLEY IMPORT CORPORATION v. ATLAS IMPORT 
& EXPORT CORPORATION—(U. S. D. C. S. D. N. Y.) “Debonair” 
held a colorable imitation of “Dubonnet,” both marks being used on wines 


LEWIS v. TRINKLEIN et avt.— (Mich. Sup. Court) When trade- 
name becomes associated in public mind with certain attributes, such name 
may be transferred along with right to produce such attributes............ 


FOSS, porinc Business AS UNIVERSITY TRANSFER COMPANY v. 
CULBERTSON et at.—(Wash. Sup. Ct.) “University” in names “Uni- 
versity Transfer Company,” “University Moving Storage Company,” etc. 
held to have acquired a secondary meaning ; hence its use by defendant Uni- 

versity Warehouse, Inc. held unfair competition. .........0.00cee eens 


PRATT & LAMBERT, INC. v. CHAPMAN & RODGERS, INC.—(U. S. 
C.C. P. A.) Varnish, enamels, lacquers and ready-mixed paints held of dif- 
ferent descriptive properties from insecticides. .......ccccececccceeceecs 


ARCHITECTURAL CATALOG CO., INC. v. F. W. DODGE CORPORA- 
TION—(U. S.C. C. P. A.) Name “Architecture and Design” held confus- 
ingly similar to “The Architectural Record” ........ccccecccccscccceces 


DECISIONS OF THE COMMISSIONER OF PATENTS.............. 


308 


313 


315 


317 


325 


336 


302 THIRTY-THREE TRADE-MARK REPORTER 





PART II 


EASTERN WINE CORPORATION v. WINSLOW-WARREN LTD., 
INCORPORATED 


United States Circuit Court of Appeals, Second Circuit 
May 28, 1943 


UNFAIR COMPETITION—TRADE NAMES—PROTECTION OF CONSUMERS. 


The protection of the interest of consumers is an ever-present factor in considering the 
allowable extent of monopolies in trade names. 
UnFairR COMPETITION—TRADE NAMES—WHEN PROTECTED. 
A name originally entitled to immunity from competition loses such immunity when it 


becomes generally understood as generic or descriptive of the type of goods in connection with 
which it is used. 


UNFAIR COMPETITION—“CHATEAU MarTIN” AND “CHATEAU MOoNTAY” FOR WINES—NON- 
CONFLICTING MarKs. 

Inasmuch as the word “Chateau” had long been commonly used in names of wines, plaintiff 

could not, in adopting the trade-mark “Chateau Martin” for its sweet wines, exclude others 

from the use of the name “Chateau.” Therefore, defendant’s adoption and use of the name 


“Chateau Montay” held not to constitute unfair competition, especially as no evidence of con- 
fusion of purchasers was found. 


In equity. Action for unfair competition. Appeal from the District Court, District 
of Connecticut. From judgment for plaintiff, defendant appeals. Reversed. 


Daggett & Hooker, New Haven, Conn. (Nelson Littell, New York, N. Y., of coun- 
sel) for appellant. 


Willis, Foster & Lister, Bridgeport, Conn., for appellee. 
Before Swan, CLARK and FRANK, Circuit Judges. 


Plaintiff buys American wines from wine-growers, blends them and sells them. 
Plaintiff's predecessor, Lefcourt Wine Company, controlled by Martin Lefcourt, 
now president of plaintiff, in 1933 commenced using “Chateau Martin” as the name 
to describe wines sold by it; that name has been thus used exclusively by that prede- 
cessor and by plaintiff. Plaintiff concedes that “Chateau” has long been commonly 
used in naming wines sold in France and that such use in America was not initiated 
by plaintiff. Plaintiff also admits that, among the names employed—before plaintiff 
utilized “Chateau Martin’”—to designate wines either in France or here, were the 
following: “Chateau Mouton,” “Chateau Margaux,” Chateau Mirat,” “Chateau 
Malle,” “Chateau Montrose,” “Chateau Malescot,” “Chateau Madrid,” “Chateau 
Medallion,” “Chateau La Mission,” “Chateau La Tour” and “Chateau Yquem.” 
The “Martin” in “Chateau Martin” derived from the first name of Mr. Lefcourt. 

Plaintiff has spent large sums in advertising the name “Chateau Martin” by 
radio, magazine, poster and display advertising. In advertising on the radio, a pur- 
ported Frenchman tells of his delight in finding plaintiff’s product in America; seem- 
ingly at one time he pronounced the name in French fashion, which plaintiff’s presi- 
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dent described in his testimony as “Chateau Martan” ; but that same witness went on 
to testify that “the radio announcer, those who usually follow the dramatized part of 
the announcing, have difficulty with it, so we have permitted them to use the name 
“Chateau Martin,” and the public finds it easier. There was no evidence that, in 
plaintiff's printed advertisements, any effort had been made to indicate a French 
pronunciation of “Martin.” 

After plaintiff had conducted an extensive advertising “campaign” and had sold 
considerable quantities of its “Chateau Martin” brands of wine in Connecticut and 
elsewhere, defendant, which is in the business of producing and selling wines and rec- 
tified liquors, sold some of its wines in Connecticut under the name “Chateau 
Montay.” Defendant used a bottle similar to, but not identical with, the bottle used 
for the quart size of its “Chateau Martin” sweet wines; about 50% of the wines of 
each of the parties is sold in quart bottles; but plaintiff’s bottle, although designed 
by it, was not patented and is widely used by others in the wine business. In 1941, 
after this suit was brought, defendant changed its type of bottle, and that which it has 
thereafter used is readily distinguishable from plaintiff’s. The labels used by de- 
fendant were markedly different in color and easily distinguishable from plaintiff’s. 
The plaintiff, in 1941, sold 39,531 gallons of its wine in Connecticut; in that same 
year, the defendant sold between five and six thousand gallons in Connecticut. 

After “Chateau Montay” wines appeared in Connecticut market, the sales of 
“Chateau Martin” in that state substantially declined, although, in that same period, 
wine sales in general in Connecticut, as well as in the nation as a whole, increased 
substantially, and sales of “Chateau Martin” increased substantially in this country 
outside Connecticut. But other competitors of plaintiff, advertising extensively (on 
the radio and otherwise) sold wines in that state, and the total sales of “Chateau 
Montay” wines in Connecticut were far less than the decrease of “Chateau Martin” 
sales there in that period. The trial court found that the decrease in plaintiff’s sales 
were “attributable, in part at least and possibly entirely, to causes other than confu- 
sion on the part of the buying public between the two wines.” 

Plaintiff, through an investigation conducted in five Connecticut cities, tried to 
procure evidence of actual confusion of the two names by consumers. But the evi- 
dence adduced by plaintiff on that score consisted merely of the following: When 
the investigator asked for “Chateau Montay” (defendant’s product) in two retail 
stores, he was offered “Chateau Martin” wines (plaintiff's product), but in no in- 
stance did he ask for “Chateau Martin ;” bottles of “Chateau Martin” were displayed 
in one retail store on cases of “Chateau Montay” wines ; an officer of one wine-selling 
company, the wholesale agent of plaintiff in Connecticut, testified that salesmen of 
that agent had made statements to him attributing decline in Connecticut sales of 
“Chateau Martin” to the fact that “Chateau Montay” was on the market and was 
“similar in type of package and practically—well, very close in name.” 

The plaintiff, in its pleadings, charged that defendant, in using the name “Chateau 
Montay,” had done so with the “express purpose of trading upon the reputation and 
goodwill of plaintiff,” but no evidence was offered by plaintiff to support that allega- 
tion. Defendant’s president, on the witness-stand, denied that charge. He testified 
that when he selected the name “Chateau Montay” he did not have plaintiff’s trade 
name in mind; that he did have in mind “Del Monte,” a “quality fruit center in 
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California” and the fact that “Chateau” was frequently used as the name of wines; 
that he was then familiar, among others, with “Chateau Margaux,” “Chateau 
Yquem,” “Chateau La Tour,” “Chateau Madrid,” “Chateau Medallion,” “Chateau 
La Mission.”” The trial judge made no finding one way or the other as to defendant’s 
intention. 

The trial judge found that “the evidence as to actual confusion and actual damage 
is too speculative to support a judgment for accounting.” He found, however, that 
the names were so similar “in sound and appearance . . . as to make confusion of the 
two probable” ; and permanently enjoined defendant from using “Chateau Montay” 
or “names similar to ‘Chateau Martin’ ” in the manufacture or sale of its wines. 


FRANK, Circuit Judge. 


On oral argument, plaintiff’s counsel contended that the alleged confusion re- 
sulting from the alleged similarity of the names was injurious to consumers. That 
contention embodies a frequently encountered misunderstanding of the doctrine of 
“unfair competition,” a misunderstanding which has led to those instances of undue 
extension of the doctrine on which plaintiff relies. Much of that misunderstanding 
seems to stem from the misleading use of the word “competition” in the label “un- 
fair competition.”” For, while competition has been cherished in part on the ground 
that it fosters character traits in competing businessmen deemed socially valuable, 
its basic virtue is generally regarded as consisting of its benefits to consumers. The 
magna carta of competition, Adam Smith’s ‘““The Wealth of Nations,” made it clear 
that the consumer’s interests were to be the dominant aim of the competitive system : 
“Consumption,” wrote Adams Smith,’ “is the sole end and purpose of all produc- 
tion ; and the interest of the producer ought to be attended to, only so far as it may 
be necessary for promoting that of the consumer. The maxim is so perfectly self- 
evident that it would be absurd to attempt to prove it.’ But the legal protection of 
trade names does not engender competition ; on the contrary, it creates lawful monop- 
olies, immunities from competition. And the legally forbidden invasions of those 
monopolies might often benefit consumers. Thus, if a competitor of the manufacturer 
of a toothpaste with an established trade name were to sell that identical toothpaste 
under that name but at half the usual price, the consuming public would be better 
off financially ; nevertheless, such competition would, of course, be enjoined. In 
Benton Announcements, Inc. v. Federal Trade Commission, 130 F. 2d 254 (C. C. A. 
2), we enforced an order of the Federal Trade Commission holding that it was 
“unfair competition” to describe as “engraving” a process the cost of which is 
cheaper than, and the end-product of which is practically indistinguishable from en- 
graving ; very likely the result of that order will be to set up resistance by consumers 
to the use of a new product less expensive to them. 





1. Wealth of Nations (Modern Library ed., 1937) Bk. IV, Ch. 8, p. 625. 

For judicial discussions of the pros and cons of competition see Brandeis, J., in New State Ice 
Co. v. Liebmann, 285 U. S. 262, 280, 306-310; Holmes, J., in Northern Securities Co. v. United 
States, 193 U. S. 197, 400, 411. 

2. As to the obsolescence of the “self-evident” as a valid basis of thinking, see Keyser, 
Thinking About Thinking (1916) ; Encyl. Britannica (14th ed. 1929) Vol. 10, 174, 180; cf. Vol. 
8, 802; Vol. 15, 88; Vol. 19, 90; Bell, The Search For Truth (1934) ; Bell, The Queen of the 
Sciences (1931), 20-36; Young, Fundamental Concepts of Algebra and Geometry (1911) 8042, 
222-223; Adler, Dialectic (1927) 30, 126; Buchanan, Possibility (1927). 


“ ” 
Baerga ay. 





A re 


saltidltiee 








— 


Sn eee 





Yc ICA al Same NA «me 


EASTERN WINE CORP. v. WINSLOW-WARREN, LTD. 305 





The protection of such monopolies in names seems, then, to rest on the social 
interest in protecting primarily, not the consumer, but the businessman who has 
gained a strategic advantage, through building up of good-will, against unfair prac- 
tices by competitors who desire to poach on that good-will. The public interest, from 
that point of view, is primarily in the preservation of honesty and fair dealing in 
business and in procuring “the security of the fruits of individual enterprise.’’”* 
However, there is also the factor that the possibility of obtaining such monopolies as 
a reward for their enterprise may have the effect of inducing businessmen to bring 
out new products which may indirectly benefit the consuming public. A further 
factor is an assumed social interest in safeguarding consumers from being deceived 
even if the deception may be to their financial benefit. Federal Trade Commission v. 
Algoma Lumber Co., 291 U. S. 67, 78. There appears to be a related judicial policy 
of protecting snobbism; as this court recently put it, “People like to get what they 
think they are getting and courts have steadfastly refused in this class of cases to 
demand justification for their preference; if the buyers wish to be snobs, the law 
will protect them in their snobbery.” Benton Announcements, Inc. v. Federal Trade 
Commission, supra. In other words, “the public is entitled to get what it chooses, 
though its choice may be dictated by caprice or fashion or perhaps by ignorance.” 
Federal Trade Commission v. Algoma Lumber Co., supra.* 

To put the matter differently, there is a basic public policy, deep-rooted in our 
economy and respected by the courts, resting on the assumption that social welfare 
is best advanced by free competition, with the consequence that competition affords 
a privilege to do acts, resulting in financial harm to another person, which would be 
actionable in absence of that privileged kind of activity; this privilege, as Holmes 
said, “rests on the economic postulate that free competition is worth more to society 
than it costs, and that on this ground the infliction of the damage is privileged.’”* But 
legal principles do not dwell a la Robinson Crusoe or in an anarchic state of nature in 
which there is a war of all against all; they must learn to live with one another, so- 
ciably, in a sort of democracy of principles in which none is dictator.’ So the privilege 
afforded by good-faith competition is limited by other conflicting public policy con- 
siderations, including that of discouraging certain kinds of business practices re- 
garded as unfair; and among such unfair practices are those which mislead con- 
sumers even to their pecuniary benefit. 





2a. Restatement of Torts, Ch. 35, Introductory Note. 

3. The Federal Trade Commission cases arose, of course, under a statute outlawing unfair 
methods of competition, or unfair or deceptive acts or practices, when denounced by the Com- 
mission; the Government, through the Commission, acting in the public interest, presumably 
including the interest of consumers, denounces particular instances of such unfairness. In that 
sense, the suits brought to enforce Commission orders are brought on behalf of consumers. But 
no consumer, it would seem, could, at common law maintain suit for a lie which occasioned him 
no financial harm and, indeed, conferred a financial benefit on him. Cf. Harper, Torts (1933) § 
226; Urtz v. N. Y. Central R. Co., 202 N. Y. 170, 173. The Federal Trade Commission cases re- 
semble actions for “beneficial” or “meliorating” waste; cf. 31 Yale L. J. 781; 14 Harv. L. Rev. 226; 
43 Harv. L. Rev. 1130. 

4. Vegelahn v. Guntner, 167 Mass. 92, 104, 44 N. E. 1077, 1079, 1081; Holmes, Privilege, 
Malice and Intent, 7 Harv. L. Rev. 1 (1894), Collected Legal Papers (1920) 117, 121; Restate- 
ment of Torts, § 708. The privilege vanishes if the purpose was not competition but solely that 
of damaging the rivals. Tuttle v. Buck, 107 Minn. 145; Restatement of Torts, § 709, cf. Ingo v. 
Koch, 127 F. (2d) 667, 672, note 7 and cases there cited. 


5. Cf. Chrestensen v. Valentine, 122 F. (2d) 511, 522 (C.C.A. 2). 
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There are some persons, infected with monopoly-phobia, who shudder in the 
presence of any monopoly. But the common law has never suffered from such a 
neurosis. There has seldom been a society in which there have not been some monop- 
olies, i.e., special privileges ; the legal and medical professions have their respective 
guild monopolies ; the owner of real estate, strategically located, has a monopoly ; so 
has the owner of a valuable mine; and so have electric power companies. No one 
seriously questions whether there should be some monopolies; the only question is 
as to what monopolies there should be, and whether and how much they should be 
regulated legislatively or curbed judicially.° 

The protection of the interest of consumers is an ever-present factor in consider- 
ing the allowable extent of monopolies in trade names ; this appears in the line of cases 
holding that a name which is initially entitled to immunity from competition loses that 
immunity when the name comes to be generally understood as a generic or descrip- 
tive designation for the type of goods in connection with which it is used,’ the very 
effectiveness of the publicity given to a name thus operating to destroy its monopolis- 
tic value because the monopoly has become too injurious to consumers. 

The failure to keep constantly in mind the divers policy considerations which, 
in this legal province, come in conflict with one another and the consequent occasional 
over-emphasis on but one of them—the protection of the interest of the businessman 
who has built a business around a name—have sometimes led to decisions unduly 
extending the confines of name-monopolies. For a time the courts were remarkably 
generous in fixing the boundaries of such monopolies. Today the tendency is to be 
somewhat less generous. Cf. Durable Toy & Novelty Corp. v. J. Chein & Co., 133 
F. 2d 843 (C.C.A. 2) [33 T.-M. Rep. 186]. We approach the case at bar, then, 
having in mind the basic common law policy of encouraging competition and the fact 
that the protection of monopolies in names is but a secondary and limiting policy. 

Here the plaintiff chose to build its business around the use of a name “Chateau”’ 
which was previously in common use in advertising wines. It took the risk that 
competitors, old and new, would also use that common name. To be sure, plaintiff 
added the word “Martin,” and, so far as that word contributed a distinctive feature, 
plaintiff is undoubtedly entitled to a monopoly. But the distinctive monopoly, thus 
staked off by plaintiff, is not boundless. Already in use before plaintiff commenced 
business were “Chateau Mouton,” “Chateau Margaux,” “Chateau Mirat.” Plaintiff, 
therefore, could not and did not pre-empt every use of “Chateau” when coupled with 
every other name beginning with the thirteenth letter of the alphabet, nor even with 
one so beginning and consisting of six letters. “Chateau” is no more capable of being 

monopolized than is “hotel.” If plaintiff had advertised a hotel under the name 
“Hotel Martin,” no one would suppose that it could enjoin defendant from running 
a hotel under the name “Hotel Montay.” An eye capable of distinguishing “Martin” 
and “Mouton” would surely not confuse “Martin” and “Montay ;” and an ear which 


6. Cf. Picard v. United Aircraft Corp., 128 F. (2d) 632, 643 (C. C. A. 2). Some economists 
have recently aided clear thinking on the subject by dropping the black-and-white distinction 
between competition and monopoly and talking of “monopolistic competition.” 

7. See Restatement of Torts, 375. 
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could differentiate “Martin” and “Mouton”—whether given an English or French 
pronunciation—could not fail to differentiate “Martin” and “Montay.’”* 

Although the plaintiff made diligent efforts, through an investigator, to find per- 
sons who had actually been misled by the alleged confusion of the two names, the evi- 
dence on that score which plaintiff obtained was so trifling and unconvincing that the 
trial judge found that “the evidence as to actual confusion and actual damage is too 
speculative to support a judgment for accounting.” He did find such “similarity in 
sound and appearance * * * as to make confusion of the two probable.” Apparently, 
that finding was not based on the testimony as to confusion ; if we assume that it was, 
then we must hold that finding “clearly erroneous.” If it was not based on that testi- 
mony but solely on the names themselves, we are in as good a position as the trial 
judge to determine the probability of confusion. For the reasons above noted, we 
believe there was no such probability. In so concluding, we are indeed confirmed 
by the inability of plaintiff, despite its diligence, to procure satisfactory evidence on 
that issue. The issue in such a case as this is “whether an appreciable number of 
prospective purchasers of the goods . . . are likely” to be confused. “That a few 
particularly undiscerning prospective purchasers might be so misled is not enough.” 
The intent of the defendant in this kind of case is considered pertinent, first because 
if he acts with the purpose of deriving a benefit from the plaintiff’s reputation, his 
purpose is some evidence that there is a confusing similarity,” and, second, perhaps 
because the intention itself cuts into the privilege of competition. Here there was 
no direct evidence of such an intention, and it is significant that, although the plain- 
tiff asserted the existence of a deliberate purpose to poach, the trial judge made no 
finding on that subject ; nor do we see any basis in the evidence for an inference of 
such a purpose. Reversed. 


Swan, Circuit Judge, dissents. 


8. The following would seem to be a reductio ad adsurdum of plaintiff's contention: The 
injunction restrains defendant from using “any name similar to ‘Chateau Martin.’” But “Chateau 


Mouton” is at least as close to “Chateau Martin” as is “Chateau Montay.” Therefore if the in- 
junction stands, defendant cannot employ the name “Chateau Mouton” (even if it procures the 
consent of the present “owner” thereof) although that name was in use before plaintiff used 
“Chateau Martin.” 

9. Restatement of Torts, § 728, Comment a. 

10. Restatement of Torts, § 729 (b) and comment (f). 
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AMERICAN PHOTOGRAPHIC PUBLISHING COMPANY v. ZIFF-DAVIS 
PUBLISHING COMPANY 


United States Circuit Court of Appeals, Seventh Circuit 
May 7, 1943 


UNFAIR COMPETITION—SUITS—JURISDICTION—HOW TO BE APPLIED. 

Although local law applies to unfair competition and common law trade-mark infringe- 
ment where federal jurisdiction is based on diversity of citizenship, the applicable local law 
does not differ from the general common law of trade-marks. 

TRADE-MARKS—SCOPE OF PROTECTION. 

Although trade-mark rights are property, they are not protected per se; it is only the good 

will in connection with which the mark is used that is protected. 
TRADE-MARKS—ABANDONMENT—INTENT VERSUS NoN-UsER—“PopULAR PHOTOGRAPHY.” 

Notwithstanding that plaintiff’s director testified that he never intended to abandon the 
name “Popular Photography” as the title of his magazine, and that his right to the mark was 
not lost since intent is essential to abandonment, the fact that plaintiff had not used the name as 
a trade-mark for twenty years, together with other acts showing intent to abandon, held proof 
that it had given up its rights therein. 

TRADE-M AaRKS—ABANDONMENT—DISUSE NOT ALWAYS ABANDONMENT. 

Inasmuch as the public’s association of the mark with the goods is the basis for trade-mark 
rights, if the mark still means the first appropriator in the public mind, disuse will not be 
abandonment. 

UnFrair COMPETITION—“PopuLAR PHOTOGRAPHY” AND “AMERICAN PHOTOGRAPHY’—USE OF 
NAME ON MASTHEAD NOT TRADE-MARK USE. 

Where plaintiff in 1914 purchased a magazine called Popular Photography, and afterwards 
changed the title to American Photography, but retained on the masthead the legend “Incor- 
porating Popular Photography,” to which were subsequently added twelve other magazine 
titles, plaintiff could not, after twenty years of such publication and use, claim a trade-mark 
right in the words “Popular Photography,” inasmuch as the public no longer associated the 
words with the original publication; and defendant’s use of the name on a similar magazine 
held not to constitute unfair competition. 


In equity. Action for trade-mark infringement and unfair competition. From 
a judgment for defendant, plaintiff appeals. Affirmed. For decision below, see 31 
T.-M. Rep. 311. 


George P. Dike and Cedric W. Porter, both of Boston, Mass., for appellant. 
Bailey Stanton, S. J. Stanton, Wm. McK. Gleeson, and Roy W. Hill, all of Chicago, 
Ill., for appellee. 


Before Evans and Kerner, Circuit Judges, and Linbiey, District Judge. 


KERNER, Circuit Judge. 


Plaintiff, American Photographic Publishing Company, appeals from a decree 
dismissing, for want of equity, its complaint alleging infringement of its common law 
trade-mark and unfair competition. Jurisdiction rested on diversity of citizenship and 
the requisite jurisdictional amount. 

The facts are not in dispute. On October 27, 1914, plaintiff, a Massachusetts 
corporation, purchased from Frank R. Fraprie a magazine entitled “Popular Photog- 
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raphy.” Thereafter and until May, 1916, plaintiff’s magazines, “Popular Photogra- 
phy incorporating The Photographic Times,” designed to appeal primarily to the 
amateur photographer, and “American Photography,” designed to appeal to the ex- 
pert photographer, were published as separate periodicals. At that time plaintiff 
consolidated both publications into “American Photography,” which was aimed to 
please readers and advertisers of both its predecessors. For six months the maga- 
zine carried on its cover the title “American Photography incorporating Popular 
Photography and The Photographic Times.” Thereafter, only the name “American 
Photography” appeared on the cover. From the date of consolidation, the masthead 
of plaintiff’s magazine has carried the title “American Photography” in large letters, 
followed by the word “incorporating” and a list of the names of former publications 
including “Popular Photography” in smaller type. This list rose from eight in 1916 
to thirteen prior to defendant’s first use of the title “Popular Photography.” 

On January 19, 1937, upon application theretofore made by the defendant, the 
title “Popular Photography including Amateur Cinematography” was registered by 
the defendant in the United States Patent Office as Trade Mark No. 342,417. After 
defendant’s magazine entitled “Popular Photography” was published, plaintiff on 
April 7, 1937, notified defendant that the name “Popular Photography” belonged to 
it, that it intended to defend its rights therein, and thereafter plaintiff filed its com- 
plaint in the instant case and began cancellation proceedings against the defendant 
in the United States Patent Office. An Examiner of Interferences found plaintiff 
had abandoned “Popular Photography” as a title and as a trade-mark, that Popular 
Photography as used by plaintiff was not a trade-mark and dismissed plaintiff's peti- 
tion. The Commissioner of Patents affirmed [31 T.-M. Rep. 30] the decision of 
the Examiner of Interferences, and upon appeal that decision was affirmed, 127 F. 
(2d) 308. 

Since May, 1937, defendant’s magazine “Popular Photography” has appeared 
monthly. Its size, style, dress, composition and content differ from plaintiff’s pub- 
lication, and the typographical make-up of the titles of the two magazines is different. 
The title “Popular Photography,” claimed by plaintiff, did not appear in the adver- 
tising manual “Standard Rate and Data Service” at the time defendant adopted it, 
nor has it appeared there since under plaintiff’s name. No subscriptions were lost 
by plaintiff when defendant’s magazine appeared, and plaintiff’s newsstand sales in- 
creased afterwards. From its very first issue defendant’s periodical has had a very 
much greater circulation than plaintiff’s ever had or than its “American Photog- 
raphy” has. 

The principal issue presented here is whether plaintiff’s carrying the title “Pop- 
ular Photography” on the masthead of its publication, “American Photography,” 
was such a trade-mark use as to prevent abandonment of its right to the exclusive 
use of that title. 

Although local law applies to unfair competition and common law trade-mark 
infringement where federal jurisdiction is based on diversity of citizenship, Pecher 
Lozenge Co. v. National Candy Co., 315 U. S. 666 [32 T.-M. Rep. 194] the appli- 
cable local law does not differ from the general common law of trade-marks. Ac- 
cordingly, decisions of federal courts and other jurisdictions are in point as illus- 
trations of the common law. 
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The term “masthead” is a technical term of the printing trade, referring to the 
page in a publication which shows the title of the publication, the titles of publications 
which have been merged or consolidated under the name of the publication, the names 
of the publishers and editors, the place where published, the subscription rates, the 
date of issue, and the frequency of publication. The relevant part of plaintiff’s mast- 


AMERICAN 
PHOTOGRAPHY 


INCORPORATING 


ANTHONY’S PHOTOGRAPHIC BULLETIN, ESTABLISHED 1870 Puoto Era, EstaBlisHeD 1898 

Tue PuHotocraPHic Times, EstTaBLisHEeD 1871 CAMERA AND Dark Room, EsTABLIsHED 1898 
Tue AMERICAN PHOTOGRAPHER, ESTABLISHED 1879 PuHoToGRAPHIC Topics, EsTaBLisHED 1902 
Tue AMERICAN JoURNAL OF PHoTOGRAPHY, Est. 1879 Tue AMATEUR PHOTOGRAPHER’S 

Tue Puoto Beacon, EstaBLisHeD 1888 WEEKLY, Est. 1912 

AMERICAN AMATEUR PHOTOGRAPHER, ESTABLISHED 1889 PopuLcar PHOTOGRAPHY, ESTABLISHED 1912 
CameERA Notes, EstaBLisHED 1897 Puoto Crart, EstaBLIsHED 1897 


Plaintiff contends that by keeping Popular Photography on its masthead it re- 
tained the exclusive right to use it. The names of the periodicals listed under 
American Photography do not even purport, however, to represent existing publica- 
tions. Commercially they are dead, and they are, at most, names of the ancestors of 
the present magazine. Like epitaphs on the tombstones in the family burial plot, 
they reflect an honored past ; but their present function is merely to describe the his- 
tory and background of “American Photography.” 

Although plaintiff contends that its “Popular Photography,” which was estab- 
lished in 1912, has not been discontinued and is still being published as a consolidated 
publication, it is apparent from the masthead in question that only one magazine is 
now published and that is “American Photography.” True, the masthead reads 
American Photography incorporating Popular Photography along with the twelve 
other predecessors. But the word “incorporate” means “unite intimately” or “as- 
similate,” ““Webster’s New International Dictionary” (2d ed. 1942) 1260; and syn- 
onyms are “fuse” or “merge.” It is clear that the voracious “American Photog- 
raphy” has swallowed the former periodicals, and that ample time has elapsed for the 
digestive process to occur, so that absorption has resulted. This conclusion is 
strengthened by the following facts: the title which appears on the cover of plaintiff's 
publication is ” American Photography ;” this title has appeared in “Standard Rate 
& Data Service” since 1916; readers are asked to mention “American Photography” 
in corresponding with advertisers ; and plaintiff registered “American Photography” 
as the title of its magazine in the United States Patent Office in 1938. Hence we 
believe that the label which has title significance for plaintiff’s publication is ““Amer- 
ican Photography.” 

Although trade-mark rights are property, they are not protected per se; it is only 
the good will in connection with which the mark is used that is protected. Hanover 
Star Milling Co. v. Metcalf, 240 U. S. 403, 412-414 [6 T.-M. Rep. 148]. As its 
name indicates, the function of a trade-mark is to serve as a distinctive mark showing 
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the origin or ownership of the particular article to which it is affixed. Elgin Na- 
tional Watch Co. v. Illinois Watch Case Co., 179 U. S. 665, 673. Whether a mark 
identifies an article, then, should be considered in ascertaining whether it should be 
protected against alleged infringement. Here, plaintiff’s use of Popular Photography 
was not a tag for its article ; indeed, the masthead is a perfunctory matter which in- 
terests readers little, if at all. The Patent Office tribunals found that plaintiff's 
subscribers were not even aware that the notation Popular Photography appeared 
in the masthead of “American Photography.” Because it is not a commercial signa- 
ture and is very inconspicuous, a masthead use is not the same as use on the cover, 
on a banner head, news head, or feature head. Since the title in question, “Popular 
Photography,” was not used in such a way as to identify the publication American 
Photography, its appearance in the masthead was not a trade-mark use, i.e., the mark 
did not signify the individuality of source, and the authorities cited by plaintiff are 
distinguishable for the reason that the name or title in dispute in them was identified 
with the article. Since exclusive right arises only from distinctive use, Lawyer's 
Title Ins. Co. v. Lawyer’s Title Ins. Corp., 109 F. (2d) 35, 44, and since the owner 
of a trade mark may not make a negative and merely prohibitive use of it as a monop- 
oly, United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90, 97-98, [9 T.-M. Rep. 
1], plaintiff could not prevent defendant from adopting the title “Popular Photog- 
raphy.” 

We do not wish to be understood as holding that the day after the owner of a 
trade-mark ceases to publish a periodical under one title and begins to publish it 
under another, carrying the former title on the masthead, some person could appro- 
priate it with impunity, for he could not. Cf. Powell v. Valentine, 106 Kan. 645, 
189 Pac. 163. We are passing only on the situation here presented, where there has 
been discontinuance of the former publication for more than twenty years, coupled 
with evidence to show abandonment. Although plaintiff contends there has been no 
abandonment, we think that the record clearly discloses that plaintiff abandoned the 
name Popular Photography as its trade-mark. 

Express indications of abandonment are not wanting. The masthead of Amer- 
ican Photography has listed the name “Popular Photography” along with the other 
discontinued publications. In the last issue of plaintiff’s Popular Photography as a 
separate publication, in April, 1916, plaintiff printed the following: “We are there- 
fore able to announce to our readers that the April issue of Popular Photography 
will be the last published, and that with the May issue of American Photography, 
Popular Photography will be merged in this magazine.” Moreover, when plaintiff 
registered its trade-mark in 1938, it registered not American Photography including 
Popular Photography, but simply American Photography. Furthermore, Fraprie, 
the editor of American Photography and former editor of plaintiff’s Popular Photog- 
raphy stated in a letter that Popular Photography had not been published for sev- 
eral years. On being questioned, he stated that he hoped to start a new magazine 
by that name, which shows that there was no magazine entitled Popular Photography 
extant when defendant commenced publishing its magazine. 

Plaintiff contends, however, that since Fraprie (who was director, treasurer, and 
editor, as well as a very large stockholder, and thus well qualified to speak for plain- 
tiff) stated that he never intended to abandon the mark “Popular Photography,” 
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it was not lost because intent is an essential of abandonment. But actions frequently 
speak louder than words. The facts and circumstances shown by this record out- 
weigh this contention. Twenty years of non-user plus statements and actions show- 
ing intent to discontinue a publication are cogent indications that the one-time owner 
had given up its rights therein. In reaching this conclusion, we are not unaware of 
the decisions holding that intention is necessary to abandonment. But the purely 
subjective intention in the abandoner’s mind to re-engage in a former enterprise at 
some indefinite future time is not sufficient to avoid abandonment where an objec- 
tive analysis of the situation furnishes ample evidence to warrant the inference of 
abandonment. Golenpaul v. Rosett, 174 Misc. 114, 18 NYS (2d) 889; American 
Photographic Pub. Co. v. Ziff-Davis Pub. Co., 127 F. (2d) 308 [31 T.-M. Rep. 311]. 
Rather, we think the recognitive sense of the public, 7.e., the present associative iden- 
tity of the mark in the public mind with its employer’s goods, is the basis for trade- 
mark rights. Cf. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 412-413. 
Many of the opinions which discuss intent reveal a fact situation where there has been 
obvious survival of the associative significance of the mark. Hence, if the mark still 
means the first appropriator in the public mind, disuse will not be abandonment, 
Ansehl v. Williams, 267 F. 9 [10 T.-M. Rep. 444]; Gold Seal Associates v. Gold 
Seal Associates, 56 F. (2d) 452; but if the good will built up by the use of a mark has 
perished so that it no longer has any associative significance in the public mind, it may 
be reappropriated. Golenpaul v. Rosett, supra; Blackwell v. Dibrell, 3 Fed. Cas. 549, 
554, No. 1,475; Royal Baking Powder Co. v. Raymond, 70 F. 376, aff'd, 85 F. 231; 
Rockowitz Corset & Brassiere Corp. v. Madame X Co., 222 App. Div. 359, 226 N. Y. 
Supp. 293, aff’d, 248 N. Y. 272, 162 N. E. 76 [18 T.-M. Rep. 450] ; Manz v. Philadel- 
phia Brewing Co., 37 F. Supp. 79; see Interstate Distilleries v. Sherwood Distilling 
Co., 173 Md. 173, 195 Atl. 387, 390-391 [28 T.-M. Rep. 43] ; Imperial Cotto Sales 
Co. v. Fairbanks Co., 270 F. 686, 687 [11 T.-M. Rep.]. 

We do not believe that when defendant commenced to use the title Popular 
Photography (May, 1937) the public had in mind that it meant plaintiff’s magazine, 
which had ceased to exist twenty years before. To us it seems that the vitality of any 
stimulus given by the name had been so diluted by the passage of time as to have no 
potency. Neither is there any evidence indicating that the defendant expected to, 
or obtained the slightest advantage from the one-time reputation of plaintiff’s former 
magazine. 

This conclusion is substantiated by the fact that the average length of a subscrip- 
tion to plaintiff’s “Popular Photography” had been three years, and its advertising con- 
tracts were on the average for one year. Hence it is not likely that subscribers or 
advertisers would remember the former periodical so well that they would buy or ad- 
vertise in the new magazine twenty years later simply because of the old Popular 
Photography's reputation. The dying-out of good will, then, marked the end of 
plaintiff’s right to prevent use of the title Popular Photography by defendant. See 
Derenberg, Trade-Mark Protection and Unfair Trading (1936) 601 et seq. 
Moreover, abandonment may be inferred from lack of use, Royal Baking Powder Co. 
v. Raymond, supra and Levering Coffee Co. v. Merchants Coffee Co., 39 App. D. C. 
151 [2 T.-M. Rep. 420]. 
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In answer to the contention that defendant could not use the title Popular Photog- 
raphy even if plaintiff’s masthead use was not a trade-mark use, we say that the trial 
court’s finding that defendant did not palm off its goods as plaintiff’s is supported 
by ample evidence, and that the two publications are clearly so different that there is 
little likelihood of confusion. Where ordinarily prudent buyers are not misled, no 
relief is warranted and none will be granted. Pulitzer Pub. Co. v. Houston Printing 
Co.,4 F. (2d) 924, aff'd, 11 F. (2d) 834 [16 T.-M. Rep. 376] ; Durable Toy & Nov- 
elty Corp. v. Chein & Co., 133 F. (2d) 853 [32 T.-M. Rep. 481] ; Cafarelli Bros. v. 
Western Grocery Co., 102 Tex. 104, 127 S. W. 1018; Becker v. Loew’s, Inc., 133 
F. (2d) 889. We think that the meager instances of confusion to which plaintiff 
points are more properly attributable to carelessness on the part of the inquirers than 
to the conduct of the defendant. Cf. Cridlebaugh v. Rudolph, 131 F. (2d) 795, 801; 
Pulitzer Pub. Co. v. Houston Printing Co., supra. Hence we have concluded that 
there was no unfair competition. 
The judgment of the District Court is affirmed. 





THE QUAKER OATS COMPANY v. GENERAL MILLS, INC. 
United States District Court, N. District of Illinois, Eastern Division 
June 3, 1943 


TRADE- MARKS—REGISTRATION UNDER SECT. 4915 R. S—“WuHeEatIEs” AND “OATIES” ON CEREALS 
—ACTION FOR DECLARATORY JUDGMENT—MOTION TO RE-TAx. 

In an action by plaintiff under Section 4915 Revised Statutes for order directing the Com- 
missioner of Patents to register the trade-mark “Oaties,” and for a declaratory judgment 
to the effect that plaintiff’s use of “Oaties” and “Quaker Oaties” did not infringe defendant’s 
trade-marks “Wheaties,” “Kornies” and “Maizies,” defendant’s motion to re-tax plaintiff's 
costs to exclude therefrom the expense of presenting certain depositions, witnesses’ and re- 
porters’ fees was denied, as there was nothing unreasonable about the said depositions, their 
substance or their number. 


In equity. On motion to re-tax plaintiff’s costs to exclude certain items. Motion 
denied. 


Rogers, Woodson & Rogers, Chicago, IIl., for plaintiff. 
Wilkinson, Huxley, Byron & Knight, Chicago, Ill., for defendant. 


The Clerk of this Court taxed the plaintiff’s costs in the sum of $1,385.56. The 
defendants has filed a motion to re-tax the costs to exclude, therefrom, the following 
items : 


Re ee NUN 6 55. 64 hc kwadesdvendinwekaadvisnshansceeswasaeeanaenes $ 300.00 
Se rm Sr Oy I io oi ois ki ccde ccs ccdctcccceinacsddenewiiacedendus 180.00 
TaD Pree, ee Gene OR FOS COE iain cc ceecse cc ds ccewae cederdiedetdana 24.00 
Reporter’s fees for transcribing depositions 

el I spe Ek eh la as ce awneedereamananead $ 122.25 


Reporter’s fees for transcribing depositions 
Oe I I ok 0d 2550.0 An decd NE RK Haha kak benaeeeddkowndaeenss 206.30 
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Reporter’s fees for transcribing depositions 


US dite died ied wend cccinus cdi eseeienns ees 117.60 
Reporter’s fees for transcribing depositions 
an ne ET ere 170.80 
Reporter’s fees for transcribing depositions 
BP I Ms an Fk cawknaeescencaaneadensdas Vadvewdeve neato 65.80 
682.75 
MR, «6. xisdisnwesescesecawiteare akenks easements $1,186.75 


This was an action by the Quaker Oats Company, under Section 4915 of the 
Revised Statutes for an order directing the Commissioner of Patents to register 
the trade-mark “Oaties.” The action was also for a declaratory judgment, asking 
this Court to declare that the plaintiff was entitled to use the trade-marks “Oaties” 
and “Quaker Oaties” and for this Court to declare that said trade-marks were not 
infringements of the defendant’s trade-marks “Wheaties,” “Kornies” and “Maizies.” 

The defendant, General Mills, Inc., filed a counterclaim alleging in part: 


. . that purchasers who are familiar with defendant’s “Wheaties” prepared cereal, 
upon noting the name “Oaties” on plaintiff’s prepared breakfast cereal will be deceived and 
confused into believing that it is the breakfast cereal of defendant or that it originated with 
defendant. 


The plaintiff in defense of the above allegation caused surveys to be made in 
several cities and took a large number of depositions in order to show that purchasers 
did not confuse these trade-marks and that purchasers did not attribute “Oaties’’ 
as coming from General Mills, Inc. 


Barnes, District Judge (orally) : 


The question as to what was reasonably necessary to be done in the preparation 
of a law suit very frequently looks a great deal differently after the case has been 
tried and decided, and particularly after it has been through a reviewing court or 
two, from the way it looked at the time of trial. 

Had the attorneys for the Quaker Oats Company failed to take these depositions 
and had they lost, then somebody might have charged them with negligence because 
of that, and I don’t think that the charge would have been unreasonable. Whether 
it could have been sustained is another question. 

I remember this case, and as the case looked at the time the depositions were 
offered in evidence I did not see anything unreasonable about the taking of the 
depositions or about their presentation. Neither did I see anything unreasonable 
in their number. 

On the question as to the reports of the results of the surveys, in view of the fact 
that they were negative and hearsay,—some evidence must of necessity be negative 
if you have any at all, and we have certain exceptions to the hearsay rule. Maybe 
it would not do harm to develop some others if that is necessary to be done. 

I did not see anything unreasonable about the depositions, their substance or 
their number at the time they were presented, and I think we should look at the 
situation as of that time and not as of today after the case has been decided and after 
it has been to the reviewing courts. 

Accordingly, the motion to re-tax will be overruled and denied. 
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DUBONNET WINE CORPORATION, DUBONNET CORPORATION anp 
SCHENLEY IMPORT CORPORATION v. ATLAS IMPORT & 
EXPORT CORPORATION 


United States District Court, S. D., New York 
May 17, 1943 


‘ 


UnFair COMPETITION—USE OF SIMILAR TRADE-MARK— 
FLICTING MARKS. 

The word “Debonair” held a colorable imitation of the name “Dubonnet,” both marks 
being used to designate alcoholic liquors. 

TRADE-MARK INFRINGEMENT—‘“PASSING Orr’—UsE oF SIMILAR LABELS. 

The use by defendant on its wine of a pictorial representation in circular form, a type 
similar to that used on plaintiff’s label, a crescent figure and the design of a cocktail glass, 
all similar to those in use by plaintiff, as well as a somewhat similar color scheme, held an 
attempt to “pass off,” and therefore unfair competition. 


‘DUBONNET” AND "DEBONAIR’—CON- 


Action for unfair competition and trade-mark infringement. Judgment for plain- 
tiff. 


Mock & Blum (Asher Blum, of counsel) of New York City, for plaintiffs. 
Henry J. Buchman, of New York City, for defendant. 


MEMORANDUM OPINION 
RIFKIND, Judge: 


THE Court: Well, gentlemen, I am ready to dispose of the principal issues as 
you have indicated them to me. I do not think I will know any more about them 
after I examine these bottles under the microscope. 

I find that Debonair is a colorable simulation of Dubonnet as an abstract name 
or symbol for the product. The fact that both are written in the same type helps 
me to reach the same conclusion. The fact that Debonair, which is also an English 
word, is given a French appearance by the accent on the “e” confirms my conclusion 
that the intention is to give it a French accent which Dubonnet manifestly has. 

On the question of common law unfair competition, I find that there is sufficient 
evidence here to the effect that the defendant did try to pass off. I base that partic- 
ularly on the simulation of the labels exclusive of the use of the word Debonair; the 
fact that both labels have a pictorial representation in circular form; that both labels 
use the word “Wine” in very similar type; the fact that one is green and red and 
the other is purple and green ; the fact that both have a crescent with the instruction 
to chill and the contents of the bottle; the fact that both have white metal-like labels, 
one representing “made in 1846” and the other “connoisseurs’ choice,” but so placed 
as to give the same visual impression; the fact that on the reverse side of the bottle 
both show a cocktail glass with instructions on how to mix, in the one case a Du- 
bonnet Cocktail and the other a Debonair Cocktail; the fact that French was used 
in the advertisement bears out also that a very serious attempt was made apparently 
to lead the public to believe that Debonair was a French product, and I think that 
the only reason for accomplishing that was to associate it in the minds of the con- 
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suming public with Dubonnet, which was at that time known as a French product. 

I consequently conclude that the plaintiff has established an infringement of its 
common law as well as its trade-mark rights, and you may submit more formal find- 
ings if you desire them, as I suppose you will, with a decree for the plaintiff. I 
suppose you would desire an accounting ? 

Mr. Bum: Yes. We would like to have an accounting since April 11, 1941 
when they got notice of our rights. Before that I do not think we are entitled to it, 
because we did not mark our product registered U. S. Patent Office, but after that we 
want an accounting. 

THE Court: Very well. You may submit them, and you may serve a copy of 
your proposed findings on your adversary, and I will receive comments from the 
defendant’s counsel thereon. 

Mr. BucHMAN: Your Honor, off the record. 

Tue Court: No. There is not anything off the record. 

Mr. BucHMAN: All right. On the record. It happened nowhere in the testi- 
mony of either the plaintiff or the defendant in this case where reference was made 
to the common use, or lack of common use of back labels, neck labels, or anything 
else, and if I heard you correctly in the findings you put special stress on certain 
of those neck labels and back labels existing. I do not think that there is any testi- 
mony to that effect. 

THE Court: These bottles are in evidence, and I suppose anybody can draw 
inference from the exhibits which are in evidence from any part of them. I did not 
understand that only the front part of the bottle was offered in evidence. 

Mr. BucHMaAN: Oh, no, not at all, but my reference is specifically to the fact 
of neck labels and back labels. 

Tue Court: It is very commonplace, of course, and the Court takes notice of 
the fact. That a commonplace name is used is not in itself conclusive. When used 
in combination with other facts so as to create a composite picture which is condu- 
cive to deception, it then becomes significant, and I think that is the fact in this case. 
It is true that the crescent shape label is not at all unusual; it is true that instruc- 
tions for mixing cocktails as contained on the label of a bottle are not at all rare or 
unusual, but when you combine all of those facts in a common aggregate you have 
a situation where you are trespassing on the other man’s good will. That is the 
fact as I find it in this case. 
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LEWIS v. TRINKLEIN et AL 
Michigan Supreme Court 


April 6, 1943 


UNFAIR COMPETITION—‘“ArIR-O-CEL” ON INSULATING MATERIAL—RIGHT OF PURCHASER OF 


MARK WITHOUT BusINEss TO USE. 

Defendant Trinklein, formerly president of corporation making insulating material under 
registered trade-mark “Air-O-Cel,” was appointed receiver in bankruptcy with authority 
to continue the business. Subsequently, on a court order to liquidate the business, bids were 
received by parcels and plantiff bid in several items, including the trade-mark registration 
and certain tangible property, but not the business pertaining thereto. Held that plaintiff's 
purchase of the trade-mark gave him exclusive right to its use, and that defendant should 
be restrained from using “Air-O-Cel” as part of the corporate name Air-O-Cel Products 
Corporation. 

UnFain COMPETITION—TRADE-NAMES AND Goop W1LL—How TRANSFERRED. 

When a name becomes so familiar to the public that it attains economic value, it does so 
because the public has come to attach significance thereto and to rely on something designated 
thereby. If that something consists of attributes intimately bound up with a certain business 
organization, for a valid transfer it may be necessary that the entire business be transferred 
with it. But when there are exclusive products to which the name has attached a trade mean- 
ing, and the trade or public attaches certain scientific attributes thereto, then to avoid confu- 
sion it should be possible to transfer the name along with the rights to produce such scientific 
attributes. 

TRADE-N AMES—DEFINITION, 

A trade-name may or may not be identical with the name of a corporation or business. 

Even good will may be transferred, under exceptional circumstances, with a trade-name. 
TRADE-MARKS—RIGHT TO ExctusIvE USE. 

The right to the exclusive use of a word or symbol as a trade-mark is inseparable from 

the right to make and sell the commodity which it designates. 
TRADE- MARKS—TITLE—RECEIVER’S RIGHT TO PROTECT. 

A receiver in bankruptcy may take all appropriate steps in law or equity to protect a 
registered trade-mark transferred to him with tangible property on the dissolution of a cor- 
poration. 


In equity. On petition that defendants be restrained from using certain trade- 
marks. From decree for petitioner, defendants appeal. Affirmed. Wiest, Justice, 
dissenting, with opinion. 


John McNeil Burns (Dale H. Fillmore of counsel), both of Detroit, Mich., for plain- 
tiff. 

Lewis A. Stoneham (Herbert J. Pevos of counsel), both of Detroit, Mich., for de- 
fendants. 


Before Boy es, Chief Justice, and Wiest, ButzEL, NortH, BUSHNELL, SHARPE, 
CHANDLER and Starr, Justices. 


Boy tes, Chief Justice : 


The question for decision is whether the appellee (Arthur G. Lewis) has the 
exclusive right to use the registered trade-mark name “Air-O-Cel” as against the 
defendant Edwin J. Trinklein and his individually-owned corporation. 











318 THIRTY-THREE TRADE-MARK REPORTER 





In 1928 Trinklein and associates incorporated Air-O-Cel Industries, Inc., to 
engage in the business of selling and installing certain insulating material registered 
under the trade-name “Air-O-Cel.” Trinklein was president, director, and, with 
his brother, a majority stockholder in the corporation. The corporation met with 
business difficulties and on October 7, 1941, Trinklein, with the other directors, filed 
a petition in Wayne County circuit court for voluntary dissolution of the corporation. 
On filing the petition, Trinklein was appointed temporary receiver, with authority 
to take possession of the assets and continue the business. About two weeks later, 
on petition of intervening creditors, an order was entered by the court removing 
Trinklein as temporary receiver and appointing one Walter G. Wiseman in his stead 
with similar authority. On November 28, 1941, an order was entered dissolving 
the corporation, appointing Wiseman permanent receiver and directing him to liqui- 
date the business as a going concern. On January 24, 1942, the court entered an 
order directing the receiver to discontinue the business and to liquidate the assets, 
which the receiver proceeded to do. A public sale of the assets was held by the 
receiver on February 11, 1942. The assets were first offered in bulk, then offered in 
42 separate parcels. The bids by parcels being larger, two days later (February 13) 
the receiver filed a report of sale recommending that the sale by parcels be confirmed, 
and on the same day the court entered an order confirming the sale by parcels. 

Plaintiff Lewis was the high bidder for the following parcel: 


Advertising Equipment and Good Will 
3 Large Neon Signs in Mdse. 
3 Large Neon Signs on Jobs 
1 Small Convention Neon Sign 
1 Builders Show Advertising Panel 
Samples, Advertising and Vapormeters 
Patents and Trade-Marks 
1 Thermos Bottle Trade-Mark No. 281-080 U. S. 
1 Trade-Mark Air-O-Cel No. 269206 U. S. 
1 U. S. No. 2098554 
1 U. S. No. 1924515 
1 Canadian Patent No. 311466 


In the subsequent proceedings plaintiff showed that the auctioneer at the sale 
offered and sold this parcel “together with advertising material, stationery, unfilled 
orders and the rights to the telephone number of Air-O-Cel Industries, Inc.” 

Lewis paid the receiver for this property. Trinklein had been the unsuccessful 
(next to highest) bidder for this parcel. 

The sale was held on February 11, confirmed on February 13. On the latter 
date Trinklein filed with the State Corporation & Securities Commission and with 
the county clerk of Wayne County an amendment to the articles of an inactive real 
estate corporation, “Liddesdale Holding Company,” of which Trinklein was sole 
owner, changing its name to “Air-O-Cel Products Company.” When Lewis at- 
tempted to file with the county clerk of Wayne County a certificate of doing business 
using the name “Air-O-Cel,” it was refused on the ground that Trinklein had already 
filed the same name in the amendment to his articles of incorporation. 

On March 9, Lewis filed a sworn petition with the court in the pending re- 
ceivership proceeding, reciting the foregoing facts, alleging that he had been de- 
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prived of the rights purchased by him from the receiver and asking for an order re- 
quiring Trinklein and the corporate defendant herein to show cause why they should 
not be restrained from using the name “Air-O-Cel.” On March 23, Trinklein and 
the other defendant filed a sworn answer denying that plaintiff herein had the right 
to the name, together with a motion to dismiss plaintiff’s petition, which motion was 
denied. Lewis filed several affidavits, including those of Wiseman, the receiver; 
Laufensberg, a former employee of Air-O-Cel Industries, Inc.; Reinke, a former 
director of Air-O-Cel Industries, Inc., who had originated and patented the product 
and registered the trade-name “Air-O-Cel ;” all of which fully substantiated the alle- 
gations in plaintiff’s petition. Trinklein filed an affidavit in opposition. No tes- 
timony was taken. On April 27, 1942, the circuit judge entered an order in the 
proceedings, stating that the matter had been heard on the sworn petition and 
answer, the affidavits in support thereof, and the undisputed statements of counsel 
made at the hearing, finding that the name “Air-O-Cel,” together with the advertis- 
ing signs, patents and registered trade-marks purchased from the receiver by Lewis 
were of distinct value, that the completion of the sale and transfer of assets of the 
receivership had been interfered with, and that the assets sold to Lewis were thus 
rendered worthless by the acts of Trinklein. This was held to be an unlawful inter- 
ference with the orders of the court in carrying out the receivership and liquidation. 
The court ordered the defendants to refrain from using the name “Air-O-Cel.” 
From this order, defendants appeal. 

The contest thus squares away as to who has the right to use the name “Air-O- 
Cel,” as between Lewis and the defendants. That it has a definite value as a trade- 
name is beyond doubt. In 1939, in suits started and brought to a successful conclu- 
sion by Trinklein, others had been enjoined from using Trinklein’s registered trade- 
name “Air-O-Cel.” Trinklein had filed sworn bills of complaint stating that he had 
spent large sums of money in advertising and bringing the name “Air-O-Cel” before 
the public as a trade-name, that it had become synonymous with the term insulation, 
had acquired a high reputation with the public, and had considerable value. 

We find no merit in defendants’ claim that Lewis was not properly a party before 
the court, and that the court did not have jurisdiction to hear the matter and enter 
the order. The subject matter was before the court in the receivership proceedings. 
Trinklein was actually a party before the court by filing the original petition for dis- 
solution and appointment of a receiver. Defendant Liddesdale Holding Company, 
now known as Air-O-Cel Products Company, a corporation wholly owned by 
Trinklein, was brought before the court in the order to show cause. Lewis became 
a party to the proceeding when he became a successful bidder, contracted to purchase 
a part of the assets from the receiver, the sale being confirmed and Lewis having paid 
the receiver for the same. 1 Clark on Receivers (2d. Ed.), Sec. 489 (a), p. 669, 
states that a bidder and purchaser at receiver’s sale “becomes a party to the cause 
from the time he enters into a contract of purchase,” citing Rice v. Ahlman (1912), 
70 Wash. 12 (126 Pac. 66). In the latter case, the court said: 


A second contention is that no process was served upon Beck making him a party to 
the action, and that the court could not acquire jurisdiction over him by the service of the 
show cause order. The show cause order was not issued nor required to subject Beck to 
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the jurisdiction of the court. He became a party and subjected himself to the jurisdiction 
of the court when he became a purchaser at the receiver’s sale. This was a judicial sale 
made under direct order from the court. The jurisdiction of the court over purchasers at 
a judicial sale is well settled. From the time he enters into a contract of purchase at a 
judicial sale, the purchaser becomes a party to the action by voluntarily submitting himself 
to the jurisdiction of the court, and he may be compelled to comply with his bid by rule 
in the original case (citing a large number of cases). 


In 53 C. J. p. 221, as to the jurisdiction over the purchaser, we find the following 
language: 


By virtue of being a party to the receiver’s sale, a purchaser submits himself to the 
jurisdiction of the court under whose order the sale is made. 


Defendants claim that the court could not enter the order appealed from, based 
on the sworn petition and sworn answer and affidavits, without supporting testimony. 
There is no merit to this claim. Counsel could have requested the taking of proofs 
or the court could have ordered testimony, within its discretion. 3 Comp. Laws 1929, 
Sec. 14259 (Stat. Ann. Sec. 27.988). See, also, Clabaugh v. Wayne Circuit Judge, 
228 Mich. 207. This is a petition in a dissolution and receivership matter. Sworn 
pleadings may have the force of evidence on hearing of motions and petitions. Court 
Rule No. 23, Sec. 7 (1933). 

The gist of appellants’ claim seems to be that the court could not restrain Trink- 
lein’s wholly-owned corporation, Air-O-Cel Products Company, from using the 
trade-name “Air-O-Cel” as a part of its corporate name. However, the case before 
us is more than merely a matter of compelling a corporation to refrain from using a 
name. It was not merely a corporate name, or the good will of an already dissolved 
corporation, that was sold to Lewis by the receiver. The right to the use of a regis- 
tered trade-name was sold along with tangible personal property. Upon dissolution 
of the corporation, its assets were transferred to the receiver. A receiver may take 
all appropriate steps in law or equity to protect such property. Pontiac Trust Co. 
v. Newell, 266 Mich. 490. The case before us is entirely distinguished by its facts 
from Grand Rapids Trust Co. v. School Furniture Co., 221 Mich. 487, relied upon 
by defendants. In that case the corporate charter had expired by limitation in 1919. 
There had been no reorganization under the statute, the corporation continued as a 
body corporate for three years only for the purpose of suits, closing its affairs, dis- 
posing of its property. The corporate name did not survive. Three years later a 
receiver for the corporation filed a bill to restrain another from using the corporate 
name and was denied the relief. The bill showed no exclusive products to which 
the corporate name had attached a trade meaning. Later use of the name did not 
interfere with the use of anything the receiver could sell and pass to others. The 
protection of a registered trade-mark was not involved (as in the case at bar) and the 
decision expressly states that the protection of a trade-name extends to the party en- 
titled to use it. A trade-name may or may not be identical with the name of a cor- 
poration or business. 

In the case before us, something more than good will of a dissolved corporation 
is at stake—the use of a registered trade-name. Even good will may be transferred, 
under exceptional circumstances, with a trade-name. 
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Aside from exceptional circumstances as, for example, trade-marks and trade-names, 
Tennant v. Dunlop, 97 Va. 234 (33 S. E. 620), the rule, as stated in 28 C. J. p. 731, cited 
by plaintiff, is: 

“Good will exists as property merely as an incident to other property rights and is not 
susceptible of being owned and disposed of separately and apart from the property right 
to which it is incident. Good will may be attached to the particular place where the busi- 
ness is conducted; it is not, however, necessarily dependent upon locality, and it may ad- 
here to some other principal thing, such as the reputation acquired by an established busi- 
ness, the tangible assets of a trade, the right to use a particular name, trade-mark, or 
valuable trade secret.” Maitland v. Slutsky, 281 Mich. 669. 


This case involves not merely the good will of a dissolved corporation and the 
use of a registered trade-name but also the transferability of the right to use that 
trade-name. The purpose and value of a trade name lies in the fact that it designates 
something to the public. In Creamery Co. v. Ice Cream Co. (syllabus), 187 Mich. 
312, this court held: 


Where the trade-name or mark “Velvet Brand” had been connected by long association 
with the business of a firm, a license made by one of the partners after the partnership had 
sold its business which would tend to deceive the public or operate as a fraud on persons 
accustomed to deal with the manufacturers was void; a trade-mark being required to indi- 
cate the ownership and origin of the goods.” 


The essential point is, that when a name becomes so familiar to the public that it 
attains economic value, or becomes known as a trade-name, those facts exist because 
the public has come to attach some significance to the name and has come to rely upon 
something designated by the name. If that something is reliability, courtesy in deal- 
ing with customers, good credit, or other attributes intimately bound up with a cer- 
tain business organization as such, then for a valid transfer of the name it may be 
necessary that the entire business be transferred along with it, or at least that enough 
be transferred to reasonably warrant a finding that the attributes attached to that 
name by the public have been transferred with it. But when there are exclusive 
products to which the name has attached a trade meaning, and when the trade or 
public attaches thereto certain scientific attributes, then to avoid confusion or fraud 
on the public it should be possible to transfer the name along with the rights to pro- 
duce those same scientific attributes. 

The property sold to plaintiff Lewis had a distinct value aside from the value 
of the neon signs, advertising panels, samples and other tangible personal 
property. The registered trade-mark “Air-O-Cel” and the United States 
and Canadian patents sold along with tangible personal property have a value to one 
intending to continue the business under the trade-name. The trade-mark, neon 
signs and other personal property sold to Lewis had a direct connection with the 
manufacture and sale of the patented article “Air-O-Cel.” The neon signs, samples, 
advertising matter and other personal property obviously connected with the manu- 
facture and sale of the articles had little, if any, value except for use in connection 
with the article itself. There is evidence in this case indicating that the patents trans- 
ferred to plaintiff were patents pertaining to the preparation of the products which 
had come to be known as “Air-O-Cel” products, and there is no showing that any of 
the assets of the business which were transferred to other persons were essential to 
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the preparation of those identical products. The other item included in the same 
parcel with the patents, as well as defendant’s haste to have the name acquired by his 
other corporation immediately after his bid failed, clearly indicate that there was an 
intent to transfer the right to use the name “Air-O-Cel” along with the other items 
sold in the parcel. 

In the present case, Lewis also purchased United States patents 2098554 and 
1924515 and Canadian patent 311466. Defendant’s brief admits that the trade-mark 
registration of “Air-O-Cel” is as follows: 


Pocket-forming elements of pasteboard or other fibrous material for lining and insulat- 
ing building walls. 


This pocket-forming feature is described as “air-cells” or “air pockets.” It was 
shown that the name “Air-O-Cel” was not descriptive of the insulating board itself 
but refers to air pockets between the wall and board. The insulation is provided by 
these air pockets rather than by the corrugation in the board itself. It was shown that 
Mr. Reinke, who originated this new method for making and applying insulation 
material for which he had received the patents hereinbefore stated, also at the same 
time originated the name “Air-O-Cel” for which he received the certificate of regis- 
tration. Both letters patent and trade-mark were assigned to the Air-O-Cell Indus- 
tries, Inc. It is a reasonable inference from these facts that the trade mark “Air-O- 
Cell” was used in the manufacture as set out in the letters patent. The name “Air- 
O-Cell” has special meaning in the insulation trade. The air pocket insulation dis- 
tinguished it from the ordinary type of corrugated box-board. 

In Julian v. Hoosier Drill Co., 78 Ind. 408, the court said: 


This assignment and transfer (of a patent) carried with it to the assignee the exclusive 
right to manufacture and sell the grain drill specified in the letters-patents, ... It was a 
transfer to appellant of the right to carry on the business in which Joseph Ingels had been 
engaged, and in connection with which he had used said trade-mark. . . . It was enough 
if the right to engage in the business was assigned; as incident to the assignment of this 
right, it was quite competent to assign the right to the trade-mark. 


The above case (syllabi) further holds: 


Property in the use of a word as a trade-mark, to designate manufactured goods, such 
as the word “Hoosier,” to distinguish a grain drill, may be acquired by adoption and ex- 
clusive use, and, when acquired, the unauthorized use by another of the mark, to designate 
similar goods, is a wrong which may be compensated by damages, and prevented by injunc- 
tion. 

A trade-mark, used to designate goods manufactured under letters patent, is assignable 
with the letters patent, and the right to damages accrued for infringement is also assign- 
able. 


To the same effect, it has been further held that the right to the exclusive use of 
a word or symbol as a trade-mark is inseparable from the right to make and sell the 
commodity which it has been appropriated to designate. Atlantic Milling Co. v. 
Robinson (New York C.C.), 20 F. 217 (Appeal dismissed, Rowland v. Atlantic Maill- 
ing Co. [1889], 136 U. S. 648). 

A trade-mark is not copyrighted or patented, but is merely registered in the United 
States Patent Office. The right of property in a trade-mark is a common-law right, 
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merely recognized and preserved by the Trade-Mark Act of Congress. La Croix v. 
May (1883), 15 F. 236. 
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The right to a trade-mark exists independently of statute. Phillips v. Hudnut [10 T.-M. 
Rep. 243] (1920) (syllabus), 263 F. 643. 

That nothing in this act shall prevent, lessen, impeach, or avoid any remedy at law 
or in equity which any party aggrieved by any wrongful use of any trade-mark might have 
had if the provisions of this act had not been passed. 33 Stat. at L. 730. 

A trade-mark has come to be recognized as a property right of immense and incal- 
culable value, whose proprietor is entitled to the strongest protection at the hands of the 
proper court. A. Bourjois & Co. v. Katzel (syllabus), 274, F. 856 [13 T.-M. Rep. 69]. 

One who has appropriated a trade-mark, to distinguish his goods from other similar 
goods, has a property right in it, a right that will be protected by injunction against the 
infringing party.” Liggett & Myers Tobacco Co. v. Sam. Reid Tobacco Co., 104 Mo. 53 
(15 S. W. 843)). 


The order restraining defendants from using the name “Air-O-Cel” and from in- 
terfering with plaintiff’s use thereof is affirmed, with costs to plaintiff. 


NortuH, Butzet and SHARP, Justices, concur with BoyLes, Chief Justice. 
WIEST, Justice: 


I cannot concur in the opinion of Mr. Justice Boyles. 

The corporation was dissolved, a receiver was appointed and sale of the assets of 
the corporation authorized by the court. The sale was made in 42 parcels and plain- 
tiff Lewis purchased the registered trade-names, trade-marks, some patents and signs 
but none of the other physical assets of the corporation. 

A trade-name exists as an incident of the business in which it was lawfully ac- 
quired and with which it remains identified as a mere abstract right, having no ref- 
erence to any particular property, commodity, or business. It cannot exist separated 
from the business to which it belongs and with which it is identified ; it is not a species 
of property, and cannot be sold or transferred as such. 


There is no property in a trade-mark apart from the business or trade in connection 
with which it is employed. United Drug Co. v. Rectanus Co., 248 U. S. 90, 97 [9 T.-M. 
Rep. 1]; Hanover Milling Co. v. Metcalf, 240 U. S. 403, 413-414 [@ T.-M. Rep. 148]. 
“The law of trade-marks is but a part of the broader law of unfair competition” (idem), 
the general purpose of which is to prevent one person from passing off his goods or his 
business as the goods or business of another. 

Whether the name of a corporation is to be regarded as a trade-mark, a trade-name, or 
both, is not entirely clear under the decisions. To some extent the two terms overlap, but 
there is a difference more or less definitely recognized, which is, that, generally speaking, 
the former is applicable to the vendible commodity to which it is affixed, the latter to a 
business and its good will. American Steel Foundries v. Robertson, 269 U. S. 372 [16 T.-M. 
Rep 51]. 


My views are expressed in the following quotation from Children’s Bootery et al. v. 
Thomas C. Sutker,91 Fla. 60, 44 A. L. R. 698 [16 T.-M. Rep. 211] : 


The physical elements or assets of a business may not be sold to one and the good will 
and trade-name thereof to another, for when the good will and trade-name is separated 
from the business to which it applies it is thereby destroyed and cannot thereafter be the 
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proper subject of a sale. As it is sometimes expressed, “the shadow cannot be separated 
from the substance.” In re Jaysee Corset Co., 201 F. 779 [1 T.-M. Rep. 315]; Rodseth 
v. Northwestern, etc. Wks., 129 Minn. 472, 152 N. W. 885, Ann. Cas. 1917A, 257 [5 T.-M. 
Rep. 280] ; Weener v. Brayton, 152 Mass. 101, 25 N. E. 46,8 L. R. A. 640; Witthaus v. 
Braun & Mattfeldt, 44 Md. 303, 22 Am. St. Rep. 44; The Fair v. Jose Morales Co., 82 
Ill. App. 499; Seabrook v. Grimes, 107 Md. 410, 68 Atl. 833; Skinner v. Oakes, 10 Mo. 
App. 45; Jacoway v. Young, 228 F. 630; 143 C. C. A. 87; Falk v. American, etc. Co., 180 
N. Y. 445, 73 N. E. 239, 1 L. R. A. (N. S.) 704, 105 Am. St. Rep. 778, 2 Ann. Cas. 216, 
38 Cyc. 867; Smith v. Yost, 125 N. E. 72. 

Because of these peculiar qualities which inhere in trade-marks and trade-names as 
property, it has been held by the courts, with great uniformity, and perhaps may now be 
said to be the general rule, that, in a voluntary sale of a business as an entirety, trade- 
marks and trade-names which have been lawfully established and identified with such busi- 
ness will pass to one who purchases as a whole the physical assets or elements of the busi- 
ness, even though not specifically mentioned in the conveyance. Wilmer v. Thomas, 74 Md. 
485, 13 L. R. A. 38; Solis Cigar Co. v. Pozo, 16 Colo. 388, 25 Am. St. Rep. 279; Laugh- 
man’s Appeals, 128 Pa. 1, 18 Atl. 415, 5 L. R. A. 599; Morgan v. Rogers, 19. F. 596; 
Kronthal Waters v. Beckham, 137 F. 649; Hering-Hall-Marvin Safe Co. v. Hall’s Safe 
Co., 208 U. S. 554, 52 L. Ed. 616; Snyder Mfg. Co. v. Snyder, 54 Ohio St. 86; Williams 
v. Farrand, 88 Mich. 473; Merry v. Hoopes, 111 N. Y. 415; Feder v. Benkert, 18 U. S. 
Cir. Ct. App. 549; Allegretti v. Chocolate Cream Co., 177 Ill. 129, 52 N. E. 487; Corbett 
Bros. Co. v. Reinhardt-Meding Co., 77 N. J. Eq. 7; MacWilliam v. President Suspender 
Co. (C. A. D.-C.), 242.0. G. 255. 


Trade-names and trade-marks lawfully identified with the business of an insol- 
vent pass to the receiver appointed by the court and thence to one who purchases the 
business substantially as a whole. The trade-name attached to the business but it 
could not be sold by the receiver as an asset wholly apart from business assets. 

We held in Detroit Creamery Co. v. Velvet Brand Ice Cream Co., 187 Mich. 
312 [5 T.-M. Rep. 353] relative to trade-marks that: 


It is the well-established law of trade-marks that a trade-mark does not exist as an 
extrinsic thing, and therefor it is not in any sense property when so considered. Its 
existence as property and its value as such is created only when it has become associated 
with and is a part of the business with which it has been connected. 


The good will of the defunct corporation did not survive its dissolution. See 
Grand Rapids Trust Co. v. Haney School Furniture Co., 221 Mich. 487, 27 A. L. R., 
1020. 

My brother evidently entertains the view that the trade-name follows ownership 
of the patents. I have endeavored to point out that such is not the case where manu- 
facture under the patents is dead and, by sale and court confirmation, the assets of 
the dissolved corporation have been divided and sold in 42 parcels and thus the 
former trade-name is a homeless waif. A patent may be sold and, of course, carry 
rights to operate thereunder but such a sale as here involved does not carry the ex- 
clusive right to the former trade-name. The purchaser of the patents did not ac- 
quire any of the business equipment of the defunct corporation. The trade-name 
was, though registered, a mere designation by its author and a thing wholly apart 
from the patents and it cannot be carried in suspense until another business, if any, 
is established by the purchaser of the property and provides a setting for it. 
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Under the record in this case Mr. Lewis acquired no exclusive right to the trade- 
name and trade-marks of the corporation and the decree granting him exclusive right 
to the use of the same is reversed, with costs. 


CHANDLER, STARR and BUSHNELL, Justices, concur with Wrest, Justice. 





FOSS, DOING BUSINEss AS UNIVERSITY TRANSFER COMPANY v. 
CULBERTSON ET AL. 


Washington Supreme Court 
April 28, 1943 


UnFair COMPETITION—DEFINITION—How DETERMINED. 

No inflexible rule can be laid down as to just what conduct will constitute unfair competi- 
tion. Whether it exists in a given case is a question of fact, and, hence each case is, in a 
measure, a law unto itself. 

UNFAIR COMPETITION—TRADE-N AMES—PRIORITY OF RIGHT. 

The right to use a particular name as a trade-name belongs to the one who first appro- 

priates and uses it in connection with a particular business. 
UnFAIR CoMPETITION—PERSONAL NAMES—RIGHT TO USE. 

A person, whether individual or corporate, may not use any name, not even his own, which 
is the distinctive feature of a trade-name already in use by another, if such use by one person 
tends to confuse the business of such person with that of another in the public mind. 

UnrFair COMPETITION—SvUITS—RELIEF. 

The prior user of a trade-name may be entitled to relief regardless of actual fraud or 

intent to deceive on the part of a subsequent appropriator. 
UnFairR COMPETITION—TRADE-NAMES—RIGHT TO USE. 

To acquire the right to use a particular name, it is not necessary that the name be used 
for any considerable length of time. It is enough to show that one was in actual use of it 
before it was begun to be used by another. 

UnFAIR COMPETITION—TRADE-N AMES—ABANDON MENT. 

A trade-name may be abandoned or given up by the original appropriator, and, when so 
abandoned, any person has the right to seize upon it immediately, and make use of it and 
thus acquire a right to it superior not only to the right of the original user, but of all the 
world. 

UnFrair COMPETITION—T RADE-N AMES—GEOGRAPHICAL AND DESCRIPTIVE TERMS—INFRINGEMENT 
—WHEN PRESENT. 

A trade-name, in order to be an infringement on another, need not be exactly like it in 
form and sound. It is enough if one so resembles another as to deceive or mislead persons 
of ordinary caution into the belief that they are dealing with the one concern when in fact 
they are dealing with the other. The rule is no different when the name, or some part thereof, 
is a geographical name or contains descriptive words which have acquired a secondary 
meaning. 

UnFatiR CoMPETITION—TRADE-NAMES—“UNIVERSITY” FOR TRANSFER BUSINESS—SECONDARY 
MEANING. 

Where plaintiff and his predecessors in business had adopted and used in a transfer busi- 
ness in the university district of Seattle, Washington, the trade-names University Transfer 
Company, University Transfer & Storage Company and University Moving & Storage 

Company many years before defendant was incorporated under the name Seattle Terminals, 
University Warehouse, Inc., for a transfer, storage and warehouse business, the said word 
“University” held to have acquired a secondary meaning as identifying plaintiff’s business 
exclusively, and its use by defendant held unfair competition. 
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UnFrair COMPETITION—“UNIVERSITY’—LISTING OF SIMILAR NAME IN TELEPHONE Drrecrory. 
In the case at issue, defendant held rightly enjoined from listing its several trade-names 
in the local telephone directory with the word “University” shown in large type, near plain- 
tiff’s name, as well as so displaying it on its trucks and vans. 
UnFAIR CoMPETITION—USE OF SAME NAME ON SLIGHTLY DIFFERENT BUSINESS. 
In the case at issue, defendant held rightly enjoined from the use of the name “University” 


either alone, or as the predominating part of its trade-name, but was permitted to use it as 
part of its full corporate name. 


In equity. Action for unfair competition. From judgment for plaintiff, both 
parties appeal. Modified. 


William A. Gilmore and W. H. Cook, both of Seattle, Wash., for appellant. 


Case & Laube and Patrick A. Geraghty, both of Seattle, Wash., for respondent and 
cross-appellant. 


Before Simpson, Chief Justice, and MILLARD, JEFFERS, STEINERT and MALLEry, 
Justices. 


JEFFERS, Justice: 


This action was instituted in the superior court for King county by M. V. Foss, 
who claimed to be doing business under the assumed names of “University Transfer 
Company,” “University Transfer and Storage Company,” and “University Moving 
and Storage Company,” for the purpose of obtaining an injunction restraining de- 
fendants R. G. Culbertson and Seattle Terminals Company, Inc., a corporation, from 
using the word “University” in connection with their transfer, moving, storage, or 
warehouse business, either by signs, letters, or advertising, or using the trade-name 
“University” in any manner whatsoever in connection with the transfer, moving, 
storage, or warehouse business in the city of Seattle, and restraining defendant 
Pacific Telephone & Telegragh Company from publishing in its telephone directories 
any such names. 

The cause came on for hearing before the court upon the issues raised by plain- 
tiff’s complaint, the answer of defendants Culbertson and Seattle Terminals Com- 
pany, Inc., and the separate answer of the telephone company. On April 18, 1942, 
the trial court filed a memorandum opinion, and, on June 5th following, signed find- 
ings of fact, conclusions of law, and judgment, which were filed on June 6, 1942. 

The evidence shows the following facts: In 1920, plaintiff entered the transfer 
and baggage business in Seattle, on Corliss avenue, under the name “King Auto 
Transfer,” and continued to so operate at this location until 1932, when he moved 
his office to the 4100 block on University Way. The business was what Mr. Foss 
termed a transfer business and he used three trucks. Mr. Foss continued in this 
location for about three months, when he moved his office to 4124 Roosevelt Way, 
where he continued to operate until 1935, at which time he formed a partnership with 
George W. Wilcox, who then was operating a transfer business under the name 
“University Transfer Company.” 

After the partnership was formed, the business was moved to 4301 University 
Way, where it was operated under the names “University Transfer Company,” “Uni- 
versity Transfer & Storage Company,” “University Moving & Storage Company,” 
and “King Auto Transfer.” This partnership continued for two years, when Mr. 
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Foss bought the interest of Mr. Wilcox in the business, including the good will and 
trade-names. 

Mr. Foss testified that he continued to operate the business under all of the 
trade-names at 4301 University Way, up to 1937-38; that, on November 18, 1937, 
he filed with the clerk of King county a list of the trade-names under which he was 
operating, these being “University Transfer Company,” “University Transfer & 
Storage Company,” and “University Moving & Storage Company ;” that, at the 
time of filing the trade-names, he was in the business of moving furniture and bag- 
gage, general hauling, and storage. 

Plaintiff subsequently moved to 1409 East Forty-second street, where his office 
now is. 

George W. Wilcox, hereinbefore referred to testified that in 1935 he purchased 
from Charles Walsh the University Transfer Company, which included the Univer- 
sity Transfer & Storage Company and University Moving & Storage Company ; 
that he operated under the name of “University Transfer Company ;” and that he 
had a moving and storage business, although he owned no warehouse. He further 
testified that he sold his interest in the business to Mr. Foss in December, 1937 ; that 
the sale to Mr. Foss included all the rights he had acquired from Mr. Walsh in the 
University Transfer Company and the other two trade-names, including good will. 

Charles M. Walsh, from whom Mr. Wilcox purchased the University Transfer 
Company, testified that he purchased the business from a Mr. Bailey, who had pur- 
chased it from a Mr. Jensen, and that Jensen started the business in about 1905. 
Mr. Walsh further testified that he operated under three names, “University Trans- 
fer Company,” “University Transfer & Storage Company” and “University Moving 
& Storage Company,” and had filed these assumed names with the county clerk ; that 
he operated under these names from 1921 to 1935, when he sold to Mr. Wilcox; 
that during his operations he spent considerable money in advertising the business 
and building up good will; that one of the methods used in advertising the business 
was the preparation and distribution of thousands of pamphlets ; that he also adver- 
tised in the Tribune and Northwest Progress, and the university papers; that he 
advertised continuously in the newspapers, the purpose of such advertising being to 
acquaint people in the community with the name of his business. Mr. Walsh had 
the name “University Transfer & Storage Company” on his van. 

(It thus appears that, in 1937, when Mr. Foss purchased from Mr. Wilcox the 
latter’s interest in the University Transfer Company, Mr. Foss acquired all the 
interest Mr. Wilcox had acquired from Mr. Walsh in the University Transfer Com- 
pany, the trade-names “University Transfer & Storage Company” and “Univer- 
sity Moving & Storage Company,” and whatever good will there may have been 
in connection with these names in the community. ) 

While it appears that at one time Mr. Foss had a small place used for storage, 
it does not appear that since 1937 he has had a storage warehouse, or has been in 
the storage or warehouse business. He did, however, have an arrangement with 
at least two warehouse companies, whereby goods which he hauled could be stored 
in their warehouses. The receipt for the goods so stored was issued to the owner, 
and Mr. Foss received as commission from the warehouse company, the first month’s 
storage charge. 
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It is admitted that Mr. Foss does not now have, and that he has never had, a 
license to operate a warehouse, as required by Rem. Rev. Stat. (Sup.), § 11569-1 
[P. C. § 7202-21] et seg. The warehouse act is a comprehensive act and, among 
other provisions, it requires that every warehouseman shall obtain a license to operate 
a warehouse. It provides for filing a schedule of rates and for inspection and super- 
vision by the department of public service. Section 11569-8 [P. C. § 7202-28] pro- 
vides in part: 

Any person not a licensed warehouseman under, or excepted from the provisions of this 
act, who shall display on any building, vehicle, billboard or in any other manner, any adver- 


tisement of, or by circular, letter, newspaper, magazine, poster, or card to advertise, stor- 
age of property shall be guilty of a misdemeanor and punishable as such. 


Leon Herkenrath, called by defendant, testified that he was a warehouse inspec- 
tor and field agent for the department of public service, which position he had held 
since 1935; that the department considered warehouse companies and transfer com- 
panies separate businesses, and had promulgated different rules covering each busi- 
ness. This witness further testified that complaint had been made that Mr. Foss 
was doing a storage business without a license, and that he called on Mr. Foss and 
found he had a small amount of household goods in storage. The inspector ordered 
Mr. Foss to get rid of the goods he had in storage, and discontinue that type of 
operations, and that was the extent of the difficulty, as far as storage business was 
concerned. 

While R. G. Culbertson and Pacific Telephone & Telegraph Company are named 
as defendants in this action, our reference hereinafter to the defendant shall be 
deemed to be Seattle Terminals Company, unless otherwise specifically mentioned. 

It does not appear that, subsequent to 1937, plaintiff has used, on his trucks or 
on the window of his office or in the Seattle telephone directory, any name other than 
“University Transfer,” which appeared on his trucks, and “University Transfer 
Company,” which appeared on the window of his office and in the telephone direc- 
tory, until some time after defendant had begun to use the name “University” in 
connection with its moving and storage business, at which time plaintiff caused to 
be placed on the window of his office, under University Transfer Company, the 
names “University Transfer & Storage Company” and “University Moving & 
Storage Company. 

The testimony of Mr. Foss shows that there has been some confusion as the 
result of defendant’s use of the word University in connection with its business; 
that calls came into plaintiff’s office intended for defendant; that plaintiff received 
calls from people in regard to damage to goods claimed to have been hauled by plain- 
tiff, when plaintiff had never hauled the goods; that plaintiff had received checks for 
services not performed by him; that, on at least two occasions, the trucks of both 
plaintiff and defendant appeared at the same place at the same time, to do a moving 
job; and that defendant obtained work which should have come to plaintiff, because 
people who plaintiff knew had been moved, when asked who moved them said, “Uni- 
versity Transfer.” 

It also appears that, in the Seattle telephone directory, on page 269, defendant 
had inserted, above plaintiff's name “University Transfer Company,” the name 
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“University Moving & Storage Co.” (in large letters), “University Warehouse” (in 
small letters), 1017 E. 40th, Evergrn 0350, and “University Storage & Moving Co.” 
(in large letters), “University Warehouse” (in small letters), 1017 E. 40th, Evergrn 
0350; also, just below plaintiff's name, the name “University Transit Co.” (in large 
letters), “University Warehouse” (in small letters), 1017 E. 40th, Evergrn 0350. It 
may be admitted that these names appear in the directory in alphabetical order, but 
it is evident that in none of them does defendant refer to its real corporate name. 
The testimony and exhibits also show that on defendant’s trucks and vans the name 
“University” is displayed in large letters over the word Warehouse or Warehouses. 
The testimony shows that plaintiff’s business was obtained almost entirely by tele- 
phone; that is to say, people desiring to have hauling done would call plaintiff on 
the telephone, while defendant obtained the greater part of its business by personal 
calls. 

The evidence shows that R. G. Culbertson owns about eighty per cent of the stock 
of defendant corporation, and is the manager and in control of the business ; that he 
came to Seattle about five years ago to become the manager of Eyres Transfer & 
Warehouse Company ; that, in December, 1939, the name of the above mentioned 
company was changed to “Seattle Terminals University Warehouse, Inc.,” which 
is the real corporate name of defendant. 

Mr. Foss testified that in January, 1940, he notified defendant by letter of his 
trade-names. 

An attempt was made to show that defendant was not really in competition with 
plaintiff, in that defendant did not attempt to obtain such business as hauling baggage 
and trunks for students and others. Mr. Culbertson testified that the volume of 
transfer and baggage business was almost nothing ; that his company never used the 
name “University Transfer” in connection with its operations; that his company 
was not engaged in the transfer business, as he understood the meaning of that term. 
Mr. Culbertson admitted that the corporate name of his company did not appear in 
the telephone directory. 

However, it appears conclusively that defendant was in the transfer and moving 
business, as well as the warehouse business. Clifford Cambern, who at the time of 
trial was traffic manager for defendant, testified that he had formerly been sales 
manager, and when asked what his duties were as sales manager, answered: 


To pick up business, get live prospects or suspects and obtain different types of business, 
moving, shipping, crating, storing household goods. 


He further testified that he kept a series of cards representing his personal calls, 
sometimes three or four calls from the same person, recording and including the 
statements which he felt necessary in the course of the business, such as information 
pertaining to competitors on the job, a competitor’s estimate of the job, what he 
(the witness) thought the job would run, what his services were, etc. 

It further appears that defendant’s trucks and vans have a distinctive color, and 
that the color of those trucks and the letters thereon are entirely different from the 
color and lettering on plaintiff’s trucks. 

Defendant’s witnesses testified they knew of no confusion which has resulted 
because of the names used by defendant, at least no confusion as between its business 
and that of plaintiff, except possibly on one or two occasions. 
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Mr. Culbertson denied that he had attempted to injure plaintiff in any way, or 
that he had attempted to mislead the public, to plaintiff’s prejudice, by the names 
used or in the manner of advertising ; that no objection had been made to the filing 
of the corporate name of defendant, and that he was of the opinion defendant had an 
absolute right to use the name “University” in connection with its storage business. 

While defendant has several warehouses in Seattle, the one in the university 
district is only a short distance from plaintiff’s office. 

The trial court found that the true corporate name of defendant is “Seattle 
Terminals University Warehouse, Inc.;” that the corporation was organized in 
December, 1939, and ever since has been conducting a transfer, storage, and ware- 
house business, at 1017 East Fortieth street, in the university district of Seattle; 
that, during the years 1940 and 1941, defendant used, and is now using, in its busi- 
ness several trucks and moving vans of a distinctive and standard painting, the main 
portion of the trucks being a certain shade of yellow, with lettering predominately 
displayed in green ; that upon one of the trucks or vans the word “University” appears 
in large letters, with no other words, and on several of them the word “University” 
appears in large letters with the words “Seattle Terminals” placed thereon in small 
letters; that, upon defendant’s warehouse at 1017 East Fortieth street, the words 
“University Warehouse” appears in very large letters, with the words “Seattle 
Terminals Company” in small letters; that plaintiff, through his attorneys, in Jan- 
uary, 1940, by letter notified defendant of his claimed trade-names. 

The court further found that, about the month of November, 1941, in order to 
appropriate the names and business of plaintiff, defendant caused to be inserted in 
the Seattle telephone directory, and the telephone company printed, the names “Uni- 
versity Transit Co.,” “University Moving & Storage Co.,” and “University Storage 
& Moving Co.,” these names being inserted in the directory above and below plain- 
tiff’s name, “University Transfer Co.” 

The court further found that plaintiff, for many years last past, and up to the 
time of trial, has had a licensed transfer business for moving and transferring house- 
hold goods, baggage, and other freight, and has been doing business under the trade- 
name of “University Transfer Company,” using that name on his office signs and 
advertising during many years last past ; that in his business under that name he has 
acquired a good will, and the name has been quite well known to patrons and cus- 
tomers generally desiring such service in the university district; that plaintiff has 
never been licensed to conduct a storage or warehouse business under Rem. Rev. 
Stat. (Sup.), §§ 11569-1, 11569-6, 11569-8 [P. C. §§ 7202-21, 7202-26, 7202-28] ; 
and that plaintiff is not entitled to use the words “storage” or “warehouse” in connec- 
tion with his transfer and moving business. 

The court further found that defendant’s acts in advertising in the telephone 
directory and on trucks and vans, so far as concerns the use of the name “Univer- 
sity” in connection with the words “transfer,” “moving,” “hauling,” “transit,” or 
any similar name, encroach and infringe upon plaintiff’s right to the use of those 
words in connection with the name “University,” and injure him in his business and 
good will; that, by the use of such words, defendant deceives and confuses the pub- 
lic, to plaintiff’s irreparable damage; that the use of any of such names by defend- 
ant, in connection with the word “University” constitutes unfair competition, and 
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is wrongful ; that defendant is entitled to the use of the word “University” in connec- 
tion with the words storage or warehouse, in reference to its business. 


Conclusions of law, based on the findings, were made and entered, as was also 
the following judgment: 


It is therefore Ordered, Adjudged and Decreed that the defendant, Seattle Terminals 
University Warehouse, Inc., shall be, and it is hereby enjoined from the use of the name 
“University Transit Co.” in connection with the operation of its business, or from using a 


name in which the word “moving,” “hauling,” or “transfer” is used in connection with the 
word “University.” 


It is further Ordered, Adjudged and Decreed that the defendant, Pacific Telephone & 
Telegraph Company, a corporation, be and it is hereby enjoined from listing the defendant, 
Seattle Terminals University Warehouse, Inc., under the assumed name of “University 


Transit Co.” or under any other name in which the word “moving,” “hauling,” 


or “trans- 
fer” 


is used in connection with the word “University” in any phone directory hereafter 
published by the said Pacific Telephone & Telegraph Company subsequent to the date 


hereof and as long as the plaintiff, M. V. Foss, is continuously doing business under the 
name of “University Transfer Co.” 


It is further Ordered, Adjudged and Decreed that the defendants are entitled to the use 


of the name “University” in connection with “storage” or “warehouse” in connection with 
their business. 


It is further Ordered, Adjudged and Decreed that the action of the plaintiff against the 
defendant, R. G. Culbertson, be and it is hereby dismissed. 


Plaintiff has appealed from the judgment entered, and defendants Culbertson 
and Seattle Terminals University Warehouse, Inc., have cross-appealed. The tele- 
phone company did not appeal. In view of the fact that both sides have appealed, 
we shall continue to use the terms plaintiff and defendant, in referring to the conten- 
tions made by the parties to this appeal. 

Plaintiff contends the court erred in not enjoining defendant from using the 
word “University” in connection with its storage and warehouse business in Seattle ; 
in holding that defendant is entitled to use the word “University” in connection with 
its storage and warehouse business; in refusing plaintiff injunctive relief in protect- 
ing his descriptive trade-name “University” against defendant as competitor ; in not 
enjoining defendant Seattle Terminals University Warehouse, Inc., from using the 
word “University” in its corporate name; and in dismissing the action as to R. G. 
Culbertson. 

Defendant contends the court erred in enjoining it from using any name in which 
the words “moving,” “hauling,” or “transfer,” are used in connection with the word 
“University,” in its business. Defendant makes no contention that it had a right to 
use the name “University Transit Company.” 

Plaintiff further contends that, under the evidence, and even under the court’s 
findings, he was entitled to a sweeping injunction enjoining defendant, as his com- 
petitor, from using the descriptive trade-name “University” on its trucks, vans, 
or buildings, or in the telephone directory, or in its corporate name; that the court 
seemed to have taken the position that a storage or warehouse business was as 
independent from a transfer business as “a church,” “a school,” or a “beauty parlor,” 
and completely overlooked the fact that the evidence and the findings themselves 
show that defendant was conducting a rival and competitive transfer business by the 
use of the descriptive name “University” on its trucks, vans, and warehouse. 
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Plaintiff also contends that it is immaterial whether or not he had a warehouse 
license ; that there never was an abandonment by plaintiff of the trade-names “Uni- 
versity Transfer & Storage Company” and “University Moving & Storage Com- 
pany.” 

Defendant argues that, as plaintiff had no license to operate a warehouse, and 
because of the prohibition contained in the warehouse act, plaintiff had no right to 
use the words “storage” or “warehouse” in his trade-name or names; that, as plain- 
tiff, since 1937, had not used any trade-name other than “University Transfer Com- 
pany,” he must be held to have abandoned the trade-names containing the words 
“storage” or “warehouse;” and that, plaintiff having abandoned the use of those 
words, defendant had a right to appropriate the word “University” in connection 
with its storage and warehouse business. Defendant further contends that plaintiff 
failed to show there had been any material confusion, and therefore should have 
been denied any relief herein. 

The basis of this type of action is unfair competition. It is evident that no inflex- 
ible rule or set of rules can be laid down as to just what conduct will constitute un- 
fair competition. Whether or not there was unfair competition is a question of fact, 
and, this being so, each case is in a measure a law unto itself. Olympia Brewing Co. 
v. Northwest Brewing Co., 178 Wash. 533, 35 P. (2d) 104 [24 T.-M. Rep. 455]. 

We have had before us many cases involving this general question. The factual 
situations presented have, as might be expected, differed in each case. However, 
from these cases it is evident that we have recognized that there are certain well- 
established rules to be considered in connection with this type of case. 

In the late case of Seattle etc. Ass'n v. Amalgamated Ass'n, etc., 3 Wn. (2d), 
520, 101 P. (2d) 338, this court, after a very exhaustive study of our cases, an- 
nounced that there were eight general rules which might de deduced. The opinion 
then proceeds to set out these different rules, citing our cases which sustain each 
one. In order that we may have these rules before us in considering this case, we 
again state the following rules as applicable to this type of case. 

First: The right to use a particular name as a trade-name belongs to the one who 
first appropriates and uses it in connection with a particular business. This rule 
is basic, and is supported by all the cases cited in the above case. 

Second: A person, whether individual or corporate, may not use any name, not 
even his or its own, which is the distinctive feature of a trade-name already in use 
by another, if such use by the one person tends to confuse, in the public mind, the 
business of such person with that of the other. We cite the following as typical cases: 
Martell v. St. Francis Hotel Co., 51 Wash, 375, 98 Pac. 1116; Wright Restaurant 
Co. v. Seattle Restaurant Co., 67 Wash. 690, 122 Pac. 348 [2 T.-M. Rep. 497], 

(this case presented only facts as shown by the complaint, a demurrer to the com- 
plaint having been sustained in the lower court and the action dismissed) ; Queen 
Anne Candy Co. v. Woolworth Co., 165 Wash. 143, 4 P. (2d) 844. 

Third: The prior user may be entitled to relief regardless of actual fraud or 
intent to deceive on the part of a subsequent appropriator. 

Fourth: To acquire the right to use a particular name, it is not necessary that 
the name be used for any considerable length of time. It is enough to show that one 
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was in the actual use of it before it was begun to be used by another. Rosenburg v. 
Fremont Undertaking Co., 63 Wash. 52, 114 Pac. 886 [1 T.-M. Rep. 250]. 

Fifth: A trade-name may be abandoned or given up by the original appro- 
priator, and, when it is so abandoned or given up, any other person has the right to 
seize upon it immediately, and make use of it, and thus acquire a right to it superior 
not only to the right of the original user, but of all the world. Rosenburg v. Fremont 
Undertaking Co., supra. 

Sixth: A trade-name, in order to be an infringement upon another, need not be 
exactly like it in form and sound. It is enough if the one so resembles another as to 
deceive or mislead persons of ordinary caution into the belief that they are dealing 
with the one concern when in fact they are dealing with the other. Rosenburg v. 
Fremont Undertaking Co., supra; Electric Co. v. Hess, 139 Wash. 20, 245 Pac. 27. 

Seventh: The rule is no different when the name, or some part thereof, is a 
geographical name, or contains descriptive words which have acquired a secondary 
meaning. 

In the case of Electric Supply Co. v. Hess, supra, we quoted from Nims, Un- 
fair Competition and Trade-Marks (2d ed.), p. 67 § 37: “Secondary meaning is 
association, nothing more.”” We then stated: 


That is, that the words, though primarily belonging to the public, have been associated 
with one’s business in such way and for such length of time that they are generally under- 
stood by the public as referring to that one’s business. 


Eighth: Prior right to the use of a name will be protected by injunction against 
others using it unfairly. 

It is apparent in this case that the distinctive word in all of plaintiff’s claimed 
trade-names is “University.” It is reasonable to assume it has particular significance 
in that part of Seattle known as the university district. There is no question but that 
plaintiff and his predecessors in business, whose rights plaintiff acquired, had used 
the trade-names, “University Transfer Company,” “University Transfer & Storage 
Company,” and “University Moving & Storage Company,” in connection with the 
transfer business in Seattle, for many years before defendant was incorporated under 
its present name, and long before defendant began to use the word “University” in 
connection with either its storage or transfer business. From an examination of all 
the evidence, we are satisfied that the word “University” had acquired a secondary 
meaning in connection with the various trade-names used by plaintiff and his prede- 
cessors in the transfer business. 

While perhaps in this case it was not shown that as much confusion had resulted 
from the use by defendant of the word “University” in connection with its business 
as in some other cases, we are of the opinion the court was justified in finding that 
the public was deceived, and that the use of the word “University,” as used by de- 
fendant in connection with its business, constituted unfair competition as against 
plaintiff. 

Therefore, after considering the rules above stated, the cases cited, and all the 
evidence in this case, we have no hesitancy in holding that the trial court was jus- 
tified in finding that plaintiff, by its prior use of the name “University Transfer 
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Company,” had appropriated and acquired the prior right to the use of the word 
“University” in connection with its transfer and moving business, and that defendant, 
in order to appropriate the names and business of plaintiff, had caused the names 
hereinbefore referred to, in which the word “University” was the prominent word, 
to be inserted in the Seattle telephone directory, and to be used on its trucks and 
vans. The trial court, therefore, was warranted in granting to plaintiff the injunctive 
relief which it did. 

A more difficult question is presented by plaintiff’s contention that the court 
erred in failing to enjoin defendant from using the word “University” in connection 
with the words “storage” or “warehouse,” and in its corporate name. 

It is true that plaintiff’s predecessors and plaintiff himself used the three trade- 
names to some extent, although it is apparent that, at least during the time Mr. 
Wilcox operated the University Transfer Company, during his partnership with 
plaintiff, and since plaintiff acquired the business, the principal name used was 
“University Transfer Company.” However, it does not appear that, since the time 
plaintiff filed his claimed trade-names in November, 1937, plaintiff has in fact used 
any name other than “University Transfer Company.” This name was on his 
trucks, on the window of his office, and in the telephone directory. It is true that, 
sometime in 1941, plaintiff caused to be placed on the window of his office, under 
the name “University Transfer Company,” the other two trade-names claimed by 
him. 

It may, to some extent, be a surmise as to why plaintiff, since 1937, has used in 
his business no name in which the words “storage” or “warehouse” appeared, but 
when we consider the effect of the warehouse act and the testimony of Mr. Herken- 
rath in connection with plaintiff's business, and the failure of plaintiff to use any 
name other than “University Transfer Company,” it would seem to be apparent that 
he had abandoned the trade-names in which the words warehouse or storage ap- 
peared. 

We are of the opinion that the statute providing for the filing of trade-names has 
nothing to do with the acquiring of such assumed names. The filing of assumed 
names only affects the right of the party doing business under such names to sue in 
the courts of this state. Union Trust Co. v. Quigley, 145 Wash. 176, 259 Pac. 28 
[17 T.-M. Rep. 485]. 

It may be conceded, as contended by plaintiff, that a trade-name is not neces- 
sarily abandoned by disuse. We have so held in Olympia Brewing Co. v. Northwest 
Brewing Co., supra, where the disuse of a trade-name for several years was occa- 
sioned by a statutory restriction on the sale of liquor, and in Washington Barber etc. 
Co. v. Spokane etc. Co. 171 Wash, 428, 18 P. (2d) 499 [23 T.-M. Rep. 187], where 
we held the Spokane Barber Supply Company had a superior right to the use of that 
name until the corporation became bankrupt in 1928, and that the trade-name was 
not abandoned, but was passed to the trustee in bankruptcy, as an asset of the bank- 
rupt estate. 

It may also be conceded that it must appear there was an intent to abandon the 
trade-name, but necessarily intent, unless admitted, can be shown only by the acts 
of the party and the reasonable inferences to be drawn therefrom. In this case, it 
seems to us the acts of plaintiff, when considered in connection with the other facts, 
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show an intent to abandon those trade-names in which the words storage or ware- 
house appear. 

One of the main factors entering into the right of one claiming a trade-name to 
use it to the exclusion of others in a competitive business, is the use of such name, 
and it does not appear to us that one should be permitted indefinitely to claim the 
right to a trade-name when it is not used and could not legally be used. 

If defendant were in the warehouse business only, assuming that such business 
is a business distinct from the transfer business, it would not be difficult to agree 
with the trial court that defendant had a right to use, in reference to its business, the 
word “University” in connection with the words “storage” or “warehouse,” but it 
must be borne in mind that defendant is also in the moving and transfer business, and 
that on its vans and trucks and in the telephone directory it has prominently dis- 
played the word “University” in connection with its moving and storage operations, 
and undoubtedly will continue to so use the word “University” in connection with its 
operations, limited to storage and warehousing, and, under the judgment entered, 
defendant may continue as it has in the past to display the word “University” as the 
prominent word. 

In view of the facts as established in this case, we are of the opinion that to permit 
defendant to use the word “University” on its vans and trucks and in the telephone 
directory as it has in the past, in so far as that word is used in connection with the 
words “storage” and “warehouse,” would be an infringement on plaintiff's trade- 
name of “University Transfer Company,” and would be misleading to the public. 
While the warehouse business and the transfer business may be separate and distinct, 
yet when the public sees, as it has in the past, the word “University” on the vans of 
defendant, even though used in connection with the words “warehouse” or “storage,” 
we are satisfied that the ordinary prudent person would not distinguish between the 
name “University Transfer Warehouse Company” or “University Storage Com- 
pany.” In fact, the conflict which has existed must have been caused to a great ex- 
tent by the use of those very words, as defendant has never used the word “transfer” 
in connection with the word “University” in its business. 

We are therefore of the opinion that the trial court should, in addition to the 
injunctive relief granted to plaintiff, also have enjoined defendant from using the 
word “University” in connection with the words “storage” and “warehouse,” in the 
manner in which they have been used, at least so long as defendant operates a moving 
and transfer business as well as a storage and warehouse business. 

However, we do not feel justified in enjoining defendant from using the word 
“University” in connection with its full corporate name, and we are therefore of the 
opinion that defendant is entitled to use the word “University” on its vans and 
trucks, on its warehouse, and in its advertisements, in connection with its full cor- 
porate name, no more prominence to be given to the word “University” than to the 
other words in the name. 

We have considered plaintiff’s contention that the court erred in dismissing 
defendant Culbertson, and find no merit therein. 

As modified by this opinion, the judgment of the trial court will be affirmed on 
plaintiff's appeal, and, as modified on plaintiff’s appeal, the judgment will be affirmed 
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on defendant’s cross-appeal. The judgment against Seattle Terminals University 
Warehouse, Inc., as modified herein, will, of course, also modify the judgment against 
the Pacific Telephone & Telegraph Company. Plaintiff will recover costs in this 
court. 
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TRADE-MARKS—OPPOSITION—V ARNISH AND INSECTICIDES—Goops OF DIFFERENT DESCRIPTIVE 
PROPERTIES. 
In an opposition proceeding involving the registration of the numeral “61” held that var- 
nish, enamels, lacquers and ready-mixed and paste paints are of different descriptive proper- 
ties from insecticides. 
























On appeal from a decision of the Commissioner of Patents reversing the Ex- 
aminer of Interferences in a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision see 32 T.-M. Rep. 493. 
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Before GARRETT, Presiding Judge, and BLAND, HaTtrieLp, LENRooT, and JAck- 
son, Associate Judges. 


+ FT Sri.. 


HATFIELD, Judge, delivered the opinion of the court : 


This is an appeal in a trade-mark opposition proceeding from the decision of the 
Commissioner of Patents reversing the decision of the Examiner of Interferences 
sustained appellant’s notice of opposition to the registration of appellee’s trade-mark, 
the dominant feature of which is the numeral “61,” for use on insecticides. 

In its application for registration under the Trade-Mark Act of February 20, 
1905, appellee stated that it had used its trade-mark on its goods since 1915. 

It appears from the record that appellant is the owner of trade-mark registration 
No. 79,520, issued September 13, 1910, on an application filed May 18, 1910, for a 
mark consisting of the numeral “61” for use on varnish. It is stated in that applica- 
tion that appellant had used its mark on varnish since January 1, 1894. Appellant 
is also the owner of trade-mark registration No. 358,177, issued June 28, 1938, on 
an application filed February 23, 1938, for the trade-mark “61” for use on “varnishes, 
paint enamels, dry, ready-mixed and paste paints, lacquers, stains, fillers, primers, 
surfacers, putties, undercoating, dryers, thinners, and removers.” It is stated in 
that application that appellant had used its mark on its goods since January 1, 1894. 

Appellant being the prior user of the trade-mark “61” and the marks of the par- 
ties being substantially the same, the sole issue in the case is whether the goods of 
the respective parties possess the same descriptive properties. If they do, the deci- 
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sion of the commissioner should be reversed. If they do not, the decision of the 
commissioner should be affirmed. 

It appears from the record that appellant is engaged in the manufacture and sale 
of paints, varnishes, and similar products; that it has factories in Long Island City 
and Buffalo, New York, Chicago, Illinois, and Fort Erie, Canada, its principal office 
being in Buffalo; that appellant has extensively advertised its products and its trade- 
mark “61” throughout the United States and in foreign countries; that it has sold 
its goods under its trade-mark throughout the United States and in foreign coun- 
tries; that from 1929 to 1939 its sales amounted to more than $9,000,000 in the 
United States and nearly $1,000,000 in Canada; that appellant has expended large 
sums of money, more than $735,000 from 1929 to 1939, in advertising its goods and 
its trade-mark in magazines, newspapers, over the radio, and by the distribution of 
other printed matter; that appellant’s goods are sold under its trade-mark “61” in 
hardware stores, paint and varnish stores, and so-called “country stores” where a 
variety of articles are sold, such as hardware, paints and varnishes, and many other 
articles; that appellant’s products, sold under its trade-name “61,” are used, as 
stated by the witness W. P. Werheim, who has been connected with the appellant 
company since July 1907 as advertising manager, treasurer, secretary, and vice- 
president and who, at the time of the taking of the testimony in the case, was vice- 
president and secretary of the company, “primarily for household and what we term 
architectural or construction purposes. They are seldom used in factories or on 
manufactured products.” The witness further stated that, although his company 
did not make or sell insecticides, it would be within the natural extension of its 
business to do so; that some of the largest manufacturers of paint and varnish in the 
United States, such as the Sherwin-Williams Company, Acme White Lead and 
Color Works, the Glidden Company, and De Voe & Reynolds manufacture and sell 
insecticides ; that other paint and varnish companies have been known to make in- 
secticides ; and that all classes of people purchase paints and varnishes and insec- 
ticides. When asked whether the appellant company had “any facilities, equipment, 
machines, or other manufacturing processes for the making of insecticides,” the 
witness said: “While we have some facilities and equipment that could be used for 
this purpose, we have no specialized machinery as far as my knowledge goes. 

The witness further testified as follows: 


XQ4. Has the company ever contemplated the sale of insecticides? 

A. That is difficult to answer. We have never seriously discussed the making of in- 
secticides to date. 

XQ5. Have any inquiries ever been received by the company asking to purchase in- 
secticides ? 

A. Not to my knowledge. 


Just what facilities and equipment the appellant company had for making insec- 
ticides the witness did not state. Furthermore, his statement that his company 
had no specialized machinery, so far as he knew, for making insecticides, would indi- 
cate that the witness, who, as hereinbefore noted, had been with the company since 
1907 in the capacity of advertising manager, treasurer, secretary, and vice-president, 
either had no knowledge of the machinery possessed by his company or the type 
of machinery necessary for the making of insecticides. In any event, it is clear from 
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the testimony of the witness that the appellant company had no thought, at the time 
of the taking of the testimony in this case, of manufacturing and selling insecticides. 

The witness Cornelius Brown, resident manager of the eastern division of the 
appellant company, who had been with the company for 19 years and whose office 
was located in Long Island City, New York, testified, among other things, that in 
his long experience with the company and in his visits to department and other stores 
handling appellant’s paints, varnishes, etc. he had never been asked whether his 
company manufactured or sold insecticides ; that he had never been shown in any of 
such stores the insecticide product of appellee sold under the trade-mark “61 ;’” that 
he had never heard of any confusion in the trade resulting from the fact that his 
company’s products and appellee’s insecticides were sold under the trade-mark “61.” 

Appellant’s witness M. F. McDonnell, who was salesman for the appellant com- 
pany and who had been with that company for 18 years, stated that he was in charge 
of sales for the company in the Philadelphia territory ; that he was familiar with the 
Frankford Grocery Company, located at Philadelphia, Pennsylvania ; that the Frank- 
ford Grocery Company is a wholesale grocery concern which handles a number of 
items other than groceries; that that company is the owner of approximately 1,000 
stores located in the city of Philadelphia and in the outlying districts within a radius 
of from 40 to 50 miles; that the appellant company sells its quick drying floor var- 
nish and its enamel undercoating to the Frankfort Grocery Company under its trade- 
mark “61,” and its enamel under the trade-mark “Vitralite ;’ that its sales are made 
directly to the Frankford Grocery Company, which, in turn, sells to its retail or 
“member” stores; that he had visited some of those “member” or retail stores at 
various times and had last visited them in July 1940 (his testimony was taken in 
September 1940) ; and that his attention had been called to appellee’s insecticides, 
sold under the trade-mark “61,” in the retail store of L. K. Lennon, Churchville, 
Pennsylvania, one of the Frankford Grocery Company “member” stores. 

It appears from the testimony of appellee’s witness Russell Sage Kelly of Phila- 
delphia, Pennsylvania, manager of the appellee company, that he had been associated 
with that company and its predecessor, the 61 Chemical Company, since 1922; that 
the 61 Chemical Company, which was owned by his father, had sold insecticides 
under the trade-mark “61” since 1912; that in 1930 his father purchased the busi- 
ness, including the name of Chapman Rodgers, Inc., “perfumers” in Philadelphia, 
changed the name of the “61 Chemical Company” to “Chapman & Rodgers, Inc.,” 
and continued to sell insecticides under the trade-mark “61 ;” that appellee’s insec- 
ticides are sold to “Grocery jobbers,”’ who, in turn, sell them to grocery stores; that 
appellee also sells its insecticides under its trade-mark to the Frankford Grocery 
Company of Philadelphia, hereinbefore referred to, and to the Richmond Grocery 
Company ; that the grocery jobbers to whom appellee sells are located in Philadel- 
phia ; that some of appellee’s goods are sold at retail in small towns, such as Woods- 
town, New Jersey; and that, although appellee advertised its products in the local 
papers until about 1930, since that time it has relied upon the personal solicitations 
of its salesmen for the sale of the goods. The witness further stated that the trade- 
mark “61” was adopted by appellee’s predecessor, the 61 Chemical Company, at the 
suggestion of a Civil War veteran by the name of Sam Selzer, who lived at the home 
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of the father of the witness and who was known as “Uncle Sam.” In this connec- 
tion, the witness said: 


The Civil War period was outstanding to both my brothers [Raymond and Harry] 
and while thinking of a number, Uncle Sam suggested “61” and my brother [presumably 
Harry] followed by stating that they should have a cannon made with our insecticide 
being squirted out killing bugs. This suggestion was dropped and the label, which is 
“Applicant’s Exhibit la” was the one which was adopted. 


Appellee’s Exhibit la consists of labels on which appears the name “61 Chemical 
Company” of Philadelphia, Pennsylvania, and the trade-mark “61” for “Disinfec- 
tant and Exterminator of Insects.’’ The labels also contain the statement that ap- 
pellee’s product “Kills Mosquitoes, Bed Bugs, Roaches, Ants, Fleas, Flys.” 

The witness Kelly further stated that the reason his company applied for the 
registration of its trade-mark “61” was because it was getting out a new product, a 
“window cleaner,” which it manufactured and sold under the trade-mark “Cryst-o- 
Kleer,” which mark it decided to have registered, and that it then decided to register 
its mark “61” for use on insecticides. He further stated that his company also 
manufactured and sold other products, such as “Long Server Cough Syrup” and 
“Eureka Bug Killer.” 

It was the view of the Examiner of Interferences that as insecticides, of the kind 
manufactured and sold by appellee, and appellant’s paints, varnishes, etc. were sold 
in the same stores and displayed in so-called “general stores” in “the same shelving 
sections,” and as the goods of the parties were in the low price range, appellant’s 
paints, varnishes, etc. and appellee’s insecticides possessed the same descriptive 
properties, although, he said, they “are non-competitive and differ widely in com- 
position and uses.” The examiner further stated that he believed that “many pur- 
chasers would have knowledge that both types of products are sometimes produced 
by a single manufacturer,” and, accordingly, sustained the notice of opposition. 

In reversing the decision of the Examiner of Interferences, the Commissioner of 
Patents stated, among other things, that it was a matter of “common knowledge that 
numerous items of different descriptive properties frequently emanate from a com- 
mon source ;” that matches and waxed paper are manufactured by the same manufac- 
turer in “at least one well-advertised instance ;” and that, although the goods of the 
respective parties are sold in the same stores, that fact was only a circumstance to be 
considered and was not controlling of the issues in the instant case. In support of 
the latter statement, the commissioner cited the decision of this court in the case of 
Kraft-Phenix Cheese Corp. v. Consolidated Beverages, Ltd., 27 C. C. P. A. (Pat- 
ents) 803, 107 F. (2d) 1004 [30 T.-M. Rep. 52], wherein it was stated, among 
other things, that “with respect to the drug and chain stores where the goods of 
both parties appear to be sold, it is a matter of common knowledge that such institu- 
tions sell an almost unlimited variety of articles in distinct and substantially un- 
related lines of trade.” In that case we held that cheese-coated popcorn, on the one 
hand, and soft drinks, on the other, did not possess the same descriptive properties. 

The commissioner also stated that the goods of the respective parties were not 
only non-competitive and differed widely in composition and tise, but that there was 
no evidence that there had ever been any confusion in trade, and that, although lack 
of such evidence was not conclusive, it was, nevertheless, persuasive that there was 
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no likelihood of confusion in the future, in view of the fact that appellee’s goods had 
been sold under the trade-mark “61” for a period of 30 years. In this connection, 
the commissioner cited the case of E-Z Mills, Inc. v. Martin Brothers Company, 25 
C. C. P. A. (Patents) 992; 995, 95 F. (2d) 269 [28 T.-M. Rep. 207], wherein we 
stated : 


It is true that evidence of lack of confusion in the use of different marks may be per- 
suasive that there is not likelihood of confusion, but such evidence can not be controlling, 
and we are inclined, in the case before us, to give very little weight to the fact that no actual 
confusion has been shown. 

Likelihood of confusion is usually determined by consideration of the goods to 
which the marks are applied and a comparison of the marks involved. 

It is contended here by counsel for appellant that the goods of the parties are 
household articles and as such are capable of a general definition, that is, as house- 
hold articles, and that, therefore, the goods of the parties possess the same descrip- 
tive properties. 

It appears from the record that some of appellant’s goods, as hereinbefore noted, 
are used primarily for household, architectural, and construction purposes. They 
obviously are not exclusively or primarily household articles. But, even if the goods 
of the parties are household articles, it does not follow that they possess the same 
descriptive properties. There are various household articles, some of which differ 
widely in character, composition, and use, for example, furniture and kitchen uten- 
sils. 

In the case of Williams Oil-O-Matic Heating Corp. v. Westinghouse Electric 
& M’F’G. Co., 20 C. C. P. A. (Patents) 775, 62 F. (2d) 378 [23 T.-M. Rep. 29], 
this court held that thermostatically controlled fuel burning devices and electric 
refrigerating units, on the one hand, and thermostatically controlled electric sadirons 
or flatirons, on the other, although electrically operated, did not possess the same 
descriptive properties. 

It is obvious from the record in the instant case that the goods of appellant 
(paints, varnishes, etc.) and those of appellee (insecticides) are not only non-compet- 
itive, but differ widely in composition and use. 

It is true that the goods of the parties may be and frequently are sold at retail 
in the same stores and sometimes in the same room of such stores to the same class 
of purchasers, and that those facts, although not conclusive, should be considered 
in a determination of an issue such as that here involved. However, we are of 
opinion that the goods of the parties differ so widely in composition and use that the 
concurrent use of the trade-mark “61” thereon would not be likely to cause confu- 
sion or mistake in the mind of the public or to deceive purchasers, and that, therefore, 
the goods of the parties do not possess the same descriptive properties. 

Counsel for appellant contends that as this court held in the case of Vick Chem- 
ical Company v. Central City Chemical Co., 22 C. C. P. A. (Patents) 996, 75 F. (2d) 
517 [25 T.-M. Rep. 179], that certain medicinal preparations and insecticides pos- 
sessed the same descriptive properties, we should now hold that appellee’s insecti- 
cides and appellant’s paints, varnishes, etc. also possess the same descriptive proper- 
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ties. Should we so hold, it would logically follow, of course, that paints, varnishes, 
etc. are goods of the same descriptive properties as medicinal preparations. 

Although it has always been the policy of this court to give the language “mer- 
chandise of the same descriptive properties,” contained in section 5 of the Trade- 
Mark Act of February 20, 1905, a “liberal interpretation in order to effectuate the 
purpose of the act,” we are not prepared to hold that paints, varnishes, etc. possess 
the same descriptive properties as insecticides and medicinal preparations. See 
General Shoe Corporation v. Forstner Chain Corporation, 27 C. C. P. A. (Patents) 
1398, 113 F. (2d) 127 [30 T.-M. Rep. 454]. 

It may be, as argued by counsel for appellant, that certain paint and varnish 
manufacturers produce insecticides. However, we are unable to agree that the 
production and sale of such insecticides is within the natural or legitimate extension 
of the business of those manufacturers, within the purview of the Trade-Mark Act 
of February 20, 1905. 

In the case of E-Z Waist Co. v. Reliance Mfg. Co., 52 App. D. C. 291, 286 Fed. 
461, [13 T.-M. Rep. 96], it was held that work shirts and children’s knitted waists, 
union suits, and sleeping garments were goods possessing the same descriptive 
properties. In the course of its decision, the court there stated that the manufac- 
ture of “work shirts would come within the natural development of” the business 
of the opposer in that case who was manufacturing “children’s waists, union suits, 
sleeping garments, etc.”” The court further stated: ““We have said that the owner 
of a trade-mark will not be hampered or embarrassed in the legitimate extension of 
his business by the registration of the mark to another.” 

In the case of Simplex Electric Heating Company v. Gold Car Heating & Light- 
ing Company, 43 App. D. C. 28 [5 T.-M. Rep. 200], it was held that a thermostatic 
steam trap, used in connection with a steam car heating apparatus, and a thermos- 
tatically operated relief value, for use on an electrically heated hot water boiler, pos- 
sessed the same descriptive properties, and that, although the appellant in that case 
had never manufactured steam car heating systems on which thermostatic steam 
traps were used, the thermostatic steam traps there involved were a part of appel- 
lant’s electrical and steam apparatus; that it would be within the natural extension 
of appellant’s business to extend the use of its mark to thermostatic steam traps ; and 
that the appellee in that case should not be permitted to “invade the present field of 
appellant, or the domain to which it may legitimately extend the use of its mark.” 
In so holding, the court cited the case of Florence Mfg. Co. v. Dowd, 178 Fed. 73, 
[1 T.-M. Rep. 289] wherein it was held that the manufacturer of high-grade toilet 
brushes had a right, in the natural extension of its business, to use its mark on tooth 
brushes. To the same effect are the decisions in the cases of Fishbeck Soap Com- 
pany v. Kleeno Manufacturing Company, 44 App. D. C. 6 [5 T.-M. Rep 327] and 
Canton Culvert & Silo Company v. Consolidated Car-Heating Company, 44 App. 
D. C. 491 [6 T.-M. Rep. 280]. In each of the latter two cases, and in others which 
it is unnecessary to cite here, the court, in stating that the owner of a trade-mark 
should not be hampered or embarrassed in the natural or legitimate extension of its 
business by the registration of a similar mark to another, held that the goods of the 
parties there involved possessed the same descriptive properties within the purview 

of the Trade-Mark Act of February 20, 1905. 
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However, the doctrine applied in those cases, that is, that the owner of a trade- 
mark should not be hampered or embarrassed in the natural or legitimate extension 
of its business by the registration of a similar mark to another, has no application 
where, as in the instant case, the goods of the parties do not possess the same descrip- 
tive properties within the purview of the Trade-Mark Act of February 20, 1905. 

For the reasons stated, the decision of the Commissioner of Patents is affirmed. 





ARCHITECTURAL CATALOG CO., INC., v. F. W. DODGE 
CORPORATION 


United States Court of Customs and Patent Appeals 
June 1, 1943 


TRADE-M ARKS—OPpPosITION—“ARCHITECTURE AND DESIGN” AND “THE ARCHITECTURAL RECORD” 
—COoNFLICTING MARKs. 
The name “Architecture and Design,” held to be confusingly similar to the title “The 
Architectural Record,” both marks being used as magazine titles. 


On appeal from a decision of the Commissioner of Patents reversing the Ex- 
aminer of Interferences in a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision, see 31 T.-M. Rep. 474. 


Lester L. Sargent, of Washington, D. C. for appellant. 
George E. Middleton, of New York City and Clarence M. Fisher, of Washington, 
D. C. for appellee. 


Before GarrETT, Presiding Judge, and BLAND, HatrieLp, LENRoot, and JAcK- 
son, Associate Judges. 


GarrETT, Presiding Judge, delivered the opinion of the court: 


This is an appeal from the decision of the Commissioner of Patents sustaining 
the opposition of appellee, hereinafter referred to as opposer, to the application of 
appellant, hereinafter referred to as applicant, for the registration, under the Trade- 
Mark Act of 1905, of the notation “Architecture and Design” used as the title of a 
periodical issued by applicant, use being claimed by applicant since October 1937. 

The decision of the commissioner reversed that of the Examiner of Interferences 
who had dismissed the notice of opposition and adjudged applicant entitled to regis- 
tration sought. 

The brief on behalf of opposer states the basis of its opposition as follows: 


Appellee, F. W. Dodge Corporation, is the owner and publisher of The Architectural 
Record, a periodical which has been continuously published in this country since 1891. In 
1938 appellee acquired the business and good-will of The American Architect and Architec- 
ture, which periodicals were thereupon merged with The Architectural Record and have been 
continuously published since under the title The Architectural Record followed in smaller 
type with “Combined with The American Architect and Architecture” on the spine of the 
magazine, on the mast head, and sometimes on the cover. (See cover and title pages of 
the March, June and July 1938 issues, Appellee’s Exhibits A and B.) 
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Appellee owns the following registered trade-marks for periodicals (Class 38) : 


No. Date Mark 
173,713 October 2, 1923 “Architecture” 
179,618 February 12, 1924 “The Architectural Record” 
286,900 September 8, 1931 “The American Architect” 
362,185 November 15, 1938 “American Architect and Architecture” 


From the foregoing it appears that the mark or title in actual use by opposer is a 
consolidation of prior registered marks. It is not registered in its consolidated form, 
and the brief on behalf of applicant asserts : 


Appellee possesses no separate magazine American Architect or Architecture but only 
the single publication entitled Architectural Record combined with American Architect 
and Architecture. 


We do not understand, however, that applicant claims abandonment on the part 


of opposer of its registered marks. The concluding paragraphs of applicant’s brief 
read: 


Opposer having adopted and used a composite title can not now pick out a single word 
from it and claim it separately as his title. Surely, opposer is not entitled to monopolize 


arbitrarily a great number of names for the purpose of excluding others from the use of 
names appropriate to their products. 


Opposer is not now using and never has used the title of applicant which is Architecture 
and Design. The differences between the marks in issue outweigh their resemblance and 


as the goods are different per se, the decision of the Examiner of Interferences should be 
sustained, and the Commissioner reversed. 


The Examiner of Interferences took the view that, while there may not have been 
an abandonment of use by opposer of the registered marks as a title for a separate 
publication, “the only mark pleaded that may be properly considered here is this 
composite mark (c) [‘Architectual Record’ prominently displayed in association 
with the legend ‘Combined with American Architect and Architecture’] which it was 
using at or about the date of the filing of the notice of opposition.” 

The commissioner disagreed with the Examiner of Interferences upon this point, 
saying : 


Since no abandonment has materialized, each of the registrations must be presumed 
to be valid and in effect, so that if applicant’s mark is confusingly similar to any of them 
it must be presumed that opposer will be damaged by registration of applicant’s mark and 
opposition must be sustained. D. J. Bielzoff Products Company v. White Horse Distillers, 
Limited, 27 C. C. P. A. 722, 107 F. (2d) 583 [29 T.-M. Rep. 646]. 


We are of opinion that the view of the commissioner concerning this point is 
correct ; that is to say, applicant’s mark must be subjected to comparison with each 
of the registered marks in considering the likelihood of confusion. 

The word “Architecture,” embraced in applicant’s mark, appears in two of 
opposer’s registered marks, to wit, in No. 173, 713, supra, being there registered 
alone, and in 362,185, supra, where it appears in connection with the words “Amer- 
ican [disclaimed] Architect and.” The words “Architect” and “Architectural,” 
appearing in the other registrations are, of course, closely related in meaning to the 
word “Architecture.” Indeed, as stated, in substance, by the Examiner of Interfer- 





344 THIRTY-THREE TRADE-MARK REPORTER 


ences, the terms “Architecture” and ‘“‘Architectural’ may be regarded as derivatives 
of the term “Architect.” 

Copies of the periodicals of the respective parties showing the titles as arranged 
and used on the covers were placed in evidence. 

The word “Architecture” in applicant’s title as shown on its two exhibits in 
evidence (one dated October 1937 and one dated April 1940) is printed in some- 
what fanciful type and is prominently displayed. The words “and” and “Design” 
immediately below “Architecture” are in script and are in fanciful form. 

In opposer’s title, upon the four samples in evidence, the word “Record” is most 
prominently displayed, and all the other words are printed in comparatively plain 
type, varying somewhat in size. On two of them the notation “combined with Amer- 
ican Architect and Architecture” does not appear on the front cover, but only on 
the “spine.” 

It is a matter of common knowledge of which we think judicial notice properly 
may be taken that the publishers of periodicals and magazines frequently change the 
style of the title pages while retaining the same words in the titles, and the style 
which may be used upon one issue may differ from that used upon another. It is 
of no great aid, therefore, in considering the question of confusion, to look to the 
style or arrangement of the title upon any particular issue. So, the words rather than 
the forms and arrangement of the type used must be the matter of primary considera- 
tion. 

In the instant case applicant points out that the word “Design” does not appear 
in any of opposer’s registered marks, and contends that the differences between the 
marks at issue outweigh their resemblance. Applicant also directs attention to, and 
places emphasis upon, the character of the contents of the periodicals issued by the 
respective parties, the manner of their distribution, and the type of subscribers to, 
or purchasers of, such periodicals. 

The testimony (on behalf of both parties) in this case was stipulated with right 
reserved by counsel to make objections, the objections to be attached to the stipula- 
tions. 


On behalf of applicant it was stipulated that its president, if called as a witness, 
would testify, inter alia: 


That The Architectural Record is distinctly a trade magazine containing a great deal 
of editorial matter and is subscribed to principally by architects and draftsmen in the build- 
ing trades. It contains a great deal of advertising, a few plates and most of its work is 
devoted to editorial columns. 

That Architecture and Design is an entirely different media. It contains no editorial 
matter and is devoted to plates of the work of one architectural firm, engineer, or builder. 
The magazine’s principal distribution today is by the firm whose work is shown in the issue 
in an endeavor by this firm to obtain new business, both for himself and the advertisers. 
The distribution today is mostly free and controlled and does not reach the field that is 
reached by The Architectural Record. The architect, engineer, or builder, gives the 
distribution of the magazine Architecture and Design to his clients or principals whom he 
knows are considering new building operations and its entire distribution might take three 
years before the issue is exhausted. 

That no instance of actual confusion in trade between Applicant’s magazine Architec- 
ture and Design and Opposer’s magazine The Architectural Record, has ever come to 
my attention. 
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That Applicant’s magazine Architecture and Design is a magazine which is usually 
purchased by some one architect on account of the fact that his particular designs are 
illustrated in some particular issue, whereas Opposer’s magazine The Architectural 
Record is a regular trade magazine with a subscription list and is sold and distributed to 
architects and their affiliates in the building trade in general. 


We have given the arguments made on behalf of applicant full consideration. 

It is well known that there are published throughout the United States many 
newspapers, magazines, and other periodicals which bear, in whole or in part, the 
same titles. In what number titles of such publications have been registered as 
technical trade-marks under the Trade-Mark Act of 1905, we are not advised, but, 
so far as we are advised, no question of the right so to register titles has ever been 
raised. 

At any rate, applicant has not raised any question here respecting the validity 
of opposer’s registrations, and applicant’s right to register the title at issue as a 
technical trade-mark under the 1905 act must be considered under, and tested by, 
the statutes and rules applicable to registration of marks for merchandise. In other 
words, the periodicals of applicant and opposer must be regarded as merchandise in 
the sense in which the term “‘merchandise” is used in section 5 (b) of the 1905 trade- 
mark registration act. 

When so considered and tested, we agree with the conclusion reached by the 
Commissioner of Patents that applicant’s mark is confusingly similar with opposer’s 
registered mark “Architecture,” and his decision is affirmed. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Classification of Goods 


Change of Classification allowed 


Frazer, F. A. C.: Passed upon a petition by J. G. Comfort Company, Inc., of 
New York, N. Y., that it “be permitted to file its registration in Class 32, furniture 
and bedding.” 

In his decision the First Assistant Commissioner said: 


The application as filed is for registration of applicant’s trade-mark in Class 50, and the 
goods therein set forth are “quilts, pillows, mattresses, blankets.” In his first action the 
Examiner said: 

“Quilts and blankets made of textile fabrics belong in Class 42, Knitted, netted and 
textile fabrics. If the blankets are made of rubber they are properly classified in Class 50, 
Merchandise not otherwise classified. Pillows and mattresses belong in Class 32, Furni- 
ture and upholstery. Since only a single class of merchandise may be included in one appli- 
cation (see sec. 2 of the act of May 4, 1906) applicant should elect the goods to be retained 
in this application which fall within a single class, cancel the remainder, and change the 
class number and title accordingly.” 

As pointed out by the Examiner in his answer to the petition, “for many years the Office 
consistently has classified pillows and mattresses in Class 32; textile bed coverings of all 
kinds including sheets, blankets, comfortables, quilts, counterpanes and similar goods in 
Class 42; and rubber blankets in Class 50, in which class also have been placed rubber- 
ized fabrics, waterproofed fabrics and, in general, all specially treated fabrics in the piece.” 
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This long established classification may not properly be disturbed for the accommodation 
of an individual applicant. Ex parte Burroughs Adding Machine Co., 468 O. G. 755 [26 
T.-M. Rep. 668]. 


In so far as the relief sought is consistent with the Examiner’s requirement, the petition 
is granted; otherwise it is denied.? 


Conflicting Marks 


“Celbreeze” and “Twillbreeze” 


VAN ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the petition by The Enro Shirt Company, of Louisville, Ky., 
to cancel registrations Nos. 356,217 and 354,828, respectively issued April 19, 1938, 
and February 22, 1938, to Celanese Corporation of America, of New York, N. Y. 
Both registrations are of the mark “Celbreeze.’””’ The former registration is for 
men’s and women’s underwear and sport shirts and the latter is for cellulose piece 
goods. 

The Examiner sustained the petition in view of a prior registration owned by 
petitioner of the mark “Twillbreeze” for dress and negligee shirts, knitted and tex- 
tile underwear for men, and pajamas. 

It was conceded that the goods involved are goods of the same descriptive proper- 
ties. The sole issue presented on the appeal, the Assistant Commissioner said, re- 
lated to the question of confusing similarity between the marks when applied to 
the goods. In discussing this issue, the Assistant Commissioner said : 


Appellant points out that the prefixes “Cel” and “Twill” differ in appearance, in sound 
and in connotation, “Cel” suggesting that the material is cellulosic and “Twill” suggesting 
that the material resembles twill, and asserts that the syllable breeze, common to both 
marks, “if not descriptive, is so highly suggestive as used in both marks as to have little, 
if any, trade-mark significance,” calling attention to many registrations to others of trade- 
marks containing “breeze” as a word or syllable. 

In my opinion, the word “breeze” is not descriptive of the goods and the registrations 
cited -by appellant do not establish the word as applied to the goods involved to be publici 
juris. I consider the portion “breeze” of the marks to have a trade-mark significance which 
it brings into both marks. 

The marks must be compared in their entireties, and even if the syllable “breeze” should 
be regarded as descriptive of the goods, this syllable should not be disregarded. Marshall 
Field & Company v. R. H. Macy & Co., Inc., 28 C. C. P. A. 807, 115 Fed. (2) 921, 525 
O. G. 8. Considering the marks in their entireties and the goods to which they are applied 
it is my opinion that they are so similar in appearance, sound and in suggestive meaning 
that their concurrent use on those goods would be likely to cause confusion and mistake in 
the mind of the public and to deceive purchasers, and that the Examiner was correct in 
sustaining the petition for cancellation of both appellant’s registrations.” 


“Thrombol” and “Thromboquin” 


Van ArspALe, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby sustained the opposition.of Sharp & Dohme, Incorporated, 
of Philadelphia, Pa., to the application of Schering & Glatz, Inc., of New York, 


1. Ex parte J. G. Comfort Company, Inc., Ser. No. 457,756, 166 M. D. 166, May 3, 1943. 
2. The Enro Shirt Company v. Celanese Corporation of America, Canc. No. 3977, 166 M. D. 
169, May 4, 1943. 
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N. Y., for registration of the mark ““Thromboquin” for “a stubstance to be used in 
bringing about blood coagulation.” 


The Assistant Commissioner stated that opposer owns a registration of the mark 


‘“Thrombol” for a “blood coagulant” issued prior to applicant’s first use of its mark, 
and has used that mark since prior to applicant’s first use of its mark. 


Two main issues were presented to the Assistant Commissioner for determina- 


tion. One issue concerned the identity of the goods involved; the other, the confus- 
ing similarity of the marks applied to the goods. 








In discussing the former issue, the Assistant Commissioner stated: 


Obviously, the registration and the application name identical goods. However, the 
products to which the parties have actually applied their marks so far are not exactly the 
same in all respects, the “Thrombol” blood coagulant being a natural product compounded 
in either of two forms, one for local application and the other for subcutaneous application 
and the “Thromboquin” blood coagulant being a synthetic product containing a quinine 
group and adapted for intravenous injection. These products are intended for applica- 
tion by or under the direction of a physician, and it appears to be conceded that the 
“Thrombol” product and the “Thromboquin” product are not likely to be mistaken one for 
the other. 

Applicant has stressed the specific differences between the blood coagulants to which the 
parties are now actually applying the marks. It seems to me the basis of comparison be- 
tween the goods should not be so restricted but should be extended to a comparison of the 
goods as they are named in the application and in the registration. General Foods Corpora- 
tion v. Casein Company of America, Inc., 27 C. C. P. A. 797, 108 Fed. (2d) 261, 515 O. G. 
562 [30 T.-M. Rep. 48]. In these no specific differences between the goods embraced are 
made apparent. Accordingly, for the purpose of this decision, I think the goods involved 
should be considered to be identical. 





Upon the issue of confusing similarity, the Assistant Commissioner had the fol- 


lowing to say: 


“Thrombo” is a combining form used to denote a blood clot. Thus both marks 
“Thrombol” and “Thromboquin” have incorporated therein the meaning denoting a blood 
clot and are suggestive of blood clotting. I agree with the statement in applicant’s brief 
that “To the use of “I” in “Thrombol” we can ascribe no particular significance. So the 
only suggestive meaning of “Thrombol” is blood clotting. The suffix “quin” of “Throm- 
boquin” suggests the presence of the quinine group in the preparation but the entire word 
“Thromboquin” also includes the suggestion of blood clotting as well, and this latter sugges- 
tive meaning predominates in the mark. Accordingly, the suggestive meaning of the mark 
“Thrombol” also predomiriates in the mark “Thromboquin.” 

The marks must be compared in their entireties. Marshall Field & Company v. R. H. 
Macy & Co., Inc., 28 C. C. P. A. 807, 115 Fed (2d) 921, 525 O. G. 8. The marks are 
single words and even though “Thrombo” is highly suggestive or were considered to be 
descriptive it would seem hardly possible that persons viewing the words would not attri- 
bute trade-mark significance to the entire words and would attribute such significance only 
to the final letter “I” of “Trombol” and to the final syllable “quin” of “Thromboquin” and as 
if these parts of the words were separate and distinct from the words as a whole. 

It seems to me that when the marks are used concurrently on blood coagulants by two 
different manufacturers the similarities between the marks in appearance, sound and sug- 
gestive meaning would be likely to cause purchasers and the public to be confused as to 
which manufacturer produced which product and confusion as to the source of origin of the 
products would result. I think such confusion would exist even when the blood coagulants 
to which the manufacturers applied the marks differed from each other as do the specific 
blood coagulants to which the parties now actually apply their marks. 
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Accordingly, in my opinion, the concurrent use of the marks not only when used on goods 
as named in the registration and in the application but also when used on the goods to 
which the parties actually apply the marks would be likely to cause confusion and mistake 
in the mind of the public and to deceive purchasers, and the notice of opposition should have 
been sustained.’’* 








































“Everlay” and “Surelay” 





Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of General Mills, Inc., of Minneapolis, Minn., to 
the application of Economy Mills, of Lubbock, Texas, for registration of the nota- 
tion “Everlay” for merchandise described as “poultry feeds.” 

Opposer relied upon its ownership of the registered mark “Surelay,” appro- 
priated to “poultry food.” 


Be they feeds or food, it seems to be agreed that the goods of the parties are substan- 
tially identical. Opposer having established priority of use, the issue thus resolves itself 
into the single question of confusing similarity between the trade-marks involved. 


The First Assistant Commissioner, like the Examiner of Interferences, held the 
marks to be confusingly similar. The First Assistant Commissioner stated : 


Applicant argues in effect that the word “law” as used in the marks is merely descriptive 
of the goods and so must be disregarded, leaving for comparison only the word “Ever” i 
of applicant’s mark with the word “Sure’ of opposer’s mark, which words “do not look ? 
alike, do not sound alike, and do not have the same meaning or significance.” The word ‘ 
“lay,” however, is a component part of opposer’s registered mark, and is not disclaimed 
by either party. Applicant’s proposed dissection of the marks is thus untenable. | 
“Surelay” and “Everlay” differ considerably in appearance and in sound; but in view 
of the nature of the products to which they are applied, both are highly suggestive and 
both have practically the same significance. As pointed out in applicant’s brief, “sure” 
means “certain ;” and that applicant intends its word “ever” to convey the same meaning 
is evidenced by its argument before the Examiner of Trade-Marks in the ex parte of its 
application.* 


“Beanuts” and “Beechnut” 


VAN ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Beech-Nut Packing Company, of Cana- 
joharie, N. Y., to the application of La Choy Food Products, Inc., of Detroit, Mich., ) 
for registration of the mark “Beanuts” for an edible variety of soy beans cooked in 
vegetable oil and salted. The labels filed with the application, the Assistant Com- 
missioner said, state that the soy beans are highly nutritive and are ready to eat. . 
The Assistant Commissioner also said that the application avers use since May 15, 

1941, and also asserts ownership by applicant of a registration issued April 23, 1935 
of the mark “Beanut Butter” (the word “Butter” disclaimed) for peanut and soy 
bean butter. 

The opposition was based on many registrations issued to opposer of marks 
featuring the word “Beech-Nut” for a great variety of food products, which, the 





3. Sharp & Dohme, Incorporated, v. Schering & Glatz, Inc., Opp’n. No. 20,792, 166 M. D. = 
167, May 4, 1943. bj 
4. General Mills, Inc. v. Economy Mills, Opp’n No. 21,198, 166 M. D. 174, May 6, 1943. 
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Assistant Commissioner concluded, are clearly goods of the same descriptive proper- 
ties as the goods named in applicant’s application. 

The Assistant Commissioner decided that the word “Beach-Nut” is so prominent 
in opposer’s marks and the words “‘Beech-Nut” and “Beanut” are so similar in 
appearance, sound and in their suggestive meaning that the concurrent use of the 
marks on the particular food products to which the marks are applied would be 
likely to cause confusion. He stated: 


The marks must be compared in their entireties, but the mere fact that the word “Beech- 
Nut” is associated with pictorial and design features and the word “Beanut” appears alone 
does not necessarily render the marks not confusingly similar. Barton Manufacturing Co. 
v. Hercules Powder Co., 24 C. C. P. A. 982, 88 Fed. (2d) 708, 483 O. G. 459. The word 
“Beech-Nut” ordinarily denotes the nut of the beech tree. The word ‘“Beanut” is sugges- 
tive of a nut-like bean. There is a similarity in the suggestive meanings of the words in 
that one suggests a nut and the other a nut-like product. As pointed out by the Examiner 
both words have the same suffix “nut” and prefixes which are quite similar in appearance 
and in pronunciation. 


With respect to a contention by applicant based upon his prior registration, the 
Assistant Commissioner said: 


Applicant contends that its business in the soy bean product under the mark “Beanut” 
is merely a normal extension of its business in peanut and soy bean butter under its reg- 
istered trade-mark “Beanut Butter” and therefore said prior registration gives applicant 
the right to the registration for which it has now applied, pointing out that opposer has not 
sought to cancel said prior registration. I do not consider applicant’s contention to be 
sound. In my opinion applicant’s prior registration does not preclude opposer from assert- 
ing its rights under its registrations in opposition to the granting of the registration for 
which applicant has now applied. American Cyanamid Co. v. Synthetic Nitrogen Products 
Corp., 19 C. C. P. A. 1235, 58 Fed. (2d) 834, 423 O. G. 299 [22 T.-M. Rep. 275].5 


“Nicobee” and “Nicovite” 

Van ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by Sharp & Dohme, Incorporated, of Phila- 
delphia, Pa., to the application of Endo Products, Inc., of New York, N. Y., for 
registration of the mark “Nicobee,” displayed in reverse printing, for 


“a preparation to supply nicotinic acid (anti-pellagra factor) and vitamin B, (anti-neuritic 
vitamin) simultaneously.” 


The applicant claimed use since August 1, 1939. 

The Assistant Commissioner stated that the opposition was based upon, and that 
the record showed, prior use and registration by opposer of the mark “Nicovite” 
for a preparation named in the registration as being ‘“‘a chemo-therapeutic agent used 
in the treatment of a metabolic deficiency.”” He also stated that from the record it 
appeared that nicotine acid is the active constituent of the preparation. 

The Assistant Commissioner noted that the preparations to which the parties 
apply their marks are of the type that are usually sold to physicians or on the pre- 
scription of a physician and are not apt to be purchased by the members of the lay 





5. Beech-Nut Packing Company v. La Choy Food Products, Inc., Opp’n No. 21,534, 166 
M. D. 180, May 13, 1943. 
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public on their own initiative and responsibility, and he considered the circumstances 
in determining whether the marks are confusingly similar. In finding the marks to 
be confusingly similar, the Assistant Commissioner stated: 


Although the identical first parts “Nico” of the marks may suggest that the products 
are nicotinic in character it would nevertheless, in my opinion, be viewed as arbitrary and 
as constituting strong indication of the particular manufacturer of the goods, and much 
more so than the last parts “bee” and “vite” of the marks. Moreover, even if the part 
“Nico” of the marks should be considered more indicative of the nature of the products 
than of their source of origin, the marks, nevertheless, should be considered and compared 
in their entireties; as were the marks “Crepeglo” and “Crepetex” applied to hosiery in 
Marshall Field & Company v. R. H. Macy & Co., Inc., 28 C. C. P. A. 807, 115 Fed. (2d) 
921, 525 O. G. 8. Therefore, even though physicians are a discriminating class of pur- 
chasers of medicinal products and the differences in the marks might indicate to physicians 
that the products were not identical in composition, nevertheless, the identical parts “Nico” 
of the marks are so dominant over the other parts of the marks in trade-mark significance 
that in my opinion even physicians viewing the marks in their entiretes would be likely 
to be led to believe that the marks indicate products of the same manufacturer. Further, 
the products are sold by druggists and may be purchased upon either written or verbal 
order, by lay persons under directions of a physician as well as by physicians. In my 
opinion the marks of the parties are so similar to each other as to be likely to result not only 
in confusion of the products but also in confusion as to the source of origin of the goods 
when asked for verbally by such lay customers. 


Applicant argued that opposer had abandoned its mark. Upon this matter the 
Assistant Commissioner had the following to say: 


Applicant contends that the record establishes abandonment of the mark “Nicovite” by 
opposer, and in this connection relies on an unmounted label bearing the notation “Nicotinic 
Acid (Formerly: ‘Nicovite’ Tablets)” which applicant introduced in evidence as its “Ex- 
hibit 2.” There is no showing of record that opposer ever actually discontinued use of its 
registered trade-mark “Nicovite” on its products or ever used on the goods any label such 
as applicant’s “Exhibit 2.’ The most the record shows is that opposer had such a label 
under consideration. In my opinion the record not only fails to establish abandonment of 
opposer’s mark, but on the contrary, substantiates the prima facie evidence contributed by 
opposer’s registration of continued use of the mark.® 


“Sunplay” and “Sun Bath” 


Van Arspace, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of General Shoe Corporation, of Nashville, 
Tenn., to the application of W. T. Grant Company, of New York, N. Y., for regis- 
tration of the word “Sunplay” in letters at various slants and with lines suggesting 
a rising or setting sun, for play shoes. 

The opposition was based on the alleged ownership by opposer and its prede- 
cessors in title of a prior registration of the words “Sun Bath” associated with 
radiating lines suggesting sun days, for boots, shoes and sandals, and alleged prior 
use of that mark on those goods. 

Before the Assistant Commissioner applicant contended that the marks when 
applied to shoes are not confusingly similar and also contended that opposer had 


6. Sharp & Dohme, Incorporated v. Endo Products, Inc., Opp’n No. 20,566, 166 M. D. 185, 
May 15, 1943. 
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proved neither ownership of the registration asserted nor use of the mark. 
In regard to the latter contentions, the Assistant Commissioner stated : 


The latter contentions were not asserted at final hearing before the Examiner. The 
decision of the Examiner recognized opposer as owner of the asserted registration and as 
prior user of the mark but no reconsideration of the decision was requested and there is no 
assignment of error with regard to either ownership of the registration or use of the mark. 
Accordingly, the contentions that opposer has failed to establish ownership of the registra- 
tion or use of the mark will not be considered on this appeal. However, even if it were 
held that opposer had failed to prove ownership of the registration or use of the mark, 
the registration may nevertheless be considered in connection with the question of appli- 
cant’s right to registration. Jacob Englander v. Continental Distilling Corporation, 25 
C. C. P. A. 1022, 95 Fed. (2d) 320, 496 O. G. 274 [28 T.-M. Rep. 265]. Sparklets Cor- 
poration v. Walter Kidde Sales Company, 26 C. C. P. A. 1342, 104 Fed. (2d) 396, 509 
O. G. 533 [29 T.-M. Rep. 386]. 


Upon the question of confusing similarity of the marks, the Assistant Commis- 


sioner said: 


As to the marks it seems to me the mark “Sunplay” suggests playing in the sun and 
the mark “Sun Bath” suggests sun bathing and that these two recreations are quite closely 
related and consequently the suggestive meanings of the marks are quite similar. Although 
“Sun Bath” is two words and “Sunplay” is one word, both marks comprise seven letters 
and begin with “Sun.” Applicant contends that “Sun” is publici juris and has no trade- 
mark significance in the marks. To that I do not agree. In Florida Citrus Canners Cooper- 
rative v. California Fruit Growers Exchange, 25 C. C. P. A. 963, 95 Fed. (2d) 512, 493 
O. G. 710 [28 T.-M. Rep. 205], it was stated in connection with the marks “Sunny Mist” 
and “Sunkist” as follows: 

“The ‘Sun’ portion of the marks is identical and, to our minds, there is in these cases 
a certain dominance, at least of meaning, or suggestiveness, in this prefix.” 

Furthermore, even if “Sun” were considered publici juris it nevertheless must be con- 
sidered as a part of each mark and its effect on the appearance, sound and meanings attach- 
ing to the marks must be recognized. Marshall Field & Company v. R. H. Macy & Co., 
Inc., 28 C. C. P. A. 807, 115 Fed. (2d) 921, 525 O. G. 8 

Iti my opinion, the marks considered in their-entireties are so similar in appearance, 
sound and in their suggestive meanings that their concurrent use on shoes would be likely 
to cause confusion and mistake in the mind of the public and to deceive purchasers, and 
therefore applicant is not entitled to registration of its mark in view of the registration 
asserted by opposer.* 


“Flaydry” and “Flako” 


Van ArspALe, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the petition of Dawe’s Products Co., of Chicago, IIl., to 
cancel registration No. 355,715, issued March 29, 1938, to The Borden Company, of 
New York, N. Y. 

The mark so registered consists of the word “Flaydry” appearing above the 
words “Lactoflavin Supplement,” the latter words being disclaimed, for “lactoflavin 
supplement, a flavin produced from milk used as an ingredient in animal feeds.” 
The product, the Assistant Commissioner said, also appears to be a supplement in 





7. General Shoe Corporation v. W. T. Grant Company, Opp’n No. 21,573, 166 M. D. 187, 
May 19, 1943. 
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poultry feeds. First use of the mark, the Assistant Commissioner also said, was 
asserted to be December 17, 1936. 

The Assistant Commissioner stated that the petition was based on, and the 
record established, use by petitioner, since-prior to the earliest date of use claimed 
by respondent of its mark, of the mark “Flako” on dried buttermilk sold and used 
for animal and poultry food. This product the Assistant Commissioner held to be 


goods of the same descriptive properties as the goods named in respondent’s regis- 
tration. 


The Assistant Commissioner also held the marks of the parties to be confusingly 
similar. In support of this latter holding, the Assistant Commissioner stated : 


In the marks “Flako” and “Flaydry” the first three letters of each are identical in 
appearance and the first syllables “Fla” and “Flay” are the same in sound. On the other 
hand the latter parts “ko” and “ydry” are very dissimilar in appearance and the last syllables 
“ko” and “dry” of the marks are very dissimilar in sound. Neither portion of either mark 
impresses me as dominating the other portion of the mark either in appearance or in sound, 
but even so the first part of each mark is a very prominent part of the mark, and fully as 
prominent therein as the other part. 

The marks appear to be entirely arbitrary and fanciful and to have no suggestive mean- 
ing. To me “Fla” does not suggest flavin, nor does “Flako” suggest flakes, and the syllable 
“dry” lacks suggestive meaning in “Flaydry” as it lacks it in the words “laundry” and 
“tawdry.” The marks have no similar suggestive meaning because neither has any. 

Considering the marks in their entireties and recognizing that they are applied to sim- 
ilar goods, it is my opinion that due to the prominence in the marks of the first parts thereof 
and the similarity between these parts of the marks in appearance and in sound the marks 
in their entireties are so similar in appearance and in sound that confusion or mistake in the 
mind of the public and deception of purchasers will be likely to be caused by the concur- 
rent use of the marks on the goods to which they are applied. 


A subsidiary issue raised by respondent was treated by the Assistant Commis- 
sioner as follows: 


A registration of the mark “Flako” for stock and poultry feed issued to a stranger to 
this proceeding prior to petitioner’s first use of its mark “Flako” has been produced by 
respondent, and respondent contends that because of this registration petitioner is not en- 
titled to rely on its mark “Flako” to cancel respondent’s registration or to claim injury 
thereby. The Examiner ruled that notwithstanding this prior registration to a stranger 
petitioner had the right to assert its own use of the mark “Flako” against respondent’s reg- 
istration. I am in agreement with that holding. Falls v. Scholl Mfg. Co., Inc., 24 C. C. 
P. A. 1308, 90 Fed. (2d) 499, 485 O. G. 524 [27 T.-M. Rep. 444].° 


“Blexin” and “Betaplexin” 


Van Arspace, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Winthrop Chemical Company, Inc., of 
New York, N. Y., to the application of International Vitamin Corporation, also of 
New York, N. Y., (American Home Products Corporation, of Jersey City, N. J., 
assignee, substituted) for registration of a mark consisting of the word “Blexin’” 


8. Dawe’s Products Co. v. The Borden Company, Canc. No. 3915, 166 M. D. 192, May 22, 
1943. 
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associated with the initials “I. V. C.” and the slogan “The House of Vitamins” and 
a border line, for a vitamin B complex preparation. 


The opposition was based on a prior registration issued to opposer of the mark 


“Betaplexin” for a vitamin B complex preparation. 


In sustaining the opposition, the Assistant Commissioner stated: 


The goods of the parties are identical and the priority of opposer’s registration is con- 
ceded. The sole question relates to the confusing similarity of the marks as applied to the 
goods. 

“Blexin” is the dominating feature of applicant’s mark and is the word by which the 
product would be asked for. The portion “plexin” of opposer’s mark “Betaplexin” con- 
tributes prominently to the appearance and to the sound of this mark, and in fact appears 
to be the dominating part thereof. This portion “plexin” of opposer’s mark is nearly iden- 
tica with applicant’s mark “Blexin” in both appearance and sound and it is my opinion that 
due to these similarities and the prominence of the portion “plexin” in opposer’s mark, the 
marks in their entireties are so similar in appearance and in sound that their concurrent use 
on the identical preparations would be likely to cause confusion and mistake in the mind 
of the public and to deceive purchasers; and in this connection due regard has been given 
to the fact that purchasers of vitamin preparations are apt to use care and discrimination in 
purchasing the goods.® 


“Airlume” and “Heirloom” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of Heirloom Needlework Guild, Inc., of New 
York, N. Y., to the application of Hamilton C. Bates, of Chester, Conn. (C. J. Bates 
& Son, also of Chester, Conn., assignee, substituted), for registration of the notation 
“Airlume” as a trade-mark for “knitting needles for hand use.” 

Opposer relied upon its ownership of the trade-mark “Heirloom,” separately 
registered for “wool yarn” and for “partly finished needle-point tapestries,” and also 
used upon a doorstop outfit comprising materials for making tapestry-covered door- 
stops. This outfit, the First Assistant Commissioner said, includes yarn and 
needles. 

In his decision the First Assistant Commissioner quoted as follows from the deci- 
sion of the Examiner of Interferences: 


Applicant vigorously contends that, although needles are included in opposer’s partially 
completed outfits, the goods are not of the same descriptive properties for the reason that 
tapestry needles are specifically different from knitting needles. Admittedly this difference 
exists. However, the Examiner is of the opinion that purchasers of these goods being 
aware of the fact that opposer includes needles in the outfits which it sells would be reason- 
ably likely to assume that other types of needles when sold under the same or similar mark 
had a common source of origin. Particularly is this deemed to be so since it appears that 
opposer sells at least one of the component elements of its outfits, namely, yarn, separately 
under the same mark. Accordingly, the goods are deemed to be of the same descriptive 
properties. 


The First Assistant Commissioner stated that he was in complete agreement with 
the conclusion reached by the Examiner. He then added: 





9. Winthrop Chemical Company, Inc., v. International Vitamin Corporation (American 


i Products Corporation, Assignee, Substituted), Opp’n No. 20,675, 166 M. D. 197, May 22, 
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As an authority to the contrary applicant cites Holeproof Hosiery Co. v. Bates, 542 
O. G. 805 [32 T.-M. Rep. 553], where it was held by Assistant Commissioner Van Arsdale 
that knitting needles for hand use do not have the same descriptive properties as hosiery 
and knitted underwear. Unquestionably that case was correctly decided, but it does not 3 
necessarily follow that yarn and knitting needles are likewise of different descriptive 
properties. They are so closely related in use that their sale under the same or confusingly 
similar trade-marks would inevitably lead to the assumption that they emanated from 
the same source or were sponsored by the same concern. 

The marks of the parties differ somewhat in appearance and in significance, but phonet- 
ically they are identical. When pronounced they are thus bound to be confused.’° 


Conflicting Marks 
“Mill Hill” and “Mill Farm” 


Van ArsSDALE, A.C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by Gooderham & Worts Limited, of Detroit, 
Mich., to the application of The Sherbrook Distributing Co., of Cincinnati, Ohio, 
for registration of the mark “Mill Hill” for whiskey, gin, rum, brandy and alcoholic 
cordials. 

The opposition was predicated on opposer’s prior registration of the mark “Mill 
Farm” for whiskey. 

Applicant asserted that opposer had not proved ownership of said registration or 
use of the registered mark at the time of filing the notice of opposition. In regard 
to this contention, the Assistant Commissioner said: 


These points are not raised in the assignment of error on appeal. Furthermore, the 
registration having issued to opposer under the act of 1905 is itself sufficient evidence 
of ownership and use of the mark by opposer in the absence of any showing to the con- 
trary—and there is no such contrary showing here. Ely & Walker Dry Goods Company 
v. Sears, Roebuck & Company, 24 C. C. P. A. 1244, 90 Fed. (2d) 257, 485 O. G. 268 [27 
T.-M. Rep. 462]. 


Upon the issue of confusing similarity of the marks, the Assistant Commissioner 
had the following to say: 


Recognizing that whiskey is frequently purchased by the drink and frequently may be 
apt to be purchased without great discrimination and care as to the precise trade-mark 
applied thereto, and considering the marks as a whole, it is my opinion that, notwith- 
standing the differences between the last words “Hill” and “Farm” of the marks, the 
marks as a whole are so similar in appearance, sound and in their suggestive meanings, 
both including the suggestion of a mill, that their concurrent use on whiskey would be 
likely to cause confusion and mistake in the mind of the public and to deceive purchasers." 


“Seal Fast” and “Seal Cote” 


Van ArspaLe, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Glaydas Herzberg, of West Los Angeles, 
Calif., to the application of Revlon Products Corporation, of New York, N. Y., for 
registration of the mark “Seal-Fast” for a preparation for the nails. 


10. Heirloom Needlework Guild, Inc. v. Hamilton C. Bates (C. J. Bates & Son, Assignee, 
Substituted), Opp’n No. 21,476, 166 M. D. 198, May 26, 1943. 

11. Gooderham & Worts Limited v. The Sherbrook Distributing Co., Opp’n No. 21,455, 
166 M. D. 160, April 27, 1943. 
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The opposition was based on prior use by opposer of the mark “Seal-Cote” for 
a preparation similar to applicant’s. 
In his decision the Assistant Commissioner said: 

















The sole question is whether the marks as applied to. . 
confusingly similar. 

Both marks are highly suggestive that the preparations to which the marks are applied 
protect the manicure on the nails, “Seal-Fast” suggesting that the protection is enduring, 
and “Seal-Cote” suggesting that the protection is in the form of a coating. Accordingly 
the marks are quite similar in significance and meaning. 

Even if, as applicant contends, the word “Seal” should be considered merely descrip- 
tive of the goods to which the marks are applied the marks must nevertheless be com- 
pared in their entireties and the comparison should not be limited to a comparison of only 
the words “Fast” and “Cote.” Marshall Field & Company v. R. H. Macy & Co., Inc., 
28 C. C. P. A. 807, 115 Fed. (2d) 921, 525 O. G. 8. 

It is not necessary to pass on the question raised by applicant that opposer’s mark 
“Seal-Cote” is merely descriptive of the goods. An opposer need not show exclusive 
right to the use of the similar mark. California Cyanide Co. v. American Cyanamid 
Co., 17 C. C. P. A. 1198, 40 Fed. (2d) 1003, 399 O. G. 212 [20 T.-M. Rep. 447]. 

In my opinion the marks are so similar in appearance, sound and meaning that their 
concurrent use on the goods to which they are applied would be likely to cause confusion 
and mistake in the mind of the public and to deceive purchasers,!* 


. identical goods are or are not 


“King’s Favorite” and “King’s Special” 













VAN ArspALe, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the petition filed by White Horse Distillers, Limited, of 
Glasgow, Scotland, to cancel registration No. 378,060, issued on May 21, 1940, to 
Charles Goldfus, of Minneapolis, Minn., under the act of March 19, 1920. The reg- 
istered trade-mark consists of the words “Kings Favourite Liqueur Glenside Dis- 
tillery Co., Ltd.” and is applied to blended Scotch whiskey. The application for the 
registration was filed August 14, 1939. 

In his decision the Assistant Commissioner set out the grounds of the petition 
for cancellation and referred to the evidence and expressed his conclusions as fol- 
lows: 


er 


— 



















Petitioner has asserted its use since prior to the filing date of the application for said 
registration of the name “King’s Special” in connection with the sale of blended Scotch 
whiskey ; the name appearing prominently in ornate front labels and as part of the designa- 
tion “Laird O’Logan Brand King’s Special” appearing in back labels applied to petitioner’s 
bottles of whiskey, and also appearing in advertising of the goods. I agree with the 
Examiner that the record establishes such use of the notation “King’s Special” by petitioner 
...and that such use is a use at least analogous to trade-mark use. 

In my opinion the notation “Kings Favourite” is the dominant feature of the mark 
of the registration sought to be canceled and is so similar in appearance, sound and 
significance to the notation “King’s Special” as to be confusingly similar thereto and 
consequently the registration appears to put to question the right of petitioner to continue 
its use of the notation “King’s Special” in connection with the distribution and sale of its 
whiskey and therefore petitioner is justified in deeming itself injured by the registration. 


rk 
es, ‘ 
for , 





12. Glaydas Herzberg v. Revlon Products Corporation, Opp’n No. 21,408, 166 M. D. 164, 
April 29, 1943. 
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The fact that the petitioner’s notation “King’s Special” is displayed in the ornate front 
bottle label and is included in the notation “Laird O’Logan Brand King’s Special” in the 
back bottle label is not fatal to petitioner’s case. Warner-Patterson Co. v. Malcolm, 22 
C. C. P. A. 1381, 77 Fed. (2d) 950, 461 O. G. 731 [20 T.-M. Rep. 187]. The notation has 
considerable prominence in the labels and in my opinion the concurrent use on whiskey 
of the mark of respondent’s registration and the use of petitioner of the notation “King’s 
Special” might quite likely lead to confusion as to the source of origin of the goods. 
Accordingly I consider respondent at the time of filing his application for the registra- 
tion was not entitled to the exclusive use of the mark of the registration on whiskey and 
therefore the Examiner was correct in sustaining the petition for cancellation. 

Further, it seems to me that in a case of this character the petitioner’s right to use the 
notation “King’s Special” is entitled to greater weight and consideration than the particular 
manner in which the notation is displayed. United Shoe Machinery Corp. v. Compo Shoe 


Machinery Corp., 19 C. C. P. A. 1009, 56 Fed. (2d) 292, 421 O. G. 4 [22 T.-M. Rep. 
160) .** 


Descriptive Terms 


“Breakfast Bread” for bread wrappers 


Van ArspAaLe, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to The Dobeckmun Company, of Cleveland, Ohio, of the mark 
“Breakfast Bread,” the word “Bread” being disclaimed, for merchandise wrappers, 
particularly bread wrappers, sold in roll, sheet or bag form. 

The position of the Examiner in refusing registration was referred to by the 
Assistant Commissioner as follows: 


The Examiner considers “the mark does not function primarily as a trade-mark for 
wrappers, but rather as a designation of the contents to be wrapped in the wrappers and 
therefore is not registrable; the Examiner considering the facts involved to be quite akin to 
those involved in Ex parte Adams, 255 O. G. 609 [8 T.-M. Rep. 275]. 


In explaining his own position, the Assistant Commissioner said: 


Breakfast bread is bread primarily suitable for breakfast and therefore the words 
“Breakfast Bread” applied to bread wrappers, particularly when, as appears on the speci- 
men wrappers filed with the application, they are associated with the words “Tailored for 
Toast” or “Delicious Toasted,” are merely descriptive of the intended purpose and function 
of the wrappers, to wit, to contain or to enclose bread suitable for breakfast, for instance, 
toastable bread ; and the mark is not registrable for the wrappers for that reason. Walgreen 
Co. v. Godefroy Manufacturing Co., 22 C. C. P. A. 818, 454 O. G. 530, 74 Fed. (2d) 127, 
[25 T.-M. Rep. 23]. Ex parte Viking Refrigerators, Inc., 532 O. G. 776, 163 M. D. 835 
[31 T.-M. Rep. 425].%* 


“Oil and Motor Cleaner” for oil filters 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration under the act of March 19, 1920, to Fram Corporation, of East 
Providence, R. I., of the notation “Oil & Motor Cleaner,” as a trade-mark for oil 
filters used with internal combustion engines. The Examiner refused registration 
on the ground 


13. White Horse Distillers, Limited, v. Charles Goldfus, Canc. No. 3970, 166 M. D. 156, 
April 22, 1943. 


14. Ex parte The Dobeckmun Company, Ser. No. 441,353, 166 M. D. 165, May 1, 1943. 
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that the alleged mark is not one which indicates the origin or ownership of the goods, 
but is rather a mere description of the goods. 


In his decision the First Assistant Commissioner said: 


I agree with counsel for applicant that “descriptiveness is no bar to registration under 
the 1920 act,” provided only the descriptive word or expression proposed to be registered is 
one that is not inherently incapable of trade-mark significance. 

“Cleaner” is, of course, the generic name of applicant’s filters, and the other words of 
the mark serve merely to indicate the particular type of filter to which reference is made. It 
may well be that to persons who are familiar with applicant’s device, the expression “Oil 
& Motor Cleaner” is indicative of origin in applicant, particularly in view of the fact that 
the expression invariably appears in association with applicant’s registered trade-mark 
“Fram.” But by the general public, I think it would be regarded merely as the name of 
the goods.?® 


“Differential” for electric locomotives 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration, under the act of February 20, 1905, to Differential Steel Car 
Company, of Findlay, Ohio, of the word “Differential,” as a trade-mark for electric 
locomotives and certain related mechanical equipment. 

The Examiner refused registration on the ground that the mark is either descrip- 
tive or misdescriptive of the goods, and that it “has no trade-mark significance.” In 
his statement on appeal, the Examiner said: 


Compensating gearing for permitting the driving wheels of all self-propelled vehicles 
to turn relatively to each other is in general use. Such gearing is called a “differential.” 


In referring to the quoted portion of the Examiner’s statement, the First As- 
sistant Commissioner stated : 


That meaning of the word is so commonly understood that its association with a mech- 
anical device of the character here involved necessarily would connote descriptiveness to 
the average individual. It is a part of applicant’s name, and for that reason. it may serve 
also to indicate the origin of applicant’s merchandise, particularly in view of its long use 
in that connection. But any trade-mark significance it may have acquired is of course 
secondary, and secondary significance does not render a descriptive expression registrable 
under the act of 1905, Jn re Canada Dry Ginger Ale, Inc., 24 C. C. P. A. 804, 86 Fed. (2d) 
830 [27 T.-M. Rep. 83].’® 


Geographical Terms 
“Buckingham” for handkerchiefs 


Van ArSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration under the act of February 20, 1905, to Hudson Handkerchief 
Co., Inc., of Newark, N. J., of the word “Buckingham,” enclosed in a decorative 
border, for handkerchiefs. The Examiner refused registration on the ground that 
the word “Buckingham” dominates the mark and its predominant meaning is geo- 
graphical. 





15. Ex parte Fram Corporation, Ser. No. 441,200, 166 M. D. 173, May 6, 1943. 
we Ex parte Differential Steel Car Company, Ser. No. 418,140, 166 M. D. 159, April 26, 
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The Examiner pointed out that “Buckingham” is the name of six towns in the United 
States and of a considerable town in England. 

Applicant asserts that more predominantly the word “Buckingham” means Bucking- 
ham Palace in England and the Dukedom of Buckingham. However, it seems to me that 
although the word “Buckingham” may suggest the palace and the dukedom mentioned 
it primarily means the towns having that name. The Examiner noted that “Windsor” 
was held merely geographical in Ex parte Anton Gottlieb, 159 M. D. 91. Later cases have 
held “Oxford” and “Manchester” to be merely geographical. Ex parte Kindel Furniture 
Company, 495 O. G. 718, 163 M. D. 129 [28 T.-M. Rep. 563]. Ex parte Davis Paint Com- 
pany, 462 O. G. 680, 159 M. D. 510 [26 T.-M. Rep. 63].7* 


“Mid-West” for abrasives 


Van ArspbA_e, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Mid-West Abrasive Company, of Detroit, Mich., of the mark 
“Mid-West” for coated abrasive papers and cloths and abrasive stones. 

The Assistant Commissioner stated that the Examiner considered the word 
“Mid-West” to be geographical in view of his decision in Ex parte Western Stove 
Co., Inc., 538 O. G. 751, 163 M. D. 919 [32 T.-M. Rep. 452]. 

In agreeing with the Examiner that the word “Mid-West” is geographical, the 
Assistant Commissioner referred to the following definition of that word in Webster’s 
New International Dictionary, Second Edition: 


That part of the United States occupying the northern half of the Mississippi River 
basin; roughly, the section extending from the Kocky Mountains to the Alleghenies, north 
of the Ohio River and the southern boundaries of Missouri and Kansas; the North Cen- 
tral States. 


The meaning so given to the word “Mid-West,” he said, is the predominant 
meaning of the word in the United States. The Assistant Commissioner then added: 


This word not only identifies a geographical location with considerable particularity but 
also every one has the right to use the word for purposes of geographical designation and 
registration of the mark for any specific goods would tend to interfere with or embarrass 


the rights of others to the free use of the word in connection with products identified with 
the Mid-West.!* 


Goods of Different Descriptive Properties 


Surgical glassware and a prophylactic 


VaN ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition of McKesson & Robbins, Inc., of New York, 
N. Y., to the application of Professional Specialties, Inc., of St. Louis, Mo., for 
registration of the mark “Profex” for various named items of surgical glassware, 
gowns for surgical wear, and certain named items of furniture and appliances for 
surgical use. These goods, the Assistant Commissioner stated, are known as surgical 
and laboratory specialties. 

The opposition was based on prior use by opposer of the identical mark “Profex” 
for a prophylactic for prevention of venereal diseases. This product, the Assistant 


17. Ex parte Hudson Handkerchief Co., Inc., Ser. No. 434,446, 166 M. D. 194, May 22, 
1943. 


18. Ex parte Mid-West Abrasive Company, Ser. No. 453,248, 166 M. D. 172, May 5, 1943. 





——— ee 









































DECISIONS OF COMMISSIONER OF PATENTS 359 









Commissioner said, is a medicinal preparation in the form of an ointment. 
The Assistant Commissioner agreed with the Examiner that the respective goods 
of the parties are not merchandise of the same descriptive properties. He said: 


’ 


Opposer asserts that its “Profex” ointment might be administered to a patient in a 
hospital room which contained some of applicant’s “Profex” glassware, furniture and ap- 
pliances, and by a doctor wearing a “Profex” apron or gown, and this would lead the 
patient to believe that the ointment and the so-called specialties had the same source of 
origin. Further, attention is called to the statement of one of opposer’s witnesses that 
there are certain types of prophylactics in either liquid or powder form which may be 
applied by an air spray by means of an atomizer. This statement, however, is entirely 
unsupported and opposer’s ointment is not suitable for application by means of an atomizer ; 
and atomizers are not specifically named in applicant’s application. 

In my opinion opposer’s ointment and the goods named in the opposed application are 
goods of a different class and would not normally be expected to have the same source 
of origin, but rather would normally be thought to be products of different manufacturers, 
as is the case here.?” 


Slide fasteners and refrigerators 


Van ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the petition of Servel, Inc., of New York, N. Y., for can- 
cellation of a registration of the mark “Serval” for slide fasteners issued on March 
4, 1941, under the act of March 19, 1920, to Universal Slide Fastener Company, Inc., 
also of New York, N. Y. 


In regard to the petitioner, the Assistant Commissioner stated : 


Servel, Inc., was incorporated in December, 1927. Its principal business is the manufac- 
ture and sale of refrigerators and refrigerator parts which it sells under the trade-mark 
“Servel;” this business having been begun and the trade-mark “Servel” adopted by peti- 
tioner’s predecessors in 1922. Sales have been large and widespread and petitioner has 
expended large sums of money in advertising the goods and the trade-mark ‘“Servel.” 
Petitioner has a registration of the trade-mark “Servel” for these goods and also for ice, 
ice tongs, ice picks, kitchen chairs, tables and cabinets, and electric motors, but apparently 
does not now do an extensive, if any, business in these latter items. 





Petitioner contended that the word “Serval” is not registrable under the act of 
1920 because outside the scope of that act. He urged that said word is arbitrary and 
fanciful and is the type of mark to which the act of 1905 relates and is not a mark 
of the type to which the act of 1920 relates. 

The Assistant Commissioner, in answering this argument, said: 














It appears to me that as to marks unregistrable under act of 1905 there is nothing in the 


J act of 1920 which excludes such marks merely because they are of the arbitrary and fanci- 

> ful type. The act reads in part as follows: 

r “That the Commissioner of Patents shall keep a register of ... (b) All other marks 

1 not registrable under the act of February 20, 1905, as amended, except those specified in 
paragraphs (a) and (b) of section 5 of that act...” 

* In the act of 1905 the same proviso which includes the name clause also includes the 
descriptive mark clause and the geographical mark clause and act of 1920 makes no dis- 

it 


tinction between marks to which those different clauses apply. Accordingly, the fact that 








19. McKesson & Robbins, Inc., v. Professional Specialties, Inc., Opp’n No. 21,396, 166 M. 
D. 149, April 6, 1943. 
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the mark “Serval” may be of the arbitrary and fanciful type does not of itself preclude 
registry of the mark under act of 1920; and neither does the fact that the mark is sub- 
stantially the name of the corporation Servel, Inc., preclude its registration under act of 
1920 in the absence of probable confusion as to the origin of the goods of the parties. Cer- 
tain-teed Products Corporation v. Clark, 1925 C. D. 57, 337 O. G. 476 [15 T.-M. Rep. 271]. 
Technicolor, Inc., et al. v. Koh-I-Noor Bleistiftfabrik L. & C. Hardmuth, 507 O. G. 1044, 
163 M. D. 374, 43. 


Petitioner contended that, because bags for storing food in refrigerators are fre- 
quently equipped with slide fasteners, the refrigerators and the slide fasteners on the 
food bags are so closely related to each other in use that they should be considered to 
be goods of the same descriptive properties in the statutory sense. The Assistant 
Commissioner disagreed with this contention. He said. 


Such slide fasteners are associated with the bags rather than with the refrigerators and 
the relationship between the slide fasteners and the refrigerators is so remote that I con- 
sider the Examiner was clearly correct in holding slide fasteners as such to be goods not 
of the same descriptive properties as refrigerators. Further, the registration of the mark 
“Serval” is for slide fasteners, as such, and in my opinion purchasers and the public would 
not be inclined to believe that slide fasteners per se are a likely product of a refrigerator 
manufacturer. Therefore I consider that the concurrent use of the marks “Serval” and 
“Servel” on slide fasteners and on refrigerators respectively would not be likely to result in 
confusion as to the source of origin of the goods. 

In my opinion it has not been shown that the registrant has not been entitled to the 
exclusive use of the mark “Serval” on slide fasteners at or since the date of its application 
for registration thereof (act of 1920, sec. 2), and that the petition for cancellation was 
properly dismissed.” 


“Dr. Scholl’s Foot Comfort” unregistrable, Dr. Scholl being name of individual, and “Foot 
Comfort” descriptive 


Fraser, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration under the provisions of the act of February 20, 1905, to The 
Scholl Mfg. Co., Inc., of New York, N. Y., of a mark for shoes. 

The Examiner in his statement on appeal described the mark as 


comprising the notation “Dr. Scholl’s Foot Comfort Shoes,” flanked on either side by 
diagrams showing foot posture. 


The First Assistant Commissioner stated that it should be added that the words 
“Foot Comfort Shoes” are partially inclosed within a paraph below the name “Dr. 
Scholl’s.” Registration was refused by the Examiner on the ground “that the mark 
exhibits merely a name without distinctive display and descriptive matter.” 

The First Assistant Commissioner observed that applicant had combined the 
marks of several registrations, which it had secured, to make up the single com- 
posite mark of the application. It was urged, he said, that because they have been 
separately registered, they are ipso facto registrable in combination. The several 
registrations were explained by the First Assistant Commissioner as follows: 


The pictorial features of applicant’s mark are each separately registered under the act 
of 1905 for the same goods as those of the instant application. The paraph is similarly 





20. Servel, Inc. v. Universal Slide Fastener Company, Inc., Canc. No. 3900, 166 M. D. 
176, May 8, 1943. 
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registered for stockings. The name “Dr. Scholl’s” is registered for shoes, but that regis- 
tration was effected under the act of March 19, 1920. The notation “Foot Comfort News” 
is registered under the act of 1905, for “a publication issued quarterly covering knowledge 
of the feet.” 


The applicant’s contention was disposed of in the following manner: 


It will be observed . . . that only three of the registered marks are appropriated to 
shoes, and that one of these is registered under the act of 1920. In view of their separate 
registration under the act of 1905, I am inclined to agree with counsel for applicant that 
the Examiner was wrong in holding the “diagrams showing foot posture” to be descrip- 
tive; but the other registrations referred to have no bearing upon any issue here presented. 


In support of his ruling that the name feature of applicant’s mark is not distinc- 
tively displayed, the Examiner cited the decision of the First Assistant Commissioner 
in Ex parte Sears, Roebuck and Co., 527 O. G. 851 [24 T.-M. Rep. 258], which 
decision, as the latter noted, was affirmed by the United States Court of Customs and 
Patent Appeals, 132 Fed. (2d) 341. 

In principle the First Assistant Commissioner thought that case was controlling. 
He said: 











In applicant’s mark the name “Dr. Scholl’s” is not even handwritten, but is printed in 
conventional letters. It is prominently displayed in such fashion that it is more likely to be 
remembered than other parts of the mark as indicating origin of the goods, and is thus the 
dominant feature of the mark under the rule stated in Frankfort Distilleries, Incorporated, 
v. Kasko Distillers Products Corporation, 27 C. C. P. A. 1189, 111 Fed. (2d) 481 [30 T.-M. 
Rep. 339]. 





In sustaining the opposition upon the ground alleged, the Assistant Commissioner 
stated : 






















I agree with the Examiner that with regard to what may be considered to be the com- 
plete corporate name of opposer the “Inc.” may be disregarded and the words “Three Sis- 
ters” should be considered as being the complete corporate name. By incorporating these 
words into its mark it is deemed that applicant has appropriated opposer’s complete cor- 
porate name, and the appropriation is not rendered any less complete by the inclusion of 
additional features in the mark. 

The applicable law has been stated by Justice Sutherland in American Steel Foundries 
v. Robertson et al., 269 U. S. 372, 342 O. G. 711 [13 T.-M. Rep 289], as follows: 


Is ia “Where the appropriation of the corporate name is complete, the rule of the statute by 

r. its own terms is absolute and the proposed mark must be denied registration without more.” 

k Applicant stresses the fact that its goods, to wit, wines, and the dresses and ladies gar- 
ments sold in the stores operated by opposer are widely dissimilar merchandise. This is 
immaterial when the complete corporate name has been appropriated. David Feldman, 

- doing business as Feldman & Sons v. Amos and Andy, a firm consisting of Charles J. 

7 Correll and Freeman F. Gosden, 21 C. C. P. A. 823, 68 Fed. (2d) 746, 411 O. G. 255 

ns Applicant sought consideration by the Assistant Commissioner of copies of cer- 


tain trade-mark registrations. In regard to this matter, the Assistant Commissioner 
said : 





Applicant requests that copies of certain registrations be received and considered. Sim- 
ilar previous requests have been denied by the Examiner and by the First Assistant Com- 
missioner, whose decision is deemed to be final and not properly reviewable on this ap- 
peal. Applicant’s further request that judicial notice be taken of those registrations is 
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denied. The Standard Oil Co. of New Jersey v. Eplye, 17 C. C. P. A. 1224, 40 Fed. (2d) 997, 
398 O. G. 547 [19 T.-M. Rep. 67].7! 


Goods of Same Descriptive Properties 


Marmalade and non-alcoholic maltless fruit beverages 


Van ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the petitions filed by Leadway Stores Corporation, of 
Chicago, IIl., and National Brands Sales Corp., also of Chicago, IIl., for cancellation 
of a registration of the mark “Freshway” for marmalade made from citrus fruits, 
issued August 2, 1938 to Paul Hawkins Company, of Los Angeles, Calif., under the 
act of February 20, 1905. 

The Assistant Commissioner stated that respondent is also the owner of a prior 
registration of the mark “Freshway” for nonalcoholic, maltless fruit beverages sold 
as soft drinks and concentrates for making the same, issued to respondent November 
5, 1935 on an application filed April 27, 1935. 

The Assistant Commissioner further stated that the petitions for cancellation 
allege, and the record establishes, use by and on behalf of petitioners of the mark 
“Freshway” on coffee from June 1935, which date, he observed, is prior to respond- 
ent’s first use of the mark “Freshway” on citrus fruit marmalade, but is later than the 
filing date of the application for respondent’s registration of the mark “Freshway” 
for fruit beverages and concentrates therefor. The question, he said, was whether 
this showing entitled petitioners to have respondent’s later registration canceled on 
petition. 

That question the Assistant Commissioner discussed as follows: 


Registration of a trade-mark creates no substantive rights in the mark registered but 
gives certain remedial and procedural advantages. To secure a valid registration the 
registrant must be the owner and user of the trade-mark as applied to the goods named 
in the registration; and under act of February 20, 1905, such ownership means the exclu- 
sive right to use the mark on those goods but does not necessarily require the registrant 
to be actually the sole user of the mark on those goods. The right to exclusive use of a 
mark extends also to such other goods as are goods of the same descriptive properties 
in the statutory sense as the goods to which the mark is actually applied. Accordingly, 
under the act of February 20, 1905, a registration under that act is prima facie evidence 
of ownership by the registrant of the exclusive right to the use of the registered mark 
not only for the goods named in the registration but also for such other goods as are 
goods of the same descriptive properties in the statutory sense as the goods named in the 
registration. All this is so well established that citation of authorities is deemed unneces- 
sary. 

Now it seems clear, and it is not disputed here, that soft fruit beverages and concen- 
trates for making them and marmalade made from citrus fruits are goods of the same 
descriptive properties. Therefore respondent’s registration of the mark “Freshway” 
for the fruit beverages is prima facie evidence of respondent’s ownership of the exclusive 
right to use the mark “Freshway” for all those goods including citrus fruit marmalade, 
since April 27, 1935; this being the date the application for the registration of the mark 
“Freshway” for the fruit beverages and concentrates therefor was filed. Accordingly, 
respondent prior to the first use by petitioners of the mark “Freshway” on coffee already 
had acquired the right to the exclusive right to the use of the mark of its registration now 
sought to be canceled as applied to the goods named therein. 





21. Ex parte The Scholl Mfg. Co., Inc., Ser. No. 446,404, 166 M. D. 178, May 11, 1943. 





Ce a ee 


DECISIONS OF COMMISSIONER OF PATENTS 363 


Further, both respondent’s fruit beverages and concentrates therefor and respondent's 
fruit marmalade are made from fruit. Also the earlier registration identifies respondent 
as a manufacturer of fruit concentrates, and fruit beverages and fruit marmalade are more 
closely related to each other as likely products of a manufacturer of fruit concentrates than 
coffee is so related to either of those goods or to the concentrates. Thus it appears to me 
that the goods of respondent’s later registration are more closely related to the goods 
named in respondent’s earlier registration than to coffee in their respective descriptive 
properties considered in the statutory sense. 

Accordingly, I consider the Examiner to have been correct in dismissing the petitions 
to cancel respondent’s later registration.?* 


Shingles and paint 


Van ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the petition of Barber Asphalt Corporation, of Barber 
(Perth Amboy), N. J., for cancellation of trade-mark registration No. 390,054 issued 
to Mobile Paint Manufacturing Company of Delaware, Inc., of Wilmington, Del., 
and Mobile, Ala., under the act of March 19, 1920. The mark so registered is “Sta- 
Rite” for paints and paint enamels. The application for said registration was filed 
on November 7, 1939. 

As stated by the Assistant Commissioner, petitioner is the owner of a renewed 
registration dated October 14, 1919, of the mark “Sta-Rite’’ for lumber, shingles, 
composition roofing, and lime and of another registration dated February 16, 1937, 
of a mark consisting of the word “Sta-Rite” and a geometrical figure, for asphalt 
shingles. Both of these registrations were issued under the act of February 20, 1905. 

In his decision the Assistant Commissioner said: 


Since petitioner’s registrations antedate the application date of respondent’s registration, 
and no abandonment by petitioner of the use of the mark of either of its registrations on 
the goods named therein has been established, and the marks of the parties are substantially 
identical, the sole question is whether paints and paint enamels, which are the goods named 
in respondent’s registration, are or are not goods of the same descriptive properties as 
the goods named in opposer’s registrations, particularly shingles. 

Both shingles and paint are used on roofs for protective purposes and frequently paint 
is applied to shingles. Both shingles and paints are building supplies and are sold in the 
same stores and are apt to have the same source of manufacture. In fact, one manufac- 
turer of both roofing and roofing paints is identified in the record. For these reasons it 
is my opinion that shingles and paints as named in respondent’s registration are goods 
of the same descriptive properties in the statutory sense and that the concurrent use of 
the marks on the goods would be likely to cause confusion and mistake in the mind of the 
public and to deceive purchasers.”* 


Meat and cheese sandwiches, and powder for making food drinks 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of The Euclid Coffee Company, of Cleveland, 
Ohio, to the application of Kenneth E. Bemis, of Oakland, Calif., for registration of 
the word “Chummy” as a trade-mark for “meat and cheese sandwiches.” 


22. Leadway Stores Corporation, National Brands Sales Corp. Joined v. Paul Hawkins 
Company, Canc. No. 3904, 166 M. D. 151, April 12, 1943. 

23. Barber Asphalt Corporation v. Mobile Paint Manufacturing Company of Delaware, Inc., 
Canc. No. 3952, 166 M. D. 189, May 19, 1943. 
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Opposer relied upon its ownership of the same mark, registered prior to appli- 
cant’s claimed date of first use, for “chocolate flavored powder for making food 
drinks.” 


In sustaining the opposition, the First Assistant Commissioner said: 


Upon the record presented, I am constrained to agree with the Examiner of Interfer- 
ences that the goods of the parties, broadly speaking, possess the same descriptive proper- 
ties. That being true, and the trade-marks under which such goods are sold being identical, 
the registration of applicant’s mark is expressly forbidden by the statute. Philadelphia In- 
quirer Co. v. Coe, 133 Fed. (2d) 385 [33 T.-M. Rep. 56]. 


Name of Individual 


“Sawyer” for electric motors 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in refus- 
ing registration under the act of February 20, 1905, to Sawyer Electrical Mfg. Co., 
of Los Angeles, Calif., of the word “Sawyer” as a trade-mark for electric motors. 
The Examiner refused registration of said word on the ground that “it is merely 
the name of an individual not distinctively displayed.” 

The issue to be determined by him, the First Assistant Commissioner said, was 
correctly stated in the following quotation from the applicant’s brief : 


The question on this appeal is whether the trade-mark “Sawyer” is registrable under 
the act in view of the fact that it is a surname for individuals and is not distinctively dis- 
played. The word “Sawyer” has many other meanings than as a surname and it is appel- 
lant’s contention that it is therefore not “merely the name of an individual,” as specified 
by the statutory prohibition against registration. 


The First Assistant Commissioner also quoted section 5 of the Act of February 
20, 1905, and stated: 


It will be observed that the word “merely” refers indiscriminately to marks consist- 
ing in names, descriptive words and geographical terms, so that its construction with 
respect to any one of these three types of marks is equally applicable to all. Aside from 
several old Patent Office decisions, which are in hopeless conflict, there are very few re- 
ported cases in which the precise question here presented has been discussed, and only one 
that I have been able to find in which it has been squarely adjudicated. 

In Schlesinger v. Oppenheim Cigar Co., 11 Fed. (2d) 773 [16 T.-M. Rep 374], the 
Circuit Court of Appeals for the Fifth Circuit held invalid a registration of the word 
“Charlies,” and in the course of its opinion said: 

“The statute distinguishes between the use of a name, without regard to the manner of 
disclosing it, and the use of the same name when written, printed, impressed or woven in 
some particular or distinctive manner or in association with a portrait of an individual. 
The words “no mark which consists merely in the name of an individual” cannot properly 
be given the same meaning as would have been conveyed if, instead thereof, there 
had been used some such words as ‘no mark which consists of a word which is only the name 
of an individual,’ or ‘no mark consisting of a word which is used exclusively as the name of 
an individual.’ The language of the statute negatives the existence of an intention to permit 
the registration as a trade-mark of the name of an individual when not disclosed in some 
some particular or distinctive manner, or in association with a portrait of an individual, if 


i 24. The Euclid Coffee Company v. Kenneth E. Bemis, Opp’n No. 21,160, 166 M. D. 184, May 
14, 1943. 
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that name is also a word having another or other meanings, being used to designate a thing 
or things, as well as a person or persons. 

“Tt follows that it is not material that dictionaries show that the word “Charlie,” in 
addition to being a nickname or substitute for Charles, has customarily been used otherwise 
than as the given name or surname of a person.” 

That case, while entitled to respectful consideration, is not controlling here ; and I am not 
in entire agreement with its reasoning, nor with the conclusion reached. It is common 
practice to register Christian names, and I doubt that the word “Charlies,” or even the 
word “Charlie,” has any significance as a surname. Be that as it may, it seems to me that 
in determining the registrability of words used as surnames, but having other meanings, 
great weight must be given to their predominant significance. As pointed out by the Exam- 
iner in his statement on appeal: 

“Many of the commonest surnames, such as ‘Baker,’ ‘Carter,’ Parker,’ ‘Smith,’ 
‘Wheeler,’ have dictionary meanings; but standing without qualification, call to mind 
merely names of people.” 

Another such name though much less common, is the word “Tinker,” which was held to 
be nonregistrable by the Court of Appeals of the District of Columbia because “not suffi- 
ciently distinguished . . . to meet the statutory limitation against the registration of the 
name of an individual or corporation as a trade-mark.” Tinker v. Patterson Dental Supply 
Co., 52 App. D. C. 37, 287 Fed. 1014 [13 T.-M. Rep. 140]. 

In the case of The American Tobacco Co. v. Wix, [23 T.-M. Rep. 104] 62 Fed. (2d) 
835 the Court of Customs and Patent Appeals refused registration of the name “Wix,” 
but concluded its opinion with the following observation : 

“We do not wish to be understood in this opinion as holding that under no circumstances 
is a surname registrable. Many names have a significance other than as names, and are 
not regarded by the public as merely names. It is unnecessary for us here to determine 
whether in such cases a name is subject to the proviso hereinbefore quoted ; upon the record 
before us, the name ‘Wix’ has no other significance than as the name of an individual con- 
nected with the tobacco business.” 

That case was decided ten years ago, but so far as I am advised the court has not yet 
had occasion to pass upon the question thus reserved. In other decisions, however, dealing 
with descriptive and geographical marks, it has construed the word “merely” as used in the 
statute, and appears to have repudiated the theory here contended for by applicant that it 
should be restricted in meaning to its exact dictionary definition. 

In the case of In re Plymouth Motor Corporation, 18 C. C. P. A. 838, 46 Fed. (2d) 211, 
[21 T.-M. Rep. 157] decided in 1931, the court reversed a ruling of the Patent Office that 
the word “Plymouth” was nonregistrable because merely a geographical name or term, 
and in the course of its opinion said: 

“We think the decision may properly rest upon the fact that by using the adverb 
‘merely,’ Congress intended to, and did follow the common law principle that there are 
circumstances under which a geographic name, or term, may come to have a meaning other 
than one merely geographic, and that, where such is true the word, so recognized or recog- 
nizable at common law, should not be excluded from registration.” 

Some six years later, in the case of In re Canada Dry Ginger Ale, Inc., 24 C. C. P. A. 
804, 86 Fed. (2d) 830, the Plymouth case was expressly overruled, and the court refused 
to hold that “if a mark otherwise not registrable has acquired by long exclusive use a 
secondary meaning, it becomes by virtue thereof a valid trade-mark.” Also in that case 
the court reaffirmed its decision in Barber-Colman Co. v. Overhead Door Corporation, 20 
C. C. P. A. 1118, 65 Fed. (2d) 147 [23 T.-M. Rep. 251], where it had refused registration 
of a descriptive expression that had acquired a secondary significance. 

Another case in point is In re American Cyanamid & Chemical Corporation, 26 
C. C. P. A. 712, 99 Fed. (2d) 964, where the same court, relying on Beckwith v. Com- 
missioner of Patents, 252 U. S. 538, 1920 C. D. 471 [10 T.-M. Rep. 255], ruled that a 
composite mark which included a descriptive word, though the mark as a whole did not 
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consist merely of descriptive words or devices, was nevertheless nonregistrable without a 
disclaimer of the descriptive word. 

I am aware of no decision of the Court of Appeals of the District of Columbia in 
which the meaning of the word “merely” in the statute has been discussed. But it is of 
interest to note that in H. Becker & Co. v. C. A. Gambrill Manufacturing Co., 38 App. 
D. C. 535, 1912 C. D. 503 [2 T.-M. Rep. 338] that court reversed a decision of the Com- 
missioner of Patents in which he had held the words “Orange Grove” to be registrable as 
a technical trade-mark. The court there said: 

“The word ‘Orange’ and the words ‘Orange Grove’ are geographical, and not subject 
to registration as technical trade-marks.’ 












In conclusion, the First Assistant Commissioner stated that his review of the 
cited cases strengthened his own conviction that: 
































No word should be registered, except under the conditions prescribed by the statute, 
if it is likely to be regarded by the public as merely the name of an individual, even though 
it may have one or more other meanings. 1 9 


He added: 


That the word “Sawyer” is likely to be so regarded I think there can be no doubt.*® 


“Hall’s” as prominent feature of mark permitted to be disclaimed 


Van ArspaLe, A. C.: Modified the decision rendered by him in this case on 
February 15, 1943 (548 O. G. 771). The Assistant Commissioner stated : 


It is noted that, in my decision of February 15, 1943, in this case . . . the reference to 
the surname “Hall” as “the dominating” feature of the mark may appear to be incon- 
sistent with the statement therein that “the fanciful and arbitrary design of the complete 
mark is so prominent and impressive and carries trade-mark significance to such an extent 
that, if disclaimer were made with respect to the surname ‘Hall,’ the mark should not be 
held to be barred from registration ...” 

For the sake of clarity and to avoid possible puzzlement the decision is hereby modified by 
designating the surname “Hall” to be a prominent feature of the mark instead of the 
dominating feature thereof.*® 


Se ee ee 


Non-Conflicting Marks 


“Exeter” and “Exide” 





Van ArspDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby dismissed the petition of Electric Storage Battery Com- 
pany, of Philadelphia, Pa., to cancel registration No. 388,492, issued June 24, 1941, 
to Laher Battery Production Corporation, of Oakland, Calif., under the act of March 
19, 1920. The mark so registered consists of the word “Exeter” and an angular 
line, and is applied to automobile storage batteries. The Assistant Commissioner 
stated that the mark qualified for registration under the act of 1920 because it is 
merely geographical. 

Petitioner relied on a registration of the word “Exide” for storage batteries and 
parts thereof and accessories therefor. 


EE es 


This registration, the Assistant Commis- 





25. Ex parte Sawyer Electrical Mfg. Co., Ser. No. 452,407, 166 M. D. 146, April 5, 1943. 
26. Ex parte Horace W. Hall (doing business as Hall Mfg. Co.), Ser. No. 448,758, 166 
M. D. 175, May 8, 1943. 
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sioner said, was issued prior to the filing date of the application for respondent’s 
registration sought to be canceled. 

The Assistant Commissioner noted that the goods of the parties are identical 
and stated that the only question was whether or not the mark “Exeter” so nearly 
resembles the mark “Exide” as to be likely to cause confusion or mistake in the 
mind of the public or to deceive purchasers. He decided that these marks are not 
confusingly similar, saying : 

“Exide” and “Exeter” are similar in that both are single words beginning in “Ex,” but 
there the similarity ends. The latter portions of the word have no noticeable similarity 
either in appearance or in sound. Furthermore, “Exide” is fanciful and arbitrary, whereas 
“Exeter” is so well known for its geographical meaning that to my mind it hardly could 
be mistaken for a word, such as “Exide,” which does not have such, or any geographical 
meaning. Were both words merely arbitrary and fanciful or were words which had the 
same or a similar connotation or descriptive or geographical meaning I could forsee the 
possibility of confusion between them when applied to storage batteries, but to my mind 
likelihood of confusion is rendered unlikely by the radical and dominating difference be- 
tween the almost exclusively geographical character of the word “Exeter” and the ex- 
clusively arbitrary and fanciful character of the word “Exide.” I consider these marks 
to be comparable to the merely descriptive mark “Hygrade” and the merely arbitrary 
and fanciful mark “Hy-Ray” which, as applied to lubricating oils, were held to be not 


confusingly similar in Hygrade Sylvania Corporation v. Sontag Chain Stores Co., Ltd., 
29 C. C. P. A. 799, 125 Fed. (2d) 389 [30 T.-M. Rep. 16].77 


“Lady in White by Sandler” and “Young Women in White” 


VAN ArspDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition by The Juvenile Shoe Corporation of Amer- 
ica, of Aurora, Mo., to the application of A. Sandler Co., of Boston, Mass., for 
registration for women’s shoes of the mark “Lady in White by Sandler,” the words 
“by Sandler” being disclaimed. 

The Assistant Commissioner stated that the notice of opposition alleges prior 
use by opposer in connection with the sale of its shoes for women of the slogans or 
phrases “For Young Women in White” and “Young Women in White” ; confusing 
similarity between applicant’s mark and these phrases or slogans; and consequent 
damage resulting from confusion of origin of the goods. The notice also alleges, the 
Assistant Commissioner said, that registration of applicant’s mark would threaten 
and interfere with the free use by opposer of the said phrases and slogans. 

The Assistant Commissioner concluded that the Examiner correctly dismissed 
the notice of opposition on the ground that the record does not establish that opposer 
will be damaged by the registration for which applicant has applied. In reaching 
this conclusion, the Assistant Commissioner said: 


From the exhibits showing opposer’s use of the phrases or slogans “For Young Women 
in White” and “Young Women in White” it seems clear that the expressions designate 
and describe the class of purchasers for whom opposer’s shoes are designed and specially 
suited, and are so intended by opposer. For instance, certain of opposer’s advertisements of 






27. Electric Storage Battery Company v. Laher Battery Production Corporation, Canc. No. 
3917, 166 M. D. 196, May 22, 1943. 
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record contain the following expressions: “this shoe specially designed for you who ‘work 
in white’”; “So that ‘Young Women in White’ may serve more efficiently, more com- 
fortably, The Clinic Shoe has been created”; “They are made especially for young women 
in white . . . with their special needs in mind”; “It is a Specialty Shoe, built exclusively for 
nurses, and other young women in white”; “Clinic Shoes are made to meet the needs of 
Young Women in White... .” 

Since no testimony was taken there is none bearing on the question of whether any- 
one ever attached any trade-mark significance to the expressions “For Young Women in 
White” or “Young Women in White” as used by opposer. Thus it is largely a matter of 
speculation as to what impression the phrases as used by opposer are likely to make on 
purchasers and the public; whether merely descriptively denoting a certain class of pur- 
chasers or denoting the source of origin of the shoes as well. 

In nearly every instance the phrase “For Young Women in White” or “Young Women 
in White” is accompanied by opposer’s registered trade-mark which comprises the word 
“Clinic” associated with a picture of the head of a nurse in nurse’s cap, prominently dis- 
played. In these displays opposer’s registered trade-mark predominates as the feature 
having trade-mark significance and has no descriptive meaning. On the other hand, the 
phrases “For Young Women in White” and “Young Women in White” as displayed have 
predominantly descriptive meanings. In fact, in my opinion, as the phrases are displayed 
they have no trade-mark significance, and would not be recognized by purchasers and the 
public as associating the shoes with opposer as their source of origin, and therefore even if 
applicant’s mark “Lady in White by Sandler” might be suggestive of a nurse or other 
woman of the class described by the phrases “For Young Women in White” or “Young 
Women in White” it would not indicate opposer as the source of origin of the shoes. For 
it to do so would require that opposer’s phrases give such indication, and in my opinion 
the record does not establish that they do so. Further, applicant’s allegation that registra- 
tion of applicant’s mark would not prevent the continued use by opposer of the descriptive 
phrases or slogans appears to be correct.*® 


Not a Trade Mark 


“The House of Sportswear” for clothing 


Van ArspaLe, A.C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration under the act of March 19, 1920, to Campus Sweater Company, 
of Cleveland, Ohio, of the mark “The House of Sportswear” for various named ar- 
ticles of wearing apparel including sweaters, dresses, shirts, etc. The Examiner re- 
fused registration on the ground that the mark is inherently incapable of indicating 
origin of the goods to which the mark is applied. 

In agreeing with the Examiner, the Assistant Commissioner stated : 


It seems to me the expression “The House of Sportswear” as such would be under- 
stood as denoting a business dealing in sportswear or a store in which sportswear is sold 
and would not denote the business of any particular individual or concern. The question, 
however, is whether the expression carries trade-mark significance when applied directly 
to the goods by applicant exclusively. In my opinion, it does not and for it to do so would 


require the presence of something else which would indicate applicant as the particular 
source of origin of the goods.”® 


28. The Juvenile Shoe Corporation of America v. A. Sandler Co., Opp’n No. 21,254, 166 
M. D. 153, April 14, 1943. 


29. Ex parte Campus Sweater Company, Ser. No. 426,878, 166 M. D. 144, April 2, 1943. 
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PART II 


E. F. PRICHARD COMPANY et at. v. CONSUMERS BREWING 
. COMPANY 


United States Circuit Court of Appeals, Sixth Circuit 
June 22, 1943 


TRADE-MARK INFRINGEMENT—SUITS—PARTIES. 

The brewer who acts under contract with the seller in labeling the latter’s beer with an in- 

fringing mark was made party in suit for injunction and accounting. 
TRADE-M AaRKS—DEFINITION—How Derivep. 

Trade-marks are not dependent on statutory enactments but arise out of common law from 
prior appropriation and use. Therefore, registration is not controlling in a suit involving 
common law rights to a registered mark or in a suit for unfair competition involving its use. 

TRADE-MARKS—REGISTRATION STATUTE—PURPOSE. 

The purpose of the trade-mark law is to permit people to build up businesses around trade- 

names by which articles are known, and so to establish good will. 
TRADE-MARKS—TITLE—LICENSE TO USE. 

A naked license to use a trade-mark is of no more validity than a naked assignment thereof, 
but a trade-name, like a trade-mark, may be assigned, licensed, or lent as long as it remains 
associated with the same product or business with which it has become associated in the public 
mind. 

TRADE-M ARKS—LICENSE—FORFEITURE OF RIGHT. 

A manufacturer of a certain commodity, by agreeing to allow the purchaser thereof the 
use of its trade-name for a certain period, did not lose the exclusive right to the name after 
the expiration of the term. 

TRADE-MAarKS—W Ho May Have. 

It is the law that one need not himself manufacture goods to acquire a valid trade-mark, 
even though the name of the real manufacturer is used as a part of the device. It is sufficient 
that the goods are manufactured for him and that he owns or controls such as he offers for 
sale and on which he places a trade-mark or trade-name. 

TRADE-MAarKS—W HO May HavE—OwNERSHIP AS AFFECTED BY CONTRACT. 

On the question whether Prichard could, by contract, reserve rights in the “Olde Towne 
Lamplighter” mark to himself, without a showing of prior use, the law of contract held con- 
trolling, rather than principles applicable to trade-mark law. 

TRADE-MARKS—RIGHT TO USE—TERRITORIAL LIMITATIONS. 

Where appellant by agreement with appellee was granted exclusive right to use on beer 
sold it by appellee the “Olde Towne Lamplighter” label in territory south of the Ohio River, 
appellee acting as consignee rather than agent, said agreement held binding on appellee after 
the expiration of the sales contract. Appellees however held entitled to use of said label on 
beer sold north of the Ohio River. 

TRADE-M ARKS—SUITS—ESTOPPEL, 

Where the parties claimed exclusive right to mark, one is estopped from questioning own- 

ership of the other. 
TRADE-MARKS—TITLE. 

If the owner of a business causes the maker of goods sold to him to affix a certain mark 

on such goods, he becomes entitled to the mark and the-good will thereafter built up. 
UnFAiIrR COMPETITION—DEFINITION—TRADE-NAMES—USE VERSUS REGISTRATION. 

In a suit to enjoin infringement of trade-name brought in a federal court, it is immaterial 
whether it was used in interstate commerce or registered as a trade-mark, the real question 
being whether the mark was actually adopted and used by plaintiff. 
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In equity. Action for trade-mark infringement and unfair competition. On 
appeal from the District Court, E. D. Kentucky. From decree for plaintiff, de- 
fendants appeal. Reversed. 


Keenon, Huguelet & Odear, Lexington, Ky., Frank Zugelter, Cincinnati, Ohio, 
Stanley Chrisman, Covington, Ky., and Richard Priest Dietzman, Louisville, Ky., 
for appellants. 

Sanford A. Headley, Cincinnati, Ohio, for appellee. 


Before HAMILTON, MartTIN and McALLIsTER, Circuit Judges. 
MCcALLIsTER, Circuit Judge: 


The Consumers Brewing Company was, by the district court, awarded an injunc- 
tion against the use, by appellants, of a trade-mark on beer products, known as the 
“Olde Towne Lamplighter” label, together with a decree for an accounting. The 
E. F. Prichard Company claims the right to the use of the trade-mark in the terri- 
tory south of the Ohio river. The Heidelberg Brewing Company acted under con- 
tract with the Prichard Company in brewing, bottling, and labeling the beer for the 
latter company, and was included in the injunction and subjected to the accounting. 

In 1933, after repeal of the prohibition law, E. F. Prichard entered the beer 
business in Lexington, Kentucky, as a distributor of the products of several brew- 
eries. He, thereafter, became interested in the possibility of organizing a brewery, 
using for such purpose, the properties of an old brewery in Lexington, which had not 
been manufacturing beer for many years. This brewery was known as the Lexington 
Brewing Company, and Prichard ascertained that it was owned by the Dixie Race 
Track Company. He then found that the stock in this latter company was largely 
held by the members of the Bruckmann family, or the Bruckmann Company, a brew- 
ing concern located in Cincinnati. 

Prichard, thereupon, went to Cincinnati, where he interviewed William Bruck- 
mann, vice president of the company, and carried on negotiations directed to a possi- 
ble sale of the brewery properties in Lexington. During these negotiations, Prichard 
came in contact with John C. Bruckmann, president of the Bruckmann Company, and, 
thereby, on March 1, 1934, became associated with the Bruckmann Company, as 
manager of its Lexington and southern division in charge of the sale and distribution 
of the company’s products in central Kentucky and adjoining states. 

During this time—over the course of more than a year—John C. Bruckmann 
discussed with Prichard his proposition with regard to the Lexington brewery. On 
March 1, 1935, John C. Bruckmann severed his connection with the Bruckmann 
Company, and became general manager and vice president—later president—of the 


‘Consumers Brewing Company, appellant herein, located at Newark, Ohio. Before 


he left the Bruckmann Company, John C. Bruckmann advised Prichard of his plans 
and told him that the Lexington property was going to be sold; and, as Prichard tes- 
tified, “that we would open the Lexington Brewing Company ; and .. . that he wanted 
me to go with him.” Shortly after John C. Bruckmann left the Bruckmann Com- 
pany, Prichard also discontinued his association with the company, and Bruckmann 
and Prichard entered into business relations as partners, under the name of the John 
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C. Bruckmann Company, for the purpose of engaging in the distribution of the 
products of the Consumers Brewing Company throughout central Kentucky and ad- 
joining states. 

For some time, Prichard and John C. Bruckmann were associated in this part- 
nership in carrying out the arrangement which they had entered into with regard 
to the distribution of the products of the Consumers Brewing Company. Prichard 
drew a salary of $250 a month, and had $50 a month for expenses. He stated that 
he had a partnership interest in the concern and that his understanding with Bruck- 
mann was that they “would work into the Lexington Brewing Company.” The 
trial court found that, as to the John C. Bruckmann Company, Prichard and Bruck- 
mann were engaged in a joint enterprise. It appears that Prichard at first operated 
the business on behalf of the partnership, in his own name, and later, in April, 1935, 
under the name of the John C. Bruckmann Company. 

In 1934, while Prichard was reading an old copy of a Dickens’ novel, his attention 
was attracted to one of the illustrations—a quaint picture of a man wearing a tall hat, 
and lighting an old-fashioned street lamp. It immediately occurred to him that the 
picture would serve as a design on a label for ale or beer. He, therefore, employed 
an artist to copy the picture ; had plates made for its reproduction ; and caused a num- 
ber of the labels to be printed with the picture, referred to in this case as the “Lamp- 
lighter” design. 

In the first part of 1935, Prichard went to the offices of the Consumers Brewing 
Company at Newark, Ohio, where he had a conference with Bruckmann, then presi- 
dent and general manager of the brewing company, as well as a partner of Prichard 
in the distributing company at Lexington. Prichard shOwed Bruckmann the new 
labels with the “Lamplighter” design, and after some talk, they determined upon the 
addition of the name “Olde Towne” to the label. The district court found that they 
then agreed upon certain terms as to the use of the label. The Consumers Brewing 
Company was to place the label upon the beer which it was selling to the partnership 
in Kentucky, as well as upon its own beer, which it was selling in Ohio. The label 
was to bear the name “Newark’”’ in addition to “Olde Towne” on the Lamplighter 
label. 

However, it was also agreed that when the new Lexington Brewing Company 
was organized and producing beer, the new company would have the exclusive use 
of the Olde Towne Lamplighter label, prefixed by the name “Lexington,” for the 
distribution and sale of its product in the states south of the Ohio river; that the 
Consumers Brewing Company would have the use of the Olde Towne Lamplighter 
label, prefixed by the name “Newark,” for the product sold and distributed by it 
in the territory north of the Ohio river and that, further, Prichard would have the 
right to take back his design for his own exclusive use, when he wished. In 1933, 
Prichard, while in business for himself, had bought two or three carloads of beer 
from Harrison, New Jersey; and about the same time, he had recieved a letter from 
a friend in Elizabeth, New Jersey, quoting him prices on carload lots of beer, on 
which he could place his own label. The letter also gave Prichard a list of names he 
could use on the beer, including the name “Old Town.” While the origin of the name 
“Olde Towne,” as used in the transactions in this case, is vague and disputed, 
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Prichard stated that he got the suggestion for “Olde Towne” from the letter he re- 
ceived from New Jersey in 1933. But as we view the issues in this case, the origin 
of this particular name is unimportant. 

Nevertheless, on the understanding above recited the partnership continued to 
buy its beer from the Consumers Brewing Company, which was now marked with 
the “Newark Olde Towne Lamplighter” label—until 1938, when the Lexington 
Brewing Company was incorporated. This practice of a concern, in purchasing beer 
from a brewery and then labeling and selling it under a different name—sometimes, 
as its own beer—appears, from the evidence, to have been a common method of 
marketing brewery products. 

The Lexington Brewing Company was organized with the intention of manufac- 
turing its own beer; and it appears from appellee’s witnesses that it was the further 
plan, at the time of the organization of this company, to use the Olde Towne Lamp- 
lighter label on its product. The evidence shows that it was agreed at a meeting 
of the Lexington Brewing Company directors, and others interested in financing 
the new company, that Prichard was the owner of the Lamplighter label. Bruck- 
mann, who was president of the new Lexington Brewing Company, caused a large 
amount of the stock therein to be issued to Prichard, who became vice president and 
general manager. This stock was issued to Prichard in accordance with the plan of 
the parties to organize a brewery in Lexington, on the premises of the defunct Lex- 
ington Brewing Company. 

The new Lexington Brewing Company succeeded to the property, clientele, and 
distributing business of the joint venture, which had been conducted by Bruckmann 
and Prichard under the name of the John C. Bruckmann Company ; and it continued 
to buy its beer from the Consumers Brewing Company, with the Olde Towne Lamp- 
lighter label. The prior John C. Bruckmann Company, and the new Lexington 
Brewing Company, were entirely separate from the Consumers Brewing Company. 
Both bought the beer for their distribution from the last-named company, on open 
account, rather than on consignment. 

Here, it may be remarked that the entire association of Prichard with Bruckmann 
and the Consumers Brewing Company, appears, from the evidence, to have arisen 
out of his desire and plan to procure the premises of the old Lexington Company, 
manufacture beer therein, and distribute the product of such brewery as Lexington 
beer. Prichard’s first contact with John C. Bruckmann resulted from his proposi- 
tion to this effect. He entered into partnership with Bruckmann, with the ultimate 
objective of organizing a company and taking over the Lexington premises, which 
were owned by a corporation in which the Bruckmann family had controlling inter- 
ests. Prichard’s origination and design of the Lamplighter label were suggested and 
inspired by the thought that this would be a successful label to use on beer that his 
projected company would manufacture and distribute. His agreement with Bruck- 
mann, as representing the Consumers Brewing Company, that the Olde Towne 
Lamplighter label be attached to the products sold by that company to the partnership 
for distribution in Kentucky and adjacent states, was for the purpose of building 
up a clientele through this brand of beer, which would be available when the new 
Lexington Brewing Company was organized; and Prichard was particular about 
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reserving his right to the use of the label in case such a new brewery was not or- 
ganized for the manufacture and sale of beer. 

Although, as has been mentioned, the new Lexington Brewing Company was or- 
ganized as a corporation in 1938, it apparently was never able to finance the pur- 
chase of the premises of the old Lexington Brewing Company ; and, accordingly, the 
new company never undertook the manufacture of beer. In the latter part of 1939, 
after some dispute or trouble with others associated in the new company, Prichard 
left the company and, thereafter, organized a new corporation, called the E. F. 
Prichard Company, one of the appellants herein, of which he became president and 
general manager. ‘This latter company proceeded, under the direction of Prichard, 
to market its beer with the Olde Towne Lamplighter label, south of the Ohio river, 
predicating its right so to do on the understanding between Bruckmann, as represent- 
ing the Consumers Brewing Company, and Prichard Within a few days after 
leaving the Lexington Brewing Company, Prichard demanded that the Consumers 
Brewing Company cease using the Lamplighter label. 

In seeking an injunction against such use of the Olde Towne Lamplighter label 
by the E. F. Prichard Company, Consumers Brewing Company disputes that Prich- 
ard originated the Lamplighter label and denies that there was any such contract 
between Prichard and Bruckmann, as Prichard claims. Furthermore, it insists 
that Prichard could not reserve his rights to such a design in the label, in view of the 
fact that he agreed to permit the Consumers Brewing Company to use it, and did not 
establish a use in himself, nor did he use the label in any way until after the lapse 
of many years; and that, by virtue of using the label as a trade-mark for a long 
period of time, spending large sums upon its exploitation and the development of 
good will thereunder, the Consumers Brewing Company became entitled to the ex- 
clusive use of the label for its own products. 

The district court found, contrary to appellee’s contentions, that Prichard origin- 
ated the Lamplighter design as a label for brewery products, and that he consented 
that the Consumers Brewing Company use the design as part of its trade-mark, with 
the understanding that if the Lexington plant later should start production, the 
composite trade-mark, composed of the “Old Towne” name and the “Lamplighter” 
design, might be used on the beer produced and sold by the Lexington plant, the 
appellee to confine its sales to the territory north of the Ohio river, with its product 
identified by the word “Newark” on its label, and the Lexington plant to operate 
in territory south of the Ohio river, with its product differentiated from that of the 
complainant by placing the word “Lexington” on the label in place of “Newark ;” 
and “with the further understanding that Mr. Prichard would have the right to take 
back his design for his own exclusive use as a label at any time he wanted it.” 

The trial court, however, found that there was no evidence of a general or con- 
tinuous use of the Lamplighter design by Prichard under such circumstances of 
publicity or continuity as would tend to identify it as the distinguishing mark “for 
his particular goods;” that the contract or understanding between Prichard and 
Bruckmann was not effective to vest or create in Prichard any present or future 
right “to or in the words Olde Towne,” coupled with the Lamplighter design, as 
a trade-mark ; and that no right to the use of the trade-mark passed to or vested in 
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E. F. Prichard Company, by virtue of an assignment or transfer by Prichard, for 
the reasons that he had acquired no transferable property right in the mark, and that 
the transfer or license of a naked trade-mark is void. 

The district court concluded that the Consumers Brewing Company had used 
the words “Olde Towne” coupled with the Lamplighter design, for several years and 
that such use had been general, continuous, public, and extensive, in the states of 
Ohio, Kentucky, Tennessee, Virginia, and West Virginia, that by priority of such 
use, the Consumers Brewing Company had acquired exclusive right to the use 
thereof as a trade-mark for ale and beer; and that the use of a similar trade-mark 
by the E. F. Prichard Company, constituted infringement of appellee’s trade-mark 
rights and unfair competition. 

From the foregoing, it appears that the district court found in appellants’ favor 
on all of the important issues of fact ; and upon a review of the record,we agree that 
such findings are sustained by the evdience. But the issues of law were determined 
in favor of the appellee, and we, therefore, confine our discussion largely to these 
legal questions. 

We come, then, to the conclusions of law of the district court, that may be briefly 
stated in the following language: Prichard never acquired a right in the use or licen- 
sing of the label, because he never used it as the distinguishing mark of his goods; 
and the contract between Prichard and Bruckmann was ineffectual to reserve in 
Prichard a right to use the label thereafter in another business. The Consumers 
Brewing Company acquired the right to the trade-mark or label by user. 

While the trade-mark in question was registered in accordance with the federal 
law, several years after its established use, we consider that fact of no importance 
in determining the issues in this case. However, in the controversy before us, some 
brief observations with regard to the nature of trade-marks and trade-labels would 
seem apposite. 

We have before us a case involving the right to a common law trade-mark. This 
right exists independent of the statute, registration simply constituting prima facie 
evidence that the registrant is entitled to the mark. Phillips v. Hudnut et al., 263 
F. 643 (App. D.C.) [10 T.-M. Rep. 243]. Trade-marks are not depeadent on 
statutory enactment but arise out of common law from prior exclusive appropria- 
tion and use. Registration is not controlling in a suit involving common law rights 
to a registered mark or in a suit for unfair competition involving its use. United 
States Ozone Co., et al. v. United States Ozone Co. of America, 62 F. 2d 881 
(C.C. A. 7). Ina suit in a federal court to enjoin wrongful use of a trade-name, 
whether it was used in interstate commerce or registered as a trade-mark under act 
of Congress, is immaterial; the real question is whether the mark was actually 
adopted and used by the plaintiff. The title to a trade-mark is independent of its 
registration. Great Atlantic & Pacific Tea Co. v. A. & P. Radio Stores, Inc., 20 F. 
Supp. 703 [27 T.-M. Rep. 782] (D. C. Penn.). As recognized by the common 
law, a trade-mark is generally the growth of a considerable period of use rather than 
a sudden invention; and the exclusive right to it grows out of its use and not its 
mere adoption, Trade Mark Cases, 100 U. S. 82. The purpose of the trade-mark 
law is to permit people to build up businesses around trade-names by which articles 
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are known, and establish good will; Champion Spark Plug Co. v. Champion, 23 F. 
Supp. 638 [28 T.-M. Rep. 398] (D.C. Mich.) ; and it is the good will and not the 
mark, that is protected. Pulitzer Pub. Co. v. Houston Printing Co., 4 F. 2d 924, aff., 
11 F. 2d 834 [16 T.-M. Rep. 376], cert. den., 273 U. S. 694. 

This case is concerned with the question whether Prichard ever established by 
user, the right to the trade-mark, as well as whether a license to others to use the 
mark was valid. It may be observed that a trade-mark is not a subject of 
property except in connection with an existing business or trade. American Steel 
Foundries v. Robertson, 269 U. S. 372 [16 T.-M. Rep. 51]. See, also Caigan v. Pli- 
brico Jointless Firebrick Co., 65 F. 2d 849 (C. C. A. 1) [25 T.-M. Rep. 43], cert. 
den., 290 U. S. 668; Jacobs v. Iodent Chemical Co., 41 F. 2d 637 [20 T.-M. Rep. 283] 
(C. C. A. 3) ; Certain-Teed Products Corp. v. Philadelphia & Suburban Mortgage 
Guarantee Co., 49 F. 2d 114 [21 T.-M. Rep. 433] (C.C. A. 3). It has no exis- 
tence in gross, but is inseparable from good will and, therefore, appurtenant to 
the carrying on of a particular business; and it functions only in connection with 
an existing business. Continental Corp. v. National Union Radio Corp., 67 F. 
2d 938 [24 T.-M. Rep. 33] (C. C. A. 7); Ward Baking Co. v. Potter-Wright- 
ington, Inc., 298 F. 398 [14 T.-M. Rep. 253] (C. C. A. 1), Lawrence-Williams 
Co. v. Societe Enfants Gombault et Cie, 52 F. 2d 774 [17 T.-M. Rep. 503] (C. C. A. 
6), cert. den., 285 U. S. 549; Andrew Jergens Co. v. Bonded Products Corp., 13 F. 
2d 417 [17 T.-M. Rep. 363], cert. den., 275 U. S. 572. Otherwise stated, there is 
no property in a trade-mark except as a right appurtenant to an established business 
or trade, when it becomes an element of good will. Atlas Beverage Co. v. Minnea- 
polis Brewing Co., 113 F. 2d 672 (C. C. A. 8). 

It is true, as contended by appellee, that a naked license to use a trade-mark is 
of no more validity than a naked assignment thereof. Lea v. New Home Sewing 
Machine Co., 139 F. 732 (C. C. N. Y.). But a trade-name, like a trade-mark, may 
be assigned, licensed, or lent, as long as it remains associated with the same product 
or business with which it has become associated in the public mind. An owner 
of a trade-name who lends the use of such a trade-name, may resume its exclusive 
use according to the terms of the lending. Cardinal v. Taylor, 302 Mass. 220, 19 
N. E. 2d 58. A manufacturer of a certain commodity, by agreeing to allow the pur- 
chaser thereof the use of its trade-name for a certain period, did not lose the ex- 
clusive right to the name after the expiration to the term; J. F. Rowley Co. et al. v. 
Rowley, 18 F. 2d 700 [2 T.-M. Rep. 261] (C. C. A. 3); and one may introduce his 
trade-mark and create a demand for his variety of goods in a new territory, by 
licenses. Vermont Maple Syrup Co., Inc. v. Johnson Maple Syrup Co. et al., 272 
F. 478 (D.C. Vt.) [11 T.-M. Rep. 257]. 

Some of the cases seem to indicate that, unless one manufactures or produces the 
goods bearing the trade-mark, no right thereto results. An examination of such 
authorities reveals, however, that they were concerned with the discussion of manu- 
facturers who owned or assigned trade-marks, and referred only to such given factual 
situations. It is the law that one need not himself manufacture goods to acquire a 
valid trade-mark, even though the name of the real manufacturer is used as a part 
of the device. Menendez v. Holt, 128 U.S. 514. It is sufficient, as regards the claim 
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of ownership in the trade-mark, that the goods are manufactured for the claimant, 
or that they pass through his hands in the course of trade and that he gives to them 
the benefits of his name and business style. Southeastern Brewing Co. v. Blackwell, 
80 F. 2d 607 [26 T.-M. Rep. 1] (C. C. A. 4). See also, George B. Graff Co. v. 
H. C. Cook Co., 2 F. 2d 938 (App. D. C.). And it is not important that a party 
does not himself manufacture the articles which he sells, and upon which he places 
his trade-mark. It is sufficient that the goods are manufactured for him and that 
he owns or controls the goods which he offers for sale, and upon which he places a 
trade-mark or trade-name. Charles Broadway Rouss, Inc. v. Winchester, 300 F. 
706 (C. C. A. 2) [14 T.-M. Rep. 159]. 

We come, then, to the rights of Prichard to the trade-label he formulated with the 
Lamplighter design. The result of the agreement between the partnership of Bruck- 
mann and Prichard, and the Consumers Brewing Company (of which Bruckmann 
was president and general manager), was that the partnership bought the beer out- 
right from the Consumers Company ; and the distinctive labels were attached by the 
Consumers Company to the products sold to the partnership, pursuant to the agree- 
ment that this would be done for the partnership. 

It should be remarked that the district court did not expressly find that the parties 
agreed that the Consumers Brewing Company should attach the labels—for the part- 
nership—on the product sold to it, which were distributed south of the Ohio river. 
But the trial court did not find to the contrary. Prichard’s evidence was to the effect 
that the Consumers Brewing Company used the label, on the understanding that the 
partnership would have the brewery produce the beer products for it “as a stepping 
stone to opening the Lexington Brewing Company”—with the further understand- 
ing that Prichard would have the label back at any time he wished, if the Lexington 
Brewing Company did not get into production. He further testified that the Con- 
sumers Brewing Company placed the label on the products sold to the partnership, 
only by his permission. This evidence is so fortified by the circumstances of the 
case and the conduct of the parties, that we accept it as fact, and so arrive at the 
conclusion that the labels were attached to the products sold to the partnership by 
the Consumers Brewing Company, acting in this particular transaction in the stead 
and on behalf of the partnership. 

The beer thus labeled, was sold by the partnership, and through such sales under 
these labels, a valuable property right was acquired in the trade-mark of the Olde 
Towne Lamplighter label in the territory south of the Ohio river. We here confine 
the discussion to this territory, as this was the area expressly reserved by the partner- 
ship. 

It is argued by appellee that the trade-mark in question was not existent at the 
time of the agreement as to its use; and this contention raises the question as to the 
validity of the agreement, and whether Prichard could, by contractual stipulations, 
reserve rights in the mark to himself, without a showing of prior use. On this 
phase of the controversy, the law of contract is controlling, rather than principles 
applicable to trade-mark law ; and there appears no reason why a party, commencing 
a business, cannot secure a right to a trade-mark which he adopts in the incipient 
stage of a new enterprise. As said by Mr. Justice Holmes: “A trade-mark is not 
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only a symbol of an existing good will, although it commonly is thought of only as 
that. Primarily, it is a distinguishable token devised or picked out with the intent 
to appropriate it to a particular class of goods and with the hope that it will come to 
symbolize good will. Apart from nice and exceptional cases, and within the limits 
of our jurisdiction, a trade mark and a business may start together, and in a qualified 
sense the mark is property, protected and alienable, although as with other property 
its outline is shown only by the law of torts, of which the right is a prophetic sum- 
mary.” (Italics supplied.) Beech-Nut Packing Co. v. P. Lorillard Co., 273 U. S. 
629, 632 [17 T.-M. Rep., 159]. 

There was, then, adoption and sufficient subsequent use to establish the trade- 
mark. The right to the exclusive use of this trade-mark, after it was established, 
however, was not in the Consumer Brewing Company in the area south of the Ohio 
river. That company had agreed, through its president, that Prichard would be the 
owner and that if a Lexington brewery were organized and went into production, the 
label would be used by it on its products sold south of the Ohio river ; and that if such 
brewery were not organized, Prichard would still be the owner of the label. The 
beer that was sold by the partnership was its own beer, that it had purchased from the 
Consumers Company. It was in no way acting as agent for the brewery ; it was pro- 
moting the sale of the “Olde Towne Lamplighter” beer in order to build up sales and 
good will for the time when it would be producing and selling beer under a new cor- 
poration organization ; and all of the foregoing must be deemed to have been within 
the knowledge of the Consumers Brewing Company by virtue of the transaction car- 
ried on by its president and general manager. 

It is claimed that the contract between Bruckmann, as representing the Con- 
sumers Company, and the partnership, composed of himself and Prichard, was not 
binding on the Consumers Company. We do not believe such a contention is meritor- 
ious. Bruckmann was president of the Consumers Company. The contract appears 
to have been made in the usual course of business, and within the scope of his au- 
thority. He did not surrender any rights that the company was entitled to, nor sub- 
ject it to any liability. He contracted for the sale of beer to the partnership. The 
agreement resulted in several years of substantial and prosperous business for the 
brewing company—which was not, at the time of the agreement, in an especially 
flourishing condition. The Consumers Company had never known of the Lamp- 
lighter label before the contract and had never used the name of Olde Towne before 
that time. Furthermore, as the result of the contract, the Consumers Company re- 
ceived the right to the exclusive use of the important property right in the label as its 
own, for the sale of its product in all the area north of the Ohio river. The Con- 
sumers Company did not distribute its own products south of that line. The only 
right it recognized in Prichard, was to the label, which he had designed and disclosed 
to the Consumers Company; and this right it recognized for use only south of the 
Ohio. Prichard himself was valuable to the brewing company in the sale of its 
products. He was experienced in the business and provided an important outlet for 
the sale of the commodity manufactured by the brewery. 

It would be highly inequitable to set aside such a contract, and conclude that, inas- 
much as the Board of Directors had not been advised of its conditions, the company 
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—just because it attached the labels to the beer bottles and cartons of the product 
sold to the partnership—became entitled to the exclusive use of the label south of the 
Ohio river, contrary to the express terms of the understanding with Prichard. Any 
director who inquired where the Lamplighter design came from, or how the company 
happened to be using it, would undoubtedly have found all about the details of the 
transaction. The fact that money was spent by the Consumers Company in develop- 
ing the value of the label does not derogate from Prichard’s rights merely because 
the directors did not know of the details of the agreement. Prichard’s partnership, 
and the successor corporation of which he was general manager, expended money to 
exploit the label and build up good will for the projected business in Lexington and 
in the territory south of the Ohio river. There appear no plausible grounds for hold- 
ing the contract in question invalid. 

The contract between Bruckmann (as representing the Consumers Company) 
and Prichard, being established as valid, with regard to the use of the trade-mark, 
a further observation should be made as to Prichard’s ownership of the label. 
Whether the contribution of the name “Olde Towne” to the Lamplighter design ema- 
nated from Prichard, or from Bruckmann—individually, or as representing the Con- 
sumers Company—the partners could agree on the ownership of the label. Prichard 
had been managing a beer business for some years. At first, he carried it on individ- 
ually ; later, in partnership. His association with the business was such that a label 
which he originated for the sale of his products or those of the partnership, could be 
established as a trade-mark through use. His partner, in consideration of his 
originating the label for the benefit of the partnership, could enter into an agreement 
with Prichard that such a trade-mark should belong to him ; and an agreement to this 
effect would result in his proprietorship thereof. The company from which he pur- 
chased beer could also agree that the mark—to which such company made some 
additional contribution—should also be his, within the district in which he sold the 
beer products. 

A partner may be the owner of a trade-mark used by the partnership; if he li- 
censes the partnership to use his trade-mark, he does not thereby grant a naked 
license, merely because he discontinues the operation of an individual business using 
the mark. An agreement between the owner of a trade-mark and a member of a firm 
to whom he had granted a license to use it, that, when such member retired from the 
firm, all the rights and privileges thereto should revert to the owner of the trade- 
mark, was a valid agreement that on such retirement, the use of the trade-mark 
should cease; and a licensed use, in the business of a firm, of the trade-mark owned 
by one partner, does not place the trade-mark in the firm as a part of its assets, nor 
make it partnership property Batcheller v. Thomson, 93 F. 2d 660 (C. C. A. 2). 
One who is the owner of a trade-mark does not, by entering a partnership and per- 
mitting the use of the trade-mark by the partnership, transfer his interest in the trade- 
mark to the firm. Kidd v. Johnson, 100 U. S. 617. 

If Prichard had been the owner of his business, and had gone to the Consumers 
Company with a sufficient supply of labels, claiming them as his own, and requesting 
the company to place them on all the beer sold to him, he certainly would have be- 
come entitled to the trade-mark and good will which he thereafter built up through 
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such use of the label. The fact that he had a partner who agreed that the ownership 
of the label should be in Prichard, in consideration of his license to the partnership, 
would not detract from his ownership; and likewise, an agreement between the Con- 
sumers Company and Prichard that the name “Olde Towne” should be attached to 
the label of all beer purchased by him, and that, in consideration of his continued pur- 
chase of beer (until his new brewery was organized), he would be the absolute owner 
of the composite label for the sale of beer products south of the Ohio, is equally effec- 
tive to vest ownership of the label in Prichard, subject to the stipulated limitations. 
If the contract as found by the court did not recite the consideration, as above men- 
tioned, a substantially similar consideration can be said to be implicit in the agree- 
ment. 

It should be pointed out that we are not here concerned with the claim to a trade- 
mark by a person who is not associated with the business in which such mark is used. 
The recognition of ownership of the label in Prichard was inextricably bound up with 
his interest in an operating business which adopted and used the label. The mark, 
so adopted and subsequently used, was appurtenant to the business conducted by 
him as a partner. 

The appellee bases its case upon the supposition that, whatever the assignments 
or licenses of use of the label by Prichard, they were merely naked assignments or 
licenses. From all that appears in the record, this is true with regard to Prichard’s 
license to the Consumers Company, permitting it to use the trade-mark for the sale 
of its own products north of the Ohio river. Prichard was operating no business, 
nor associated with any business operating in that territory. While a trade-mark 
extends to every market where the trader’s goods have become known and identified 
by his use of the mark, the mark itself cannot travel to markets where the trader does 
not offer, or has not offered, the articles for sale. See Hanover Milling Co. v. Met- 
calf, 240 U. S. 403; American Broadcasting Co. v. Wahl Co., 121 F. 2d 412 (C. C. A. 
2). Such permission for use north of the Ohio river, would be a naked license and 
void, resulting in an abandonment by Prichard of any rights to the mark in that area. 

But the fact that the stipulated license to use the label was a naked one north of 
the Ohio river does not require a holding that Prichard granted a naked license to 
the Consumers Company to use the mark south of the Ohio river. In that territory, 
Prichard was associated with a going business, in which he desired, and required, a 
mark for the product purchased and owned by his company, and sold in that terri- 
tory ; and for that purpose, by the agreement, he had arranged to have the Consumers 
Company place the labels on the products which he purchased, and reserved the trade- 
mark in that area for himself. Whatever the permission given by him as to this terri- 
tory, it was, in effect, only a permission to label the products which he bought, for the 
benefit and purposes of the business with which he was associated. 

Any claims that might be asserted against the right of Prichard to ownership of 
the label—under the trade-mark law—are rendered of no avail in view of that fact 
that appellee is estopped to advance such contentions, because of the contract in which 
it was agreed that the ownership of the mark was.to be in Prichard. As between 
parties claiming the right to a trade-mark, it is unnecessary to determine whether 
the mark was adopted and used in such a manner as to entitle one of the parties to be 
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protected in its exclusive use, where the parties entered into a contract in which 
they agreed that the trade-mark would belong to one of them, who would have the 
right to its exclusive use. In such a case, the party who has agreed that the other 
shall be the owner of the trade-mark, is estopped from raising questions with regard 
to adoption and use; and the inquiry is limited to determining whether the terms of 
the contract have been violated. Ft. Stanwix Canning Co. v. William McKinley 
Canning Co. et al.,63 N. Y. S. 704 (App. Div.). See, also, Lawrence-Williams Co. 
v. Society Enfants Gombault et Cie, 22 F. 2d 514 (C. C. A. 6); Waukesha Hygeia 
Mineral Springs Co. v. Hygeia Sparkling Distilled Water Co., 63 F. 438 (C. C. A. 
7). 

From the greatly preponderating evidence, it appears that the partnership had a 
license to use the trade-mark under certain conditions ; and that the Lexington Brew- 
ing Company, likewise, used the mark, with the understanding that Prichard con- 
tinued to be the owner of it. 

As between the parties to this suit, it is our conclusion that Prichard is the owner 
of the “Old Towne Lamplighter” trade-mark for use on beer products south of the 
Ohio river, where user thereof has been established; that north of the Ohio river, 
the Consumers Brewing Company is the owner thereof, in the area where such user 
has been established ; that appellee is not entitled to the injunctive relief, prayed for 
and granted against the use of the trade-mark by the Prichard Company in the south- 
ern territory ; and that appellant Prichard Company is entitled to an injunction, in 
accordance with the prayer of its cross-bill against the appellee, to restrain its use 
of the trade-mark south of the Ohio river, where the mark has been established by 
Prichard. 

The decree of the district court in favor of the Consumers Brewing Company is 
reversed, with directions to dismiss the bill of complaint against the Heidelberg 
Brewing Company, and to enter a decree in favor of the E. F. Prichard Company, 
in accordance with this opinion. 





GUM, INC. v. GUMAKERS OF AMERICA, INC. 
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UNFAIR COMPETITION—APPEARANCE OF ARTICLE—COMPETITOR’S RIGHT TO IMITATE. 

Aside from the prohibition against infringing a patent, copyright or trade-mark, and ex- 
cept for the requirement that he must identify his product as his own, anyone has the right 
to manufacture and sell a product similar or even identical in appearance to the original 
product with which it competes, unless the original product has become associated in the public 
mind with its producer. 

Unrair CoMPETITION—“PASSING OFF.” 

Even though there may be an absolute right on the part of defendant to imitate the plain- 
tiff’s product, defendant has no right to pass off its product for that of plaintiff. 

Unrair Competitrion—“BLony” AND “BuBLy” oN CHEWING GUM—UsE oF SIMILAR PACKAGE 

FEATURE. 

Plaintiff, which put out bubble chewing gum in roll form, wrapped in colored waxed paper 
with twisted ends and bearing the word “Blony,” could not, in the absence of proof that the 
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public associated such goods with plaintiff, prevent defendant from the use of a similar shaped 
roll in selling its gum bearing the trade-mark “Bubly,” especially as the latter’s name ap- 
peared thereon in legible letters. 
UnFair CoMPETITION—SUITS—APPLICATION OF STATE Law. 
Since federal jurisdiction is based on diversity of citizenship, the quesion as to whether de- 
fendant’s conduct is tortious is a matter of state law, and in the present case the appropriate 
local law is that of Pennsylvania. 


In equity. Action for unfair competition. From a judgment of the District 
Court, E. D. Pennsylvania, dismissing the complaint, plaintiff appeals. Affirmed. 
For decision below, see 32 T.-M. Rep. 454. 


Harry Shapiro, Philadelphia, Pa., for appellant. 
M.S. Biron, Philadelphia, Pa., for appellee. 


Before, Maris, JONES and GoopricH, Circuit Judges. 
Maris, Circuit Judge: 


The plaintiff, Gum, Inc., a Pennsylvania corporation, brought an action for un- 
fair competition against the defendant, Gumakers, of America, Inc., a Delaware 
corporation, in the District Court for the Eastern District of Pennsylvania. The 
case was tried to the court without a jury. From the judgment dismissing the com- 
plaint the plaintiff has appealed. 

Bubble chewing gum is marketed by both the plaintiff and the defendant in the 
form of a roll or cylinder. The cylinder is wrapped in colored waxed paper with 
twisted extending ends. The plaintiff’s cylinder of gum is approximately 3 inches 
long, about 14 inch in diameter and its package, as extended by the twisted ends, is 
5% inches long. The defendant’s cylinder of gum is 14 inch longer than the plain- 
tiff’s, slightly smaller in diameter and its package is about % inch longer. Upon 
the plaintiff’s product is printed in large block letter the trade-name “Blony” and in 
small inconspicuous type the plaintiff’s firm name Gum, Inc.; upon the defendant’s 
product in correspondingly similar type the trade-name “Bubbly” and the defendant’s 
firm-name Gumakers of America, Inc., appear. 

The plaintiff claims that the unfair competition arises by reason of the deceptive 
similarity between “Bubly” and “Blony” intentionally achieved by the defendant by 
means of combining shape, size, weight, wrapper color scheme, wrapper ends, com- 
pany name and trade-name. The point made by the plaintiff is that, though each 
feature might have been copied legitimately, the collocation of features results in un- 
fair competition. 

The district court found as a fact that there is a difference between the two 
products and that there is not such an identity and priority of use in the various 
features of the two products as would constitute unfair competition. The defendant 
takes the position that this court is bound to accept the trial judge’s findings of fact 
since they are supported by evidence.’ The plaintiff does not question the binding 


1. Civil Procedure Rule 52(a) ; Viles v. Prudential Ins. Co. of America, 107 F. (2d) 696 
(C. C. A. 10, 1939) ; McCullough v. Penn Mut. Life Ins. Co. of Phila., 62 F. (2d) 831 (C.C. A. 
9, 1933). 
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effect of the findings of fact. As we understand it, the plaintiff's contention is that, 
although the trial judge found that the two products were not identical and conse- 
quently dismissed the complaint, he erred in doing so because the proper test in 
unfair competition cases is not whether the competing product and the original 
product are identical but whether they are deceptively similar.* Plaintiff argues 
that if the trial judge had looked at the exhibits of “Blony” and “Bubly” from the 
viewpoint of a purchaser having neither opportunity nor incentive for a side-by-side 
comparison of the two products, rather than with the keen eye of one trained in 
analysis and detection and with the purpose of discovering differences, he would have 
been compelled to conclude that the two products were deceptively similar. 

Though the plaintiff may be right in its premises, it does not follow that the 
complaint was improperly dismissed, for it remains to be determined whether the 
plaintiff has produced sufficient evidence of unfair competition to justify the court 
in issuing the injunction sought to restrain it. 

Aside from the prohibition against infringing a patent, copyright or trade-mark 
and except for the requirement, hereinafter discussed, that he must identify his 
product as his own, any one has the right to manufacture and sell a product similar 
or even identical in appearance to the original product with which it competes, un- 
less the original product has become associated in the public mind with its producer. 

In Flagg Manuf. Co. v. Holway, 178 Mass. 83, 59 N. E. 667 (1901), the defend- 
ant manufactured zithers which so closely resembled those made by the plaintiff in 
outline, arrangements of strings and other features that it was obviously an imi- 
tation. The court held that the defendant had a right to imitate the appearance of 
the plaintiff’s zither. Chief Justice Holmes there said (pp. 90, 91): 


Both zithers are adapted for the use of patented sheets of music, but the zithers are not 
patented. Under such circumstances the defendant has the same right that the plaintiff 
has to manufacture instruments in the present form, to imitate the arrangement of the 
plaintiff’s strings or the shape of the body. In the absence of a patent the freedom of 
manufacture cannot be cut down under the name of preventing unfair competition. . . 
All that can be asked is that precautions shall be taken, so far as are consistent with the 
defendant’s fundamental right to make and sell what he chooses, to prevent the deception 
which no doubt he desires to practice. 

It is true that a defendant’s freedom of action with regard to some subsidiary matter of 
ornament or label may be restrained, although a right of the same nature with its freedom 
to determine the shape of the articles which it sells. But the label or ornament is a rela- 
tively small and incidental affair, which would not exist at all, or at least would not exist 
in that shape but for the intent to deceive; whereas the instrument sold is made as it is, 
partly at least, because of a supposed or established desire of the public for instruments in 
that form. The defendant has the right to get the benefit of that desire even if created by 
the plaintiff. The only thing he has not the right to steal is the good will attaching to the 
plaintiff’s personality, the benefit of the public’s desire to have goods made by the plaintiff. 


In commenting upon this case, Nims, a pioneer text writer on the subject of un- 
fair competition, has this to say: 





2. Citing R. H. Winterton Gum Co. v. Autosales Gum & C. Co., 211 F. 612 (C. C. A. 6, 
1914) ; Howard Dustless Duster Co. v. Carleton, 219 F. 913 (D. C. Conn., 1915) ; J. N. Collins 
v. F. M. Paist Co., 14 F. (2d) 614 (D. C. Pa., 1926). 
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No one can obtain the sole right to a name or article which has become attached to a 
process; but one may acquire valuable and distinct rights to a name or form of goods 
which has become associated with his personality. The first maker of zithers in this par- 
ticular desirable style may have created a desire on the part of the public for one of two 
things, either for zithers made by him, above all other zither makers, or for zithers made 
in a particular form regardless of who makes them. The law of unfair competition is in- 
terested in the first of these conditions—the one attaching to the personality. But the fact 
that the demand for zithers has been created by the plaintiff will not put the case within 
the unfair competition rules, where the demand is for the article, not the personality. 
Nims on Unfair Business Competition, p. 290. 


The necessity in unfair competition cases for proof that the public desire is for a 
product made by the plaintiff in distinction to a desire for a product for which the 
plaintiff has created the demand was succinctly expressed by Judge Learned Hand in 
Crescent Tool Co. v. Kilborn & Bishop Co., 247 F. 299 (C. C. A. 2, 1917) [8 T.-M. 
Rep. 177]. He said (p. 300) : 


The cases of so-called ‘nonfunctional’ unfair competition, starting with the ‘coffee mill 
case’ Enterprise Mfg. Co. v. Landers, Frary & Clark, 131 F. 240, 65 C. C. A. 587, are only 
instances of the doctrine of ‘secondary’ meaning. All of them presuppose that the appear- 
ance of the article like its descriptive title in true cases of ‘secondary’ meaning, has become 
associated in the public mind with the first comer as manufacturer or source, and, if a 
second comer imitates the article exactly, that the public will believe his goods have come 
from the first, and will buy, in part, at least, because of that deception. Therefore, it is 
apparent that it is an absolute condition to any relief whatever that the plaintiff in such 
cases show that the appearance of his wares in fact come to mean that some particular per- 
son—the plaintiff may not be individually known—makes them, and that the public cares 
who does make them, and not merely for their appearance and structure. It will not be 
enough only to show how pleasing they are, because all the features of beauty or utility 
which commend them to the public are hypothesis already in the public domain. The de- 
fendant has as much right to copy the ‘non-functional’ features of the article as any others, 
so long as they have not become associated with the plaintiff as manufacturers or sources. 
The critical question of fact at the outset always is whether the public is moved in any 
degree to buy the article because of its source and what are the features by which it dis- 
tinguishes that source. Unless the plaintiff can answer this question he can take no step 
forward; no degree of imitation of details is actionable in its absence.® 


Upon application of these principles to the present case it would follow that 
the plaintiff would have the right to prohibit all others from copying the appear- 
ance of “Blony” if bubble gum having that appearance had become associated in the 
public mind with the plaintiff. If such is not the fact anyone, including the de- 
fendant, may manufacture and sell bubble gum having the appearance of “Blony,” 
provided the imitating product is in some way identified as that of the defendant 
rather than of the plaintiff. 

The plaintiff’s evidence is that it packaged bubble gum in the cylindrical shape 
and having substantially the present appearance of “Blony” at least ten years before 
the defendant produced “Bubly,” that it expended large sums in advertising all its 


3. See also Sinko v. Snow-Craggs Corporation, 105 F. (2d) 450 (C. C. A. 7, 1939), and 
American Fork & Hoe Co. v. Stampit Corporation, 125 F. (2d) 472 (C. C. A. 6, 1942), in 
which relief was denied because of the failure of proof that the appearance of the product had 
become associated in the public mind with the plaintiff. 








:- - Oo & 








GUM, INC. v. GUMAKERS OF AMERICA 385 


chewing gums including “Blony,” that officers and employees of the defendant had 
at one time been associated with the plaintiff and after severing their association 
proceeded to market a bubble gum which in the course of time developed a remark- 
able resemblance to ““Blony” and was named ”Bubly,” that thereafter the defend- 
ant’s sales of its bubble gum increased considerably in volume, that retailers of 
bubble gum frequently sold one for the other and that members of the public were at 
times confused as to the origin of one or the other gum. 

From this evidence it would be possible to conclude that the plaintiff by its 
pioneer work in the field created the desire in the public for bubble gum having the 
appearance of “Blony,” that the defendant copied that appearance and profited by 
the demand which the plaintiff had aroused. This evidence would not, however, 
justify a finding that the public associates with the plaintiff bubble gum having the 
appearance of “Blony” in the form in which it is marketed or that the public demand 
is for the plaintiff’s product as such. 

As has already been said, even though there may be an absolute right on the 
part of the defendant to imitate the plaintiff’s product, there is no right on the part 
of the defendant to pass off its product for that of the plaintiff. In Kellogg Co. v. 
Nat. Biscuit Co., 305 U. S. 111 [28 T.-M. Rep. 569] (1938), the plaintiff contended 
that it had the exclusive right to the name: “Shredded Wheat” because these words 
had acquired the secondary meaning of shredded wheat made at Niagara Falls. 
The court held that to establish such a right the plaintiff must show that the primary 
significance of the term in the minds of the consuming public is not the product but 
the producer. All that the plaintiff had the right to insist upon was that the de- 
fendant use reasonable care to inform the public of the source of its product. 
Justice Brandeis said (p. 120): 


Where an article may be manufactured by all, a particular manufacturer can no more 
assert exclusive rights in a form in which the public has become accustomed to see the 
article, and which, in the minds of the public, is primarily associated with the article rather 
than a particular producer, than it can in the case of a name with similar connections in 
the public mind. Kellogg Company was free to use the pillow-shaped form, subject only 
to the obligation to identify its product lest it be mistaken for that of the plaintiff. 


Upon the plaintiff's wrapper of “Blony” is printed “Made by Gum, Incorporated, 
Philadelphia, Pa., U. S. A.” Upon each wrapper of “Bubly” the defendant has 
caused to be printed ““Gumakers of America, Inc., Clifton Heights, Pa.” Both use 
small type which, though rather inconspicuous, is quite legible. In the light of the 
plaintiff’s indication by its own practice that the manner in which its name is printed 
upon the “Blony” wrapper is sufficient to inform the public of the origin of its 
product, we cannot hold that the substantially similar way in which the defendant 
prints its name upon the wrappers of its product is insufficient for the same purpose. 

One more matter remains for discussion. Since federal jurisdiction is based 
upon diversity of citizenship the question as to whether the conduct of the defendant 
is tortious is a matter of state law.* Under the circumstances of this case,° the 


4. Erie R. Co. v. Tompkins, 304 U. S. 64 (1938). 
5. Pecheur Co. v. Nat. Candy Co., 315 U. S. 666 (1942). 
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appropriate local law is that of Pennsylvania. Consequently, though both parties 
have relied almost entirely upon federal precedents, we have made an examination 
of those Pennsylvania decisions which might throw some light upon the matter. We 
find that the law of Pennsylvania is consistent with the general law of unfair com- 
petition as reflected in the federal cases, although the precise point here involved 
appears not to have been specifically decided in that State. It is our opinion that if 
a Pennsylvania court were called upon to determine the law of that State on the 
point now under consideration it would accord with the rule enunciated by the 
Supreme Court of the United States in the Kellogg Company case. It follows that 
the complaint was properly dismissed. 
The judgment of the district court is affirmed. 





SAFEWAY STORES, INC. v. COE, COM’R PATS., Er AL. 
United States Court of Appeals, District of Columbia 
May 29, 1943 


TRADE-M ARKS—OPPOSITION—REHEARING. 

A petition for rehearing is in all respects the same as a motion for a new trial. Inasmuch, 
therefore, as 4 motion for new trial must be served not later than ten days after entry of judg- 
ment, and the court may not enlarge the period, except under conditions not present in the 
case at issue, the order of the District Court dismissing appellant’s complaint and rendered 
on October 17, 1941, was affirmed. 

TRADE-MARKS—REHEARING—EFFECT OF SUBSEQUENT Court DECISION. 

A motion for rehearing, based on subsequent decision of a higher court as changing the 
law, of an order dismissing a complaint held to relate to exercise of power of the lower court 
under F. R. C. P., Rule 59. 

TRADE-MARKS—OPpPosITION—MOTION FOR NEW TRIAL—]J URISDICTION. 

Since motions for new trials and petitions for rehearing suspend the time for appeal be- 
cause they deprive the judgment of finality, it follows that, when a court loses its jurisdiction 
to enterain a motion for new trial or petition for rehearing, its action cannot deprive the judg- 
ment of finality, and thus suspend the time for taking an appeal. 


Action to enjoin issuance of trade-mark registration. Appeal from the District 


Court, District of Columbia. From order dismissing complaint, plaintiff appeals. 
Appeal dismissed. For Commissioner’s decision see 31 T.-M. Rep. 142. 


A.W. Murray, Chicago, Ill. (Eugene E. Stevens, Washington, D. C., on the brief), 
for appellant. 

W.W. Cochran, Solicitor, U. S. Patent Office, and R. F. Whitehead, Washington, 
D. C., for appellee Coe. 


Before Groner, Chief Justice, MILLER, VINSON and Epcerton, Associate Jus- 
tices, and E1rcuer, Chief Justice, District Court for the District of Columbia. 


Groner, Chief Justice: 


This is a motion filed by Coe, Commissioner of Patents, to dismiss an appeal to 
this court taken by Safeway Stores, Incorporated. The essential facts are these: 
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Southern Independent Oil and Refining Company, Inc., filed in the Patent Office an 
application for registration of a trade-mark for gasoline, oils and greases. Safeway 
filed notice of opposition. The Examiner of Interferences dismissed the notice and 
the Commissioner affirmed. Safeway then filed a complaint in the District Court 
against the Commissioner and Southern, praying that the Commissioner be enjoined 
from issuing the registration. The Commissioner moved to dismiss on two 
grounds: (1) that he was not a proper party to the action, and (2) that the action 
could not proceed against him in the absence of a necessary party, the Southern In- 
dependent Oil and Refining Company, Inc. The motion was sustained and the 
complaint dismissed October 17, 1941 

November 17, 1941, Safeway filed a motion for rehearing,’ which was considered 
and denied January 17, 1942. February 14, 1942, Safeway gave notice of appeal to 
this court. July 6, 1942, the Commissioner filed a motion to dismiss the appeal on 
the grounds that the order of January 17, 1942, was not appealable, and that the time 
for taking an appeal from the order of October 17, 1941, dismissing the complaint 
had run. 

Safeway’s notice of appeal states that it “hereby appeals . . . from the judg- 
ment of this Court entered the 17th day of January, 1942...” But the order of 
that date was one denying a motion for rehearing, and it is settled that no appeal 
lies from such an order. Restifo v. Hartig, 61 App. D. C. 252, 61 F. (2d) 404; 
International Bank v. Securities Corp., 59 App. D. C. 72, 32 F. (2d) 968. 

However, treating the appeal as one from the dismissal order of October 17, 
1941, as we may, U. S. v. Ellicott, 223 U. S. 524, 539, the question presented is 
whether the filing and consideration of the motion for rehearing suspended the 
running of time for appeal.’ If it did, the appeal was timely and the motion to dis- 
miss should be overruled. 

Rule 59-(b) of the Federal Rules of Civil Procedure provides that a motion 
for a new trial shall be served not later than ten days after the entry of judgment, 
unless the ground of the motion is newly discovered evidence, and Rule 6-(b) pro- 
vides that the court may not enlarge the period for taking any action under Rule 59, 
or for taking an appeal as provided by law, with an exception not here relevant. 
Since the motion for rehearing in the instant case was not filed seasonably under 
these Rules, the Commissioner argues that its filing and consideration did not toll the 
time for taking the appeal. 

Safeway, however, first contends that its motion was not one for a new trial 
under Rule 59 and that that Rule has no application. This, we think, is incorrect. 
The Rule itself (59-(a)) states that: 


A new trial may be granted . . . in an action tried without a jury, for any of the reasons 
for which rehearings have heretofore been granted in suits in equity in the courts of the 
United States. 


1. The motion was “for rehearing . . . and to vacate the Order . . . dismissing the complaint” 
on the ground that the dismissal was contrary to the subsequent holding of this court in Tom- 
linson of High Point v. Coe, 74 App. D. C. 364, 123 F. (2d) 65. This motion was permitted 
to be filed, considered by the court, and the rehearing denied. 

2. Rule 10 of this court requires the appeal to be taken within thirty days. 
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The Advisory Committee, in their notes, say: 


This rule represents an amalgamation of the petition for rehearing of Equity Rule 69... 
and the motion for new trial. 


And under Equity Rule 69 rehearings were granted ‘“‘only upon such grounds as 
would authorize a new trial in an action at law.” Sheeler v. Alexander, 211 F. 
544, 547. Obviously, therefore, a petition for rehearing is, under the Rules, in all 
respects the same as a motion for a new trial. Penn Sportservice v. Goldstein, 35 
F. Supp. 706. See also Fraser v. Doing, — App. D. C. —, 130 F. (2d) 617; Nachod 
v. Automatic Signal Corp., 26 F. Supp. 418. 

There can be no question that the original order of the District Court was not 
preliminary and interlocutory, but final and appealable. It was a complete and 
definitive disposition of the cause before the Court. The only provisions in the 
Rules for the modification or vacation of such an order are found in Rules 59 and 60. 
The latter is clearly inapplicable. Paragraph (a) provides for the correction of 
clerical mistakes, Paragraph (b) for the relief of a party from his mistake, inad- 
vertence, surprise, or excusable neglect. A change in the law by a subsequent de- 
cision of a higher court is neither a clerical mistake nor the mistake of a party. 
Nachod v. Automatic Signal Corp., 32 F. Supp. 588. 

Paragraph (b) is qualified by the following language: 


This .. . rule does not limit the power of a court (1) to entertain an action to relieve 
a party from a judgment, order, or proceeding, or (2) to set aside within one year,...a 
judgment obtained against a defendant not actually personally notified. 


Obviously, the second qualification is inapplicable. As for the first, in Fraser v. 
Doing, supra, we said that its purpose was to preserve, without expanding, the sub- 
stance of the bill of review. Under the old equity procedure the bill of review 
served substantially the same purpose after term as the petition for rehearing served 
during term and consequently would not lie until the time for filing a petition for 
rehearing had passed. Fraser v. Doing, supra, cite: Moore, Federal Practice 
(1938), § 59.02. But the grounds that would sustain a bill of review were more 
limited than those that would sustain a petition for rehearing. Thus a subsequent 
decision of a higher court changing the law would lay the foundation for a petition 
for rehearing Simmons Co. v. Grier Bros., 258 U. S. 82, but would not lay the foun- 
dation for a bill of review. Scotten v. Littlefield, 235 U. S. 407; Simmons v. Grier, 
supra; Swift v. Parmenter, 22 F. (2d) 142. See also Frederick der Grosse, 37 F. 
(2d) 354 (libel of review). Since such a subsequent decision is precisely the 
ground of the motion made in this case it follows that it cannot, and it is not alleged 
that it can, be treated as a bill of review. 

In this view the present motion must be considered as addressed to the exercise 
of the power of the trial court under Rule 59. That Rule is applicable to what were 
formerly petitions for rehearing in equity. In Atchison, Topeka & Santa Fe Ry. v. 
U. S., 284 U. S. 248, 260, the Supreme Court said that a petition for rehearing 
directs attention “to matters said to have been overlooked or mistakenly conceived in 
the original decision and thus invites a reconsideration upon the record upon which 
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that decision rested.” Whatever it may be designated, that is what the motion here 
does. 

If this is a correct statement of the purpose and effect af the new Rules, it follows 
that the motion, not having been served within ten days after the entry of judgment, 
was too late, and that the appeal from the order of dismissal entered October 17, 
1941, not having been taken until February 14, 1942, was likewise too late, unless, 
as Safeway contends, the order of dismissal was suspended when the motion for 
rehearing was allowed and considered by the court. 

Unquestionably, the general rule is that the time for taking an appeal is sus- 
pended by a seasonably filed motion for a new trial or petition for rehearing. Morse 
v. U. S., 270 U.S. 151, 154. In that case the Court said: 


The suspension of the running of the period limited for the allowance of an appeal, after 
a judgment has been entered, depends upon the due and seasonable filing of the motion for 
a new trial or the petition for rehearing. 


It is argued, however, as has been seen, that an unseasonably filed motion which 
is considered on its merits also suspends the time. It is true that this has been 
said recently in two cases. Bowman v. Loperena, 311 U. S. 262, 266; Pfister v. 
Finance Corp., 317 U. S. 144. In the former the Court said: 


... where the court allows the filing [of an untimely petition for rehearing] and, after con- 
sidering the merits, denies the petition, the judgment of the court as originally entered does 
not became final until such denial, and the time for appeal runs from the date thereof. 


The latter confirms this rule but points out that it applies only where the issues of 
the original order are actually reexamined by the court. Where they are not so re- 
examined and the court merely considers whether the petition sets out grounds for 
opening the original order and determines that no grounds are shown, the time for 
review of the original order is not enlarged. But this latter contingency is one we 
are not concerned with here, since it sufficiently appears from the order of the court, 
when considered with the petition, that the ground assigned was an error in law 
in the original decree and that that decree was reexamined. If, therefore, the rule 
to be applied here is that stated in the Loperena and Pfister cases, Safeway’s appeal 
was in time. 

But both the Loperena and Pfister cases were suits in bankruptcy, and the state- 
ments of the court were based, we think, on the distinctive nature of bankruptcy 
proceedings. This conclusion is supported by Wayne U. Gas Co. v. Owens, 300 
U. S. 131, 136, which applied a similar rule and upon which both later cases relied. 
That, too, was a bankruptcy case in which an untimely petition for rehearing was 
considered on its merits. In holding that the time for appeal was thereby sus- 
pended, the Court said: 


Though a court of bankruptcy sits continuously and has no terms, respondents urge 
that, as courts of bankruptcy are courts of equity, the rules applicable to the rehearing of a 
suit in equity should be applied in bankruptcy cases, and as it appears the term of the 
District Court expired April 20, 1936, the court had lost its power to disturb the order of 
March 2nd. A court of equity may grant a rehearing, and vacate, alter, or amend its 
decree, after an appeal has been perfected and after the time for appeal has expired, but 
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not after expiration of the term at which the decree was entered. It is true the bankruptcy 
court applies the doctrines of equity, but the fact that such a court has no terms, and sits 
continuously, renders inapplicable the rules with respect to the want of power in a court 
of equity to vacate a decree after the term at which it was entered has ended. 


Two other cases are cited in the Loperena case, Voorhees v. Noye Co., 151 U.S. 
135, and Gypsy Oil Co. v. Escoe, 275 U. S. 498. The former holds no more than 
that a timely motion for rehearing can properly be considered and disposed of in a 
new term. The latter is authority only for the proposition that, if a timely motion 
for leave to file a second petition for rehearing is granted and the petition is ac- 
cordingly entertained by the court, the time for application for certiorari begins to 
run from the day when the court denies the second petition. Considered in their 
setting then, we think that these bankruptcy cases were not intended to destroy the 
well established principle that a party may not avoid the effect of a mandatory rule 
or statute limiting the time, by filing late a motion for rehearing, even where the 
motion is considered on its merits. We find no case in law or equity so holding. 

Since motions for new trials and petitions for rehearing suspend the time for 
appeal because they deprive the judgment of finality, Zimmern v. U. S., 298 U.S. 
167, it follows that when a court loses its jurisdiction to entertain a motion for new 
trial or petition for rehearing, action by it can not deprive the judgment of finality, 
and so cannot suspend the time for taking an appeal. Compare the bankruptcy 
cases in which the court had never lost its jurisdiction. 

We think that the purpose of Rule 6-(b), which forbids the court to enlarge 
the time for taking any action under Rule 59, was to divest the court of jurisdiction 
to entertain a motion of this kind filed out of time. We said this much in Hill v. 
Hawes, 132 F. (2d) 569, 571, where it was held that the “prohibition of Rule 6-(b) 
...is absolute.” Prior to the adoption of the present Rules of Procedure, Federal 
Courts had no power to entertain motions for new trials or petitions for rehearings 
‘after the term had expired. U.S. v. Mayer, 255 U.S. 55 (new trial) ; Lewisburg 
Bank v. Sheffey, 140 U. S. 445; Wayne Gas Co. v. Owens, supra (rehearings). 
Rule 6-(c) now abolishes the effect of the expiration of the term on the power of 
the court to act, Rule 59-(b) provides a definite time within which a motion for 
new trial may be made, and Rule 6-(b) forbids the court to enlarge that time. If it 
were not thereby intended to make the running of that definite time as conclusive on 
the power of the court as was formerly the expiration of the term, there would be 
no limit on the power of the court to act and no finality when it did act. A con- 
struction which would empower the court to hear motions long out of time would 
destroy the Rule, for by the very act of hearing, prohibited extensions could effec- 
tively be granted. As was said in National Popsicle Corp. v. Highes, 32 F. Supp. 
397, 399: 


The power of the court over its final judgments must end some time. If the period of 
termination is specified in the Rules of Civil Procedure, that period governs. ... Rule 6 (c) 
is not a grant of power beyond the term. 


See also Marshall’s Auto Supply v. Cashman, 111 F. (2d) 140; Abruzzino v. Nat. 
Union Fire Ins. Co., 35 F. Supp. 925; Nachod v. Auto Signal Corp., 26 F. Supp. 
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418; Reed v. South Atlantic S. S. Co., 2 F. R. D. 475; Moore, Federal Practice 
(1938) § 6.09; Hughes, Federal Practice (1940) § 19374. 

In view of all of the above, we are of opinion that Safeway had only ten days 
after the judgment in which to apply for a rehearing, and that the court had no 
power to entertain its application after ten days had passed. No application having 
been made within ten days, the judgment became final and the subsequent filing of a 
motion did not clothe the court with new jurisdiction nor suspend the time for taking 
an appeal. 

Appeal dismissed. 


i lccresesmnenennnilll 


MILLER, Associate Justice, dissenting : 





In my opinion, the majority has misconceived the meaning of Rule 59, and, if its 
decision stands, the rule will be distorted in its application, to the serious prejudice 
of litigants in the Federal courts. The important question of the case is whether 
appellant’s motion of November 17, 1941, was a motion for new trial within the 
meaning of Rule 59 (a) (b). The majority concludes that it was, by the following 
process of reasoning: (1) A new trial may be granted, under the rule, for any of the 
reasons for which rehearings have heretofore been granted in suits in equity, under 
Equity Rule 69; (2) under Equity Rule 69, rehearings were granted only upon 
such grounds as would authorize a new trial in an action at law; (3) therefore, all 
petitions which are entitled motions for rehearing are, under the rules, in all respects, 
the same as motions for new trials. 

The logical conclusion which flows from the two premises of the majority opinion 
is that the grounds which may properly be urged in support of petitions for rehearing 
and for new trial are the same. It would seem to follow that, if a motion does not 
purport to be for a new trial, and is based on no ground which is appropriate to such 
a motion, it is not in fact a motion for new trial, even though the word rehearing 
does appear in it. That is the situation of the present case.* The language of the 
New York Court in Belmont v. The Erie Railway Company* is particularly apt in 
explaining it ; “Some confusion has arisen, perhaps, from the use of the word ‘re- 
hearing’ in the motion papers, when this matter first came before me. That term, 
technically speaking, was appropriate only to the proceeding in chancery by which a 
certain class of errors in a decree or decretal order could, before enrollment, be cor- 
rected. But it had no application to orders made upon mere motion. Those could 
not be reached by a ‘rehearing,’ but were varied or discharged by the court, on appli- 
cation by motion.” [Italics supplied. ] 



































3. The title of the motion is: “Plaintiff’s Motion for Rehearing and to Vacate Order Dis- 
missing Complaint and To Deny Defendant’s Motions to Dismiss the Complaint.” The body of 
the motion reads: “Now comes the Plaintiff, Safeway Stores, Incorporated, and moves the Court 
for rehearing ; and moves the Court to vacate the Order dated October 17, 1941, dismissing the 
Complaint on motion of the defendant, Conway P. Coe, Commissioner of Patents, and to deny 
said defendant’s Motion to Dismiss the Complaint, and to require said defendant to answer. The 
ground for this motion is: That dismissal of the Complaint is contrary to the subsequent holding 
in—Tomlinson of High Point v. Coe, Commissioner of Patents (No. 7619, decided Oct. 27, 1941). 
An oral hearing is requested.” 


4. 52 Barb. [N. Y.] 637, 651. 
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I agree that it was the purpose of the rule-makers to include rehearings within 
the compass of Rule 59, so far as a rehearing in equity was the equivalent of a new 
trial. It was also, undoubtedly, their purpose to limit, severely, the time within 
which motions for new trials may be filed. The reasons for the rule is to minimize 
the ‘monstrous penalty’® which results from the granting of a new trial; to avoid 
so far as possible the reexamination of facts once judicially determined ; to save the 
time, trouble, and expenses involved in reassembling juries, recalling witnesses, and 
otherwise repeating the necessary elaborate trial process. 

It would be an entirely different matter to require a person, who has never had 
his constitutionally guaranteed first trial, to conform to the severe limitations of a 
rule regulating new trials. No such requirement existed prior to adoption of the 
rules. An examination of the authorities reveals, clearly, that a motion for new 
trial is not, and never was, intended to challenge orders which determine questions 
of law, preliminary to trial; such as was determined by the District Court in the 
present case. Blackstone defined a new trial as° “a rehearing of the cause before 
another jury; but with as little prejudice to either party, as if it had never been 
heard before.” His discussion of the subject makes it perfectly clear that it meant 
to him the retrial of an issue of fact. In the case of Bright v. Eynon' decided in 
1747, Lord Mansfield said: “Trials by jury, in civil causes, could not subsist now, 
without a power, somewhere, to grant new trials. If an erroneous judgment be 
given in point of law, there are many ways to review and set it right. Where a 
court judges of fact upon depositions in writing, their sentence or decree may, many 
ways, be reviewed and set right. But a general verdict can only be set right by a 
new trial which is no more than having the cause more deliberately considered by an- 
other jury ; where there is a reasonable doubt, or perhaps a certainty, that justice has 
not been done. ... The reasons for granting a new trial must be collected from the 
whole evidence, and from the nature of the case considered under all its circum- 
stances.” Inthe case of Dodge v. Bell® the Supreme Court of Minnesota said: “The 
causes for a new trial specified in section 253, and with the modes for presenting the 
application provided in sections 254 and 255, show that the terms ‘new trial,’ when 
used in the statute, mean, as at the common law, a retrial of issues of fact.” In 
Garden City Feeder Co. v. Commissioner of Internal Revenue, the Court of Appeals 
for the Eighth Circuit said :° ““At common law a new trial was a retrial in the same 
court on an issue or issues of fact after a verdict by a jury, and a new trial recognizes 


5. 1 Wigmore, Evidence (3d ed., 1940), § 21, p. 395: “Just as English legislators, after yield- 
ing to the twenty years’ pleadings of Romilly, discovered after all that the enjoyment of the right 
of property in chattels could survive, without the fancied protection of the death-penalty for 
larceny—so we shall some day awake to be convinced that a system of necessary rules of Evidence 
can exist and be obeyed, without affixing indiscriminately to every contravention of them the 
monstrous penalty of a new trial.” ; cited by Edgerton, J., dissenting in Lindsey v. United States, 
— App. D. C. —, 133 F. (2d) 368, 380; Freid v. McGrath, — App. D. C. —, 133 F. (2d) 350, 355. 

6. 3 Bl. Comm. 391-392: “Nor is it granted where the scales of evidence hang nearly equal : 
that which leans against the former verdict ought always very strongly to preponderate.” Ac- 
cord: Gott v. Judge of Superior Court, 42 Mich. 625, 4 N. W. 629. 

7. 1 Burr. 390, 393, 395, 97 Eng. Rep. 365, 366, 367. See, generally, Gunn v. Union R. R., 23 
R. I. 289, 49 A. 999, 1002; Warner v. Goding, 91 Fla. 260, 107 So. 406. 

8. 37 Minn. 382, 383, 34 N. W. 739-740. 

9. 75 F. (2d) 804, 805, 806. 
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a complete trial which for sufficient reason has been set aside, so that the issues may 
be relitigated.” [Italics supplied. ] 

The new rules of federal civil procedure are based largely upon the experience of 
states, in which such rules as the one presently involved have been the subject of in- 
terpretation for many years. With monotonous uniformity the decisions of those 
states define a motion for new trial as an application for retrial of an issue or issues 
of fact ;*° and a new trial, itself, as a reexamination of an issue or issues of fact." In 
the code states a new trial is frequently defined by statute as a re-examination in 
the same court of an issue of fact, after a verdict by a jury, report of a referee or 
decision by the court, or in similar terms ; invariably emphasizing that it is an issue 
of fact which is to be retried, after a trial already had.” Whether the former trial 
was by a jury, the court, or upon the report of a referee, may be immaterial ; but there 
must have a trial of an issue of fact in any event."* And in the absence of a trial 
of an issue of fact, the court has no power to entertain, or grant, a motion for a new 
trial.* The Supreme Court of Alabama says of a new trial: ‘““There must have been 
the trial and decisions of an issue of fact, and the motion must involve a re-examina- 
tion of that issue after a trial and decision of it.”"* The Supreme Court of Montana, 
interpreting a similar rule, held :’* “‘. ... The clear intendment of the statute is that the 
notice of motion for a new trial shall only be given after all the issues of fact neces- 
sary to a determination of the whole case upon the pleadings have been decided and 
determined.” The Texas Court of Appeals has said of a new trial that it “con- 
templates that a case has been tried, a judgment rendered, and on motion therefor 
said judgment set aside and a new trial granted.” It distinguished the situation 
“where, before a trial is completed and judgment rendered, the trial court concludes 


10. Watkins v. Sedberry, 155 Tenn. 181, 290 S. W. 970; Buchanan v. James, 134 Ga. 475, 68 
S. E. 72; Schneidt v. Schneidt, 69 Ind. App. 666, 122 N. E. 688; Chivers v. Board of Com’rs, 62 
Okla. 2, 161 P. 822; Emerson v. Eldorado Ditch Co., 18 Mont. 247, 252, 44 P. 969, 971; Gray v. 
Cotton, 174 Cal. 256, 258, 162 P. 1019, 1020. 

11. Humphreys v. Walton, 65 Ky. 580; Warner v. Goding, 91 Fla. 260, 265, 107 So. 406, 408; 
Mobile Light & R. R. v. Hansen, 135 Ala. 284, 33 So. 664; Zaleski v. Clark, 45 Conn. 397, 401, 
404; Darling v. Atchison, T. & S. F. Ry., 76 Kan. 893, 93 P. 612; Younger v. Moore, 8 Cal. App. 
237, 241, 96 P. 1093, 1095; Mitter v. Black Diamond Coal Co., 28 Wyo. 439, 445, 206 P. 152, 154; 
Armstrong v. Gresham, 70 Colo. 502, 202 P. 706; Oxford v. State, 80 Okl. 103, 194 P. 101; 
Taylor v. Taylor, 61 Or. 257, 121 P. 431; Caldwell v. Wells, 16 Idaho 459, 101 P. 812. See 
Brown v. Moore, 79 Me. 216, 9 A. 355; Hartman v. Rose, 20 A. 29 (N. J. L.). 

12. Ray v. Arnett, 32 Ky. L. 562, 106 S. W. 828; Riglesberger v. Bailey, 102 Ky. 608, 44 
S. W. 118; Bottineau Land & Loan Co. v. Hintze, 150 lowa 646, 125 N. W. 842; State v. South- 
western Bell Telephone Co., 115 Kan. 236, 267, 223 P. 771, 786; Pennsylvania Co. v. Potter, 108 
Okla. 49, 51, 233 P. 700, 701; Howland v. Day, 125 Wash. 480, 491, 216 P. 864, 868; Tucker v. Hy- 
potheek Min. & Mill. Co., 31 Idaho 466, 173 P. 749; In re Stinger’s Estate, 61 Mont. 173, 201 P. 
693; “W” Sheep Co. v. Pine Dome Oil Co., 32 Wyo. 61, 66, 228 P. 799, 801; School Dist. No. 14 
v. School Dist. No. 4, 64 Ark. 483, 43 S. W. 501. 

13. Garden City Feeder Co. v. Commissioner of Internal Rev., 8 Cir., 75 F. (2d) 804, 806; 
Buchanan v. James, 134 Ga. 475, 68 S. E. 72; Tucker v. Hypotheek Min. & Mill. Co., 31 Idaho 
466, 173 P. 749; Rosner v. Cohn, 81 N. J. L. 343, 79 A. 1056; Brunnabend v. Tibbles, 76 Mont. 
288, 246 P. 536; Buckhouse v. Parsons, 60 Mont. 156, 162, 198 P. 444, 445. 

14. Tucker v. Hypotheek Min. & Mill. Co., 31 Idaho 466, 173 P. 749; Rooker v. Bruce, 171 
Ind. 86, 85 N. E. 351; In re Keating’s Estate, 162 Cal. 406, 410, 122 P. 1079, 1081. 

15. Mobile Light & R. R. v. Hansen, 135 Ala. 284, 33 So. 664. 

16. Calvert v. Anderson, 78 Mont. 334, 340, 254 P. 184, 186. Accord: Boardman Co. v. 
Board of Com’rs, 70 Okla. 245, 174 P. 272, overruled by Chicago, R. I. & P. Ry. v. Reynolds, 157 
Okla. 268, 12 P. (2d) 208, 212, but on another point. 
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that there is some error or irregularity that prevents a proper judgment being ren- 
dered, in which event he may declare a mistrial.”"* The same point is made by the 
Supreme Court of California, interpreting a similar rule, in the following language :** 
“Where the motion embraces several issues, some of which are tried by the court 
and some by a jury, a notice of intention to move for a new trial, served and filed 
after the verdict on the issues submitted to the jury, but before the decision on the 
issues tried by the court, is premature and gives ‘to the court no power to act upon 
the motion which should thereafter be made under the notice.’”” A motion for new 
trial is unauthorized where a case is tried upon an agreed statement of facts,” or 
when it is submitted on the pleadings.” Even issues of fact may not be the subject 
of a new trial, if they arise in connection with motions, such as one for stay of execu- 
tion, as the only issues of fact which may be retriable are those raised by ordinary 
formal pleadings.” 

Specifically, a motion for new trial cannot be used to challenge an order which de- 
termines a question of law, upon a motion made preliminary to trial.” It is for this 
reason that the penetrating distinction drawn by the Kentucky Court of Appeals in 
Riglesberger v. Bailey” is peculiarly apt in the present case: “Upon a default judg- 
ment, there has manifestly been no trial, verdict or decision, within the meaning of 
the foregoing provisions as to new trials; and we think, therefore, the provisions as 
to application within three days is inapplicable. There being no provision control- 
ling the matter, the common-law rule must prevail, by which courts have control 
over their judgments during the term at which they are rendered ; and consequently 
motions to set aside such judgments may be made at any time during such term. 
There would seem to be, moreover, no special reason for requiring motions of this 
kind to be made within three days. This court has several times said there is good 
reason for requiring motions for a new trial of the verdict of a jury or trial by a 
court to be made speedily; that is, the danger that the incidents of the trial may be 
forgotten or remembered differently. No such reasons exist as to default judg- 
ments; and while a contrary view seems to have been taken in Harris v. Ray 
(1855), 15 B. Mon. 628, we are not disposed to follow it, and extend the applica- 
tion of technical rules when not required to apply them either by the letter or the 
reason of the law. The case cited has long ceased to be generally followed, and is 
overruled.” [Italics supplied.] The same results follow, and a motion for new 
trial is improper, whether the order challenged is for entry of a default™* or for 
its vacation.” In neither case is an issue of fact tried; hence, there is no basis 
upon which a new trial could be had. 


17. Cortimeglia v. Herron, 281 S. W. 305, 306 (Tex. Civ. App.). 

18. Barnes v. Foley, 189 Cal. 226, 207 P. 885. 

19. Durant v. Nesbit, 59 Okla. 11, 157 P. 353; Monteverde v. Superior Court, 60 Cal. App. 
252, 257, 212 P. 690, 692. 

20. Abbey Land & Improvement Co. v. San Mateo County, 167 Cal. 434, 139 P. 1068. 

21. Gray v. Cotton, 174 Cal. 256, 162 P. 1019; Gormally v. Simon, 42 Mont. 219, 111 P. 1033. 

22. Younger v. Moore, 8 Cal. App. 237, 241, 96 P. 1093, 1095. 

23. 102 Ky. 608, 44S. W. 118. 

24. Mitter v. Black Diamond Coal Co., 28 Wyo. 439, 445, 206 P. 152, 154; Erwin School 
Tp. v. Tapp, 121 Ind. 463, 23 N. E. 505; State v. District Court, 49 Mont. 595, 144 P. 159, 161; 
Price & Miller v. Ratcliffe, 47 Okla. 370, 148 P. 153; Adams & Adams v. Howard, 14 Vt. 158. 

25. Taylor v. Taylor, 61 Or. 257, 121 P. 431; Crossland v. Admire, 118 Mo. 87, 24 S. W. 154. 
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Questions as to the sufficiency of pleadings,” and as to the jurisdiction of the 
court, cannot be raised by motions for new trial.” Hence, a motion for new trial, 
challenging the court’s order sustaining or overruling a demurrer, is a nullity.* The 
order of a court denying a motion to dissolve a temporary injunction cannot be made 
the subject of a motion for a new trial; * nor can the dismissal of a plea.*® It has 
been held in some states that, as a motion for a nonsuit admits every material fact 
which the evidence tends to prove, it presents only a question of law ; and that if it is 
granted and a judgment of dismissal entered; thus terminating the case before a 
verdict or decision upon the issues of fact, a motion for new trial is not the proper 


way of testing the correctness of the ruling. An order reinstating a cause for trial, 


following a voluntary nonsuit, is not an order for new trial, because there has been 
no previous examination of an issue for fact.” 

The only questions of law which may be presented by motion for new trial are 
those which arise upon the pleadings,®* during the trial of issues of fact.** Hence, 
even a motion for rehearing of an order which follows a trial is not necessarily the 
equivalent of a motion for new trial. Suppose, for example, that a trial court 
grants a motion for a new trial. Opposing counsel then petitions for a rehearing 
upon the court’s action in granting it. Would anyone seriously contend that the 
petition is in all respects the same as a motion for a new trial? What is sought in 
such a case is the exact opposite of a new trial; its purpose is to prevent a new trial 
and to reinstate the verdict. But, presumably, the theory of the majority opinion 
would require the conclusion that such a motion is one for a new trial. 


26. Pearl v. Rawdin, 5 Day [Conn.] 244, 250; Harbin v. Hunt, 151 Ga. 60, 105 S. E. 842; 
Simpson v. Wicker, 120 Ga. 418, 47 S. E. 965 (failure to attach a bill of particulars) ; Mann v. 
Barkley, 21 Ind. App. 152, 51 N. E. 946; Gravelle v. Minneapolis & St. L. Ry., 11 F. 569, 571; 
Johnson v. Shuford, 91 Conn. 1, 98 A. 333; Baldwin v. O’Brien, 1 N. J. L. 418; Goslin v. Wil- 
cock, 2 Wils., K. B. 303, 95 Eng. Rep. 824; Lupton v. Coffel, 47 Ind. App. 446, 94 N. E. 799; 
Knickerbocker Ice Co. v. Gray, 165 Ind. 140, 72 N. E. 869; Hough v. Haywood, 69 Ind. App. 
286, 121 N. E. 671. 

27. State v. Cady, 47 Conn. 44; Houssels v. Coe & Hampton, 159 S. W. 864, 866 (Tex. Civ. 
App.). Cf. Alden v. Superior Court, 186 Cal. 309, 315, 199 P. 29, 32 (where the question of juris- 
diction required the trial of an issue of fact). 

28. Schneidt v. Schneidt, 69 Ind. App. 666, 122 N. E. 588; Chivers v. Board of Com’rs, 62 
Okla. 2, 161 P. 822; Vickers v. Robinson, 157 Ga. 731, 122 S. E. 405; Perry v. Acree, 165 Ga. 
446, 141 S. E. 212; Jenness v. Co-operative Publishing Co., 36 Idaho 697, 213 P. 351. 

29. Anderson v. Englehart, 18 Wyo. 196, 105 P. 571. 

30. Butler v. Georgia Agricultural Credit Corporation, 37 Ga. App. 390, 140 S. E. 426. 

31. Buchanan v. James, Com’r, 134 Ga. 475, 68 S. E. 72; Tucker v. Hypotheek Min. & Mill. 
Co., 31 Idaho 466, 173 P. 749; Carscallen v. Lakeside Highway Dist., 44 Idaho 724, 260 P. 162; 
Murad v. New York, N. H. & H.R. R., 34 R. I. 312, 83 A. 436; Deyo v. Hudson, 226 N. Y. 685, 
123 N. E. 851. Contra: In re Stinger’s Estate, 61 Mont. 173, 182, 201 P. 693, 696. 

32. First Christian Church v. Robb, 69 Or. 283, 138 P. 856. 

33. Oxford v. State, 80 Okla. 103, 194 P. 101; State v. Kelly, 57 Mont. 123, 187 P. 637; Ash- 
ton v. Thompson, 28 Minn. 330, 336, 9 N. W. 876, 878. 

34. Glendenning v. Slayton, 55 Mont. 586, 179 P. 817; Buettinger v. Hurley, 34 Kan. 585, 
9 P. 197; In re Stinger’s Estate, 61 Mont. 173, 182, 201 P. 693, 696; Alden v. Superior Court, 
186 Cal. 309, 199 P. 29, 32; “. . . motions for new trial do not lie from rulings of the courts on 
questions of fact collaterally raised, and which do not call for formal trial, and where no provision 
is made for framing issues under the proceedings, such as proceedings supported by affidavits, 
applications to set apart exempt property, family allowances, and proceedings of similar charac- 
ter.” See, Mann v. Barkley, 21 Ind. App. 152, 51 N. E. 946; Linden v. Green, 81 Iowa 365, 46 
N. W. 1108. 
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It has been held that the order of a court denying a motion to set aside a judg- 
ment is not the subject of a motion for new trial.*° The Supreme Court of Colorado 
has said: “The motion for judgment notwithstanding the verdict raises no question 
of fact, but of law only ; consequently a motion for a new trial has no application to a 
ruling upon such motion.’*° The hearing of a motion to correct the record of a 
judgment is not a trial and provides no basis for a motion for new trial ;*’ nor does 
an exception to the form or sufficiency of a decree.* 

In the code states where the procedures of law and equity have been integrated, 
as in the new federal rules, the conditions which surround the use of motions for 
new trials are the same in both types of cases.** That is the reason why the code 
definitions of new trial speak in terms of retrial of issues of fact, following either 
the verdict of a jury or determination of such isseues of fact by the judge, himself, 
or upon the report of a referee or master. Many of the opinions heretofore cited 
in this opinion decided cases which, under the older forms of practice, would have 
been in equity. 

Approaching the problem from another angle, we get the same result, contrary 
to that reached by the majority opinion. A “rehearing,” when used in the sense of a 
new trial, is defined by the authorities as a second hearing of the cause involved in a 
decree or order. entered by an equity court on the former hearing.“ In states upon 
whose experience the federal civil procedure rules are based, rehearing, when used 
in the sense of a new trial, has been defined as a reopening of the case for a redeter- 
mination of basis facts ;** with notice to the parties, and an opportunity for them to 
be heard.” In this sense, only, is it properly regarded as synonymous with new 


35. Continental Gin Co. v. Arnold, 66 Okla. 132, 138, 167 P. 613, 618. 

36. Armstrong v. Gresham, 70 Colo. 502, 202 P. 706; Fincher v. Edwin M. Bosworth & Co., 
76. Colo. 69, 230 P. 596. 

37. Citizens’ Trust Co. v. Wheeling Can Co., 199 Ind. 311, 157 N. E. 441. 

38. Vickers v. Robinson, 157 Ga. 731, 122 S. E. 405. 

39. School Dist. No. 14 v. School Dist. No. 4, 64 Ark. 483, 43 S. W. 501; State v. Templeton, 
21 N. D. 470, 130 N. W. 1009. 

40. Bl. Comm. 453-454: “When all issues are tried and settled, and all references to the 
master ended, the cause is again brought to hearing upon the matters of equity reserved; and a 
final decree is made: the performance of which is enforced (if necessary) by commitment of the 
person, or sequestration of the person’s estate. ... And if, by this decree, either party thinks him- 
self aggrieved, he may petition the chancellor for a rehearing; whether it was heard before his 
lordship, or any of the judges, sitting for him, or before the master of the rolls. For whoever 
may have heard the cause, it is the chancellor’s decree, and must be signed by him before it is 
enrolled; which is done of course, unless a rehearing be desired. Every petition for a rehearing 
must be signed by two counsel of character, usually such as have been concerned in the cause, 
certifying that they apprehend the cause is proper to be reheard. And upon the rehearing, all the 
evidence taken in the cause, whether read before or not, is now admitted to be read; because it 
is the decree of the chancellor himself, who only now sits to hear reasons why it should not be 
enrolled and perfected; at which time all omissions of either evidence or argument may be 
supplied. But, after the decree is once signed and enrolled, it cannot be reheard or rectified but 
by bill of review, or by appeal to the house of lords.” Emerson v. Davies, Fed. Cas. No. 4,437, 8 
Fed. Cas. 626; Belmont v. Erie Ry., 52 Barb. [N. Y.] *37, 651; Reed v. Patterson, 44 N. J. E. 
211, 14 A. 490, 494; “A rehearing, strictly speaking, is simply a new hearing and a new considera- 
tion of the case by the court in which the suit was originally heard, and upon the pleadings and 
depositions already in the case.” 

41. McLean v. Eaton Mfg. Co., 286 Mich. 285, 294, 282 N. W. 150, 154. 

42. Yee v. State Board of Equalization, 16 Cal. App. (2d) 417, 418, 419, 60 P. (2d) 322, 323. 
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trial.* The vital distinction was clearly made by the Supreme Court of Michigan 
in the McLean case ;* “Appellant contends that the Department had no power to 
amend its original order, since this was in effect, equivalent to the granting of a re- 
hearing. Guss v. Ford Motor Co., 275 Mich. 30, 265 N. W. 515. The rule of the 
Guss case, precluding the granting of rehearings, does not mean that the Department 
may not correct a mistake in its original order. A rehearing involves a reopening 
of the case for a redetermination of basic facts.” [Italics supplied. ] 

The connotation which should be given to the word rehearing, as it was used by 
appellant in the present case, is much more nearly that which is given to the word 
when used in seeking reconsideration, by an appellate court, of its own decision, 
upon questions of law ; namely, ‘‘an appeal from this court to itself."*° The Supreme 
Court has defined it as follows: “Ordinarily, a petition for rehearing is for the pur- 
pose of directing attention to matters said to have been overlooked or mistakenly 
conceived in the original decision and thus invites a reconsideration upon the record 
upon which that decision rested.”* [Italics supplied.] The purpose of such a 
petition is to give the court an opportunity to correct its own errors. A trial court 
needs that opportunity, and is entitled to the privilege, just as much as an appellate 
court. No monstrous penalty of a new trial is necessary to achieve this end. We 
should encourage, rather than discourage, open-minded review of such petitions, 
and prompt action thereon. 

When used in this sense, a petition for rehearing resembles, also, a bill of review, 
when such bill is used for the limited purpose of securing re-examination of ques- 
tions of law, on the theory that there is error apparent upon the face of the record.*’ 
As we pointed out in Fraser v. Doing, it was the intention of the rule-makers to 
preserve the remedy formerly available by bill of review; that the purpose of the 
bill of review “is to permit the same court to examine its earlier record, and to 
answer the challenge made to its accuracy”; but that a bill of review is not available 
until the time for a motion for new trial has passed. What possible purpose could 
be served by including within the scope of a motion for new trial all requests for 
reconsideration, by the trial court, of its rulings upon preliminary questions of 
law, when, by waiting until the time for requesting a new trial has passed, a litigant 
can raise the same questions by bill of review. Such an interpretation of Rule 59 
would result in serious prejudice to litigants, in the early stages of litigation, and an 
undesirable stimulation of the filing of bills of review. 

The majority’s interpretation of Equity Rule 69 violates, also, it seems to me, 
the spirit of the other equity rules. Thus, Rule 72 provided, generally, for the cor- 
rection, not only of clerical mistakes in decrees or decretal orders, but of errors 
arising from accidental slip or omission, “upon petition, without the form or expense 


43. Lewis v. Martin, 210 Ala. 401, 411, 412, 98 So. 635, 644, 645; Kimple v. Conway, 69 Cal. 
71, 72, 10 P. 189, 190; Wright v. Dorman, 155 Tenn. 189, 194, 195, 291 S. W. 1064, 1065. 

44. McLean v. Eaton Mfg. Co., 286 Mich. 285, 294, 282 N. W. 150, 154. 

45. Teeter v. Southern Express Co., 172 N. C. 620, 90 S. E. 927. 

46. Atchison, Topeka & Santa Fe Ry. v. United States, 284 U. S. 248, 259. 

47. Fraser v. Doing, — App. D. C., —, 130 F. (2d) 617, 620. 

48. — App. D. C. —, —, —, 130 F. (2d) 617, 620, 622-623. 
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of a rehearing.” [Italics supplied.] This provision is carried over into the new 
rules, in Rule 60(a). It is made applicable to “judgments, orders, or other parts of 
the record and errors therein arising from oversight or omission,” upon the initiative 
of the court, “or on the motion of any party.” [Italics supplied.] Several of the 
equity rules provided expressly for corrective action, as applied to preliminary rul- 
ings. Rule 5 provided for the suspension, alteration, or rescinding by the judge, 
upon special cause shown, of action by the clerk in issuing process, taking bills pro 
confesso, and otherwise. Rule 17 provided for the setting aside of orders pro 
confesso, or enlarging the time for filing answer; upon cause shown, upon motion 
and affidavit. Rule 29 abolished demurrers and pleas, and provided: “Every de- 
fense heretofore presentable by plea in bar or abatement shall be made in the answer 
and may be separately heard and disposed of before the trial of the principal case in 
the discretion of the court.” [Italics supplied.] That was exactly the situation of 
the present case; the principal case never came to trial: the situation was not one 
appropriate for rehearing in the sense of a new trial. Instead, it was one appro- 
priate for application of Rule 19, which provided, generally, that process, proceed- 
ings, pleadings, or record might be amended by permission of the court and that: 
“The court, at every stage of the proceeding, must disregard any error or defect 
in the proceeding which does not affect the substantial rights of the parties.” Mis- 
naming appellant’s motion to vacate, by calling it a petition for rehearing, certainly 
did not constitute an error which affected the substantial rights of the parties. In 
short, there was nothing in any of the equity rules to suggest that a rehearing—in 
the sense of a new trial—was either necessary, or proper, to secure re-examination 
by the court of a ruling upon a question of law, preliminary to trial. 

Finally, although the original order of the District Court was final in the sense 
that it was appealable, it was not final in the sense that it disposed of the case on the 
merits. The authorities cited herein demonstrate that a new trial necessarily as- 
sumes an adjudication on the merits ; and that a motion for a new trial is improper 
in any other event. Not only is this true, but Rule 41(b) of the new rules of civil 
procedure® expressly provides that a dismissal for lack of jurisdiction does not 
operate as an adjudication upon the merits. The dismissal in the present case was 
for lack of jurisdiction because of defect of parties. The grounds of both motions 
to dismiss were clearly so specified, and the order of dismissal in each case was based 
expressly upon the motion. 

Generally speaking, it may be said that the new rules evidence no intention of 
penalizing litigants because of such informalties in their pleadings, as appeared in 
appellant’s motion in the present case. Instead, it is their clear purpose “to secure 


49. Fed. Rules Civ. Proc., Rule 41(b) : Involuntary Dismissal: Effect Thereof. For failure 
of the plaintiff to prosecute or to comply with these rules or any order of court, a defendant may 
move for dismissal of an action or of any claim against him. After the plaintiff has completed 
the presentation of his evidence, the defendant, without waiving his right to offer evidence in the 
event the motion is not granted, may move for a dismissal on the ground that upon the facts and 
the law the plaintiff has shown no right to relief. Unless the court in its order for dismissal 
otherwise specifies, a dismissal under this subdivision and any dismissal, not provided for in this 
rule, other than a dismissal for lack of jurisdiction or for improper venue, operates as an adjudi- 
cation upon the merits. [Italics supplied.] 
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the just, speedy, and inexpensive determination of every action” ;* to avoid the old 
conception of procedural rules “as ends in themselves upon whose rigid altar has 
ultimate justice been sacrificed.” 


LUCIEN LELONG, INC. v. GEORGE W. BUTTON, CORP. 
United States District Court, S. D. New York 
April 26, 1943 


Unrair CoMPETITION—IMITATING SHAPE OF BoTTLE—WHEN UNFAIR. 
The right to the manner of use of a form is conditioned by the state of the market it in- 
vades. If the use of a particular and distinct form induces buying by a confused and deceived 
purchaser, the law will forbid it. 
UnFAir CoMPETITION—IMITATING ForM AND APPEARANCE OF CONTAINER. 

Plaintiff in 1933 adopted a novel form of bottle for its perfumes and spent large sums in 
popularizing the cologne sold therein, thus identifying it as of its manufacture. In 1937 de- 
fendant adopted as a container for its perfume a bottle whose proportions were so nearly like 
plaintiff’s bottle that the eye readily perceived no difference between them, and sold its 
product in competition with plaintiff's. Defendant enjoined from selling its cologne in bottles 
having the same proportions and symmetry as plaintiff’s bottle. 

UNFAIR COMPETITION—SUITS—LACHES. 

The fact that plaintiff in a prior action against another party gave name of defendant as 
user of an example of adverse use in an attempt to invalidate its design patent, but made no 
effort to investigate the allegation or object to such use, held not to constitute laches. More- 
over, if it did, laches is no defense in an action to vindicate a continuing legal right. 





In equity. Action for unfair competition. Judgment for plaintiff. 


Duell & Kane, New York, N. Y. (Charles W. Hills, Jr., and Alexander C. Mabee, 
both of Chicago, IIl., of counsel), for plaintiff. 
Mock & Blum, New York, N. Y., for defendant. 


Ciancy, District Judge: 





This is an action for unfair competition. Plaintiff markets its cologne in a 
bottle with a globular base holding most of the fluid and a long narrow neck. The 
globular base of the smallest bottle is about two inches high and its neck is two and 
one-half inches. The base of the largest is three inches high and its neck is nearly 
four inches. The diameter of the globular base of the smallest bottle is about two 
and one-quarter inches and the diameter of the largest about three and a quarter 
inches. The proportions of globe and neck are maintained with a high degree of 
accuracy through the various sizes. There are no decorations on the globular base 
but the neck of each bottle is wrapped about with a gold or silver collar and in one 
instance with a black collar. On the collar the manufacturer’s name and a fanciful 











50. Fed. Rules Civ. Proc. See also, Address of Chief Justice Hughes, 21 A. B. A. J. 340, 
341: “It is manifest that the goal we seek is a simplified practice which will strip procedure of 
unnecessary forms, technicalities and distinctions, and permit the advance of causes to the decision 
of their merits with a minimum of procedural encumbrances.” 

51. Laverett v. Continental Briar Pipe Co., E. D. N. Y., 25 F. Supp. 80, 81. 
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word, which is a reference to the bottle’s contents, is clearly printed. The globular 
base appears in all to be crackled glass ; in one case it has a stippled finish and in an- 
other a hobnailed finish. The part of the cork protruding from the neck is usually 
a silver or gold sphere but in one instance is a glass prism. At the top of the neck 
the glass thickens or extrudes to form a bevelled band. 

The defendant puts out a smaller bottle whose proportions are so nearly like the 
plaintiff's that the eye readily perceives no difference in the symmetry if there be 
any. The top of the globular part of its bottle is decorated with a paper collar, giv- 
ing the appearance of flowers on a gold and black background. Its stopper or cork 
is spherical like the plaintiff’s though plain in one instance and a flat cap in another. 
The neck of the bottle which is topped with a bevelled band, too, is enclosed in a 
decorative collar on which is printed, in not clearly contrasting colors, the name of 
the fragrance of the perfume and a name which is a registered trade-mark of the 
manufacturer and New York is added so that it is on the back when one reads the 
label. Another of its bottles has no decorations at all but a label so small that only 
when it is held near can the eye read the words on it which are the name of the 
fragrance and another registered trade-mark, followed by N. Y. The defendant 
suggests that the inquisitive may freely consult the registry of trade-marks at Wash- 
ington and so discover the name of the manufacturer but we do not think this is sug- 
gested seriously for the consuming public. These trade-marks are fanciful like the 
fanciful names given the contents of each of plaintiff’s bottles and the ordinary buyer 
would give them no other meaning despite the addition of New York or N. Y. The 
defendant’s bottle is a copy of plaintiff's and its doubtful dress is, we find, intended 
to conceal the difference in manufacture and origin of the contents of the two. 

We need not call the shape of plaintiff’s bottle unique but when plaintiff adopted 
it and marketed its merchandise in it in 1933 the shape was novel in the cosmetic 
trade and not a stock bottle of any manufacturer. It has spent large sums of money 
in popularizing the bottle as a vehicle for the sale of its cologne and did so even in 
1933 and the evidence clearly shows that from that year on the bottle’s contents were 
identified as the plaintiff's manufacture by the bottle which was the container. The 
defendant said that his firm had discussed use of its bottle in 1933 and started sell- 
ing toilet water in it early in 1934. But it was unable to supply any corroborating 
evidence whatever—a light task we think—and we find as a fact that it was not 
until some time in 1937 that it used its present bottle. The field of defendant’s 
operations is largely ten cent stores and chain drug stores, but in the last two or 
three years it has been spreading to a better class of shop. It has never advertised 
its bottle in any trade paper. Defendant ventures no criticism of the plaintiff’s 
witnesses’ testimony of their buying habits but contents itself with criticizing their 
ignorance of the output of other manufacturers who use bottles with globular bases. 
We regard this criticism merely as a distraction and not as a successful attack on 
the weight of the witnesses’ testimony. Defendant questioned all of the witnesses 
about their reactions to an exhibit which was a photograph of several of the defend- 
ant’s bottles whose ordinary spherical stoppers have been supplanted by flat caps, on 
the long necks of which were printed by the defendant, in large letters one above 
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the other, the names of cosmetic manufacturers who are at least as well known and 
possibly better known than the plaintiff. This exhibit was a composition of the 
defendant and makes no approach to the actual facts involved here. We regard it 
rather a test of vision than of marketing intelligence or psychology. Each bottle in 
the photograph is a combination of two contradictory marks—the bottle and the 
imaginary name and no one could reach a reasonable conclusion about the contents 
of the containers in the picture. The witnesses, almost without exception, stated 
that they would not know what to think about such a bottle so marked and we share 
their confusion. But that confusion conclusively demonstrated that in vending cos- 
metic fluids the bottle’s form, where its use is well established and advertised, is the 
predominating, if not the single, mark of origin. We find that the plaintiff’s bottle 
in suit has been so fixed in the minds of the patrons of the cosmetic market as the 
distinctive sign of plaintiff’s manufacture of its content that only a sign equally dis- 
tinctive and attractive might make the use of defendant’s bottle in that market honest. 
We do not find as a fact that any sign might secure that honesty but observe that no 
tag could do it and since cologne bottles are used for the bedroom and not the 
pantry shelf, any requirement for labelling that would fit this case would make the 
bottle as a container of cologne unsalable. The problem was well put by the plain- 
tiffs’ attorney on the trial when he said that the form of the bottle constituted ninety- 
five percent of the plaintiff's case 

The case, therefore, comes down to this: Can the defendant be enjoined from 
employing a bottle of the shape of the plaintiff's bottle to market its wares? The 
right to the manner of use of a form is always conditioned by the state of the market 
it invades and in a given case the right to use the form may be. If the use of a 
particular and a distinct form induces buying by a confused and deceived purchaser, 
the law will forbid it. There is plenty of authority for enjoining the use of a bottle 
of a particular shape. We regard Charles E. Hires v. Consumer’s Co., 100 F. 809, 
as very like this case in its facts, where the defendant deliberately chose for one of 
its products a bottle of a peculiar form used by the plaintiff. In A. Bauer & Co. v. 
Distillerie de la Liquer Benedictine, 120 F. 174, the defendant was forbidden to use 
a black glass bottle of ungainly shape because the trade knew it as a container for 
plaintiff’s cordial. There were incidental marks by labels and seals involved as 
identifying features there but use of the bottle of the given shape was one of the 
things enjoined. So it was in Saxlehner v. Eisner & Mendelson Co., 179 U.S. 19, 
and in Gulden v. Chance, 182 F. 303. In H. E. Winterton Gum Co. v. Autosales 
Gum & C. Co., 211 F. 612 [4 T.-M. Rep. 237], the shape of a round box was one of 
the dress of complainant’s product which was held to be distinctive and deserving 
of protection. In Cook & Burnheimer v. Ross, 73 F. 203, the form of the bottle 
was the only thing at issue in the case, where the labels, because they advertised 
the same kind of whiskey but different grades, could hardly be sufficient to distin- 
guish the parties’ products and the Court enjoined imitation of the plaintiff's bottle. 

The New York law does not refine the common law in this phase of the law of 
unfair competition. In Brown v. Doscher, 147 N. Y. 647, the Court said the law 
did not entitle a party to appropriate a form of package and gave Enoch Morgan & 
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Co. v. Troxell, 89 N. Y. 292, as its authority. The form was not an issue in the 
Brown v. Doscher case in the lower Court, 73 Hun. 107, and had not been found a 
mark of plaintiff’s goods. It was not argued by the lawyers on appeals, pages 648 
and 649. What the Court, in Morgan v. Troxell, had said was that “this form of 
package” could not be appropriated as a trade-mark when it was referring to the 
square surface of a cake of soap. In Fischer v. Blank, 138 N. Y. 244, the plaintiff 
had packed tea in a parallelopiped constituted of a wrapper recorated with disks and 
labels. The lower Court held the plaintiff was entitled to the exclusive use of the 
characteristic form and style of package and adjudged that the defendant infringed 
on plaintiff’s rights by using for his tea a package with wrapper, disks and labels 
similar to those adopted and used by the plaintiff. The opinion said that “under 
ordinary circumstances the adoption of packages of peculiar form * * * is not suf- 
ficient to constitute a trade-mark.” The phrase “under ordinary circumstances” 
makes this statement an abstraction and that it was uttered in vacuo appears from 
the holding that the plaintiff had acquired “‘an exclusive right to the use of the pack- 
ages of the shape, style and dimensions in which they exposed their goods for sale 
with the other implements, devices and other distinctive features delineated or im- 
pressed upon them.” To explain its own departure from its earlier abstraction 
which we have quoted, the Court concluded by saying: “No inflexible rule can be 
laid down. -Each case must, in a measure, be a law to itself.” In that case, the 
simplest of forms, a parallelopiped, was thus held to be one element of the dress of 
the plaintiff’s goods which could not be copied. Either the decorative elements that 
went with it or the form or both had to be changed in order to change the appearance 
of the defendant’s package. In /nternational Latex Corp. v. Scheinberg, 263 App. 
Div. 861, the receptacle in which the plaintiff’s goods were marketed was a tube, 
capped by colored caps. The Court restrained the defendants from “using the 
tubular packages, the caps * * * so similar to plaintiff’s as might tend to deceive the 
trade or the public.” In Lever Bros. Co. v. Eavenson & Sons, Inc., 157 Misc. 297 
[25 T.-M. Rep. 648], the Court enjoined the imitation of the shape and color of a 
bar of soap. At 249 App. Div. 617, the Court stated that this was “modified by 
restraining the defendants from making any soap * * * which possesses a carbolic 
* * * odor and which is in appearance and design calculated to deceive the ordinary 
purchaser.” Design involved the shape of the cake—the restriction of color was 
deleted. The Court, in Fischer v. Blank, supra, added: “The true test, we think, is 
whether the resemblance is such that it is calculated to deceive and does in fact de- 
ceive the ordinary buyer making his purchases in the particular traffic to which the 
controversy relates.” This is the ordinary common law and we find no New York 
case which deviates from it. 

In 1934 the president of the plaintiff acquired a design patent of the bottle it has 
used since and defendant argues that this deprives plaintiff of the right to complain 
now of the defendant’s mode of competition and cites Corning Glass Co. v. Pasman- 
tier, 30 F. Supp. 447 ; Kellogg v. National Biscuit Co., 305 U. S. 111 [28 T.-M. Rep. 
569] ; and Cohan v. Robbins Music Corp., 244 App. Div. 697. The Cohan case in- 
volved a copyright and is irrelevant. In the other two cases the defendants had 
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practiced the methods of expired process patents in manufacturing. The form in 
the Kellogg case was the form of the article and associated with it, not with the 
manufacturer. The plaintiff here is not complaining of the defendant’s making or 
selling a bottle but of its using a bottle in the cosmetic trade to gull the public and to 
injure the plaintiff. Plaintiff’s bottle appears to have intrinsic value and its design 
gives it decorative competence as defendant suggested on the trial. The merits of 
the bottle may well have been an inducement to condition the buyers’ minds more 
readily to adapt the bottle’s shape as a mark of origin but there is no evidence that 
any purchaser was buying the bottle. A shopper may well have in mind a second 
use for wrapping paper and twine while a bundle is being wrapped. In Cook & 
Burnheimer v. Ross, supra, the design of the bottle was patented and the Court 
paid no attention to that feature of the case. 

In 1937 the plaintiff started an action against another party than the defendant 
for unfair competition and for infringement of its design patent. In answer to an 
interrogatory presented by it in that case, the name of the defendant was given as a 
user of an example of adverse use in the endeavor to invalidate its design patent. It 
made no investigation, of this allegation. The action was settled. Defendant now 
argues that plaintiff’s failure to investigate and object in 1938 was laches. With 
this we do not agree and even if we did, this being an action to vindicate a continuing 
legal right, laches would be no defense, Galway v. Metropolitan E. R. RR. Co., 128 
N. Y. 132, at 155, and certainly no reason to deny injunctive relief. We have al- 
ready said that defendant’s operations had been largely in another field than that 
occupied by the plaintiff. The defendant itself does not make any point of this dif- 
ference as it cannot very well, inasmuch as the two fields are contiguous and always 
overlapped to an extent. Attribution to plaintiff of the manufacture of defendant’s 
product as a consequence of the bottle’s use is harm enough. 

We, therefore, grant an injunction forbidding the defendant to merchandise in 
the retail cosmetic trade its cologne or bath water by whatever names it may be 
known in bottles, however decorated or labelled, having the same proportions and 
symmetry as the plaintiff’s bottle or so substantially like it in proportions and sym- 
metry as to be confusing. Charles E. Hires v. Consumer’s Co., supra, at pp. 813 
and 814; Oneida Community, Ltd. v. Oneida Game T. Co., Inc., 168 App. Div. 769, 
at p. 782 [5 T.-M. Rep. 316]. 
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RADIO CORPORATION OF AMERICA v. DECCA RECORDS, INC. Et at; 
SAME v. COLUMBIA RECORDING CORPORATION et At. 


United States District Court, S. D. New York 
May 13, 1943 


TRADE-MARK INFRINGEMENT—SUITS—PLEADING AND PRACTICE. 
The two causes, though not consolidated by order, were tried together on stipulation that, 
unless otherwise specified, all evidence was to be considered as taken in both cases. 


UnFair COMPETITION—TRADE-MARKS—‘RED SEAL” ON RED FOR RECORDS—SECONDARY MEAN- 
ING—INVALIDITY. 


A trade-mark for a red center to a record, or for the phrase “Red Seal” held far too broad 
a zone of potential exclusion of others, whether it be viewed as a registered trade-mark, or as 
a common law trade-mark or as a secondary meaning for the words “Red Seal.” 
UnrFrair CoMPETITION—USsE oF Rep Cotor on Disc Recorps—Non-DIsTINCTIVE FEATURE. 
There cannot be a trade-mark in color alone. Therefore, plaintiff could not, by the use of 
a red color on the center of its phonograph disc records, prevent others from a similar use of 
the same color, especially as the use of a circular shape in the center of a circular record is 


inescapable, and, moreover, such records are purchased, not by color, but by sound or from 
catalogs of record titles. 


INFRINGEMENT AND UNFAIR COMPETITION—-SUITS—-J URISDICTION. 
Where, in a suit for trade-mark infringement and unfair competition, there was no diver- 
sity of citizenship, the federal court held to have derivative jurisdiction of the Columbia case. 


In equity. Actions for trade-mark infringement and unfair competition. Com- 
plaints dismissed. 


Rogers, Hoge & Hills, New York, N. Y., (Clifton Cooper and Leslie D. Taggart, 
both of New York, N. Y., James H. Rogers, Chicago, IIl., and Daniel Creato, 
Camden, N. J., and counsel) for plaintiff. 

Milton Diamond (Jerome H. Adler and Orville N. Green of counsel), all of New 
York, N. Y., for defendants Decca Records, Inc., and Decca Distributing Cor- 
poration. 

Goldmar, Colin & Kaye (Willis H. Taylor, Max Freund, and John T. Farley of 
counsel ), all of New York, N. Y., for defendants Columbia Recording Corpora- 
tion and Columbia Phonograph Company, Inc. 

Olcott, Havens, Wandless & Stitt (Neilson Olcott of counsel), both of New York, 
N. Y., for defendant Times Appliance Company, Inc. 


Woo rsey, District Judge. 


The causes against the two Decca defendants, the Columbia defendants, and the 
Times Appliance Company are hereby dismissed, with a grant to the said defendants 
of all taxable costs, disbursements and allowances. 

I. For convenience in discussing these causes, I shall hereinafter refer to the 
plaintiff as Victor, and the defendants in the two causes as Decca and Columbia re- 
spectively. 

The two causes, although not consolidated by order, were tried together on 
stipulation that unless otherwise specified, all evidence was to be considered as taken 
in both causes. 
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II. Victor, Columbia and Decca, among other companies, make some records 
with red labels in their centres, and the only real question posed for me to decide 
is whether the use of labels of a red color—and this alone—leads to confusion among 
retail buyers of records and promotes or tends to promote the passing off of Columbia 
or Decca records in the place of Victor records when the ultimate consumer pur- 
chasing is a normal man who can read and is of reasonable native intelligence. 

III. In view of Rule 52 (a) of the Rules of Civil Procedure, 28 United States 
Code, following Section 723c, it is now a work of supererogation to write a con- 
sidered opinion on the facts and the law in a non-jury cause or proceeding, for its 
place will be taken by formal findings of fact and conclusions of law separately num- 
bered and stated. 

In this proceeding, therefore, in spite of the long time that was occupied on the 
trial, I shall only very briefly refer to such facts as I think will explain my decision, 
and give a statement of my conclusions of law thereon. 

IV. As the late Emory Buckner, Esq., a really great trial lawyer, once truly 
remarked : 


There is no such thing as a democracy of facts. 


That was a very wise remark, for, in every trial, there emerge some facts which 
are the master or control facts, about which the disputed facts will inevitably group 
themselves, as will iron filings about the ends of a magnet,—although the disputed 
facts usually do not form so orderly a pattern as do the filings. 

The approach to a decision through the master facts is the only reasonably safe 
approach to the solution of the facts developed in a cause. As in golf the proper 
stance and the proper cadence of one’s swing tends, without insuring accuracy, to 
make a stroke accurate, so an habitual good technique of approach to a decision of 
the facts in a cause, tends to bring about a correct solution of those facts. But, 
as in golf, the terrain may result in having the ball come to rest in unexpectable 
places. All that a judge can be sure of is that he follow a good technique. 

The master of facts in a cause, in the order of their objective are, I venture to 
say— 
1. Admitted facts. 

2. Facts conceded by counsel at the trial, and 

3. Facts proved by such a preponderance of credible unchallenged evidence as to estab- 
lish them beyond a peradventure. 


V. 





The master facts in this cause are— 


1. The incorporation and, hence, the residence of the parties. 

2. The registration of the trade-marks involved,—with the validity of which I shall 
later deal. 

3. The use of the center of disc records from time—in effect, for my purposes—im- 
memorial, to carry the label of the record, which always contains the name and at least 
some of the trade-marks of its maker, the composition recorded on it and the name or 
names of the recording artist or artists. 

4. That about one-third of the spectrum, visible to the normal human eye, is occupied 
by red or reddish color. 

5. That the favored colors used in the record industry for labels on the centre of disc 
records have always been red, blue and black. 
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6. That the labels or identifying marks on disc records have always been placed at the 
centre thereof. 

7. That the centre of disc records, as always and at present made, is a functional part of 
such records needed to ensure that the needle of the phonograph will follow the sound 
grooves properly, and through ingenious devices, produce the sound which is the third,— 
or, perhaps, it should be called, the fourth—dimension of the record, and the only raison 

"étre thereof. 

8. That in every circular disc record—looking from the perimeter in towards the centre 
—we find, concentrically arranged: first, a narrow rim to the record; second, the ring of 
sound grooves, which occupy an area, large or small, according to the amount of music 
to be played on the record; third, an annular space without sound grooves varying in 
width, according to the area occupied by the sound grooves; fourth, indented on a slightly 
lower plane the label of the record, giving the composition, the name of the recording 
artist or artists, and, at least in the case of the three companies here involved, the clearly 
printed name in large type of each company and some of its owner trade-marks, if any ; and, 
then fifth, in the exact centre of each record is the spindle hole through which a spindle 
passes holding the disc in position on the turntable of the phonograph, as will a little later 
herein be further mentioned. 


9. That the label is pressed, by a formerly patented process, into the substance of the 
disc when the record is pressed, and so in effect constitutes an inherent part of the record. 


I have already mentioned above that the centre of the disc record, whereinto— 
as records are now made—the label is pressed, is a functional part of the record 
whereby the record is so held in position by a spindle passing through the central 
spindle hole of the disc, as to make the needle of the phonograph follow the sound 
grooves and not damage the record. 

VI. The color of the label is not functional qua color, as has been held in respect 
of matches with two colors, one on the head and one on the tip where they are to be 
struck. Cf. Diamond Match Company v. Saginaw Match Company, (C. C. A. 6), 
142 F. 727, 729, 730. 

It seems to me, however, that it cannot properly be contended that a colored 
round label, affixed to the circular centre of a circular disc record, is the use of color 
in the form of a design, as it must be to constitute a trade-mark. Cf. Lescher Rope 
Co. v. Broderick, 201 U. S. 166, 171. The circular shape of this centre is ines- 
capable. All that has happened is that a functional part of the record has been 
colored, not that a design has been achieved. 

This renders void the plaintiff’s trade-marks, for color qua color may not be a 
trade-mark. 

Whether the registered trade-mark of the words “Red Seal” is merely a descrip- 
tive term, and not a fanciful or arbitrary term, I need not, and do not, decide for 
reasons hereinafter given, although many of the plaintiff’s witnesses used the term 
“Red Seal” and red label interchangeably, and thus quite unintentionally showed that 
the words “Red Seal” were really descriptive of and not an arbitrary term for a red 
label in the centre of a disc record. 

I do not have to decide this question as to the words “Red Seal,” for the trade- 
mark of the words “Red Seal” shares, as a trade-mark, inevitably the fatal infirmi- 
ties of the color red as a trade-mark for the reasons involved in the physics of light 
with which I shall now essay very briefly to deal. 

VII. White light, as dispersed into colors by a prism, constitutes the spectrum. 
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Apropos of this, several observations should be made, based on evidence of the 
experts—Professor Hardy, of the Massachusetts Institute of Technology, and Pro- 
fessor Hecht, of Columbia University—called respectively by Victor and Columbia. 
These observations are: 





First: What color is seen by the normal eye depends on the wave lengths given off by 
the color in question. 

Second: From a macrocosmic viewpoint, the wave lengths of color viewed as light 
visible to the normal eye occupy a very small band of the whole number of wave lengths 
recognized by physics. Cf. Color as Light, Exhibit 426, at page 5. 

Third: The visible color spectrum wave lengths are measured in millimicrons, cf. page 
5 of Exhibit 426, and extend from 400 to 700 millimicrons inclusive. 

























From circa 610 to 700 of the said wave lengths the color to the normal eye is of 
red hue, shading from the deepest red until by gradations of color it gradually turns 
to orange. 

Thus circa one-third of the visible spectrum is of a red or reddish color. From 
the use of any part of this broad color band on labels of disc records, the plaintiff 
claims the right—to put it in its mildest form—to file a caveat against all other 
makers of disc records on the pain of their creating, what the plaintiff is pleased to 
call, “instruments of fraud,” challengeable by appropriate court proceedings. 

To me, under the circumstances shown in this cause, this seems to be an egregi- 
ously exaggerated claim. 

A trade-mark for a red centre to a record,—secured, as here, ex parte, or for the 
phrase “Red Seal,” also so secured,—is far too broad a zone of potential exclusion 
of others, whether it be viewed as a registered trade-mark, or as a common law 
trade-mark, or as a secondary meaning for the words “Red Seal.” 

I find the words “Red Seal’’ have achieved a secondary meaning as the product 
of the plaintiff and its predecessors. But clearly the words “Red Seal” intrinsically 
are cursed with the same trade-mark infirmity as is the use of the color red. Its 
objective is the same as just noted above, and it is far too broad in its potentialities 
of exclusion to be countenanced by a court. 

So we are faced by an invalid secondary meaning which cannot take the place 
for remedial purposes of an invalid trade-mark. Cf. Standard Paint Company v. 
Trinidad Asphalt Manufacturing Company, 220 U. S. 446 [1 T.-M. Rep. 10]. 

VIII. If I am right in this holding, we are driven to consider the question in these 
causes as a question of whether there was naked, unfair competition, cf. Standard 
Paint Company v. Ruberoid Roofing Company, 224 F. 695, 698 (C. C. A. 7), [5 T.- 
M. Rep. 207], whereby the records of Columbia and Decca, under all the circum- 
stances shown in this cause, reasonably could have been confused with, or passed off, 
as records of Victor. 

IX. Federal jurisdiction herein was originally based on the fact that the trade- 
marks on which the suit was based were registered under the Trade-Mark Act, 
15 United States Code, Section 81 et seq. 

Having held such trade-marks were invalid, I am left in the Columbia cause 
| with a controversy as to unfair competition between a corporation of the State of 
‘ Delaware, the plaintiff, and one defendant corporation, which is also a citizen of 
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Delaware. This lack of diversity of citizenship, under the circumstances, does not 
foreclose the Federal Court’s jurisdiction of the Columbia cause, but leaves me, under 
the decisions of the Supreme Court, with what I may, perhaps, aptly call derivative 
jurisdiction. See Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 
U. S. 315, 325 [29 T.-M. Rep. 3], and Hurn v. Oursler, 289 U. S. 238 [23 T.-M. 
Rep., 267]. 

X. Herein the plaintiff’s contentions are that the red color of the label at the 
centre of a record lays a foundation for confusion which may be the basis for sus- 
taining a claim of unfair competition on the recognized right not to have an object 
created whereunder there is a reasonable potentiality that B’s goods may be passed 
off as A’s product. 

I do not find credible proved instances of the creation of such a potentiality or of 
any passing off, and, in view of the circumstances under which records are sold, no 
inherent probability of such passing off on any person possessing a full equipment 
of senses. 

The highly artificial evidence of the plaintiff’s investigators wholly failed to im- 
press me. Cf. Coca-Cola Co. v. Carlisle Bottling Works, 43 F. 2d 101, 117, 118 
[19 T.-M. Rep., 127], affirmed 43 F. 2d 119 (C. C. A. 6), New England Confec- 
tionery Co. v. National Wafer Co., 224 F. 344, 347 (C. C. A. 1) [5 T.-M. Rep., 
388]; Rathbone Sard & Co. v. Champion Steel Range Co., 189 F. 26, 32, 33 
(C.C. A. 6) [1 T.-M. Rep., 259]. 

Disc records are commodities which are sui generis. They are not bought, for 
example, as are biscuits or ale, or beer, or medicines. They are, supposedly, instru- 
ments of aesthetic delight. At least, that is the purchaser’s—and the seller’s—ap- 
proach to them. 

Records are considered purchases. I am satisfied beyond any doubt that before 
buying a record, between fifty percent and sixty percent of retail purchasers of 
records take them, put them on the turntable of a phonograph in the shop and play 
them before buying them. The rest of the retail purchasers of records order them 
by name from catalogues of records with which the modern world seems to me to be 
flooded. 

XI. The facts in regard to the spectrum above noticed may explain why it has 
so wisely become almost a judicial cliche, to say there cannot be a trade-mark in 
color, and also why, in spite of the pressing of millions of red centered records, the 
plaintiff hitherto paid only, what may fairly be called, sporadic attention to them 
until it began preparation for these causes. 

I am almost persuaded that what the plaintiff dislikes is not what it is pleased 
to call unfair competition, but is any competition whatever. 

Indeed, the more I ponder on these causes, the less meritorious the plaintiff’s 
claim appears to me. I will go so far as to state that I carried away from the trial 
the distinct impression that on the question of confusion and passing off, some of 
the witnesses employed by the plaintiff seemed to share my lack of belief in the plain- 
tiff’s case. E. g. The evidence of Murray, the present general manager of the Record 
Division of the plaintiff, called by Columbia. They seemed to be satisfied, as I am, 
that records are not sold by color but for sound. 
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XII. Instead of turning over the making of the findings of fact and conclusions 
of law to the defendants Decca and Columbia as the winning parties, and in order to 
save time, I have followed the short form of such findings and conclusions which 
will be found approved in Armstrong Co. v. Nu-Enamel Corp., 305 U. S. 315, supra, 
at page 321, and which I used successfully in American Brake Shoe and Foundry 
Company v. Alltex Products Corp., 117 F. 2d 983 [31 T.-M. Rep., 125]. 
I file these findings and conclusions herewith. 


POSTSCRIPTUM 























The trial of these causes began on January 24, 1943, and the argument was finally 
concluded on April 29, 1943. It was therefore, I believe, one of the longest trials in 
a cause of trade-mark and unfair competition which has been held. 

Sometimes it seemed during the course of the trial as if it were not a litigation, 
but a way of life; and I think I told counsel so. However, it was a litigation, and 
even the longest litigation leads at last to a decree. 

It is a very pleasant thing for a Judge to have before him such counsel as I had 
in the present cause. I should be lacking in my manners if I did not express to all 
counsel my deep appreciation of the efforts they made in their trial briefs and during 
the trial to make matters easy and clear for me. 


TUCKER v. HONIGMAN 
New York Supreme Court, Special Term, Kings County 
May 23, 1943 


UnFrair CoMPETITION—“Hupson Bay Fur Co.” ann “Hupson CANADIAN Fur Co.”—UsE oF 
SIMILAR TRADE-NAME—LACK OF Proor oF CONFUSION—LACHES. 

Although the adoption by defendants in their fur business of the name “Hudson Canadian 

Fur Co.” was evidently a deliberate attempt to imitate plaintiff’s name “Ben Tucker’s Hudson 
Bay Fur Co.”, and their repeated movings to locations near plaintiff’s store and the use of 
similar store fronts showed that they tried to capitalize on plaintiff’s good will, nevertheless, 
the fact that plaintiff had acquiesced for twelve years in such use of the name by defendants, 
and no instances of confusion of customers were shown held to justify denying plaintiff’s mo- 
tion. 


In equity. Action for unfair competition. 
inary injunction. Motion denied. 





On plaintiff’s motion for a prelim- 










Hootey, Justice. 








Motion by plaintiff for a temporary injunction restraining the defendants from 
moving their place of business to No. 565 Fulton street, Brooklyn, a location four 
doors from that of plaintiff and doing business there under the name of Hudson 
Canadian Fur Co. The name plaintiff uses in its business is “Ben Tucker’s Hudson 
Bay Fur Co.” The plaintiff has used the name Hudson Bay Fur Co. since 1928. 
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His predecessors in interest used the name since 1922. The plaintiff’s business was 
formerly conducted at Nos. 194-200 Livingston street, Brooklyn. In 1931 the de- 
fendants herein, who had conducted a retail fur store a block away from plaintiff’s 
place of business under a slightly different name, moved to a new location a few 
doors from plaintiff’s store on Livingston street and adopted the name “Hudson 
Canadian Fur Co.” The line of merchandise was almost identical. The front of 
defendants’ store was made to closely resemble the front of plaintiff‘s store. The 
plaintiff took no action to restrain the defendants, but in 1937 moved to No. 557 
Fulton street. Since moving he has increased his sales by advertising and industry 
until his annual sales now exceed $330,000. Now the defendants again propose to 
do what they did on Livingston street. The court is unable to escape the conclusion 
that the defendants have sought to capitalize upon the success of the plaintiff by 
adopting a somewhat similar name and a location to that of the plaintiff. The de- 
fendants by this improper and willful pursuit of the plaintiff in an endeavor to put 
its similar business with its similar name in close proximity to plaintiff’s store are 
apparently seeking to deceive the public. These changes in location by defendants 
and the assumpton of its name after the plaintiff has established a prospering busi- 
ness at the Livingston street address did not happen by chance. This unusual series 
of claimed coincidences indicates a studied attempt to bring about an unfair competi- 
tion by misleading the public. Nevertheless, the court feels constrained to deny the 
application. The defendants have been using their present name since 1931 to the 
knowledge of this plaintiff. This plaintiff did nothing about it except to move to 
another locality. After an apparent acquiescence by the plaintiff in the use of the 
defendants’ name for approximately twelve years, during which defendants have ad- 
vertised extensively, the defendants have now entered into a lease for fifteen years 
at an average rental of $9,000 per year of the premises No. 565 Fulton street. In 
addition, the position of this plaintiff is weakened considerably by the fact that the 
sign on its store has thereon in very large letters “Ben Tucker’s Hudson Bay Fur 
Co.”, while the sign on the present store of the defendants reads “Hudson Canadian 
Fur Co.” The advertisements of the two firms are carried out under these names 
and there is, in the opinion of the court, a sufficient difference in the names to jus- 
tify the non-interposition of the court by such a drastic method as that sought, not- 
withstanding what the court concludes was an improper intent on the part of the 
defendants. The sufficient dissimilarity in the names which justifies the court’s 
refusal to intervene by way of temporary injunction may explain plaintiff’s failure 
to produce the affidavits of any customers who, it is claimed, have been misled. The 
court reluctantly denies the motion, with leave to renew at any time prior to the trial 
upon a showing that by signs, similarity of store front, or otherwise, the defendants 
have succeeded in confusing the public. 


ET 











































MEEM-HASKINS COAL CO. v. CENT. FUEL CORP. 411 


MEEM-HASKINS COAL CORPORATION v. CENTRAL FUEL 
CORPORATION 


United States Court of Customs and Patent Appeals 
July 6, 1943 
Opposition No. 20,173 


TRADE-M ARK,—OPposITION—“‘ORIGINAL GREEN RinGE” ON CoaL—PropuceR VERSUS AGENT— 
RIGHT TO REGISTER. 

Opposer began in 1925 to market its coal through sales agents under the name “Green 
Ridge,” one of said agents, applicant’s predecessor, before severing its relations with opposer, 
having purchased one of the Green Ridge mines and continued to sell coal mined therefrom as 
“Green Ridge” coal. Subsequently applicant and its immediate predecessor sold opposers coal 
as “Original Green Ridge,” applicant having been exclusive sales agent up to 1940. Held that, 
inasmuch as title to the coal sold under the trade-mark remained with opposer and the public 
had come to identify said coal with opposer, applicant was not entitled to register the mark. 

TRADE-MARKS—OwNERSHIP—OPPosITION—W HO May Oppose. 

In an opposition proceeding it is not necessary for opposer to prove that he has the exclu- 
sive right to use the mark, since, under the principles of equity, it often happens that, by vir- 
tue of the conduct of the parties, more than one may use a trade-mark, but only one can have 
ownership of it in a trade-mark registration sense. 





On appeal from the Commissioner or Patents dismissing a trade-mark opposi- 
tion. 
Reserved. For the Commissioner’s decision see 32 T.-M. Rep. 564. 


Donald S. Caruthers (E. W. Mollohan, Jr., of counsel) for appellee. 
Wm. J. Grant and Charles R. Allen both of Washington, D. C., for appellee. 


Before GARRETT, Presiding Judge, and BLAND, HATFIELD, LENROOT, and JACK- 
son, Associate Judges*. 


BLAND, Judge, delivered the opinion of the court : 


This is an appeal from the decision of the Commissioner of Patents of the United 
States Patent Office in a trade-mark opposition proceeding wherein Meem-Haskins 
Coal Corporation (hereinafter referred to as opposer) filed notice of opposition to 
the registration by the Central Fuel Corporation (hereinafter referred to as appli- 
cant) of the trade-mark “Original Green Ridge” as used in the sale of coal. 

The record shows, among other things, that the opposer, since 1921, has been 
engaged in mining bituminous coal at Emmons, Kentucky; that since about 1925 
it has been marketing its coal through exclusive sales agents; that in the year 1925 
the Columbus Mining Company was its exclusive sales agent and at that time it 
began selling its coal under the notation “Green Ridge,” while Mr. Haven A. Requa 
was sales manager of the Columbus Mining Company. He suggested the name 
“Green Ridge,” and that term was used when the Carbon Glow Mines, Inc., took 
over the exclusive sales contract formerly held by the Columbus Mining Company. 


* Lenroor, Judge, took no part in the consideration or decision of this case. 
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The Columbus Mining Company, before its relationship with opposer was 
severed, purchased one of the mines of opposer from which said “Green Ridge” coal 
had been mined and sold, and it continued to sell coal from said purchased mine under 
the notation “Green Ridge.” 

Carben Glow Mines, Inc., proceeded to sell opposer’s coal under the notation 
“Original Green Ridge,” which is the mark here sought to be registered. In 1931 
that company was consolidated with or absorbed by the Central Fuel Corporation, 
the applicant. 

Applicant acted as exclusive sales agent for opposer, with the exception of a 
short period in 1932, up to 1940, when the contract between applicant and opposer 
was terminated, the termination taking place some three months after applicant had 
filed the here-involved application. Opposer, since the termination of said agree- 
ment, has been selling its coal through the Sunday Creek Coal Company, as exclu- 
sive sales agent. 

Applicant does not produce coal but, as sales agent, sells a number of different 
brands produced at various mines. 

The contract between opposer and applicant was not introduced in evidence. 
It appears from the record, however, that by the terms of the contract, applicant was 
constituted exclusive sales agent of opposer and that applicant, through its salesmen, 
secured orders for “Original Green Ridge” coal, placed the orders on blanks which 
it furnished, and sent them to opposer, who filled the orders by loading the ccal on 
cars and shipping it to the purchasers ; that sometimes labels were placed on the cars 
or on the coal but that most of the time the coal or the cars were not labeled with 
any trade-mark designation. The shipping papers disclosed that it was “Original 
Green Ridge” coal that was being shipped. Applicant was responsible for the pay- 
ment for the coal, made collections thereof, and remitted to the opposer, the com- 
mission retained by applicant not being disclosed. The expense of advertising the 
“Original Green Ridge” coal to the coal-purchasing trade was paid by applicant. 

We think it is made clear from the record that in the sales of “Original Green 
Ridge” coal the purchaser was informed that the coal, the quality of which was 
well and favorably known, was the product of opposer. 

The Examiner of Interferences, after stating the facts substantially as set out 
above, said: 


It seems to the examiner under the foregoing circumstances, at least in the absence of a 
definite understanding between the parties, that use of “Original Green Ridge” as a trade- 
mark during the period of their association was to inure exclusively to applicant’s benefit, 
that the applicant’s activities in promoting the sale of opposer’s coal under this mark have 
been carried out merely in the capacity of an agent. There is no evidence in the record 
which is deemed sufficient to establish the existence of such an understanding, and in ac- 
cordance with well known principles of agency the opposer rather than the applicant is 
therefore deemed to be an owner of the mark. 

The fact referred to by applicant that the mark has appeared in advertisements and on 
labels for the goods in association with applicant’s name and without reference to its 
status as an agent of opposer is deemed not to be material here. As stated by the Court 
in the case of Shaver et al. v. Heller & Merz Co., (C. C. A. 8th; 108 Fed. Rep. 821, 824) : 

“One does not lose the good will of his trade in an article * * * by placing upon it the 
names of his customers who are selling it, nor by the fact that consumers know only the 
name and excellence of the article and neither know nor care who makes it.” 
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Accordingly, the notice of opposition is hereby sustained and it is further adjudged 
that the applicant is not entitled to the registration for which it has made application. 





Upon appeal to the Commissioner of Patents, the decision of the Examiner of 
Interferences was reversed. The Commissioner said: 
















































Applicant’s predecessor in business in soliciting orders as exclusive selling agents for 
the “Original Green Ridge” mine located at Emmons, Kentucky, assured the trade that the 
coal would be the original product of that mine and that customers could “depend upon its 
quality, preparation and service.” 


On the order blanks of applicant’s predecessor in business that company’s name appeared 
as the seller and there was printed on the order slip the following: 


“Seller is responsible for any loss occasioned by improper preparation of coal or coke 
and for any loss occasioned by failure to ship in accordance with agreement of purchase 
or through failure to properly forward prompt notice of shipment.” 

Apparently, the understanding was that applicant, or its predecessor in business, would 
not apply the name to any coal other than that particular coal from that particular mine. 
However, applicant at times, and without objection by opposer, did ship coal like opposer’s 
coal in grade and character, but produced at other mines, in filling orders for “Original 
Green Ridge” coal to meet exceptional situations. Also, during a brief period when appli- 
cant was unable to function, opposer, without objection from applicant, arranged with 
other concerns to sell opposer’s coal under the name “Original Green Ridge.” I regard 
these instances of departure from the normal routine of operation under the agreement as 
insignificant since they were due to special circumstances and were so recognized by both 
parties. 

The above, I think, gives a fair picture of what the record shows, except possibly it 
may be added that apparently it was an officer of applicant’s company who suggested the 
name for the coal. 

Thus it appears that, although applicant was known as opposer’s selling agent, actually 
applicant’s business of selling the coal under the trade-mark “Original Green Ridge” was 
its own business and not the business of opposer, and I believe this was recognized by pur- 
chasers from the fact that applicant’s name, and not opposer’s, appeared on the advertising 
and order blanks, that orders were directed to applicant and the purchase price was to be 
paid to applicant on bills rendered by applicant, and applicant was responsible for supplying 
purchasers with the coal that was ordered and for its condition. Opposer was obligated 
merely to ship the coal as and when ordered to do so by applicant and for the account of ap- 
plicant, and opposer was obligated to applicant and not applicant’s customers to maintain 
the character, quality and condition of the coal. 

I do not consider the application of the mark by opposer, at the request of applicant, to 
coal shipped to applicant’s customers on applicant’s orders and for applicant’s account to 
constitute trade-mark use of the mark by opposer in its business of producing coal and al- 
lowing it to be sold by applicant. 


It is the contention of opposer that applicant was merely the agent of the producer 
of “Original Green Ridge” coal; that the ownership of the mark was always in the 
opposer ; that applicant’s use of the same was for the opposer ; that the coal-purchas- 
ing public knew of the excellent qualities of opposer’s coal and purchased it with 
the full knowledge that it was opposer’s product; and that to permit applicant to 
assert exclusive ownership and right of use of the mark would greatly damage op- 
poser and be confusing to the coal-purchasing public. 

Applicant contends that, while it was styled “sales agent” in the contract and re- 
ferred to as such in the testimony and on the labels and other documents, the or- 
dinary principles of the law of agency do not control because it acted in the nature 
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of a distributor; that the distribution business was its own; that since the mark 
was originated by applicant or its predecessor and exclusively used by it, it is there- 
fore the owner of the mark and entitled to the exclusive use which the right of regis- 
tration presumes. Applicant does not assert that title to the coal ever passed to it. 

In the record, as an exhibit introduced by opposer, is a letter written by said 
H. A. Requa, as the then vice-president of the Carbon Glow Mines, Inc., to S. H. 
Meem president of opposer. Appearing therein is the following statement : 


Mr. Grethel and Mr. Mondey have been after me for quite a time asking for permission 
to sell your coal as “Original Green Ridge.” I have rather side stepped the proposition 
to date owing to the fact that, irrespective of what the Columbus Mining Company do to 
me or try to do, the record of Carbon Glow Mines, Inc., will be absolutely clean. 

Mr. Mondey now tells me that he thinks we have a legal right to sell your coal as 
“Original Green Ridge” and under the circumstances we have an ethical right to do this 
too. As I understand it, Mr. Mondey talked to you when he saw you last in regard to the 
proposition and heard from you that one of your legal friends said such a course of pro- 
cedure was O.K. If from a legal standpoint we have a right to sell your coal as Green 
Ridge, then, perhaps, we ought to do it, but first can you help me out and tell me just what 
our status is from a legal standpoint? 


At the time this letter was written, the Columbus Mining Company was, by a 
tacit agreement with opposer, selling its coal under the trade term “Green Ridge,” 
that is, coal produced from the mine purchased from opposer. It is important to 
note that Mr. Requa, vice-president of the Carbon Glow Mines, Inc., applicant’s 
predecessor, thought it necessary to obtain permission from the producer of the coal 
before using the new mark “Original Green Ridge.” 

Another significant fact which appears from the testimony of Mr. Requa is his 
quotation from applicant’s Exhibit 1 (a photostat of a page from Mac’s Coal Direc- 
tory and Buyers’ Guide of 1938) as follows: 


Q. 43. And what is the rest of that line that runs across there and was just referred 
to, on that page 159? 

A. “Operating Company, Meem-Haskins Coal Corporation; General Offices, Lynch- 
burg, Virginia; name of mine, Meem-Haskins; Railroad, L & N; shipping point, Jeff; 
Seam or vein, Hazard No. 4; cars daily, 17; Sales agents, Central Fuel Corporation.” 
[Italics ours. ] 

Q. 44. Calling your attention to an advertisement at the bottom of this page 159, 
running clear across the page about an inch and a half in depth, I will ask you whether 
that bears the name of “Central Fuel Corporation” or not? 

A. Yes. 

Q. 45. Does it also bear any reference to “Original Green Ridge?” 

A. Yes, the trade-mark and the trade-name is used. 

Q. 46. Do you know who paid for that advertisement? 

A. Central Fuel Corporation. 

Q. 47. Do you know whether the opposer was aware of the fact that the adver- 
tisement was put in there? 

A. Yes. 


On this Exhibit 1 is an advertisement by the Central Fuel Corporation in which 
it is disclosed that that company sold “Original Green Ridge” coal—Hazard No. 
4, and the “Original Green Ridge” trade-mark is displayed on the ad. The signifi- 
cant feature of the quotation from the directory is the fact that the purchasing public 
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was informed of the Meem-Haskins mine and the seam or vein of coal which it 
mined and that “Original Green Ridge” coal came from the vein named as Hazard 
No. 4. 

Another exhibit, introduced by the opposer, Exhibit 19, is a photostat of a por- 
tion of Black’s Coal Directory, Seventh Edition, in which it is shown that Meem- 
Haskins Coal Corporation, at its Emmons mine at Emmons, Kentucky, sold 
“Original Green Ridge” coal through the Central Fuel Corporation as its “Sales 
Agent.” 

When the purchaser read literature of this character, distributed to the coal-pur- 
chasing public, he knew that he was obtaining opposer’s product, mined at a well- 
known mine, and nothing in this record indicates that the title to the coal at any 
time ever passed to the selling agents. This is true notwithstanding the fact that 
the record does disclose that the sales agent was obligated to the purchaser to see 
that he was reimbursed for any loss occurring in the manner stated on the order 
blank and also was obligated to collect and remit to opposer the selling price of the 
coal. 

Under all these circumstances, it seems to us that, if applicant is given the exclu- 
sive use of the trade term together with the right to place it upon any character of 
coal, the opposer would be damaged as alleged, and the public would be confused 
and misled. We do not think that applicant has shown that in a trade-mark sense 
it is the owner of and thus entitled to the exclusive use of the mark in a trade-mark 
sense—which it must show prior to registration. It must be remembered that it is 
not necessary in this case for opposer to prove that it has the exclusive right to use 
the term. It is not applying for registration. It opposes the registration by an- 
other, which registration would presumptively imply exclusive ownership in the 
registrant. Whether the applicant has the right to use the mark or whether the 
opposer has the exclusive right to use it need not be determined. Since from the 
foregoing facts it seems clear that applicant does not have the exclusive right to use 
the term, and that damage would flow to opposer from the registration sought by 
applicant, the opposition should have been sustained and the applicant denied the 
privilege of registration. 

In The Coschocton Glove Co. v. Buckeye Glove Co., 24 C. C. P. A. (Patents): 
1938, 90 F. (2d) 660, [27 T.-M. Rep., 449], this court said: 


One distinction between a trade-mark interference proceeding and a trade-mark opposi- 
tion proceeding is that in the latter one does not have to show ownership of a mark in 
order successfully to oppose its registration to another, while in the former (which does 
not involve any question of damage) ownership by one or the other of the parties must 
be established in order to secure registration. The sustaining of an opposition is equiva- 
lent to a holding that the party seeking to register is not the owner of the mark, but it 
does not follow that the opposing party necessarily is the owner. 


This court has frequently called attention to the fact that, in many instances, dis- 
tinction between the right to use and the right to register must be kept in mind. 
Under the principles of equity, it often happens that by virtue of the conduct of the 
parties, more than one may use a trade-mark, but only one can have ownership of it 
in a trade-mark registration sense. 
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Applicant seeks to bring itself within the line of cases which support the well- 
settled principle that a salesman or distributor may, under certain circumstances, 
originate and have exclusive use and ownership of a trade-mark upon goods which 
he sells but does not produce. Examples of such situations are found in Nelson v. 
Winchell et al., 203 Mass. 75, 89 N. E. 180, and Distillers Brands, Inc. v. American 
Distilling Company, 26 F. Supp. 988 [29 T.-M. Rep., 267]. In the latter case a 
bottler of whiskey prepared for one of its customers, King Distributing Company, 
a special label bearing the term “King’s Pride” and affixed the labels to all the 
bottles delivered to the King Company. After building up a trade in “King’s 
Pride” whiskey, the King Company began to purchase whisky from another source 
but continued to use the “King’s Pride” labels. The first bottling company com- 
plained of such use. There the court said: 


.... Where a trade-mark indicates a distributor or [of] merchandise rather than the 
maker, it is the distributor who acquires the trade-mark rights. For the public asso- 
ciates the goods so marked with the disrtibutor and knows not the identity of the maker... 
[Italics ours. ] 


Applicant, under the facts stated, does not bring itself within the operation of 
that principle. An example of such a situation would be a firm like Sears, Roebuck 
Co. or Montgomery Ward & Co., which purchases great quantities of articles and 
sells under its own trade-names, the consuming purchasers rarely, if ever, knowing 
by whom or where the articles are produced. The purchasers buy solely upon the 
reputation and responsibility of the vendor and not of the producer. Title to the 
goods sold to the consumers is in the seller and not in the original producer. The 


instant record discloses that the purchasing public, although it may have confidence 
in the applicant, knows it is buying a certain kind of coal produced in a certain mine 
by a certain producer. 

The decision of the commissioner is reversed. 


Lenroot, Judge, took no part in the consideration or decision of this case. 


THE PROCTER & GAMBLE COMPANY v. SWEETS LABORATORIES, 
INC. 


United States Court of Customs and Patent Appeals 
July 15, 1943 


TRADE-MARKS—OPPOSITION—-SOAP AND CHEWING GuM—Goops oF DIFFERENT DESCRIPTIVE 
PROPERTIES. 


Soap for toilet, laundry and general use held to be of different descriptive properties from 
chewing gum containing a peroxide compound adapted to whiten the teeth. 


Appeal from a decision of the Commissioner of Patents, dismissing a trade-mark 
opposition. Affirmed. For the Commissioner’s decision see 32 T.-M. Rep. 498. 


Allen & Allen (Erastus S. Allen of counsel), both of Cincinnati, Ohio, for appellant. 
Morris Hirsch (Harry Price of counsel), both of New York, N. Y., for appellee. 
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HATFIELD, Judge: 


This is an appeal in a trade-mark opposition proceeding from the decision of 
the Commissioner of Patents affirming the decision of the Examiner of Interferences 
dismissing appellant’s notice of opposition to the registration of appellee’s trade- 
mark “Ivoryne Peroxide Gum,” for use on “Chewing Gum Containing a Non-poison- 
ous Peroxide Compound adapted to Whiten the Teeth,” the words “Peroxide 
Gum” being disclaimed apart from the mark as shown. 

In its application for registration under the Trade-Mark Act of February 20, 
1905, filed July 8, 1939, appellee claimed that it had used its mark on its goods 
since June 27 of that year. 

It appears from the record that appellee’s product is sold in small packages on 
which appears, among other things, the word “Ivoryne,” the name of the manufac- 
turer (“Gum Laboratories, Inc.,” a subsidiary of appellee), the address of the 
manufacturer (“Clifton Heights, Pa.”’), and the following “Peroxide Gum,” “A 
Chewing Dentifrice,” and the recommendation of the daily use of the gum “for 
Sparkling White Teeth; also to remove Tobacco Stain and to Eliminate Cigarette 
Breath.” On one of the packages introduced in evidence by counsel for appellant, it 
is stated that appellee’s peroxide gum contains “Gum Base, Corn Syrup, Sugar, Ar- 
tificial Flavor and . . . Calcium Peroxide, a Harmless Dental Bleach.” 

Appellant is the owner of several trade-mark registrations, but, according to the 
decision of the Examiner of Interferences (and there is nothing in the brief of 
counsel for appellant to the contrary), relies in this proceeding on its registration No. 
54,415, issued June 26, 1906, for the trade-mark “Ivory,” for use on soap “for 
toilet, laundry, and general use.” 

It appears from the record that appellant’s soap on which it uses its trade-mark 
“Ivory” is advertised to be 99.44 per cent pure, or, in the words of appellant’s wit- 
ness Robert J. Ficken, head of the trade-mark department of the appellant company, 
appellant’s ivory soap is as “pure as it is possible to make a soap.” It further appears 
from the record that appellant has spent large sums of money in advertising its trade- 
mark and its goods; that its soap is used for the general cleansing of the body, anid 
by a few people for cleaning the teeth; that it is used for cleaning clothing and fine 
fabrics which require the use of a mild soap; that it is also used, according to the 
witness William G. Werner, assistant advertising manager of the appellant com- 
pany, for industrial purposes, such as “the coating of molds in rubber factories, 
lubricant work of one kind or another, * * * in tanneries,” etc. 

Eight witnesses, all of Scranton, Pennsylvania, testifying on behalf of appellant 
stated that they used ivory soap for cleaning their teeth, and that it was very satis- 
factory for that purpose. 

Appellant introduced in evidence excerpts from letters written to the appellant 
company, suggesting that appellant’s soap was suitable for cleaning the teeth. 

It appears from the testimony of appellant’s witness Alice Kovanda of Shaker 
Heights, Ohio, manager of the “Cleveland office of Alberta H. Burke, marketing 
research,” that on instructions from her company she interviewed approximately 
sixty housewives in Cleveland regarding appellee’s “Ivoryne” chewing dentifrice, and 
that a majority of those interviewed had no idea who made appellee’s product and 
refused to make a guess, whereas about twenty-six of them stated that they thought 
it was, or might be, a product of the appellant company. 
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Appellant also introduced in evidence an advertisement from the April 1886 
issue of the “Century Illustrated Monthly Magazine” (appellant’s Exhibit No. 1), 
depicting a woman combing her hair and a small child holding a cake of ivory soap 
in one hand and a toothbrush in the other. Beneath the picture appears a “testimo- 
nial,” dated September 19, 1885, and signed W. S. Baker, M.D., in which it is stated, 
among other things, “A good test I find for the purity of soap is to try it with a brush 
for cleansing the teeth, and the taste of ‘Ivory Soap so used is perfectly sweet and 
clean” (Italics not quoted). 

Appellant’s Exhibit No. 2, which counsel refers to in his brief as “The Bride’s 
Booklet,” is an advertisement, which, according to the record, appellant mailed to 
brides. The exhibit is not dated, but, according to appellant’s witness William G. 
Werner, was issued about the year 1900. The booklet contains a statement sup- 
posedly made by a bride, who, referring to the peculiar habits of her husband, said: 
“He’s such a funny old fellow. I once bought him a fine piece of transparent shaving 
soap and he never used it. He prefers Ivory Soap, because it leaves his face so 
soft and smooth. Maybe you will not believe it, but he even uses it to clean his 
teeth” (Italics ours). 

Appellant’s Exhibit No. 3, entitled “Cyclopaedia of Ivory Soap,” was published 
by appellant apparently during the year 1916 and relates to the use of ivory soap 
in the making of a “Dentifrice,” a “Tooth Paste,” a “Tooth Wash,” and a “Tooth 
Powder.” It is not suggested in that exhibit that ivory soap is a dentifrice or that 
it may be used as such. On the contrary, it is suggested that it may be used as an 
ingredient in the products referred to in the exhibit. For example, under the head- 
ing “Dentifrice” it is stated: “Dissolve a small cake of Ivory Soap shaved fine in 
two cupfuls of hot water. When cool, add four tablespoonfuls of peroxide of hydro- 
gen and four teaspoonfuls of essence of wintergreen. For paste, add more water. 
Keep in jars” (Italics not quoted). 

It appears from the record that appellant produces and sells a dentifrice under the 
trade-mark “Teel.” 

Appellee’s witness Franklin V. Canning, president of the appellee company, tes- 
tified that appellee is engaged in the manufacture of synthetic chicle; that Gum 
Laboratories, Inc., the manufacturer of appellee’s involved product, is engaged prin- 
cipally in the manufacture of medicated chewing gums; and that calcium peroxide, 
the medicinal ingredient contained in appellee’s chewing gum or chewing dentifrice, 
“releases when chewed nascent oxygen in the mouth and acts as a germicide, deo- 
dorant and a harmless dental bleach to the teeth.” 

In his decision, the Examiner of Interferences stated, among other things, that, 
although appellant’s soap might to a limited extent be used as a substitute for den- 
tifrices, the goods of the parties could not properly be regarded as competitive, and 
that appellant’s soap is a detergent of general utility, having “a wide field of house- 
hold and industrial uses,” whereas appellee’s product is primarily a dentifrice. The 
examiner further stated that the testimony of the witness Kovanda was hearsay and 
incompetent. He expressed no opinion as to whether the goods of the respective 
parties possess the same descriptive properties, but concluded that, considering the 
differences in the goods of the parties and the differences in their respective trade- 
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marks, confusion in trade was not likely to result from the concurrent use of the 
involved marks. 

In his decision, the Commissioner of Patents stated that the record disclosed 
that, although in a few instances appellant’s soap had been used to clean the teeth, 
it was essentially a soap ““which in common with most soaps, may be used to clean 
the teeth of those having a penchant for the practice; while applicant’s [appellee’s] 
product is essentially a chewing gum, with incidental cleansing properties as a den- 
tifrice only.” The Commissioner held that the goods of the parties did not possess 
the same descriptive properties. He stated, however, that should it be held on ap- 
peal that the goods of the parties possess the same descriptive properties, the goods 
and the marks of the parties differ sufficiently “to insure against any reasonable 
probability of confusion in trade.” 

It is contended here by counsel for appellant that appellant has established that 
ivory soap is used as a dentifrice; that it whitens the teeth, removes tobacco stain 
therefrom and sweetens the breath; that the goods of the parties are competitive, 
and possess the same descriptive properties ; and that the marks of the parties are 
confusingly similar. 

Counsel for appellant apparently distinguish between soaps generally and ap- 
pellant’s ivory soap, because no claim is made here that soaps and chewing gums or 
chewing dentifrices possess the same descriptive properties. It is the contention of 
counsel, however, that appellant’s ivory soap and appellee’s chewing gum or chew- 
ing dentifrice possess the same descriptive properties. That contention of counsel 
is based upon the testimony of eight witnesses who stated that they used ivory soap 
to clean their teeth, and that of the witness Kovanda who testified that approximately 
twenty-six of the sixty housewives interviewed by her stated that they thought that 
appellee’s “Ivoryne” chewing gum was produced by appellant, the manufacturer of 
ivory soap. 

The testimony of the witness Kovanda was not objected to by counsel for ap- 
pellee. Accordingly, we shall discuss it briefly. 

As hereinbefore noted, twenty-six of the sixty housewives interviewed by the 
witness Kovanda expressed the opinion that appellee’s “Ivoryne” chewing gum or 
chewing dentifrice either was or might be made by the appellant company. It is ob- 
vious from the testimony of the witness that those housewives made a deliberate 
effort to associate appellee’s trade-mark “Ivoryne” with some other well-known 
trade-mark. The interview to which they were subjected may properly, we think, 
be likened to a radio quiz program where those being interviewed make every effort 
to give the desired answers to the questions propounded. 

There is nothing in the testimony of the witness Kovanda to indicate that the 
concurrent use of the involved trade-marks would have deceived the housewives 
interviewed by her or would have caused them to believe that appellee’s “Ivoryne” 
peroxide gum or chewing dentifrice was a product of the appellant company. Nor 
is there anything in the record to indicate that any of these housewives had ever used 
ivory soap as a dentifrice or had ever heard of it being used as such. Furthermore, 
thirty-two of the housewives interviewed by the witness Kovanda did not associate 
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appellee’s chewing dentifrice with appellant’s ivory soap, and refused to hazard a 
guess as to the manufacturer of appellee’s product. 

For the reasons stated, we are of opinion that the testimony of the witness 
Kovanda is without probative force. 

It is an interesting circumstance in this case that, although appellant has received 
many “fan” letters suggesting that ivory soap might be used for cleaning the teeth, 
it has not advertised its soap for that purpose, so far as the record discloses, since 
appellant’s publication in the year 1900 of “The Bride’s Booklet” (appellant’s Ex- 
hibit No. 2) wherein the bride stated: “Maybe you will not believe it, but he [her 
husband] even uses it to clean his teeth.” 

Relative to the testimony of the eight witnesses who stated that they used ivory 
soap for cleaning their teeth, we think it is sufficient to say that such use is obviously 
a fugitive one, in view of the fact that appellant sells over a million cases of ivory soap 
per year. 

It has always been the policy of this court to give the language “merchandise 
of the same descriptive properties,” contained in section 5 of the Trade-Mark Act 
of February 20, 1905, a “liberal interpretation in order to effectuate the purpose of 
the act.”” However, we are not prepared to hold that appellant’s ivory soap possesses 
the same descriptive properties as appellee’s peroxide chewing gum or chewing denti- 
frice, although, generally speaking, both products are used for cleaning purposes. 
See Mohawk Milk Products Company, Inc. v. General Distilleries Corporation, 25 
C. C. P. A. (Patents) 990, 95 F. 2d 334; Carnation Company v. California Growers 
Wineries, Inc., 25 C. C. P. A. (Patents) 1277, 97 F. 2d 80 [28 T.-M. Rep., 317]; 
General Shoe Corporation v. Forstner Chain Corporation, 27 C. C. P. A. (Patents) 
1398, 113 F. 2d 127 [30 T.-M. Rep., 434] ; Pratt & Lambert, Inc., v. Chapman & 
Rodgers, Inc. (decided June 10, 1943), 30 C. C. P. A. (Patents), ——, —— F. 2d 

[33 T.-M. Rep. 336]. 


For the reasons stated, the decision of the Commissioner of Patents is affirmed. 


LENROOT, Judge, took no part in the consideration or decision of this case. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Cancellation 


Proof of abandonment required 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the petition of Socony-Vacuum Oil Company, Incorporated, of 
New York, N. Y., to cancel trade-mark registration No. 274,609, issued September 
2, 1930, under the provisions of the act of February 20, 1905, to Atomol Mfg. Com- 
pany, of New Haven, Conn. 

The only ground for cancellation alleged in the petition, the First Assistant Com- 
missioner stated, is that the registered mark has been abandoned by respondent. 
Petitioner offered no evidence of abandonment, but relied upon the allegations of 
respondent’s answer and the stipulated testimony submitted by respondent in support 
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of such allegations. The facts thus appearing of record were set out by the First 
Assistant Commissioner as follows: 


“Atomol Mfg. Company” is the firm name of a business owned by Nelson Rostow and 
Jacob Regelson. The registration here sought to be canceled was issued upon an appli- 
cation filed March 25, 1930, claiming use of the registered mark (“Atomol’’) since Septem- 
ber 3, 1928. Respondent’s product bearing this mark had actually been sold by respondent 
“for more than one year” at the time the mark was registered. “Since on or about the 
date of the registration” this same product has been continuously “manufactured, distributed 
and sold,” under the same trade-mark, by The Regal Drug Company, a corporation of the 
State of Connecticut. This has been done “by oral license” from respondent, the terms of 
which are not disclosed. Rostow and Regelson, together with their wives, own all the 


outstanding capital stock of The Regal Drug Company. Respondent disclaims any in- 
tention to abandon the mark. 


Because this use of the mark by The Regal Drug Company antedates petitioner’s 
first use of the same mark on goods of the same descriptive properties, it was the 
opinion of the Examiner of Trade-Mark Interferences that petitioner 


has not established injury under section 13 of the statute by reason of the existence of the 
registration. 


As supporting authority the Examiner cited the case of Standard Brewery v. 
Interboro Brewing Co., 44 App. D. C. 193, 222 O. G. 728 [6 T.-M. Rep. 139]. The 
First Assistant Commissioner quoted as follows the syllabus of that decision: 


A registered trade-mark cannot be properly canceled by the Commissioner of Patents 
on an application of a party who has no right to use the mark, but who shows that a third 
party has a right to its use superior to that of the registrant. 


The Examiner, the First Assistant Commissioner asserted, did not decide that 
The Regal Drug Company is the owner of the mark, but only that petitioner is not 
the owner. The First Assistant Commissioner quoted the following statement of 
the Examiner : 


Since petitioner is a subsequent user as respects both the registrant and The Regal Drug 
company it is not the owner of nor entitled to the use of the mark “Atomol” on goods of 
the same descriptive properties as set forth in the registration. 


The First Assistant Commissioner then continued: 


Had petitioner proved abandonment by respondent I would be inclined to agree that 
the registration should be canceled, regardless of any rights The Regal Drug Company may 
have, and that such rights should be determined in an appropriate proceeding between that 
concern and petitioner. But it is my opinion that such abandonment has not been estab- 
lished. 

In Mathy v. Republic Metalware Co., 35 App. D. C. 151, 154 O. G. 1109, it was said 
by the Court of Appeals of the District of Columbia: 

“Abandonment being in the nature of a forfeiture, it is incumbent upon the person alleg- 
ing it to prove by clear and convincing evidence that the right claimed has been relinquished. 
The questioning of abandonment must be decided by the facts in each particular case; but 
a mark will never be held abandoned, unless a clear intention to do so appears.” 

In that case, as here, the original proprietor of the trade-mark involved had licensed 
another to manufacture and sell the merchandise to which he had appropriated the mark, 
and to use the mark in connection therewith, and had thereupon discontinued his own sale 
of such merchandise. Though this arrangement had been in effect for some years, the 





422 THIRTY-THREE TRADE-MARK REPORTER 


court held that there had been no abandonment and that the mark was still owned by the 
licensor as against the licensee. Upon the record here presented, and bearing in mind that 
the burden of proof was upon petitioner, I think that case affords ample authority for hold- 
ing that respondent rather than The Regal Drug Company owns the mark as registered, 
and that the petition to cancel should have been dismissed on the ground that petitioner 
has failed to prove the alleged abandonment upon which the petition is predicated.* 


Conflicting Marks 


“Elf” and picture of elf and “Pixie” and representation thereof 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of The Expello Corporation, of Dover, N. H., to 
and application of General Brands Corp., of New York, N. Y., for registration of a 
trade-mark claimed to have been used since March 22, 1941. The opposition was 
based upon a registration issued to opposer on July 18, 1933. Neither party took 
testimony and so the First Assistant Commissioner decided the case upon the in- 
formation contained in opposer’s registration and in the opposed application. 

The First Assistant Commissioner first discussed the question whether the goods 
of the parties possess the same descriptive properties. He said: 


Opposer’s mark is registered for “a hollow cleaning implement containing a detergent 
material for cleaning and polishing windows, mirrors, windshields, bath tubs, porcelain, 
tile, nickel, brass, paint and other things.” Applicant’s goods are described in the applica- 
tion as “a general household cleaning and polishing preparation for tile, ceilings, doors, 
linoleum, stairs, metals, refrigerators, porcelain, mirrors, windows, leather upholstery, 
floors, Venetian blinds, woodwork, walls, bath tubs, sinks and the like.” The two items 
would appear to differ considerably in their physical characteristics, but both are used for 
the same purpose and are thus directly competitive. Unquestionably, they belong to the 
same class of merchandise and possess the same descriptive properties. 


The First Assistant Commissioner then considered whether the marks of the 
parties are confusingly similar, and stated: 


Opposer’s mark is the single word “Elf.” Applicant’s mark is dominated by the word 
“Pixie,” in association with a picture described by the Examiner of Interferences as “a 
fanciful representation of a dwarf figure in stocking cap.” “Pixie’ and “Elf” bear no 
resemblance in sound or in appearance, but they have precisely the same meaning. More- 
over, the fanciful figure of applicant’s mark, doubtless intended as the representation of a 
pixie, portrays with equal accuracy the general accepted appearance of an elf. The figure 
is thus the pictorial equivalent of opposer’s registered word, and that alone is probably 
sufficient reason for refusing the proposed registration. Jn re Dutch Maid Ice Cream Co., 
25 C. C. P. A. 1009, 95 Fed. (2d) 262, [28 T.-M. Rep., 195]. In view of this feature of 
similarity, considered in connection with the identity in significance of the words in ques- 
tion, and the well-recognized principle that doubts must be resolved against the newcomer 
in the field, I am clearly of the opinion that the opposition was properly sustained. 

In support of its argument that “the opposer’s mark ‘Elf’ is not so broad in its signifi- 
cance as to embrace the entire family of mythological fairy folk,” applicant calls attention 
to several registrations of the word “Fairy” for soap, all issued many years before opposer’s 
date of first use. The only question to be determined in the present proceeding, however, 


1. Socony-Vacuum Oil Company v. Atomol Mfg. Company, Canc. No. 3963, 166 M. D. 246, 
July 23, 1943. 
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is whether or not applicant’s mark should be registered; and as pointed out by the Court 
of Customs and Patent Appeals in Pepsodent Co. v. Comfort Manufacturing Co., 23 C. C. 
P. A. 1224, 83 Fed. (2d) 906 [26 T.-M. Rep., 481], “an applicant for the registration of a 
trade-mark does not strengthen his own case by pointing out a confusing similarity between 
trade-marks registered in the Patent Office which are not involved in applicant’s proceed- 
ing.”? 


“Pola-Vue” and “Pola-Screen” 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark Inter- 
ferences and thereby sustained the opposition of Eastman Kodak Company, of 
Rochester, N. Y., to the application of Polarized Materials Corporation, of New 
York, N. Y. (Polarized Products Corporation, assignee, substituted) for registra- 
tion of the notation “Pola-Vue” as a trade-mark for sun goggles. In the applica- 
tion the geographical term “Pola” is disclaimed. 

Applicant claimed to have used its mark since September 16, 1940. Opposer 
relied upon its ownership of the trade-mark “Pola-Screen,” registered December 17, 
1935, for a “screen for use in photography.” The descriptive word “Screen” is dis- 
claimed in the registration. 

The disclaimers, the First Assistant Commissioner noted, have no material bear- 
ing upon the question of confusing similarity between the marks as a whole, citing 
Vi-Jon Laboratories, Inc., v. Lentheric, Incorporated (C. C. P. A.), 550 O. G. 185, 
133 Fed. (2d) 947, 

In dismissing the opposition, the Examiner of Trade-Mark Interferences ex- 
pressed the opinion that the goods of the parties, while being of the same descriptive 
properties, 


are widely divergent and that the marks contain certain essential differences, 


and 


that the cumulative effect of the differences in the goods and in the marks is sufficient to 
obviate the likelihood of confusion in trade. 


The First Assistant Commissioner, however, concluded that the goods of both 
parties 


perform the same essential function, though for somewhat different purposes. 


He stated that opposer’s photographic screens are useful because of their polar- 
izing properties, and that applicant had conceded that its sun goggles likewise 


have an important polarizing function. 


The First Assistant Commissioner was of the opinion that 


a polarization-conscious individual may well attribute common origin to a polarizing photo- 


graphic screen and a pair of polarizing sun goggles sold under the same or closely similar 
trade-marks. 


The First Assistant Commissioner also concluded that the marks of the parties 
are confusingly similar, and stated: 


2. The Expello Corporation v. General Brands Corp., Opp’n No. 21,758, 166 M. D. 224, 
July 2, 1943. 
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Regardless of applicant’s disclaimer, I think both the marks here in question are dom- 
inated by the term “Pola.” Certainly, the word “Screen” of opposer’s mark has no signifi- 
cance as indicating origin; and the word “Vue” of applicant’s mark, which appears to be a 
mere misspelling of the word “view,” if not actually descriptive is so highly suggestive of 
applicant’s goods as to have such significance only in a very minor degree. Standing alone, 
I am inclined to believe that it would be refused registration. In any event, it is my opinion 
that the two marks “Pola-Screen” and “Pola-Vue” are too nearly alike to be used con-cur- 


rently on merchandise of the same descriptive properties without a reasonable likelihood of 
confusion.® 


“Full O’Life” and “Ventura Life” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of Camarillo Citrus Association, of Camarillo, 
Calif., to the application of Brough Canning Corporation, of Mission, Tex. (Alamo 
Fruit & Vegetable Exchange, Inc., assignee, substituted) for registration of the nota- 
tion “Full O’ Life” as a trade-mark for canned fruits and vegetables and fresh citrus 
fruit. ’ 

Opposer relied upon its ownership of the trade-mark “Ventura Life,” registered 
and in use for fresh citrus fruits. 

The only question for determination on appeal was whether or not applicant’s 
mark so nearly resembles the mark of opposer as to be likely to confuse the public 
or to deceive purchasers. In answering this question in the affirmative, the First 
Assistant Commissioner stated : 


While the marks as a whole differ somewhat in appearance, sound, and significarice, 
I agree with the Examiner of Interferences that both are dominated by the word “Life,” 
and that there is thus a reasonable likelihood that their concurrent use on identical mer- 
chandise would result in confusion. Several cases are cited in applicant’s brief in support 
of its argument to the contrary; but none of them is as nearly in point as is the case of 
Sutter Packing Co. v. Piggly Wiggly Corporation, 20 C. C. P. A. 1069, 64 Fed. (2d) 1006 
[23 T.-M. Rep., 249], where the Court of Customs and Patent Appeals refused registra- 
tion of the expression “Slices O’ Gold” as a trade-mark for canned fruits, in view of its 
confusing similarity to the trade-mark “Sunset Gold” previously used for the same goods.‘ 


“Kreml” and “Trem” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of R. B. Semler, Incorporated, of New Canaan, 
Conn., to the application of The Barlow Chemical Association, of Oklahoma City, 
Okla., for registration of the fanciful word “Trem” (printed with a dot over the 
letter “e’”’) as a trade-mark for “antiseptic hair and dandruff preparation.” 

Opposer relied upon its ownership of the trade-mark “Kreml,” registered for 
“hair tonic” some twelve years prior to applicant’s claimed date of first use. 

In his decision the First Assistant Commissioner first discussed the question 
whether the goods of the parties possess the same descriptive properties. He con- 
cluded that they do, and in support of that conclusion said : 


3. Eastman Kodak Company v. Polarized Materials Corporation (Polarized Products Cor- 
poration, Assignee, Substituted), Opp’n No. 21,090, 166 M. D. 226, July 6, 1943. 
4. Camarillo Citrus Association v. Brough Canning Corporation (Alamo Fruit & Vegetable 


Exchange, Inc., Assignee, Substituted), Opp’n No. 21,148, 166 M. D. 228, July 7, 1943. 





DECISIONS OF COMMISSIONER OF PATENTS 425 


The product now being sold by applicant is not a hair tonic in the general accepted 
sense of the term; but the description of goods set forth in the application is sufficiently 
broad to include hair tonics, provided only that they have antiseptic properties. It is a 
matter of common knowledge that many of them do have such properties, as does the hair 
tonic which opposer sells as “Kreml.” Moreover, opposer’s product and applicant’s are 
both recommended for use in the removal of dandruff, and to that extent they are directly 
competitive. As respectively described in the registration and in the application they are 
substantially identical, and as actually sold they are very closely related and are manifestly 
goods of the same descriptive properties. 


The First Assistant Commissioner also decided that the marks of the parties are 
confusingly similar. He stated: 


The marks of the parties differ somewhat in appearance, but they may be pronounced so 
as to be quite similar in sound; and similarity in sound is a highly important factor to be 
considered in determining the question of possible confusion. In re Dutch Maid Ice Cream 
Co., 25 C. C. P. A. 1009, 95 Fed. (2d) 262 [28 T.-M. Rep., 195]; Marion Lambert, Inc. 
v. O’Connor, 24 C. C. P. A. 781, 86 Fed. (2d) 980. Applicant insists that opposer’s mark 
is a two-syllable word. It is true that the final letter is difficult to pronounce; but while 
some individuals may be inclined to overcome this difficulty by adding a vowel, others may 
attempt to pronounce “Kreml” as a single syllable, in which case the letter “L” would be 
practically indistinguishable in the resulting sound, which would be substantially the same 
as that of applicant’s mark “Fgem.” Applicant has attempted to teach the public to pro- 
nounce its mark as though spelled “trim,” but there is nothing to indicate that the attempt 
has been successful. In that connection the dot over the “e” is meaningless, and the word 
is likely to be pronounced exactly as spelled. Finally, neither mark has any significance 
other than as a trade-mark, and there is thus greater likelihood of confusion than is the 
case where conflicting marks “are made up of ordinary words used in everyday conversa- 
tion.” The Bon Ami Co. v. McKesson & Robbins, Inc., 25 C. C. P. A. 826, 93 Fed. (2d) 915 
[28 T.-M. Rep., 87]. 

Resolving doubts in opposer’s favor in accordance with well-established practice, it is 
my opinion that the opposition was properly sustained.® 


“Northland” and “North Star” 


VaN ArsDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark In- 
terferences and thereby sustained the opposition of North Star Woolen Mill Com- 
pany, of Minneapolis, Minn., to the application of L. W. Guild Company, Inc., of 
Boston, Mass., for registration for worsted or woolen piece goods of a mark con- 
sisting of the word “Northland” with the word “Mills” in very small letters there- 
beneath, the word “Mills” being disclaimed. 

The opposition was based on opposer’s conceded prior use on like goods of a 
trade-mark consisting of the words “North Star” associated with the representa- 
tion of a star, the star representation, the Assistant Commissioner said, being some- 
times omitted, notably in advertising. 

The Assistant Commissioner discussed as follows the position of the Examiner 
of Trade-Mark Interferences in dismissing the opposition, and his own position in 
sustaining the opposition : 


5. R. B. Semler, Incorporated v. The Barlow Chemical Association, Opp’n No. 20.841, 166 
M. D. 243, July 21, 1943. 
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The Examiner held the marks to be not confusingly similar, stating that he considered 
the decision in Montgomery Ward & Co., Inc. v. Spiegel, Inc., 30 C. C. P. A. —, 152 Fed. 
(2d) 144, 547 O. G. 605, which involved the words “Airline” and “Air Castle” to be ex- 
tremely persuasive, while at the same time recognizing that each case must be decided on 
its own particular facts. In that decision it was stated that the connotation of the term 
“Air Castle” “is wholly different from any suggestion or meaning that might be attributed 
to the term ‘air line,’” the decision pointing out that the word “air” in “airline” suggests 
straightness and the word “air” in “aircastle” suggests visionariness or dreaminess. 

In both “Northland” and “North Star,” however, the word “North” suggests the northern 
regions ; “Northland” suggesting a land of the northern regions and “North Star” being the 
name of a particular star of the northern regions. 

“North” is very prominent in both marks, and gives the marks as a whole considerable 
similarity not only in sound and in appearance but also in suggestive meaning, so much so, 
in fact, that notwithstanding the dissimilarities between the parts “land” and “Star” of 
the marks in appearance and in sound and the fact that the words “land” and “star” are 
ordinary words having different meanings, and the disclaimed word “Mills” is associated 
with the word “Northland” in applicant’s mark, it is my opinion that the concurrent use of 
the marks on the goods to which they are applied would be likely to cause confusion or 
mistake in the mind of the public and to deceive purchasers, and that the notice of opposi- 
tion should be sustained.*® 


“Kingora” and “Gilgora” 


VAN ArsSDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Botany Worsted Mills, of Passaic, N. J., 
to the application of Barbara Coat Co., Inc., of New York, N. Y., for registration 
of the word “Kingora” as a trade-mark for women’s, misses’, children’s, boys’ and 


youths’ coats. 


The opposition was based on prior use and registration by opposer of the mark 
“Gilgora” for woolen and worsted piece goods, and on the use by opposer’s cus- 
tomers on children’s suits made of woolen and worsted piece goods bought from op- 
poser under its trade-mark “Gilgora” of labels bearing the mark “Gilgora” and fur- 
nished them by opposer. The Assistant Commissioner stated that issuance of the 
registration to opposer was admitted and use of the mark by opposer and by opposer’s 
customers, as stated, was stipulated, all since prior to the date asserted by applicant 
as its earliest date of use of its mark. 


In agreeing with the Examiner that the opposition should be sustained, the As- 
sistant Commissioner said: 


As applicant points out, opposer’s piece goods are specifically different from applicant’s 
coats. However the goods are goods of the same descriptive properties. Kushner & Gill- 
man Vv. Mayflower Worsted Co., 56 App. D. C. 165, 11 Fed. (2d) 462, 351 O. G. 686. 

As to the marks, both appear: to be arbitrary words having no ordinary or suggestive 
meaning. They are both words of seven letters and three syllables, the first syllables being 
quite different but the last two syllables being the same. In my opinion the marks are so 
similar in appearance and in sound that their concurrent use on the goods to which the 
parties apply the marks would be likely to result in confusion and mistake in the mind of 

the public and to deceive purchasers.” 


6. North Star Woolen Mill Company v. L. W. Guild Company, Inc., Opp’n No. 21,793, 
166 M. D. 254, July 26, 1943. 


7. Botany Worsted Mills v. Barbara Coat Co., Inc., Opp’n No. 21,945, 166 M. D. 263, July 
30, 1943. 





DECISIONS OF COMMISSIONER OF PATENTS 


“Wings Comics” and “Wings” 


VaN ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Wings Publishing Company, Inc., of New York, N. Y., of 
a mark described by the Assistant Commissioner as 


consisting of the word “Wings” on a background suggesting wings above the word 
“Comics,” which is disclaimed 


for a magazine of cartoons. The Assistant Commissioner stated that it appeared 
that the magazine of cartoons to which applicant affixes the mark is a monthly pub- 
lication. 

Registration was refused by the Examiner in view of a prior registration to an- 
other of the words “Wings,” the registration stating the mark to be appropriated 
to a periodical publication. No particular type or character of periodical publication, 
the Assistant Commissioner stated, is specified in the registration. 


In upholding the Examiner’s refusal of registration, the Assistant Commissioner 
said : 


Applicant asserts the registrant of said registration applies the mark “Wings” to a 
magazine, published monthly by said registrant, devoted to information about newly pub- 
lished books, as shown by a copy of such publication which applicant filed at the hearing 
of this appeal. Applicant contends that in view of the differences in type and character 
between this publication and a magazine of cartoons and the differences between the mark 
of the registration and the mark applicant seeks to register, registration of applicant’s 
should be granted. However, it seems to me that here the proper comparison is between 
the goods as named respectively in the application and in the registration. General Foods 
Corporation v. Casein Company of America, Inc., 27 C. C. P. A. 797, 108 Fed. (2d) 261, 
515 O. G. 562 [30 T.-M. Rep., 48], and since a magazine of cartoons is a periodical publica- 
tion I consider the cited registration to be for the identical goods named in the application. 

The word “Wings” is unquestionably the dominating feature of applicant’s mark. That 
word is the entire mark of the cited registration and in my opinion the marks as applied to 
the repective goods are clearly confusingly similar.® 


Color: Single blue stripe on blue cross stripes and two blue stripes on blue cross straps 


Frazer, F. A. C.: In this opposition proceeding the Examiner of Trade-Mark 
Interferences dismissed the opposition of Thomas French & Sons, Ltd., of New 
York, N. Y., to the application of International Braid Company, of Providence, 
R. I., for registration of an alleged trade-mark, but held applicant’s mark to be non- 
registrable on the ground that it “is devoid of trade-mark significance.” 

In a decision rendered by the First Assistant Commissioner on July 27, 1943, 
the decision of the Examiner of Trade-Mark Interferences was affirmed in so far as 
it refused registration of applicant‘s mark ; otherwise the decision was reversed, and 
the opposition was sustained. 

The First Assistant Commissioner stated that applicant’s mark, appropriated to 
“ladder tape for Venetian blinds,” is described in the application as follows : 


Applicant does not claim color. The distinctiveness of the mark resides solely in ar- 
bitrarily inserting threads having different light-reflecting properties from the adjacent sur- 


8. Ex parte Wings Publishing Company, Inc., Ser. No. 454,244, 166 M. D. 234, July 12, 1943. 
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face and thus forming a relatively narrow stripe along substantially the middle of the 
cross straps of the ladder tape. The trade-mark is applied to the goods by weaving it into 
the longitudinal center of the cross strips of the ladder tape. Applicant disclaims any 
exclusive right to the representation of a ladder tape alone appearing in the drawing.” 


In its brief on appeal applicant submitted the following amended description 
its mark: 


The mark consists of an arbitrarily selected single narrow hair line stripe extending 
along substantially the middle of the cross straps of the ladder tape, said stripe being of 
generally the same color as the color of the strap but having a different shade or having 
different light-reflecting properties from the adjacent surfaces of the strap to be distinctive 
therefrom, for example, a red strap would have a distinctive red stripe, a black strap would 
have a distinctive black stripe, etc. The mark is applied to the goods by weaving two adja- 
cent warp threads of the same color as the cross straps but of distinctive shade or distinc- 
tive light-reflecting properties therefrom into the longitudinal center of the cross straps of 
the ladder type. Applicant disclaims any exclusive right to the representation of the ladder 
tape alone appearing in the drawing. 


The First Assistant Commissioner concluded that the amendment added nothing 
to the registrability of applicant’s mark. He agreed with the Examiner of Inter- 
ferences that the mark is devoid of trade-mark significance. He stated that because 
the stripe as described 


is not restricted to any distinctive color, it possesses no feature, irrespective of the manner 
of application, which would tend to distinguish the goods or their origin, 


citing In re Johns-Manville, Inc., 55 App. D. C. 142, 2 Fed. (2d) 944 [15 T.-M. 


Rep. 29]. 
Applicant argued that its mark is restricted to a distinctive color, namely, the 


color of the goods to which it is applied. The First Assistant Commissioner quoted 
as follows from the brief on appeal: 


Applicant’s device is unique in that it adopts the same color as the cross strap but uses 
a different material for a distinguishing stripe. Applicant’s mark is thus known by the 
color of the goods themselves and one may always find this visible hair line centrally lo- 
cated. Applicant’s mark is now so defined that it conforms to the practice of registering a 
mark limited to color and a specific design or marking at a specific location on the goods. 
It is a device or symbol of origin. It is at a location hidden from view. It will be looked 
for when an identification or origin is desired. The mark does not try to preempt the entire 
field. Others can identify their goods by adopting other locations or adopting other colors. 


With respect to the argument so advanced, the First Assistant Commissioner 
stated : 


It seems to me * * * that in effect applicant is attempting to monopolize all the colors 
of the spectrum, or at least all the colors in which cross straps for ladder tape are likely 
to be made. Clearly, the use by a competitor of any colored stripe similar positioned 
would infringe applicant’s prima facie rights if its mark were registered. Assuming 
validity, I doubt, for example, that another would have the right to make yellow cross 
straps with a red stripe if applicant were awarded ownership of a red stripe for red cross 
straps. So there would be no “other colors” subject to adoption. 


In the notice of opposition, opposer pleaded its ownership of a registration, for 
goods identical with applicant’s, in which the registered mark is described as follows: 
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The trade-mark consists of a pair of threads in each of the successive cross straps or 
cross tapes of ladder web for Venetian blinds, both of said threads running longitudinally 
of the cross straps, each of said threads being adjacent, respectively, to one of the side 
edges of said cross straps, said threads being readily visible blue warp threads. They are 


applied to the goods by being woven into the cross straps during the manufacture of the 
goods. 


The First Assistant Commissioner discussed the question of confusing similarity 
between that registered mark and applicant’s mark. He said: 


The Examiner of Interferences did not pass upon the question of confusing similarity 
between the marks of the parties, but dismissed the opposition on the theory that “there 
could be no confusion as to origin” because applicant’s mark “would not tend to distinguish 
the goods or their origin.” However, if the validity of opposer’s registration be assumed, 
as it must be for the purpose of this proceeding, the presumption arises that opposer would 
be injured by the registration of a mark confusingly similar to its own; and any doubts 
in that regard must be resolved in opposer’s favor. Thus indulging presumptions and 
resolving doubts, I think the opposition should have been sustained. In my opinion there 
is a reasonable likelihood that applicant’s single blue stripe on blue cross straps would be 
confused with opposer’s two blue stripes on blue cross straps, in the use of which opposer 
is unquestionably protected by its registration. 


Opposer raised the issue of re judicata, and upon this issue the First Assistant 
Commissioner had the following to say: 


Opposer urges that the proposed registration is barred under the doctrine of res judicata. 
This argument is based upon my decision in the case of International Braid Company v. 
Thomas French & Sons, Ltd., 517 O. G. 819 [30 T.-M. Rep., 570], where an application 
of the present opposer was opposed by the present applicant, the latter relying in part upon 
the mark here sought to be registered. The opposition was dismissed and the registration 
was denied. Opposer takes the position that the issues raised in the instant proceeding, 
while not determined in that case could have been so determined, and that applicant is 
thus “estopped to contest the present opposition.” I am unable to accept opposer’s reason- 
ing. In the former proceeding the registrability of applicant’s mark could not have been 
adjudicated, and that is the fundamental question here presented for decision.® 


Corporate Name 


“Esquire” held unregistrable 


Van ArspDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Esquire, Inc., of Chicago, IIl., to the appli- 
cation of Holly Molding Devices, also of Chicago, Ill., for registration of the word 
“Esquire” for hamburger molding machines. The Assistant Commissioner stated 
that the letters of the word “Esquire” are of uniform size and in a commonly used 
type, and the word is not displayed distinctively in the statutory sense. 

The Examiner sustained the opposition on the sole ground that applicant’s mark 
is the subsequent appropriation of opposer’s complete name, “Esquire, Inc.” 

In its notice of appeal applicant asserted that the Examiner erred in disregard- 
ing the fact that the goods of opposer’s business and the goods for which applicant 
seeks registration are goods of different descriptive properties, and further erred in 


9. Thomas French & Sons, Ltd. v. International Braid Company, Opp’n No. 21,591, 166 
M. D. 255, July 27, 1943. 





430 THIRTY-THREE TRADE-MARK REPORTER 


holding that applicant’s mark is the complete appropriation of opposer’s corporate 
name. As to said contentions, the Assistant Commissioner said: 


Under the law and authorities the Examiner was correct not only in holding that the 
mark “Esquire” is the complete appropriation of opposer’s corporate name, Esquire, Inc. 
(The Asbestone Company v. The Philip Carey Manufacturing Company, 41 App. D. C. 
507, 1914 C. D. 146, 200 O. G. 857 [4 T.-M. Rep. 161]; White Cap Company v. Allied 
Stores Corporation, 503 O. G. 870, 41 U. S. P. Q. 554 [29 T.-M. Rep. 408]; Ex parte 
Western Auto Supply Company, 163 M. D. 526,45 U. S. P. Q. 672 [30 T.-M. Rep. 472], 
but also in disregarding the nature of the goods dealt in by the parties in view of the com- 
plete appropriation of opposer’s corporate name (American Steel Foundries v. Robertson, 
269 U. S. 372, 1926 C. D. 289 [13 T.-M. Rep. 289] ; The Asbestone Company v. The Philip 
Carey Manufacturing Company, supra; Feldman v. Amos and Andy, 21 C. C. P. A. 823, 
68 Fed. (2d) 746, 441 O. G. 255 [23 T.-M. Rep. 69]; White Cap Company v. Allied Stores 


Corporation, supra) .”° 


Descriptive Terms 
“Basketweave” for paper 


Van ArsDALE, A. C.: Passed upon a request by George La Monte & Son, of 
Nutley, N. J., for reconsideration of his decision of June 15, 1943 (552 O. G. 573). 


The complete decision of the Assistant Commissioner upon said request reads 
as follows: 


Applicant requests reconsideration of my decision of June 15, 1943, asserting the state- 
ment therein that the word “Basketweave” describes the surface appearance of the paper 
to which the mark is applied is erroneous, and disavows having so conceded. 

In the arguments and affidavits filed by applicant it has been repeatedly stated that appli- 
cant’s paper has “a distinctive basketweave formation of lines covering the entire surface,” 
as the samples filed by applicant show, and I understood that to mean that the surface of 
the paper had a basketweave appearance [Italics added]. 

The crux of the matter seems to be whether, as applicant asserts, the basketweave 
formation of lines on the paper is nothing more than a design trade-mark merely applied 
as such to the paper and constituting no part of the paper or any function or characteristic 
thereof, or whether, as was indicated in my decision to be my opinion, the basketweave 
formation of lines covering the entire surface of the paper does in fact give the surface of 
the paper a basketweave appearance and is a characteristic of the paper itself, irrespective 
of whether applicant intended otherwise and of whether paper having such a surface ap- 
pearance is unique with applicant or not. The question is: Is the basketweave appearance 
that is visible on the paper the appearance of the paper or is it merely the appearance of a 
trade-mark applied to the paper? If the former, then the word “basketweave” describes 
the appearance of the paper and is descriptive thereof and registration is precluded, re- 
gardless of any trade-mark significance or secondary meaning that may be present addi- 
tionally. 

I hold to the opinion that the surface of the paper itself has a basketweave appearance 
and that the mark “Basketweave” is descriptive thereof. 

Accordingly, after reconsideration, I adhere to my former decision. — 

Reconsideration has been granted but the petition is otherwise denied.™ 


10. Esquire, Inc. v. Holly Molding Devices, Opp’n No. 21,829, 166 M. D. 262, July 28, 1943. 
11. Ex parte George La Monte & Son, Ser. No. 428,558, 166 M. D. 232, July 9, 1943. 
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“Breakfast Bread” for bread (Appeal) 


Van ArspALe, A. C.: Denied a second petition by The Dobeckmum Company, 
of Cleveland, Ohio, for reconsideration of his decision of May 1, 1943 (551 O. G. 
736), and for extension of the applicant’s time of appeal. 


In its request for reconsideration, applicant asserted that the statement of the 
Assistant Commissioner that 


the expression “Breakfast Bread” names a definite commodity 


is incorrect because 


different bakers to whom applicant’s goods have been sold have used a different recipe or 
formula for the bread wrapped in the goods 


on which appears the mark “Breakfast Bread,” and 


no two of the many bakers who have purchased applicant’s goods can agree upon what con- 
stitutes “Breakfast” bread. 


In reply to applicant’s argument, the Assistant Commissioner stated : 


Undoubtedly bread suitable for breakfast may be baked in accordance with different 
recipes or formulas, and no affidavit is necessary on that score. My decisions seem to 
make clear that I consider the expressions “breakfast bread” and “bread suitable for break- 
fast” to be synonymous ; and I think even applicant’s baker customers would agree that at 
least the latter expression identifies a definite commodity generically.!* 


“Chis-L-Point” for the pillow bottoms 


Van ArspaLe, A. C.: In this opposition proceeding, the applicant, Deere & 
Company, of Moline, Ill., appealed from the decision of the Examiner of Trade- 
Mark Interferences refusing it registration under the Act of February 20, 1905, of 
a mark for plow bottoms consisting of the word “Chis-L-Point” surmounting a wide 
bar carrying the word “Economy,” the base of the “L” projecting into the bar, the 
word “Chis-L-Point” being disclaimed. 

In a decision rendered July 26, 1943, the Assistant Commissioner affirmed the 
decision below and stated : 


The Examiner considered the word “Chis-L-Point” to be the distinctive and dominating 
feature of the mark and the other portions of the mark to be relatively negligible in distinc- 
tiveness and prominence. 

When the word “Chis-L-Point’’ is removed from the mark what is left of the mark is 
so different from the mark as presented as not to be recognizable as the same mark. In 
the case of Ex parte Hall, 166 M. D. 115, [10 T.-M. Rep. 476] (modified May 8, 1943), 
the mark was such that if the disclaimed words were removed it nevertheless would be 
recognized at once as being the same mark. “The unique appearance of the mark remained 
substantially the same. 

In my opinion the Examiner was correct in considering the descriptive word “Chis-L- 
Point” to constitute such a dominant part of the mark as to render the mark as a whole un- 
registrable because descriptive of the goods to which the mark is applied.” 


12. Ex parte The Dobeckmun Company, Ser. No. 441,353, 166 M. D. 232, July 8, 1943. 
13. Oliver Farm Equipment Company v. Deere & Company, Opp’n No. 21,734, 166 M. D. 
253, July 26, 1943. 
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Non-Descriptive Terms 


“Thiron” for enriched bread 


Frazer, F. A. C.: In this proceeding the Examiner of Trade-Mark Interfer- 
ences dismissed the opposition of The Wm. S. Merrell Company, of Cincinnati, Ohio, 
to the application of The Kroger Grocery & Baking Company, also of Cincinnati, 
Ohio, for registration of the fanciful word “Thiron” as a trade-mark for bread, but 
adjudged applicant’s mark to be nonregistrable for the reason that “the applicant 
cannot qualify as an owner of the mark for the goods specified in its application.” 
Opposer took no appeal and so the dismissal of the opposition by the Examiner 
became final. Applicant, however, appealed from the Examiner’s refusal to regis- 
tration. 


In a decision rendered the First Assistant Commissioner reversed the decision 
of the Examiner of Interferences and held applicant entitled to the proposed regis- 
tration. In his decision the First Assistant Commissioner said: 


The product upon which applicant uses its mark is a so-called “enriched bread,” con- 
taining vitamin Bj, nicotinic acid, and iron, “in accordance with the recommendations of 
the Committee on Food and Nutrition, National Research Council.” Opposer placed in the 
record several newspaper advertisements of applicant’s bread, in which these enriching in- 
gredients are some times referred to as “Thiron.” An inspection of this advertising matter 
led the Examiner to the conclusion that purchasers “would regard the notation ‘Thiron’ as 
being the name of the enrichment factor included in the product rather than as a trade- 
mark for bread.” 

The specimens filed with the application, to “show the trade-mark as actually used upon 
the goods,” are complete bread wrappers bearing applicant’s general trade-mark “Clock” 
and the mark here in question. The two marks are separately displayed with substantially 
equal prominence. Under the word “Clock,” and in smaller print, is the single word 
“Bread,” while under the word “Thiron,” also in smaller print, is the notation “Enriched 
Bread.” This, of course, is an indication that “Thiron” bread is of a particular grade or 
quality. But as affixed to the goods this word nevertheless carries trade-mark significance, 
unless the expression “Thiron Enriched Bread” be interpreted to mean “bread enriched 
with Thiron.” I am unable to agree with the Examiner that it is likely to be so inter- 
preted. At least the record is not sufficiently convincing in that regard to warrant rejec- 
tion of the application ex parte. 


14. The Wm. S. Merrell Company v. The Kroger Grocery & Baking Company, Opp’n No. 
21,406, 166 M. D. 244, July 21, 1943. 
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PART II 


SOCONY-VACUUM OIL COMPANY, INC. v. OIL CITY REFINERS, INC., 
ET AL.; OIL CITY REFINERS, INC. v. SOCONY-VACUUM OIL 
COMPANY, INC. 


United States Circuit Court of Appeals, Sixth Circuit 
June 22, 1943 


UNFAIR COMPETITION—ELEMENTS—COLOR. 
Color is frequently an important factor in determining unfair competition. 
UnFair CoOMPETITION—DISTINGUISHED FROM TRADE-MARK INFRINGEMENT. 

Unlike trade-mark infringement, unfair competition does not necessarily involve the vio- 
lation of an exclusive right in the complainant to use the name and symbols employed by the 
defendant, as there may be unfair competition resulting from an unauthorized and improper 
use of such names and symbols, although complainant has no trade-mark right therein. 

Unrair ComMpPetition—“Passinc Orr’—UseE or WINGED Horse CoLorep RED—CONFUSING RE- 
SEMBLANCE. 

Where appellee, after discontinuing the use of a flying winged horse (or horses) shown 
in other colors than red as trade-marks for oil within the State of Ohio, and particularly near 
Cleveland, began in 1940 the use therein of a winged horse colored red and indistinguishable 
from appellant’s symbol, appellee held guilty of unfair competition and was enjoined. 

UnFAIR COMPETITION—TRADE-MARKS—FLYING HorsE SYMBOL—STATE REGISTRATION—EXTENT 
oF RIGHT. 

Appellee by registering its symbol of a flying horse as a trade-mark for oil under the Ohio 
statutes, held to have acquired thereby the exclusive right to its use within the State, notwith- 
standing that such use had been confined to the Cleveland trade area, since the property in 
trade-marks and the right to their use depends on the law of the several states and regis- 
tration thereunder extends such use to the whole state. 

UnFrair COMPETITION—SUITS—EXTENT OF RELIEF. 

The substantive scope of an injunction in unfair competition cases is not subject to cut-and- 
dried rules, but depends on the circumstances of each case, the plaintiff being entitled to such 
relief only as well tend reasonably to protect it against future acts of unfair competition. 


In equity. Action for trade-mark infringement and unfair competition, in which 
appellee counterclaimed for trade-mark infringement. Appeal from the District 
Court, Northern District of Ohio. From judgment for plaintiff, plaintiff and Oil 
City Refiners appeal. Affirmed. For decision below, see 32 T.-M. Rep. 434. 


C. W. Sellers, Cleveland, Ohio (Thompson, Hine & Flory, Cleveland, Ohio, Frank 
E. Lewellen, Detroit, Mich., and John J. Manning, New York, N. Y., on the 
brief) for Socony-Vacuum Oil Company, Inc. 

Albert R. Teare (Bates, Teare & McBean on the brief), both of Cleveland, Ohio, 
for Oil City Refiners, Inc. 


Before ALLEN, HAMILTON and Martin, Circuit Judges. 


HamILTon, Circuit Judge: 


These are appeals from a judgment of unfair competition growing out of the 
use of conflicting trade-marks. The questions presented are: First, whether the 
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second user of one of various trade-marks and composites of such trade-marks 
sporadically used by the first user may be enjoined from competing with the latter ; 
second, whether the court applied an erroneous conception of pertinent law in find- 
ing as a fact that the Oil City Refiners, Inc., appellee in No. 9335, changed the color- 
ing and design of its trade-mark knowingly and in bad faith, thereby seeking to 
profit by inducing the public to purchase its wares under the belief they were the 
goods of the Socony-Vacuum Oil Company, appellant in No. 9335; third, assuming 
that the court correctly applied the law, was its remedy adequate ? 

The court referred the whole case to a Special Master to take testimony and 
report findings of fact and conclusions of law. On exceptions, the master’s find- 
ings of fact were approved, but the court rejected his conclusions of law in one 
particular. We shall refer to appellant in No. 9335, plaintiff below, as “Socony” 
and appellee in No. 9335, defendant below, as “Oil City.” 

The Patent Office issued a certificate of trade-mark registration No. 83,100 to 
the Standard Oil Company of New York, predecessor of Socony, exemplified in the 
symbol of a flying horse in combination with the words ‘‘Pegasus Brand.” In the 
original registration statement, dated August 15, 1911, the applicant declared it 
theretofore had used the mark in the sale of naphtha and gasoline, oils and greases. 
Certificate of renewal was issued July 28, 1931. On August 6, 1931, an additional 
certificate of registration, No. 287,746, was duly issued to Socony’s predecessor, 
extending the original mark to all of its petroleum products with or without admix- 
ture of other materials. 

The Socony and its predecessor used the registered mark from 1911 to 1932 
only in the sale of products in foreign commerce. In April of 1932, Socony 
planned to use the mark wherever it sold its products in the United States and 
during that year had shield signs manufactured for display at gasoline stations bear- 
ing the mark of the flying red horse. These signs were first used in Cleveland, 
Ohio, in March, 1933. Beginning in August, 1932, Socony’s products were widely 
advertised under this trade-mark. 

The first advertisement appeared in Cleveland, Ohio, October 4, 1932, and 
from that time to the trial of this case, Socony extensively advertised and sold its 
products under its trade-mark by the use of various media, including the radio, 
newspapers and magazines. 

The master found that Oil City used as a trade-mark the symbol of a flying 
horse in the Cleveland, Ohio, trade territory as early as 1930, which use it continued 
until October, 1934, when it commenced marketing the products of the American 
Oil Company and continued to use that Company’s trale-marks and symbols, until 
September, 1935, during which period it made but slight use of the flying horse. 
The horse on the Oil City’s mark was usually white imposed on a dark background, 
although occasionally it used other colors, among them red. Prior to December, 
1931, there was little use by Oil City of a single horse but the symbol sometimes had 
two horses facing in opposite directions. Prior to October, 1932, and subsequent 
thereto Oil City intermittently used the figures of airplanes, a herd of running horses 
without wings, a quartet of singers, and a series of flying horses in varying colors 
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ascending inanarc. The use of a red horse during this period was sporadic. From 
April, 1934, to September, 1935, Oil City operated twenty-two gasoline stations, 
most of which were devoted to the sale of the American Oil Company’s products 
under that Company’s trade-mark. Between September and the latter part of 1935, 
Oil City distributed the products of the Columbia Refining Company through twelve 
of Oil City’s stations using, in connection therewith, Columbia trade-marks. Prior 
to 1940, Oil City sporadically used the sign of a white horse on billboards and cut-out 
signs, one of which had on it a gray horse with red outlined wings and it used a red 
horse on some of its pump globes. During 1940 and since that time the Oil City 
has used exclusively, a red horse strikingly similar to Socony’s. Socony was 
familiar with Oil City’s trade symbols as early as January, 1933, and since that time 
has known the uses to which they have been put. Oil City first knew of Socony’s 
use of its trade symbol in October, 1932. 

On March 19, 1940, after this action was begun, Oil City registered the flying 
red horse as a trade-mark in Ohio under the provisions of the Ohio General Code, 
Section 6240, subsections 1-4. 

On January 19, 1933, Oil City notified Socony that it was the sole owner of the 
winged horse trade-mark and insisted that Socony discontinue its use. Socony 
instituted this action claiming it was the owner of the mark and had used it con- 
tinuously since October 22, 1932, in marketing its products in Ohio and elsewhere. 
It charged that Oil City was using Socony’s mark in northeastern Ohio and in 
western Pennsylvania. Oil City, in its answer, admitted the sale of petroleum 
products in northeastern Ohio under the trade-mark of a flying red horse, but 
denied it had sold any products in western Pennsylvania. It charged Socony had 
sold products throughout the State of Ohio and counterclaimed, alleging it was the 
sole owner of the mark and sought an injunction and an accounting from Socony. 

The master concluded as a matter of law that Socony acquired no rights in the 
use of its trade-mark in the Cleveland trade territory until 1932 and that Oil City 
had made sufficient use of the mark of a flying horse to acquire a prior right therein 
before Socony entered the territory. The master also concluded that the difference 
in color between a flying red horse and a flying white horse was not sufficient to avoid 
confusion in the public mind, but he concluded that, because Oil City had in 1940 dis- 
continued the use of all trade-marks except a flying red horse, confusingly similar 
to the trade-mark of Socony, it was guilty of an unfair trade practice and should be 
permanently enjoined from the use of said mark. The master recommended that 
there be no accounting and that Oil City’s counterclaim be dismissed and Socony’s 
action be dismissed as to John Roski, appellee in No. 9335. 

The court accepted the master’s findings and conclusions with the exception that 
he refuses to enjoin the Oil City from the use of a flying white horse as a symbol in 
the State of Ohio. 

Oil City, appellant in No. 9336, insists that the court erred in dismissing its 
counterclaim. Socony in No. 9335 insists that the court should have enjoined the 
Oil City from using the trade-mark in any form and further that, in any event, 
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the use of the mark by Oil City should have been restricted to Cleveland, Ohio, and 
its vicinity. 

The master found that Oil City was the first user of the flying horse as a trade 
symbol in the Cleveland territory and the court adopted this finding. 

Under Rule 53(e) (2), Rules of Civil Procedure, the court should accept the 
master’s findings of fact unless clearly erroneous. Socony filed no exceptions to 
the master’s report and since the findings of the master in this particular are sup- 
ported by substantial evidence, we accept them. 

If nothing else appeared in the case, this finding would be sufficient to support 
Oil City’s counterclaim and it would be entitled to an injunction against Socony, 
but even though Oil City was the first user of the trade-mark, it is not thereby re- 
lieved of the charge of unfair competition, and if this charge is supported by the 
findings of the master, the court was correct in dismissing its counterclaim. Drake 
Medicine Co. v. Glessner, 68 Ohio St. 337; Globe-Wernicke Co. v. Safe-Cabinet, 
Co., 92 Ohio St. 532; Safe-Cabinet Co. v. Globe-Wernicke Co., 3 Ohio App. 24 [4 
T.-M. Rep. 146] ; Pillsbury-Washburn Flour Mills Co. v. Eagle, 86 F. 608; Samson 
Cordage Works v. Puritan Cordage Mills, 211 F. 603 [4 T.-M. Rep. 225]. Ac- 
cording to the findings of the master the confusion which Oil City seeks to abate 
was of its own creation and it caused the unfair competition in trade for which it 
asks relief. There was no findings by the master of unfair competition by Socony 
and Oil City makes no claim of unfair dealing by Socony, aside from technical trade- 
mark infringement. 

Rule 53(e) (2) does not operate to relieve this court of the burden of review- 
ing inferences or conclusions drawn by the master and the trial court that the use 
by Oil City of the flying horse symbol to identify its trade and products constituted 
unfair competition. While accepting the facts competently found by the master as 
correct, an appellate court remains free to draw the ultimate inferences and conclu- 
sions which, in its opinion, the findings reasonably induce. Kycoga Land Co. v. 
Kentucky River Coal Corporation, 110 F. (2d) 894. 

The possessor of a trade-mark has no more right than other property owners 
to use it for the purpose of passing off, or attempting to pass off, on the public the 
goods or business of one person as and for the goods and business of another. The 
facts found by the master show that, long before Socony entered the State of Ohio, 
Oil City was using the symbol of a flying horse, but it did not confine itself to any 
particular color, nor to a single horse. It used horses in groups facing in opposite 
directions with or without wings and in some instances moving in an arc and for 
long periods of time, it made but little luse of a horse or horses as trade emblems. 
Socony commenced business in Ohio in 1932 and expended large sums in adver- 
tising its products under the trade-mark of the flying red horse and it operated many 
oil stations using this trade emblem as identification of its products and the places 
where they were sold. 

After eight years of Socony’s business activities in this territory, Oil City com- 
menced to use exclusively a trade emblem which is indistinguishable by the ordinary 
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observer from Socony’s, which emblem Oil City registered in the State of Ohio 
after this action was begun. 

Color is frequently an important factor in determining the question of unfair 
competition. Hugo Stein Cloak Co. v. S. B. Stein & Son, Inc., 58 Ohio App. 377 ; 
Black & White Taxicab Company v. Goldstein, 20 Ohio N. P., N. S., 599. 

There is no finding of fact by the master that any customer of either of the 
parties was misled into believing he was acquiring the products of the other, nor is 
there any direct evidence that Oil City by its conduct deliberately intended to appro- 
priate the business of Socony. The conclusion of the master that Oil City appro- 
priated the business of Socony rests on an inference. 

Presumptions of fact which the law recognizes must be immediate inferences 
from the facts proved and must be such as sensible men influenced by observation, 
experience and reason, would draw from clearly established facts. As we view it, 
the facts found by the master give rise to a strong presumption that Oil City refined 
its trade-mark and chose its color to resemble more closely the Socony’s and resumed 
its use for the purpose of appropriating a part of the business of Socony. Under 
such circumstances, we do not feel justified in substituting our judgment for that 
of the master and the trial court. Elgin Nat. Watch Co. v. Illinois Watch Case Co., 
179 U. S. 665, 674. 

In considering this issue, it is well to keep in mind the important distinction to be 
observed between the law of trade-marks and that of unfair competition. Unlike 
the infringement of technical trade-marks, unfair competition does not necessarily 
involve the violation of any exclusive right in the complainant to use the names and 
symbols employed by defendant. There may be unfair competition resulting from 
an unauthorized and improper use of such names and symbols although the com- 
plainant has no property right in them as a trade-mark. Any conduct designed and 
having a natural tendency to deceive the public and enable one man to dispose of his 
goods for those of another, may be unfair competition and may be enjoined, although 
it is not expressly shown that any particular person was thereby deceived. In cases 
involving technical trade-marks, the fraudulent intent to deceive is presumed, while 
in cases of unfair competition complainant must prove this intent or show facts and 
circumstances from which it may reasonably be inferred. In its effort to prevent 
unfair competition the court should not lend its aid to the furtherance of perpetual 
monopolies. Shredded Wheat Co. v. Humphrey Cornell Co., 250 F. 960. 

Oil City, over the course of the years, has used various trade symbols. To per- 
mit it to select out of this group a single symbol and remodel it to resemble the mark 
of each new competitor entering the territory where Oil City is doing business, 
would broaden the scope of legitimate monopoly into the field of unfair trade. 

The case of United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90, on which 
Oil City relies, has no application to the facts in the case at bar. In the cited case, 
the court decided that the junior of a trade-mark upon entering the business terri- 
tory of the senior had no right to enjoin the latter, but was estopped to question the 
right of the first user. The court said in that case there was nothing to sustain the 
allegation of unfair competition, aside from the question of trade-mark infringe- 
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ment. The case of Hanover Star Mill Co. v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 
149], also cited by Oil City, lays down in part the same rule as the Rectanus case, 
but one branch of the Hanover case is authority for the application of the doctrine 
of unfair competition to the conduct of Oil City in the case at bar. 

Socony urges that, under the findings of the master, the trial court was com- 
pelled to enjoin Oil City from the use of a flying horse in any form or color as a 
trade-mark. As we view the case, this contention is untenable The court and 
master found that Oil City had a prior right in the Cleveland territory to the use of 
the flying horse as a trade symbol and Socony accepts this finding. To adopt 
Socony’s claim would result in forfeiting property belonging to Oil City. 

The substantive scope of an injunction in an unfair competition case is not 
subject to cut and dried rules. The extent of the relief depends entirely on the cir- 
cumstances of each individual case. The rule is fundamental that the injunction 
should not be so broad as to operate oppressively or contrary to real justice. The 
great office of the writ is to protect and preserve rights and never to destroy con- 
travening rights unless necessary. 

Had Oil City been content to let its products make their own way under its 
trade-mark in the field of open and fair competition, thet would have been the end 
of it, but it availed itself of unfair means, either expressly or tacitly, to sell its 
products to the ultimate purchaser as and for those of Socony. Nevertheless, 
Socony is entitled to such relief only as will tend reasonably to protect it against 
future unfair competition from Oil City. Socony is not entitled to the aid of a 
decree to create or support or assist in creating or supporting an unlawful monopoly 
in its behalf. 

Socony also urges that, the master having found as a fact that Oil City had 
not extended the sale of its products under the trade-mark of a flying white horse 
beyond the trade territory of Cleveland Ohio, that the court erred in decreeing that 
it could use throughout the State the trade-mark as described in the decree. This 
contention must be denied. It is true, generally speaking, that the proprietor of a 
trade-mark, good in the markets where the owners employed it, cannot monopolize 
markets that its trade has not reached. In other words, the mark of itself cannot 
travel to markets where there is no article to wear the badge and no trader to offer 
the identified article for sale. However, in light of the well-settled rule that property 
in trade-marks and the right to their exclusive use rests upon the law of the several 
states and depends upon them for security and protection, the use of the mark ex- 
tends to the whole state unless the state has by statutory or common law declaration, 
reduced the territorial limits of the mark to a smaller area. Hanover Star Milling 
Co. v. Metcalf, supra (concurring opinion of Justice Holmes, 240 U. S. at pages 424, 
426). The General Code of the State of Ohio, Section 6240-1 to 4 inclusive, pro- 
vides for the registration of trade-marks of statewide application. Under the laws 
of Ohio a valid trade-mark territorially extends to the entire state. Independently 
of the statute, the trade-mark of Oil City extends to the entire state under the rule 
laid down in the case of Western Oil Refining Co. v. Jones, 27 F. (2d) 205 [18 
T.-M. Rep. 432]. There this court was dealing with the trade-mark “Silver Flash” 
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used in selling gasoline in the trade territories of Wellsville and East Liverpool, 
Ohio. We decided that the seller of the gasoline under the trade-mark in the two 
communities was entitled to the exclusive use of the name within the entire state as 
territory which may reasonably be anticipated to be within normal business expan- 
sion in view of modern transportation methods and that many persons came from a 
distance to purchase. See also White Tower System v. White Castle System, 90 F. 
(2d) 67 [27 T.-M. Rep. 600] ; Grocers Baking Co. v. Sigler, 132 F. (2d) 498 [31 
T.-M. Rep. 401] ; and Hemmeter Cigar Co. v. Congress Cigar Co., 118 F. (2d) 64 
[31 T.-M. Rep. 182]. 

The master recommended that John Roski, appellee in No. 9335, be dismissed 
from the proceedings for failure of evidence, and the court confirmed him. Socony 
neither excepted to the master’s finding nor objected to the court’s decree on this 
issue, but now urges that we reverse the judgment. We find it unnecessary to con- 
sider this point. The findings of fact by a master cannot be reviewed upon appeal 
where there are no exceptions to his report and this is especially true where there 
are no objections to the court’s approval of the master’s findings. Rule 53 (e) (2), 
Rules of Civil Procedure ; Coghlan v. South Carolina R. Co., 142 U. S. 101, 115; 
City of Cleveland v. Walsh Const. Co., 279 F. 57; Hutchinson v. Fidelity Inv. 
Ass'n, 106 F. (2d) 431. Judgment affirmed on both appeals. 

Socony and Oil City will each pay its own costs on these appeals and neither 
will recover any cost from the other. Appellee John Roski may recover his cost 
from appellant, Socony-Vacuum Oil Company. 





THE PENNZOIL COMPANY et aL. v. CROWN CENTRAL PETROLEUM 
CORPORATION 


United States District Court, District of Maryland 
July 15, 1943 


TRADE-MARKS—“PENNZOIL” FOR LUBRICATING OIL PropUCED IN PENNSYLVANIA—GEOGRAPHI- 
CALLY DESCRIPTIVE TERM. 

The word “Pennzoil” used as a trade-mark for lubricating oil produced in Pennsylvania 
held geographically descriptive. 

TRADE-M ARKS—REGISTRATION—EFFECT OF REGISTRATION UNpER 1905 Act. 

The Act of 1905 is silent as to whether registration thereunder is prima facie evidence of 
validity, but decisions of the circuit court furnish strong rebuttal evidence thereof. 

TRADE-MARKS—BorDER LINE MARKS—VALIDITY—EXTENT OF PROTECTION. 

In doubtful cases the decision as to whether a mark is a valid technical trade-mark must 
largely be subjective with the judge; and such a mark is not entitled to a broad range of pro- 
tection. 

TRADE-MarRKS—“GREENZOIL” AND “PENNZOIL” FOR LuBRICATING Or1L—NoN-CONFLICTING 
Marks. 

The word “Greenzoil,” used as a trade-mark for a green lubricating oil produced in Texas, 
held not to be confusingly similar to “Pennzoil,” used on similar oil produced in Pennsylvania, 
inasmuch as the first syllables of the two marks are dissimilar and plaintiffs have no monopoly 
on the syllable “zoil.” 
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TRADE-MarK INFRINGEMENT—SUITS—LACHES. 


A ten-year delay, after protesting use of defendant's mark, before bringing suit held laches 
barring accounting for profits and damages, where defendant built up business under the mark. 
TRADE-MARK INFRINGEMENT—SUITS—EVIDENCE. 
The fact that defendant’s customers asked retailers whether “Greenzoil” was product of 
plaintiff did not show confusion as to identity, nor even likelihood of confusion. 
UnFAIR CoMPETITION—UsE oF DISTINGUISHING FEATURES. 
The word “Greenzoil” on a white and green can held not to unfairly compete with 
“Pennzoil” on yellow and black can featuring goods as Pennsylvania oil. 


In equity. Action for trade-mark infringement and unfair competition. Com- 
plaint dismissed. 


John S. Powers, Buffalo, N. Y., Southgate L. Morison, and Ritchie, Janney, Ober 
& Williams, both of Baltimore, Md., and Joseph W. Milburn, Washington, 
D. C., for plaintiffs. 

Karl F. Steinmann and Edwin H. Brownley, both of Baltimore, Md., and Edward G. 
Fenwick, Washington, D. C., for defendant. 


CuHESNUuT, District Judge: 


In this case the plaintiffs seek an injunction and accounting for profits and 
damages from the defendant for alleged infringement of a federally registered trade- - 
mark and for related unfair competition. The defenses are (1) that the plaintiffs’ 
trade-mark is invalid because descriptive; (2) the defendant’s mark is not an in- 
fringement by colorable imitation or otherwise ; (3) that there was no unfair com- 
petition either actual or constructive and (4) laches. 

The evidence has been presented, on the part of the plaintiffs, primarily by 
depositions of many trade witnesses and including the testimony of some of the 
defendant’s officers or agents taken for purpose of discovery. Evidence on behalf 
of the defendant, in addition to the testimony of its officers taken by deposition, has 
been principally by examination of witnesses in court. Numerous exhibits have been 
filed by the parties respectively. The principal facts developed in the evidence are: 

1. The plaintiffs are The Pennzoil Company (of Pennsylvania) and its sub- 
sidiary The Pennzoil Company (of California). They, and their predecessors, 
have for many years been engaged in refining and marketing motor lubricating oils, 
principally for automobiles. They refine and sell a type of lubricating oil known 
as Pennsylvania Oils, which emanate from wells in the Appalachian strip running 
from southwestern New York through western Pennsylvania and extending partly 
into West Virginia and Ohio. These oils are generally known in the trade as 
Pennsylvania oils and differ from lubricating oils produced in Texas and California 
generally in that the Pennsylvania oils have a paraffine base while the Texas and 
California oils have an asphalt or napthene base. There are 175 or more separate 
distributors of these Pennsylvania oils. The Pennsylvania corporate plaintiff sells 
and distributes its oils in all the States of the Union east of the Rocky Mountains 
and the California Company in those States west of the Rocky Mountains. 

2. Prior to 1915 the plaintiffs, or their corporate predecessors, sold the oils 
under the mark of “Pensoil,” but in 1915 both companies adopted, and in 1916 
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registered, their trade-mark “Pennzoil.” This is Plaintiffs’ Exhibit No. 1, No. 
111,759. Their product has been nationally advertised on a large scale at an 
aggregate cost of about $12,000,000. The mark has also been registered in numer- 
ous foreign countries with export sales of over 5,000,000 gallons. About 
150,000,000 gallons of Pennzoil have been sold by the plaintiffs. Their refineries 
are at or near Oil City, Pennsylvania. 

3. The defendant, Crown Central Petroleum Corporation, was originally a 
Delaware corporation, subsequently by merger becoming a Maryland corporation. 
For many years it has also been very extensively engaged in the production and 
distribution of motor lubricating oils. Its refineries are in Texas, and its products 
are marketed in many States east of the Rocky Mountains and particularly in the 
south and southeastern States of the Union. Its principal business office is at 
present in Baltimore, Maryland. In January, 1930, it prominently advertised one 
of its products under the trade-mark or trade-name of “‘Greenzoil.”” At that time 
the defendant was marketing its automobile gasoline under the trade-name of 
‘“Crownzol.” For some time prior to 1930 the defendant’s research department had 
been engaged in efforts to produce a motor lubricating oil that would have a pleasing 
greenish cast. Prior thereto its oil when held up to the light had a reddish color but 
its cast (reflected light) was an undesirable shade of blue. By 1930 oil had been 
produced with a satisfactory greenish cast and was ready to be marketed. A meet- 
ing of its principal sales agents was held in St. Louis and at that conference, after 
considering various suggested names for the new oil, “Greenzoil” was adopted as 
the most satisfactory. “Crownzol’” and other names ending in “zol” were con- 
sidered too closely identified with gasoline to be desirable for the lubricating oil. In 
January, 1930, and at various times thereafter through 1931, the defendant adver- 
tised in trade journals its new motor lubricating oil under the prominently displayed 
name of “Greenzoil,” and described it as a “clear green oil.” 

4. On February 7, 1930, attorneys for the plaintiffs wrote a letter to the de- 
fendant protesting its use of “Greenzoil” as an infringement of the plaintiffs’ 
mark “Pennzoil.” In March, 1930, a Mr. Matthews, then connected with the sales 
department of the Pennzoil Company, called at the New York office of the de- 
fendant and conferred with Mr. Bowles, secretary and technological officer of the 
defendant, with regard to its adoption and use of “Greenzoil.” Mr. Bowles re- 
ferred to the plaintiffs’ letter upon the subject and said that the letter had been 
referred to counsel for the defendant. Mr. Matthews stated that he did not know 
the matter had progressed so far and was unaware that the letter had been sent. 
He further stated that if the mark ‘“Greenzoil” was filed for registration it would 
lead to litigation. On May 23, 1930, the defendant’s attorneys replied to the plain- 
tiffs’ protesting letter stating courteously but firmly that they considered its “Green- 
zoil” mark entirely legal and proper and the defendant would continue to use it. 
The defendant thereafter continued its advertising of “Greenzoil” for a year or 
more and continued to sell its lubricating oil under this name in substantial quantities 
during 1930, 1931 and 1932. Said to be due to water damage, the sales records of 
the defendant’s predecessor (the Delaware corporation) are not complete prior to 
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1937, and there are no available records to show that the marketing of “Greenzoil” 
in 1934, 1935 and until the latter part of 1936; but thereafter the records show that 
“Greenzoil” was sold in large quantities through 1937-1942. The defendant did 
not file the mark ““Greenzoil” for registration. The plaintiffs took no further action 
by correspondence, negotiations or otherwise in opposition to the defendant’s use of 
the term “Greenzoil” until the filing of the suit in this case on July 31, 1941. 

5. Prior to about 1936 motor lubricating oils were generally supplied to filling 
stations in bulk; but beginning about that time the oil companies quite generally 
adopted the practice of supplying automobile lubricating oils in quart cans bearing 
distinctive labels of the respective companies with the trade-names or trade-mark 
displayed thereon. Both the plaintiffs and the defendant adopted this changed 
practice. 

6. The customary sales procedure for motor oils at filling stations doubtless 
varies for different stations, but what is probably a fairly typical procedure is found 
in the testimony of Frank Nix, called as a witness by the defendant, who gave his 
testimony in open court. For fifteen years or more he has operated as the proprie- 
tor a so-called independent filling station at Clifton, N. J. He carries ten different 
brands of motor oils including “Pennzoil” and “Greenzoil.” He testified that 
regular customers generally had an established preference for a particular brand of 
motor oil, as a result of his information to them, and that unless instructed to the 
contrary he supplied the brand they habitually used. New customers or casual pur- 
chasers usually asked for motor oils of a particular price rather than by brand name. 
Thus some motor oils sell for from 30 to 35 cents per quart, as is the case with 
‘Pennzoil,’ other brands for 25 cents, some for as low as 15 cents or two quarts for a 
quarter. He sold “Greenzoil” for 20 cents per quart. It is the exception rather 
than the rule that a chance or casual customer asks for any particular brand of motor 
oil. He also testified that it was his uniform custom in supplying a quart can of 
motor oil, to open it in the presence of the purchaser so that the particular brand 
as displayed on the can could be plainly seen if the purchaser desired to do so. He 
had never known of any instance of a confusion between “Pennzoil” and ‘‘Greenzoil” 
in his sales experience. Joseph E. Chapman, also an independent filling station 
operator at Clifton, testified generally to the same effect, as did also Marcus Mooney 
of Shelby, North Carolina. The plaintiffs offered the depositions of other numerous 
filling station operators or attendants at various places, principally in the South- 
eastern States. None of them testified to any instance within their knowledge of 
actual confusion in purchase between the two brands, but many of them testified that 
purchasers called attention to the cans of “Pennzoil” and “Greenzoil” when dis- 
played in racks at the filling stations and some purchasers asked the question as to 
whether the two oils were put out by the same company or what was the difference 
between them or whether they were “sister oils,” and a few purchasers had said to 
attendants they assumed “Greenzoil” was a product of the “Pennzoil” company, 
and other attendants testified to casual or temporary seeming confusion of customers 
between the two brands due to the similarity of the syllable “zoil” in both names. 
There was also evidence that some of the distributors of motor oils sell two grades 
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of oil under variant trade-names, as for instance, “Veedol” and ‘“‘Tydol,” both prod- 
ucts of the Tidewater Oil Company of Pennsylvania. 

7. As to the issue of unfair competition, there is no evidence in the case of 
any intentional simulation by the defendant of the plaintiffs’ product and none by 
the distributors of the defendant’s oil, nor any deceptive trade practice of any kind. 
The defendant sells directly only to jobbers who in turn distribute to retail filling 
stations. There is no similarity between the appearance of the quart cans in which 
the respective oils of the parties are sold at retail. Both cans are cylindrical and are 
about the same size, each containing a quart of oil. This is the common trade prac- 
tice. The color arrangement and style of the respective cans is conspicuously 
different. The prominent colors of the plaintiffs’ cans are yellow and black ; while 
those of the defendant are white and green. The plaintiffs’ label emphasizes that 
“Oil is 100% pure Pennsylvania oil.” The distinctive device is the word “Pennzoil” 
overlapping the design of a Liberty Bell (in red) suggestive of course, of the 
Liberty Bell in Independence Hall in Philadelphia. The defendant’s label has no 
such device, its most prominent feature being the name “Greenzoil” in green letters 
on a white background. The respective cans also clearly carry the name and 
address of the respective makers. 

On the whole case, my conclusion is that the complaint should be dismissed for 
the following reasons: 

Is “Pennzoil” a valid trade-mark? For the purposes of this case I will assume 
that it is, although there is force in the defendant’s contention that it is merely de- 
scriptive of the plaintiffs’ product. While the mark has been in use since 1915 it 
was not registrable under the ten-year clause of 15 U. S. C. A., s. 85. One of the 
well established rules with regard to trade-marks is that a mark is not good if it is 
merely descriptive of the product to which it is applied ; but it is good if the mark is 
merely suggestive rather than descriptive. An outstanding illustration of a good 
mark which is suggestive only was, before National Prohibition, the trade-mark of 
Maryland Hunter Rye Whiskey which depicted a horse with rider in hunting cos- 
tume leaping a fence accompanied by the legend “Maryland Hunter Rye—First Over 
the Bars.” 

The question as to “Pennzoil” is whether it is merely descriptive. As has been 
above stated, prior to adopting “Pennzoil” the plaintiffs for a time used the mark 
“Pensoil” and when they desired to register “Pennzoil” they found previously 
registered a mark ‘“‘Penn-Oil” which they acquired to avoid possible opposition. 
The witness Brown, an officer of the plaintiff Pennsylvania company, said that in 
considering a substitute for “Pensoil” it was their desire to obtain a name “‘that was 
unique, some name what we could advertise under and which would be suggestive of 
our product. Several suggestions were made and we for a while in the Pennsylvania 
corporation used the word ‘Pensoil.’ This was not considered satisfactory and 
some one in our California corporation suggested changing the ‘s’ to ‘z.”. This gave 
us a word which was easily spoken, and we believed would be successfully sold to the 
trade.” 


If “Pennzoil” were an entirely new mark offered for registration for the first 
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time, it would be difficult to hold it to be a valid trade-mark as a unique and arbitrary 
word, and not a descriptive term. We must bear in mind that there is a sharp dis- 
tinction in the trade in motor lubricating oils between Pennsylvania oils on the one 
hand and Texas and California oils on the other; and the plaintiffs’ product is not 
only exclusively a Pennsylvania oil but has been extensively and intensively adver- 
tised as such and is well known in the trade as a Pennsylvania oil. Clearly, the mark 
or name “Pennsylvania’s Oil” would be geographically descriptive and not a valid 
technical trade-mark. “Pennzoil” is quite obviously merely an abbreviation for 
the former term with the misspelling of “z’ for ‘‘s.” And, as the plaintiffs’ repre- 
sentative said, made the abbreviated word more easily spoken. It is also to be 
noticed that in the form of the mark as registered and in the advertisements of the 
mark until 1939, there was little, if any, emphasis placed on the letter “z,”” nor was 
the use of “z’’ in connection with lubricating oils a particularly unique or distinctive 
thing in the trade in 1915 as there was then on the market a brand of oil known as 
‘“Oilzum,” said to have been a contraction of “Oils Them.” And other uses of “z” 
in connection with motor oils has not been uncommon. The defendant’s registered 
trade-mark or name of ‘“Crownzol” is an instance. “Oklazoil,” “Bluzoil” and 
“Kolzol” have also been registered as trade-marks. It is therefore quite arguable 
that the only change made in the descriptive word of “Pensoil” (formerly used by 
the plaintiffs’ predecessors) was to add an “‘n” and change the “s” to a “z’” and thus 
endeavor to acquire a valid mark by misspelling. This ordinarily cannot success- 
fully be done. Standard Paint Co. v. Trinidad Asphalt Co., 220 U. S. 446; A. L. I. 
Restatement of Torts, s. 725; Derenberg, Trade-Marks, p. 264. And it is, super- 
ficially at least, rather difficult to distinguish “Pennzoil” as a valid trade-mark from 
a number of cases in this Fourth Circuit which have held descriptive marks to be 
invalid. In Bliss, Fabyan & Co. v. Aileen Mills, 25 F. (2d) 370, the word “Rip- 
plette’’ for bed spreads was held merely descriptive of the ripple woven into th 

spread in puckered or crinkled strips separated from each other by strips of flat 
woven material, and the owner of the mark was not entitled to enjoin the use of the 
mark ‘“Crinklette” on goods of similar character. In Griffin Mfg. Co. v. It Shoe 
Polish Co., 80 F. (2d) 514, the word “AllWhite” for a shoe polish was held merely 
descriptive although misspelled, and the owner not entitled to enjoin the defendant 
from using the words “All White” on similar goods. In Chapin-Sacks Mfg. Co. v. 
Hendler, 254 F. 553 [9 T.-M. Rep. 123], “The Velvet Kind” for ice cream, was held 
descriptive only. 

Nevertheless there are some considerations which tend to support the validity 
of the mark. It has had considerable administrative recognition as valid. It was 
originally federally registered in 1916 and renewed for twenty years in 1936. 15 
U. S.C. A., s. 85, provides what trade-marks may be registered. Among other 
provisions is one which denies registration of marks “which are descriptive of the 
goods with which they are used, or the character or quality of such goods, or merely 
a geographical name or term”; with the further proviso, however, “that nothing 
herein shall prevent the registration of any mark used by the applicant or his pred- 
cessor, or by those from whom the mark is derived, in commerce with foreign 
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nations or among the several states or with Indian tribes which was in actual or 
exclusive use as the trade-mark of the applicant or his predecessors from whom he 
derived title for ten years next preceding February 20, 1905.” The mark was not 
registered under this ten-year provision. Section 96 provides that the registration 
of a trade-mark “shall be prima facie evidence of ownership.” The statute is silent 
as to whether the registration is also prima facie evidence of validity ; but it has been 
said in this Circuit that such registration “furnishes a strong presumption of its 
validity,” although this presumption is, of course, rebuttable. Chapin-Sacks Mfg. 
Co. v. Hendler Creamery Co., supra; Autoline Oil Co. v. Indian Ref. Co., 3 F. (2d) 
457 [15 T.-M. Rep. 191] (D. C. Md. Soper, J.). The Court of Customs and 
Patent Appeals has also supported the validity of “Pennzoil” to the effect that in a 
statutory proceeding under 15 U. S. C. A., s. 93, it has cancelled the registration 
of the competing mark “Pencoil” for motor lubricating oil because confusingly 
similar to “Pennzoil.” Pet. Co. v. Pennzoil Co., 80 F. (2d) 67 [26 T.-M. Rep. 13]. 
Compare Pennzoil Co. v. Hercules Powder Co. (C. C. P. A.), 100 F. (2d) 671, and 
Hall v. Pennzoil Co. (C. C. P. A.), 126 F. (2d) 506. Of course these cases did not 
involve common law rights as the administrative court was without jurisdiction to 
determine them. Since its original registration the plaintiffs have continuously used 
the mark ‘“‘Pennzoil” for more than twenty-five years and have very widely and ex- 
tensively advertised the mark nationally. It is said that there are about 175 separate 
producers of Pennsylvania lubricating oil, any one of whom, it would seem, could 
have used the name “Pennzoil” if it is a purely descriptive term ; but apparently none 
of them have sought to do so. The plaintiffs have also been exceedingly active in 
opposing the registration of other marks thought to be confusingly similar ; and it 
has been quite uniformly successful in such statutory opposition proceedings although 
it appears that nearly all of them were really uncontested. In these circumstances it 
seems probable that the plaintiffs might have been able to establish a “secondary 
meaning” for “Pennzoil” upon proper proof, but no such contention has been made, 
possibly because in this case it was thought it would not be sufficient to entitle the 
plaintiffs to an injunction, in the entire absence of any features of unfair competition 
by the defendant. In Indian Territory Oil & Gas Co. v. Indian Territory Illuminat- 
ing Oil Co., 95 F. (2d) 711, 713, it was said: 


When restricted to their primary meaning, geographical words are not capable of 
exclusive appropriation; but where they have been used so long and so exclusively by a 
manufacturer, trader, or distributor in connection with his wares and merchandise that 
they are generally understood to mean and denote such wares and merchandise, they 
acquire a secondary meaning apart from their primary meaning; and he may enjoin an- 
other from using them if the use causes deceit and injures his business. (Italic sup- 


plied.) 

See also Dixi-Cola Laboratories, Inc. v. Coca-Cola Co., 4th Cir., 117 F. (2d) 352, 
354, and Elgin Nat. Watch Co. v. Elgin Razor Corp., D. C. IIll., 25 F. Supp. 886. 
Cf. Derenberg on Trade- Marks, 325 et seq. 

Although I am personally inclined to the view that by the better legal reasoning 
the name “Pennzoil” does not constitute a valid technical trade-mark, it is unneces- 
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sary to put the decision of this case on that point, as it is at least debatable, and the 
determination in doubtful cases, to a large extent, as in the case of the validity of a 
patent when the feature of novelty is in issue, must necessarily be largely subjective 
with the particular judge. See Derenberg on Trade-Marks, pp. 269, 275. What- 
ever the uncertainty as to the status of “Pennzoil” as a technical trade-mark, | think 
it clear that, if it be assumed that it does constitute a good technical mark, neverthe- 
less it is not one of such unique and distinctive character as entitles it to the broad 
range of protection claimed for it by the plaintiffs. See Arrow Distilleries v. Globe 
Brewing Co., 117 F. (2d) 347. 

Laches. Defendant contends that in any event the plaintiffs should be estopped 
from demanding an injunction in this case by reason of their delay in litigating the 
matter, while, in the meantime, the defendant was building up a very substantial 
business in the sale of its product under the name of “Greenzoil.’’ The facts on this 
branch of the case have been stated and need not be here repeated in detail. It is 
sufficient to note that in 1930 defendant first advertised and began the use of the 
name “Greenzoil” It immediately came to the attention of the plaintiffs who pro- 
tested and threatened litigation; but the defendant firmly insisted on its rightful 
use of the name and continued to use it thereafter (with the possible exception of 
the years 1934-5) for about ten years and until this suit was finally brought. The 
plaintiffs contend on the evidence that the name “Greenzoil” was not largely used 
by the defendant until 1937 and that its use in any substantial amount did not come 
to the attention of the plaintiffs until about a year before the suit was brought. If 
this is the correct inference from the evidence, it seems obvious that “Greenzoil” has 
had little or no effect on the plaintiffs’ business, although it was certainly very ex- 
tensively used by the defendants in the five-year period from 1936 to 1941. I think 
the sounder view, however, is that the plaintiff really did not regard ‘“Greenzoil” as 
a substantial colorable imitation of its own mark of “Pennzoil” until in 1939 for 
the first time it began to attribute large importance to the “z” in “Pennzoil,” as 
evidence by its advertising then begun, under the slogan “Sound your ‘Z’.” 

I find that there was at least a sufficient delay on the part of the plaintiffs in 
seeking a judicial determination of this case, to bar the right to an accounting for 
profits and damages. W.G. Reardon Lab. v. B. & B. Exterminators, 4th Cir., 71 
F. (2d) 515, 518; Valvoline Oil Co. v. Havoline Oil Co., 2d Cir., 211 F. 189; 
McLean v. Fleming, 96 U. S. 245. But it is not so clear that the plaintiffs are dis- 
entitled to an injunction as to the continued use of “Greenzoil,” if the plaintiffs have 
a valid trade-mark in “Pennzoil,” and “Greenzoil” is a colorable imitation thereof. 
McLean v. Fleming, supra. In Menendez v. Holt, 12 U. S. 514, 523, it was said: 
“Mere delay or acquiescence cannot defeat the remedy by injunction in support of 
the legal right, unless it has been continued so long and under such circumstances as 
to defeat the right itself.” To the same effect is Saxlehner v. Eisner & Mendelson 
Co., 179 U. S. 19, 39, and Chapin-Sacks Mfg. Co. v. Hendler Creamery Co., 4th 
Cir., supra. On the other hand, the facts in the instant case with respect to laches 
are quite similar to those involved in Valvoline Oil Co. v. Havoline Oil Co. (D. C. 
S. D. N. Y.), 211 F. 189 [4 T.-M. Rep. 257], where it was held that the plaintiff’s 
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laches disentitled it to an injunction to protect its admitted trade-mark “Valvoline” 
against the defendant’s use of “Havoline.” On the facts the court first determined 
that ‘““Havoline” was not a colorable imitation of “Valvoline,” but on the point of 
laches, it was held that the plaintiff was not entitled to an injunction even though the 
question of colorable imitation was only seriously debatable. It was said, at page 
194: “Where a trade-mark is bodily appropriated, as in Menendez v. Holt, the 
courts will grant injunctive relief, although in some instances denying an account- 
ing.... But this is not such a case. It must be admitted even if it were to be held 
that the defendant infringed complainant’s trade-mark, that the question involved is 
seriously debatable. I am of the opinion that equity as applied to modern business 
developments requires that, in this particular case, injunctive relief in any event be 
denied. No satisfactory explanation is given for the delay and, during that time, 
the defendants have spent thousands of dollars to create a valuable asset in the word 
‘Havoline’.” Even if the plaintiffs’ laches in the instant case are not so pro- 
nounced as to amount to an estoppel against the injunction sought, its delay is a 
significant circumstance bearing on the question whether it really regarded “Green- 
zoil” as a prejudicial infringement of “Pennzoil.” The delay tends very strongly to 
support the conclusion that the plaintiffs did not so regard “Greenzoil.” 

Is “Greenzoil” a colorable imitation of “Pennzoil”? I think not—in the circum- 
stances here present. In other circumstances it is conceivable that “Greenzoil” 
might be considered a colorable imitation of “‘Pennzoil.” It is true that six letters in 
the alphabet forming the word “Greenzoil” also appear in the word “Pennzoil.” 
And if “Pennzoil” was a purely arbitrary mark not describing or suggesting either 
“oil” or “Pennsylvania,” but some entirely different product, “Greenzoil” applied to 
the same kind of product might be regarded as colorable imitation. But that is not 
the situation here. Both marks are applied to automobile lubricating oil and when 
so applied there is no special significance to the letter ‘‘z” other than making the 
pronunciation of the word somewhat easier. Then again, “Pennzoil” as a mark for 
Pennsylvania lubricating oil is distinctly descriptive or at least suggestive and the 
plaintiffs have prominently emphasized this in the legends on their cans, and in their 
advertising. “Greenzoil’” carries no such suggestions with respect to the geographi- 
cal origin of the oil. Its suggestiveness is of color, green. There was no inten- 
tional simulation or colorable imitation by the defendant in adopting the word 
‘““Greenzoil.’”” There was at least as good a reason for its adoption by the defendant 
as in the case of “Pennzoil” by the plaintiffs. The defendant had used the letter “z” 
in its own registered mark of “Crownzol’” for gasoline. ‘“Greenzoil” rather than 
“‘Greenzol” was adopted because “zol’’ was identified with gasoline rather than with 
lubricating oils. ‘“Greenzoil” does not in any way suggest to a purchaser the 
thought that he is buying a Pennsylvania oil as distinct from Texas or California oil. 
If the plaintiffs had used the mark “Penn-Oil” and the defendant “Green-Oil,” it is 
not contended there would have been any basis for this suit. The charge of color- 
able imitation is, therefore, reduced merely to the use of the letter “z.”’ This is too 
slender a basis to make successful the charge of colorable imitation especially when 
we remember that the plaintiffs substituted “‘z” for “s’’ because it was more phonetic. 
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The plaintiffs apparently seek to assert a monopoly right in the use of “zoil” 
as the second syllable of “Pennzoil” and base their charge of colorable imitation 
by “Greenzoil” thereon. But this contention is not sound. It is the first syllable 
of both words that is here dominant in speech and thought also. In Coca-Cola Co. 
v. Carlisle Boitling Works, 43 F. (2d) 101, 114 (D. C. Ky.), aff'd 43 F. (2d) 119 
[19 T.-M. Rep. 127], cert. den. 282 U. S. 882, it was said, after a long review of 
competing trade-marks, on the issue of alleged colorable imitation: “I think, there- 
fore, that I am justified in drawing from this survey the general rule that in such 
cases where the front part of the two trade-marks involved differ in appearance, 
sound, and meaning, there is no infringement even though there may be similarity 
amounting to identify in the last part. It is only a very exceptional case which will 
not be governed by this rule.”” See also Glenmore Distilleries v. National Distillers 
Products Corp., 4th Cir., 101 F. (2d) 479, note 1. (Kentucky Tavern v. Town 
Tavern) ; and Hall v. Pennzoil Co., 126 F. (2d) 506. 

Counsel for the plaintiffs have filed a lengthy brief with elaborate discussion 
both of the law and facts and the citation of more than a hundred different trade- 
mark cases. With the general principles of trade-mark law that are applicable to 
this case, I find little to question in the plaintiffs’ discussion, but I am unable to make 
the application to the facts contended for. Due effect should of course be given to 
the fact that the mark is federally registered, but it is now well established that the 
result of such registration is procedural and not substantive. 15 U. S.C. A., s. 96, 
authorizes the assessment of damages “against any person who shall . . . colorably 
imitate any such trade-mark,” etc., in a suit at law. And section 99 provides for an 
injunction and accounting for profits and damages upon similar infringement. The 
leading case in the Supreme Court of McLean v. Fleming, 96 U. S. 245, furnishes the 
legal test as to what constitutes colorable imitation of a trade-mark. On page 251 
in that case the court said: 


What degree of resemblance is necessary to constitute an infringement is incapable of 
exact definition, as applicable to all cases. All that courts of justice can do, in that regard, 
is to say that no trader can adopt a trade-mark, so resembling that of another trader, as 
that ordinary purchasers, buying with ordinary caution, are likely to be misled. (Italics 
supplied. ) 


Again on page 253: 


Much must depend, in every case, upon the appearance and special characteristics of the 
entire device; but it is safe to declare, as a general rule, that exact similitude is not re- 
quired to constitute an infringement or to entitle the complaining party to protection. If 
the form, marks, contents, words, or the special arrangement of the same, or the general 
appearance of the alleged infringer’s device, is such as would be likely to mislead one in 
the ordinary course of purchasing the goods, and induce him to suppose that he was purchas- 
ing the genuine article, then the similitude is such as entitles the injured party to equitable 
protection, if he takes seasonable measures to assert his rights, and to prevent their con- 
tinued invasion. 


And still again on page 255: 


Colorable imitation, which requires careful inspection to distinguish the spurious trade- 
mark from the genuine, is sufficient to maintain the issue; but a court of equity will not 
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interfere, when ordinary attention by the purchaser of the article would enable him at once 
to discriminate the one from the other. Where the similarity is sufficient to convey a 
false impression to the public mind, and is of a character to mislead and deceive the 
ordinary purchaser in the exercise of ordinary care and caution in such matters, it is 
sufficient to give the injured party a right to redress, if he has been guilty of no laches. 


And on page 256: 

Two trade-marks are substantially the same in legal contemplation, if the resemblance 
is such as to deceive an ordinary purchaser giving such attention to the same as such a 
purchaser usually gives, and to cause him to purchase the one supposing it to be the other. 
This test was quite recently applied by the Circuit Court of Appeals for this 

Circuit in Glenmore Distilleries Co. v. National Distilleries Products Corp., 101 F. 
(2d) 479, 480 [29 T.-M. Rep. 305], where Judge Soper, speaking for the Court, 
also said: 

It is impossible to lay down a general rule that either word in an established trade- 
mark of two words is of such importance that its use in other combination on the same 
kind of goods would constitute infringement. Every case must of course be decided upon 
its own facts. 

In that case the mark “Town Tavern’ on whiskey was held not to infringe the 
mark ‘Kentucky Tavern” also applied to whiskey. 

The same principle has been frequently applied in other trade-mark cases in 
this Circuit. Dixi-Cola Labs., Inc. v. Coca-Cola Co., 117 F. (2d) 352 [31 T.-M. 
Rep. 39]; Arrow Distillers v. Globe Brewing Co., 117 F. (2d) 347; Pepsi-Cola 
Co. v. Krause Bottling Co., 92 F. (2d) 272 [27 T.-M. Rep. 734] ; Griffin Mfg. Co. 
v. It Shoe Polish Co., 80 F. (2d) 514; Bliss, Fabyan & Co. v. Aileen Mills, Inc., 
25 F. (2d) 370 [18 T.-M. Rep. 334] ; Chapin-Sacks Mfg. Co. v. Hendler Creamery 
Co., supra; Coca-Cola Co. v. Old Dominion Beverage Corp., 271 F. 600 [11 T.-M. 
Rep. 128] ; W. G. Reardon Lab., Inc. v. B. & B. Exterminator Co., 71 F. (2d) 515; 
Autoline Oil Co. v. Indian Ref. Co., 3 F. (2d) 457 [15 T.-M. Rep. 191] (D.C. Md. 
Soper, J.). In view of the very full discussion of the subject matter in these 
numerous recent cases in this Circuit it would be an act of supererogation to under- 
take elaborate review of the application of the well-established principles as illus- 
trated in the many other trade-mark cases cited by plaintiffs’ counsel from other 
jurisdictions. While it would doubtless be impossible to harmonize all the cases in 
their final results, any difficulty in the matter is not with the law but with its appli- 
cation to the facts ; and this necessarily remains a matter for judgment on the facts 
of each particular case. 

In the instant case the evidence is not impressive that there is any reasonable 
likelihood of confusion by virtue of the names used by the respective parties. The 
principal testimony relied upon by the plaintiffs is that of a number of filling station 
attendants that some purchasers of motor lubricating oil have at times asked the 
question as to whether “Greenzoil” was a product of the same company that put out 
“Pennzoil,” and other similar questions indicating possibly some casual confusion 
from similarity of names. The mere fact that such questions have been asked does 
not show confusion in the public mind as to identity but only that the question oc- 
curred to the purchaser. It does not show even likelihood of confusion in actual 
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purchase, when the entire dissimilarity of the respective packages is considered. The 
fact that the question was asked rather indicates that the inquirer was put on notice 
of the difference between the names. If after such notice he nevertheless persisted 
in buying “‘Greenzoil” for “Pennzoil” he was not acting with even ordinary caution. 
And the evidence fails to show any instance in which the purchaser has actually 
bought “Greenzoil” thinking he was getting “Pennzoil,” in the many years the 
former has been on the market. 

Representatives of the plaintiff apparently conducted a very wide survey of the 
conditions under which “Greenzoil” was sold at filling stations, particularly in the 
southern states, and selected as a result of this survey about forty filling station at- 
tendants who were examined by counsel for the plaintiffs for the particular purpose 
of developing alleged confusion of the buying public. The general effect of their 
testimony by deposition has heretofore been briefly summarized. This kind of testi- 
mony in trade-mark and unfair competition cases is often and perhaps generally of 
little weight, and in the present case I do not feel that it is impressive. See “The 
Unwary Purchaser,” 8 Mich. Law Rev. 613, 618; Dixi-Cola Co. v. Coca-Cola, 4th 
Cir., supra; Dupont Cellophane Co. v. Waxed Prod. Co., 85 F. (2d) 75, 80 [26 
T.-M. Rep. 513] ; Quaker Oats Co. v. General Mills, 7th Cir., 134 F. (2d) 429, 431. 
Only occasional cases of confusion or thoughtless errors by very inattentive pur- 
chasers are of little significance. Valvoline Oil Co. v. Havoline Oil Co., 2d. Cir., 
211 F. 189, 194; Quaker Oats Co. v. General Mills, 7th Cir., 134 F (2d) 429, 432 
[33 T.-M. Rep. 178] ; Kellogg Co. v. Nat. Biscuit Co., 305 U. S. 111, 121 [28 T.-M. 
Rep. 569] ; Restatement, Torts, s. 728, Comment A. 

On the point of likelihood of confusion, counsel for the plaintiffs stress what is 
urged as to the conditions of retail sales of motor oils ; that purchasers represent all 
classes of the community, the illiterate as well as the literate ; that a quart of oil is 
sold for a comparatively small price (say 20 to 35 cents) ; that sales are usually 
quickly made and often under circumstances of noise and confusion from traffic. 
It is also pointed out that purchases are often made from memory alone and that 
memory may be defective from either visual or oral impressions. Finally, it is par- 
ticularly urged that confusion of the public may result either with respect to the 
goods themselves or the origin of the goods; and also that in the modern law of 
business colorable imitation of a trade-mark is prejudicial to the quasi-property in- 
terest in the trade-mark itself especially where it has been much advertised. Schech- 
ter, “The Rational Basis of Trade-Mark Protection,’ 40 Har. Law Rev. 831, 
832 ; Arrow Distilleries v. Globe Brewing Co., 4th Cir., 117 F. (2d) 347, 351. And 
see Restatement, Torts, s. 729, for a list of the principal factors to be considered on 
the question as to whether there is confusing similarity. But, giving due weight to 
all these considerations, I am still of the opinion that, on the evidence in this case, 
there is no likelihood of confusion or deception of the ordinary purchaser buying 
with ordinary care the respective articles of the parties. 

It is true that in deciding cases of this nature the chancellor should be careful 
not to give too much weight to his own subjective appraisal of the competing trade- 
names or labels. On the contrary, it is important that the more objective tests fur- 
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nished by the evidence as to what reasonably should constitute ordinary caution of 
the ordinary purchaser should be carefully considered. But the quality of the evi- 
dence must be considered along with its quantity. And the final decision must neces- 
sarily be the judgment of the chancellor based on his own observation of the physical 
exhibits in connection with the other relevant facts in the case. So far as the 
physical exhibits in the case are concerned, I think it beyond question that even a 
careless buyer could not mistake defendant’s product for that of the plaintiffs when 
buying upon inspection of the two cans of oil, or even when relying only on memory 
of sight of the plaintiffs’ can or sound of “Pennzoil.” Nor does the name “Green- 
zoil” suggest “Pennzoil.” The idea conveyed by “Pennzoil” is clearly that of 
Pennsylvania oil as indeed is conspicuously emphasized on the can itself ; and equally 
clearly the name “Greenzoil’” does not suggest a place but a color; and the promi- 
nently displayed color of the label on the can itself tends to emphasize this idea. 

Counsel may submit the appropriate order for the entry of judgment for the 
defendant, the plaintiffs to pay the taxable court costs. 





HORLICK’S MALTED MILK CORPORATION v. HORLICK 
United States District Court, E. D. Wisconsin 
June 19, 1943 


UNFAIR CEMPETITION—FAMILY NAMES—RIGHT OF First USER. 

The first user of a family name in his business assumes the risk of others of the same name 
using the name fairly in their own business. Moreover, such a name cannot be used to mis- 
lead and confuse the public into thinking that the goods bearing it are the goods of another. 

TRADE-MARK INFRINGEMENT—MALTED MILK PowbEeR AND Doc Foop—Goops or DIFFERENT 
DESCRIPTIVE PROPERTIES. 

In the case at issue, held that malted milk powder intended for human consumption and 
pellets intended for dog food are not goods of the same descriptive properties, and, therefore, 
there was no infringement. 

Unrair CoMPETITION—SURNAMES—“HorLick” FOR MALTED MILK—RESTRICTIONS ON USE FOR 
DIFFERENT Goons. 

Plaintiff’s predecessors in business began at Horlicksville, Racine, Wisconsin, in 1874 the 
manufacture of malted milk under the trade-mark “Horlick’s,” and sold same extensively 
throughout the United States, said name having been duly registered in the Patent Office and 
in the State of Wisconsin. In 1875 defendant’s predecessor began to operate at Horlicksville 
a grist mill for grinding flour for animal food, which defendant subsequently put out under 
the name “Horlick,” shown in solid block letters, also under the mark “Horlick of 
Horlicksville,” both marks having been registered in the Patent Office. Defendant also 
used on his stationery the phrase “Manufactured since 1875,” Held that, while defendant 
should be permitted to use his family name in a business not in direct competition with plain- 
tiff, he should be enjoined from using the words “Manufactured by Horlick of Horlicksville, 
Racine, Wisconsin” and the phrase “Manufactured since 1875.” Defendant was also re- 
quired to use his first name Charles, or some other identifying word, in connection with his 
surname. 


In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment for plaintiff. 
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Rogers, Woodson & Rogers, and William T. Woodson, both of Chicago, Ill., for 
plaintiff. 

Alschuler, Putnam, Johnson & Ruddy, Sam Alschuler, and Clarence J. Ruddy, all 
of Aurora, Ill., for defendant. 


Durry, District Judge: 


This action is brought under 15 U.S. C. § 81 et seq., for the alleged infringement 
of plaintiff’s trade-mark, as well as for unfair competition. This court’s opinion on 
defendants’ motion to dismiss appears in 40 F. Supp. 501. Prior to the trial of this 
cause, the action against defendant Richard Horlick was dismissed. 

The plaintiff (a Delaware corporation with principal place of business at Racine, 
Wisconsin) and its predecessors have been manufacturers of food products since 
1874, and for many years past have continuously used the name “Horlick’s” as a 
trade-mark. During the past twenty years their sales of malted milk have been in 
excess of $100,000,000, and more than $20,000,000 has been expended by the plain- 
tiff and its predecessors for advertising. 

The name “Horlick” is an uncommon surname. For example, it appears but once 
in the Milwaukee city directory. Due to the extensive advertising by plaintiff and 
its predecessors, extending over sixty-eight years, the name “Horlick’s” has become 
well and favorably known throughout the United States, and is usually associated 
in the public mind with malted milk. 

On August 10, 1915, plaintiff registered the trade-mark “Horlick’s,” under the 
1905 Act, for “prepared milk products, food products containing extract of malt, 
barley and wheat flour and dry extract of malt.” (Registration No. 105,593). The 
word “Horlick’s” appears in outlined block letters printed in an arc. This regis- 
tration was renewed and is owned by plaintiff. The same trade-mark had previ- 
ously been registered on December 8, 1903, for “food products,” under the laws of 
Wisconsin. 

For many years past the plaintiff has abbreviated its name and address to 
‘‘Horlick—Racine, U. S. A.” As a common occurrence plaintiff received mail 
addressed to it as Horlick, Holick’s, Horlick Company, and other similar forms. 

Joseph A. Horlick, Sr., was the first of the Horlick family to come to this coun- 
try ; he settled in a community later to be known as Horlicksville, located in Racine 
County a short distance beyond the present city limits of Racine. A daughter of his 
married one of her cousins, William Horlick, who came to this country in the 1870's, 
and who founded the business which preceded the plaintiff. Their son, Alexander 
J. Horlick, is president of the plaintiff corporation. The defendant, Charles Horlick, 
is a great grandson of the above mentioned Joseph A. Horlick, Sr., through another of 
his children. Members of this branch of the family also resided at Horlicksville, 
and since 1875 have operated a grist mill which has been used largely for grinding of 
grist for animal food. 

The defendant discovered that dogs would eat by-products from grain ground 
in his mill. On July 31, 1940, he registered a trade-mark for “dog, cat, horse and 
cattle foods” (Registration No. 382,160), consisting of the word “Horlick” in solid 
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block letters printed in a straight line. Defendant’s other registration was on May 
13, 1940, as a trade-mark for “dog, cat, horse and cattle foods” (Registration No. 
379,813), and consisted of the words “Horlick of Horlicksville” in block letters 
printed in a straight line. 

Plaintiff’s malted milk was intended only for human consumption. However, 
plaintiff has received numerous letters from the public reporting the satisfactory re- 
sults from feeding Horlick’s malted milk to their dogs, cats, and other animals. 

The defendant placed on the market a product in pellet form called “Horlick 
Dog Food.” Defendant’s package is about 714” high by 6” wide, and has a depth 
of less than 2”. The word “Horlick,” printed in a straight line in red block letters 
1%” high, outlined in black, appears prominently on both the front and reverse 
sides of the package. A drawing of a dog appears thereunder, which drawing is 
about 314” in height. Underneath the dog’s head appear the words, ‘“‘Dog Food,” 
on separate lines, in black letters 1” high. One line reading, “Complete Daily 
Ration,” is printed near the bottom of the package in white letters 14” in height. 
The next line reads, “For Fine Animals,’ which appears in red letters 3@” in height. 
At the very bottom appears the line “Manufactured by Horlick of Horlicksville, 
Racine, Wisconsin,” none of the letters of which exceed 1%” in height. On the 
top and bottom flaps of the package, the word “Horlick” appears in red block letters 
of the same size and style as on the front and reverse sides of the package. Con- 
siderable printing under the heading “Horlick Dog Food” appears on each of the 
narrow sides of the package. Under the subheading “Ingredients” appears: 


Malt flour, dry skim milk, ground yellow corn, ground whole wheat, feeding oatmeal, 

flour middlings, meat scraps, fish meal, soybean oil meal, powdered oyster shell, alfalfa leaf 

meal, salt, molasses, vitamins a, b, c, d, e, b2, g, b4, b6, k, nicotinic acid, iron, manganese, 

iodine, copper, sulphur, added by concentrate. 

Plaintiff sells its malted milk in packages and bottles of different sizes and shapes. 
Its package most nearly the size of defendant’s package is 9” in height, each of the 
four sides of which are 6” in width. On the front and reverse sides, printed in an 
arc in white letters on a dark blue background, appear : 


Horlick’s (1” block letters) 
(The Original) (Small red letters) 
Malted Milk (%%” block letters) 


and a drawing of three cows is immediately below. “The Great American Food- 
Drink for All Ages” is printed in blue letters on the next two lines. Then follow 
three lines in smaller print, “Prepared and dried in vacuum from whole milk, malted 
barley and diastatic digested wheat flour.” At the bottom the words, “Manufactured 
by Horlick’s Malted Milk Corporation, Racine, Wisconsin,” 
word “Horlick’s” appearing in red script in a slanting line. 
No attempt has been made by the defendant to dispose of his product on any 
other basis than as a dog or animal food. No one purchased Horlick Dog Food be- 
lieving that it was malted milk or food for human consumption. The only similarity 
between plaintiff’s package and defendant’s package was the names “Horlick’s” and 


are printed over the 











HORLICK’S MALTED MILK CORP. v. HORLICK 455 


“Horlick,” the printing of which was even in a different style, size and color. 
Nevertheless, members of the public who were familiar with Horlick’s Malted Milk, 
upon seeing the defendant’s package, concluded that defendant’s dog food was 
manufactured and sold by the plaintiff. I believe two things principally contributed 
to this reaction, namely, the uncommon name “Horlick” known widely in connection 
wnt mhalted milk, and the phrase “Horlick of Horlicksville, Racine, Wisconsin.” 

There are two issues in this case. First: Is the name “Horlick,” as used by 
the defendant an infringement of plaintiff's registered trade-mark ‘“Horlick’s” ? 
The trade-mark statute, 15 U. S. C. § 96, prohibits that anyone “colorably imitate 
any such trade-mark and affix the same to merchandise of substantially the same 
descriptive properties . I conclude that the malted milk powder intended for 
human consumption and the pellets intended for dog food are not merchandise of 
the same descriptive properties (Kellogg Co. v. Bremner Brothers [30 T.-M. Rep. 
414], and that there was no colorable imitation and therefore no infringement. 

The second issue: Do the acts of the defendant in the use of the name “Hor- 
lick” on his package and in connection with his business, and in the use of the 
phrase, “Manufactured by Horlick of Horlicksville, Racine, Wisconsin,” constitute 
unfair competition? MHorlick is the family name of the defendant. It is also the 
family name of the founder of the plaintiff’s business. The first user, in choosing a 
family name for his business, assumes the risk of others of the same name using 
such name fairly in their own business. Brown Chemical Co. v. Meyer, 139 U. S. 
540. 

Although the defendant should be permitted to use his family name in a business 
which is not directly competitive with plaintiff, he is bound to use reasonable care 
in the marketing of his product so that the public may be informed as to the source 
thereof, and to so identfy his product as to make it readily distinguishable from 
that of plaintiff. Kellogg Co. v. National Biscuit Co., 305 U. S. 111 [28 T.-M. 
Rep. 569]. This is especially true when defendant’s business is such that plaintiff 
might logically be expected to enter that field. Furthermore, it is well established 
that a family name cannot be used to mislead and confuse the public into thinking 
that the goods are those of another. L. E. Waterman Co. v. Modern Pen Co., 235 
U. S. 88 [5 T.-M. Rep. 1]. Also, a newcomer is required to take reasonable pre- 
caution to prevent a mistake on the part of the public. John B. Stetson Co. v. 
Stephen L. Stetson Co., Ltd., 85 F. (2d) 586 [26 T.-M. Rep. 527]. The defendant, 
Charles Horlick, is a late comer into the field of national distribution of food prod- 
ucts. Using only a part of his name in the phrase “Horlick of Horlicksville, Racine, 
Wisconsin.” he offered no information to the public identifying himself as the manu- 
facturer of the dog food rather than the plaintiff, which was confusing to the public. 
Further confusion resulted from his use of the phrase, “Manufacturers since 1875,” 
on his stationery, for that was about the time when the malted milk business was 
started. Defendant and his predecessors did no “manufacturing” continuously since 
1875 ; they merely “operated” a grist mill catering to local trade. 

Defendant should be enjoined from using the phrase, “Manufactured by Horlick 
of Horlicksville, Racine, Wisconsin.” If the defendant exercised the reasonable 
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care required, he would have used his own name and address, such as “ Manufactured 
by Charles Horlick, Horlicksville, Racine, R. F. D., Wisconsin.” He should like- 
wise be enjoined from using the misleading phrase, “Manufacturers since 1875” ; 
and in the list of ingredients, “‘malt flour” and “dry skim milk” should not be the 
first two listed. While the defendant may feature his name “Horlick,” he should 
use the name “Charles” or some other identifying word or words in connection there- 
with, which word or words shall be printed in type at least one-half the size of the 
type used in printing the name “Horlick.” 

Undoubtedly some purchasers, disinterested in who produces the dog food, may 
still assume that it is manufactured by the plaintiff; but defendant is not bound to 
make his package and advertising foolproof so that no one can make a mistake in 
regard thereto. John Morrell & Co. v. Doyle, 97 F. (2d) 232 [27 T.-M. Rep. 629]. 
After defendant has complied with the changes indicated in this opinion, anyone 
who still would be confused would be careless to a degree that the law has no duty 
to protect. Quaker Oats Co. v. General Mills, Inc., 134 F. (2d) 429 [32 T.-M. 
Rep. 353]. 





G. H. MUMM CHAMPAGNE (soci£TE vINICOLE DE CHAMPAGNE, SUCCESSORS ) 
anp ASSOCIATES, INCORPORATED AND SOCIETE VINICOLE 
DE CHAMPAGNE v. EASTERN WINE CORPORATION 


United States District Court, Southern District of New York 
October 14, 1943 


TRADE-MARK INFRINGEMENT—COLOR—USE OF RED STRIPE ON BottLe LABEL. 

The use by defendant on its domestic champagne of a bottle label having as its principal 
feature a red stripe extending from the upper left-hand corner to the low right-hand corner 
thereby held to infringe plaintiff’s registered trade-marks consisting essentially of the words 
“Cordon Rouge” and a diagonal red stripe from the upper left to the lower right of the label. 

TRADE-MARK INFRINGEMENT—SUITS—PARTIES—RIGHT OF ENEMY ALIEN—RECOVERY. 

In a suit to enjoin infringment of a registered trade-mark brought jointly by a foreign 
producer and its domestic agent, held that the foreign producer, though now an enemy alien, 
because of residing in French territory occupied by Germany, is entitled to maintain the action 
in so far as it is essential to the preservation of his property. However, no recovery may be 
had by the foreign plaintiff for the duration of the war. 


In equity. Action for trade-mark infringement and unfair competition. Decree 
for plaintiff. 


Beekman Aitken, of New York City, for plaintiffs. 
Mock & Blum, of New York City, for defendant. 


Hu.serr, District Judge: 


This action is for trade-mark infringement and unfair competition; the relief 
sought is an injunction, an accounting, and damages. 

Cross motions for summary judgment present, as the chief issues (1) capacity 
to sue; (2) infringement, and (3) unfair competition. 
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G. H. Mumm Champagne (Société Vinocole de Champagne, Successors) and 
Associates Incorporated, hereinafter called Importer, is a Delaware corporation hav- 
ing a place of business within this district. 

Société Vinicole de Champagne, hereinafter called producer, is a corporation 
organized under the laws of the Republic of France. 

The historical background of Mumm’s Champagne is set forth in considerable 
detail in Société Vinicole de Champagne v. Mumm Champagne & Importation Co., 
Inc., 11 Fed. Supp. 208, 13 Fed. Supp. 575. 

Peter Arnold Gottlieb Hermann Mumm established the business of fermenting 
champagne at Reims, France, in the year 1827, under the name of P. A. Mumm & 
Co. 

Jacob George Hermann Mumm, a son of Peter, continued the business changing 
the name to G. H. Mumm & Co., in 1856. 

In 1904, Walther Mumm, his brother George Hermann, and their mother, all 
German subjects, succeeded to and continued the copartnership of G. H. Mumm & 
Co. 

In December, 1914, the French Sequestrator seized all of the assets of said 
firm located within the jurisdiction of France and continued the business. 

On August 11, 1920, the liquidators reported the public sale of the properties of 
the firm of G. H. Mumm & Co., on July 28, 1920, which sale, by its terms, covered 
all the seized assets of said firm, including all the trade-marks of the firm and the 
same were acquired by the Producer. Société Vinicole de Champagne v. Mumm 
Champagne & Importation Co., Inc., supra. 

The United States registered trade-marks involved in this action are: 


No. 8,638 granted September 13, 1881, to G. H. Mumm & Co., of Reims, France, cover- 

ing the arbitrary words “Cordon Rouge” impressed on a circular paster or label, in previ- 
ous use for four years under registration No. 4473, March 20, 1877. 

No. 177,419 granted December 18, 1923, to Société Vinicole de Champagne, of Paris, 
France; this trade-mark covers the words “Cordon Rouge” impressed upon a red ribbon 
stripe upon a white label, diagonally from the upper left to the lower right thereof. (This 
trade-mark was also registered in France No. 204,157, August 18, 1921.) 

No. 312,653 granted May 1, 1934, to Société Vinicole de Champagne, Paris and Rheims, 
France, for a similar diagonal red stripe containing the words “Cordon Rouge.” 


In the application for this trade-mark (March 16, 1934, Ser. No. 348,727) the 
applicant makes the following statement : 


G. H. Mumm Champagne (Société Vinicole de Champagne, Successors) and Associ- 
ates, Inc., La Maison Frangaise, 610 Fifth Avenue, New York, is designated as the 
party upon whom process or notice of proceedings affecting the right to ownership of said 
trade-mark brought under the laws of the United States may be served. 

No. 342,650 granted January 19, 1937, to Société Vinicole de Champagne, Paris and 
Reims, France, covering a segment of a circle or arc bearing the words “Cordon Rouge” 
(registered in France as No. 305,182, December 11, 1935) contains a similar authorization 
to the domestic plaintiff. 

No. 395,907 granted June 16, 1942, to G. H. Mumm Champagne and Associates, In- 
corporated (Société Vinicole de Champagne, Successor) New York, N. Y., covering a 
Similar diagonal red stripe without, however, the words “Cordon Rouge” appearing thereon. 
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It is stated in the applications for this last mentioned trade-mark (dated January 
27, 1942), Ser. No. 450,511, “the trade-mark has been continuously used and applied 
to said goods in applicant’s business since March, 1883.” 

During the month of January, in the year 1934, the domestic plaintiff became, 
and has ever since continued to be, and still is, the agent for the United States for 
the foreign plaintiff for the sale and distribution of champagne wines manufactured 
and imported into the United States of America by the Producer. 

By the terms of a contract dated January 1, 1938, the Importer became the sole 
agent of the Producer in the United States with the exclusive right to purchase 
wines from the Producer for resale in the United States. 

In 1939 this contract was modified, upon consent of the parties, by substituting 
another agent for the Producer in the Pacific Coast area. 

The defendant, incorporated in 1934, is a purveyor of domestic champagne. 
Its president avers that in September, 1937, it requested the Empire Lithographing 
Co., Inc., to design some labels for use on wines. One of the designs thus prepared 
included a diagonal red stripe which, however, was unlike that of the plaintiffs’ in 
at least two respects: (1) it was narrower, and (2) it extended from the upper 
right-hand corner to the lower left-hand corner of the label. 

Prior to giving an order to print 100,000 labels, which were delivered to the 
defendant on October 15, 1937, the defendant submitted the original sketch to the 
Federal Alcohol Administration (hereinafter referred to as the FAA) which re- 
fused to give its final approval until the printed label was submitted. When this 
was done, the FAA objected to the use of the words “Chateau Martin” upon the 
top of the label because the word “Brand” did not follow, and the labels were, there- 
fore, modified by elimination of the words “Chateau Martin” and the label as ulti- 
mately approved by the FAA November 4, 1937, bore no brand name. 

Defendant sold and delivered in interstate commerce, principally in New York 
and New Jersey, 1,027 cases of sparkling wines and fifty cases of sparkling Bur- 
gundy bearing these labels and since September, 1937, has “continuously sold 
champagne in interstate commerce in the United States, put up in bottles which had 
labels with a diagonal red stripe.” (Italics mine.) 

But plaintiffs allege, and it is not denied, that since about January, 1941, this 
stripe has been increased to a width equal to that of the Producer’s stripe ; its posi- 
tion was reversed so that it extended from the upper left hand to the lower right 
hand of the label (the same as plaintiffs’) and bears the impress “Chateau Martin 
Brand.” 

This change, the defendant asserts, was made pursuant to regulations of the 
FAA because the defendant’s domestic champagne has been made by the “Charmat”’ 
process, and such regulations require that when wine is made by such a process, the 
words “sparkling wine” should immediately follow the word “champagne,” and in 
order to conform with such regulations it was necessary to reverse the original 
direction of the red stripe. 

This use of the diagonal red stripe on the defendant’s label is a clear infringe- 
ment of the trade-marks Nos. 177,419 and 312,653 of the foreign plaintiff. 
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The defendant’s course of conduct is a patent evasion, is calculated to mislead 
the public, and subjects the domestic plaintiff to irreparable injury in respect to the 
unsold product of the Producer which it has on hand and which it has expended 
large sums of money to advertise and market. Clearly, this makes out a case of 
unfair competition. 

Since France is, at the present time, occupied by the armed forces of the German 
Reich, the foreign plaintiff must be deemed an enemy alien under the terms of the 
Trading with the Enemy Act. However, under that Act an enemy alien is per- 
mitted to sue in our courts to enjoin infringement of a trade-mark (Title 50 U. S. 
C. A. Appendix Sec. 10 (g) ). 

In paragraph 4 of the contract, however, the Producer covenants that it : 


Will protect and enforce its trade-mark rights in the United States against any in- 
fringement thereof, and the Importer will promptly acquaint the Producer of any conduct 
by competitors believed to constitute an infringement of the Producer’s rights, and of all 
facts in respect thereto, together with recommendations as to proposed procedure for the 
Producer’s instructions and disposition, and any expenses for legal proceedings conse- 
quent thereupon will be borne by the Producer for the protection of the Producer’s rights. 


Because of conditions due to the existing war, the Importer is and has been, 
unable to communicate with the Producer. 

It mignt at this point be noted that the Producer owns 53 percent of the outstand- 
ing common stock and all of the preferred stock of the Importer. 

It is a recognized rule of agency that “In sudden emergencies unprovided for by 
the terms of the agency agreement, the agent, if unable to communicate conveniently 
with the principal, has the implied power to take whatever steps he reasonably be- 
lieves to be necessary to protect or preserve the principal’s property or interest, 
unless it has been specifically denied him.” 2 C. J. S. Agency, Sec. 99d. See 
also Restatement, Agency, Sec. 47. 

It seems to be a logical deduction that an action by the agent to enjoin the in- 
fringement of the principal’s trade-mark is essential to the preservation of the prin- 
cipal’s property since the trade-mark is being infringed, and to that extent the 
maintenance of this action by the foreign corporation will be sustained. 

The court will not pass upon the validity of the trade-mark granted to the 
domestic plaintiff since its right of action against the defendant for unfair competi- 
tion is sustainable. Plaintiff’s motion for summary judgment granted to the extent 
indicated, and defendant’s motion denied. 

There will be an interlocutory decree enjoining the illegal use by the defendant 
of the trade-marks of the foreign plaintiff and for an accounting, but no recovery 
may be had by the foreign plaintiff for the duration of the war. 

Settle order in accordance with the provisions of Section 10 (g) of the Alien 
Enemy Act and submit suggested Findings of Fact and Conclusions of Law (Rule 
52 F.R. C. P.) and proposed interlocutory judgment. 
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THE COCA-COLA COMPANY v. A. H. RUTHERFORD, An INDIVIDUAL AND 
D/B/A RUTHERFORD DISTRIBUTING COMPANY 


United States District Court, Western District of Washington 
October 1, 1943 


TRADE-M ARKS—I NFRINGEMENTS—KOKE” ON Sort DrINKS—MEANING. 

In a suit brought to enjoin use by defendant of the notation “XXX Koke” as a trade- 
mark for a soft drink, held that the word “Koke” (“Coke”) is an abbreviation of plaintiff's 
mark “Coca-Cola,” and that plaintiff is entitled to its exclusive use. 

TRADE-MARKS—UNFAIR COMPETITION—USE OF SIMILAR TRADE-MARKS—INJUNCTION. 

Defendant by the use on a competing beverage of the name “Koke” held guilty of unfair 
competition with plaintiff, whose product “Coca-Cola” is often called for as “Coke” ; and its 
further use by defendant was enjoined. 

TRADE-MARKS—“KoKE”—REGISTRATION UNDER STATE STATUTE—CANCELLATION. 

In the case at issue, defendant was ordered to surrender to the Secretary of State for can- 
cellation his certificate of registration of the notation “XXX Koke,” and any other registra- 
tions thereof made by him or his agents under state laws. 


In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment and decree for plaintiff. 


Skeel, McKelvy, Henke, Evenson & Uhlmann, and Frank Troutman, for plaintiff. 
William J. Truscott and Herbert O’Hare, for defendant. 


FInpDINGS OF Fact UNDER RULE 52 (a) 


1. Plaintiff, The Coca-Cola Company, is a Delaware corporation, and a citizen 
of that State. 

2. The defendant, A. H. Rutherford, doing business as Rutherford Distributing 
Company, of Third Avenue, Renton, Washington, is a citizen of the State of Wash- 
ington and is a resident and inhabitant of the Western District, Northern Division 
of Washington. 

3. This is a civil suit involving a value in excess of Three Thousand ($3,000.00) 
Dollars, exclusive of interest and costs. 

4. Plaintiff is engaged, and has been for many years last past, in the manufacture 
of a soft drink syrup and beverage made therefrom and sells the same under the 
trade-mark ‘‘Coca-Cola” throughout the United States. 

5. The trade-mark “Coca-Cola” distinguishes the product of plaintiff. 

6. For many years plaintiff has spent large sums of money in advertising its 
product under the trade-mark “Coca-Cola” throughout the United States. 

7. The public frequently abbreviates the plaintiff’s trade-mark “Coca-Cola” to 
“Koke” (“Coke”), and uses said abbreviation “Koke” (“Coke’’) in ordering plain- 
tiff’s product. 

8. “Koke” (whether spelled ““Koke” or its phonetic equivalent) is an abbrevi- 
ation of plaintiff’s trade-mark “Coca-Cola.” 

9. As applied to a soft drink “Koke” (“Coke’’) means only “Coca-Cola.” 

10. Soft drinks are usually ordered by a spoken word. 
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11. The defendant, A. H. Rutherford, doing business as Rutherford Distribut- 
ing Company, has in the last three years distributed and sold a soft drink and 
beverage made therefrom which he sold under the name of “XXX Koke.” 

12. Defendant’s product is similar in appearance to plaintiff's product sold 
under the trade-mark “Coca-Cola.” 

13. On March 15, 1941, the defendant caused to be filed for record in the Office 
of the Secretary of State, under the Trade-Mark Statute of the State of Washing- 
ton, an application to register said name “XXX Koke,” and said application is 
recorded in Book 14 of the Trade-Mark Register on Pages 444-446; Certificate of 
Registration was mailed to defendant on March 25, 1941. 

14. The application of the word ‘‘Koke” to a soft drink is a representation that 
said product is plaintiff's product and enables dealers to pass it off as and for “Coca- 
Cola.” 

15. That the defendant should be required to surrender to the Secretary of State 
of the State of Washington for cancellation the Certificate of Registration of “XXX 
Koke,” which was issued to the defendant pursuant to the Application filed March 
15 1941; and surrender to the appropriate Secretary of State for cancellation any 
and all other registrations of “XXX Eoke” which may be obtained by defendant, 
his attorneys or agents. 

16. That the defendant has employed the use of labels, advertising and other 
material upon which the words “Koke” or “XXX Koke” appear and that all of 
said labels, advertising and other material should be delivered to the plaintiff for 
destruction. 


CONCLUSIONS OF LAW 


1. The Court has jurisdiction of the subject matter and of the parties to this 
suit. 

2. Plaintiff is the owner of the trade-mark “Coca-Cola.” 

3. Plaintiff is entitled to the exclusive use of “Koke” (“Coke”), the abbrevia- 
tion of its trade-mark ‘“‘Coca-Cola.” 

4. The use by the defendant of the abbreviation “Koke” as a matter of law is 
equivalent to the use of “Coca-Cola.” 

5. Defendant, by applying the term “Koke” to a soft drink distributed and sold 
by him, has competed unfairly with plaintiff. 

6. Plaintiff is entitled to a perpetual injunction, enjoining the defendant from: 


(a) Using, upon or in connection with the manufacture, distribution, bottling, adver- 
tising, offering for sale or sale of any soft drink syrup or beverage made therefrom, the 
word “Koke,” whether in association with the device “XXX” or any other device, word, 
or words, and whether spelled “Koke” or otherwise, or using the word “Koke” (“Coke”), 
in any way that the word might be spelled, in connection with the manufacture, distribution, 
bottling or sale of any soft drink. 

(b) Selling or delivering any product not of plaintiff’s manufacture as “Coca-Cola” 
or “Koke” (“Coke”). 


7. The defendant shall surrender to the Secretary of State of the State of 
Washington for cancellation the Certificate of Registration of “XXX Koke,” which 
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was issued to the defendant pursuant to the application filed March 15, 1941; and 
surrender to the appropriate Secretary of State for cancellation any and all other 
registrations of “XXX Koke” which may be obtained by defendant, his attorneys 
or agents. 

8. The defendant should be enjoined from employing the use of labels, adver- 
tising and other material upon which the words “Koke” or “XXX Koke”’ appear 
and should be required to deliver to the plaintiff for destruction any and all of said 
labels, advertising and other materials. 

9. Defendant’s counterclaim is hereby dismissed. 





JACOB RIES BOTTLING WORKS, INC. v. THE COCA-COLA COMPANY 


United States Court of Customs anl Patents Appeals 
Opposition No. 18,941 


June 10, 1943 


TRADE-MArKS—OpposITION—“CoLa” as Part or “Coca-CoL_a”—REGISTRABILITY. 

Even though it be assumed that the word “Cola” is descriptive and open to public use, it 
does not follow that it is open to registration as a mark, or as part of a mark, so long as 
registrations of the name “Coca-Cola” remain uncanceled in the Patent Office. 

TRADE-MARKS—OpposITION—“RockK Sprinc Cota” anp “Coca-CoLta”—ConFLicTING MArKs. 

The words “Rock Spring Cola” held to be confusingly similar to “Coca-Cola,” both 

marks being used on non-alcoholic beverages. 


Appeal from a decision of the Commissioner of Patents, sustaining a trade-mark 
opposition. Affirmed. For the Commissioner’s decision, see 31 T.-M. Rep. 454. 


Eugene E. Stevens (C. L. Parker of counsel), both of Washington, D. C., for 
appellant. 

Spalding, Sibley, Troutman & Brock, of Atlanta, Ga. (Edward S. Rogers, of New 
York City and Joseph M. Collins, of Atlanta, Ga., of counsel), for appellee. 


Before GarrETT, Presiding Judge, and BLAND, HATFIELD, LENROOT, and JAcK- 
son, Associate Judges.* 


GarreTT, Presiding Judge, delivered the opinion of the court: 


This is an appeal from the decision of the Commissioner of Patents sustaining 
appellee’s opposition to appellant’s application for registration under the Trade- 
Mark Registration Act of February 20, 1905, of the notation “Rock Spring Kola” 
as a trade-mark for maltless, noncereal, nonalcoholic beverages, the word “Kola” 
being “disclaimed apart from other features of the mark shown in the drawing.” 
The decision of the Commissioner reversed that of the Examiner of Interferences 
who had rendered judgment dismissing the opposition and holding appellant en- 
titled to the registration sought. 


* Lenroot, Judge, took no part in the consideration or decision of this case. 
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The disclaimer of the word “Kola” appears to have been made in response 
to a requirement of the Examiner of Trade-Marks before he passed the mark for 
publication and to have been made “Without waiving any common law rights.”’ 
The only features of the mark aside from the disclaimed word are the words ‘‘Rock 
Spring,” which appear to have been registered several times by appellant, or its 
predecessor in business, for different kinds of nonalcoholic beverages, the first of 
such registration being in 1906. Use of the mark here sought to be registered is 
claimed in the application since November 16, 1938. 

In its notice of opposition appellee pleaded its ownership of the well-known 
trade-mark ‘‘Coca-Cola” for which it holds many registrations, the first being one 
granted in 1893. 

The validity of the several registrations of “Coca-Cola” is not questioned in this 
proceeding, nor is the validity of the ““Rock Spring” registrations at issue. 

The issue here revolves solely about the word “Kola,” which, of course, is the 
equivalent of “Cola” in sound and in meaning. 

It is conceded that the goods of appellant to which it applies the particular mark, 
“Rock Spring Kola,” are of the same descriptive properties as the goods to which 
appellee applies the mark “Coca-Cola.” 

So, no complicated question is presented, nor does this case differ in principle 
from otuer cases which have been before us involving the “Coca-Cola” mark. 

Reduced to its simplest terms, the question to be decided is whether the inclu- 
sion of the word “Kola” in appellant’s mark should forbid its registration, upon the 
ground of likelihood of confusion, in view of the word “Cola” in appellee’s regis- 
tered marks. 

It is proper to emphasize the fact that the only question before us is that of 
appellant’s right to register and that this right is governed by the terms of the 
statute. 

Appellant introduced much evidence which, however pertinent it might be in a 
proceeding involving a question of infringement, or unfair competition, is irrelevant 
in a registration proceeding, and applicant’s brief presents arguments, based upon 
many cited cases of which the same may be said. 

In consequence, we agree with the commissioner that no discussion of the evi- 
dence is necessary. 

There is no distinction in principle between this case and the case of Corn 
Products Refining Co. v. Coca-Cola Co., 26 C. C. P. A. (Patents) 1181, 103 F. 
(2d) 385. The arguments made before us in this case (while more elaborate) are 
practically the same as the arguments made before us in that case. The applicant 
in that case sought to register the notation “Dextra-Cola” for use as a trade- 
mark on a syrup identical in its nature with the syrup on which the Coca-Cola Com- 
pany used its “Coca-Cola” mark. The Examiner of Trade-Marks there required 
disclaimer of the word “Cola” (and it was disclaimed) just as in this case disclaimer 
of the word “Kola” was required and made. The Coca-Cola Company there op- 
posed the application just as it opposes the application here. In that case the 
tribunals of the Patent Office concurred in the view that the marks at issue were con- 
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fusingly similar and that the opposition should be sustained, and we agree with them. 

If the decisions were correct there, and we think they were, certainly the Com- 
missioner rendered the correct decision in the instant case. 

It was urged in that case, just as it is urged here, that “Cola” (’’Kola’’) is a 
descriptive term and, therefore, open to public use. 

Assuming that it is a deserptive term, open to public use, it does not follow 
that it is open to registration as a mark, or part of a mark, so long as the Coca-Cola 
Company’s several registrations remain uncancelled in the Patent Office. 

Appellant here contends that “Coca” is the dominant part of appellee’s mark and 
that “Rock Spring” is the dominant part of appellant’s mark. With this contention 
we are unable to agree. It is perfectly obvious that appellant desires to include 
“Kola” in its mark solely in order to indicate the character of the particular type of 
beverage which it manufactures and markets under the name of “Rock Spring 
Kola,” and in actual use “Kola” is the part which is of interest to the purchaser of 
the product. Its disclaimer of the word “Kola,” of course, adds nothing to its 
registrability. Tetley & Co., Inc. v. Bay State Fishing Co., 23 C. C. P. A. 
(Patents) 969, 82 F. (2d) 299 [26 T.-M. Rep. 217]. 

In the Corn Products Refining Co. case, supra, “Cola” was disclaimed but it 
was held, in effect, that such disclaimer did not render “Dextra-Cola” registrable. 

Appellant has placed some emphasis upon our decision in the case of Puerto Rico 
Distilling Co. v. The Coca-Cola Co., 28 C. C. P. A. (Patents) 1143, 120 F. (2d) 
370. We there held (two of the five judges dissenting) that the appellant was en- 
titled to register the word Ronricola as a trade-mark for an alcoholic beverage 
which, it was stated, contained a considerable amount of cola syrup. It was the 
view of the majority in that case that the difference between the words Ronricola 
and Coca-Cola, when considered in connection with the difference between an 
alcoholic and a nonalcoholic beverage, justified a holding that no confusion would 
likely result from the concurrent use of the respective marks, and that the notation 
Ronricola might properly be registered. It is obvious that the decision there has no 
applicability here. 

We deem it unnecessary further to pursue a discussion of the case, but attention 
may be directed to the cases of Steinreich v. The Coca-Cola Co., 21 C. C. P. A. 
(Patents) 722, 67 F. (2d) 498 [24 T.-M. Rep. 11]; King Kola Mfg. Co. v. The 
Coca-Cola Co., 26 C. C. P. A. (Patents) 704, 99 F. (2d) 983. 


The decision of the Commissioner is affirmed 
Jackson, J., dissents. 


BLAND, Judge, took no part in the consideration or decision of this case. 
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ABRAHAM & STRAUS, INC. v. TRUVAL MANUFACTURERS, INC. 
United States Court of Customs and Patent Appeals 
Opposition No. 19,762 
July 15, 1943 


TRADE-M ARKS—OPpposITION—“TRUVAL” AND “TRU-TEX”—CONFLICTING MARKS. 
The word “TruVal” held to be confusingly similar to “Tru-Tex,” both marks being used 
on men’s clothing. 
TRADE-M ARKS—OPPOSITION—PARTIES—RIGHT OF SURVIVING PARTNER—ASSIGNMENT. 
An assignment of a registered trade-mark granted to a partnership consisting of a father 
and son held properly conveyed to the son who carried on the business under the firm name 
after the death of the father. 


On appeal from a decision of the Commissioner of Patents, sustaining appellee’s 
opposition to the registration of a trade-mark. Affirmed. 


A.W. Murray, of Chicago, Ill., for appellant. 
Robert B. Larson, of Washington, D. C., for appellee. 
[Oral argument May 7, 1943, by Mr. Murray and Mr. Larson. | 


Before GARRETT, Presiding Judge, and BLAND, HaTFIELD, LENROOT, and JACK- 
son, Associates Judges.* 


GarRETT, Presiding Judge, delivered the opinion of the court : 


This is an appeal from the decision of the Commissioner of Patents, speaking 
through an assistant commissioner, sustaining the opposition of appellee to the appli- 
cation of appellant for the registration of the notation “Tru-Tex” as a trade-mark 
for certain clothing for men; namely, outer and under shirts, pajamas, athletic 
shirts, and shorts, hosiery, handkerchiefs, sweaters, lounging robes, leather jackets, 
gloves made of leather, fabric and/or combinations thereof, scarfs, hats, and under- 
wear. 

The decision of the Commissioner reversed that of the Examiner of Interferences. 

The application alleges continuous use of the mark in appellant’s business since 
September 18, 1922, and states that it is the owner of trade-mark registration No. 
175,945 (for men’s silk, cotton, and woolen underwear and union suits, and two- 
piece garments of knitted and textile fabrics), dated November 13, 1923, the appli- 
cation therefrom having been filed December 2, 1922. Reference to that regis- 
tration was made in appellant’s answer, and the Commissioner awarded appellant 
the date of December 2, 1922, for the beginning of use of the mark “TruTex” on 
men’s underwear. 

In its notice of opposition appellee pleaded ownership and use by itself and 
predecessors of the notation “TruVal’” as a trade-mark for men’s outer shirts dur- 
ing a period beginning long prior to the date awarded appellant for beginning the 
use of the mark “Tru-Tex,” and pleaded a registration of “TruVal,” No. 96,306, 


* Lenroot, Judge, took no part in the consideration or decision of this case. 
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In his decision the Commissioner stated : 


The case presented by opposer is as follows: Opposer was incorporated in 1937 as a 
subsidiary of S. Liebovitz & Sons, Inc., which was founded in 1877. This parent com- 
pany manufactured and sold shirts, and began to sell shirts under the mark “TruVal” in 
1931. This mark had previously been used for men’s outer shirts by the firm of M. Kob- 
lenzer & Son, which had a registration No. 96,306 of that mark on those goods, issued to 
it April 14, 1914. The Koblenzer firm was composed of M. Koblenzer and his son S. J. 
Koblenzer as partners. M. Koblenzer died in 1921 but the son continued the business of 
the firm and continued to sell shirts under various trade-marks, including the marks 
“TruVal,” “Monogram” and “John Adams.” Then in 1931 he executed an instrument 
of assignment of the mark “TruVal” for shirts, the registration thereof, No. 96,306 and 
the good will of the business in connection with which the mark was used to S. Liebovitz 
& Sons, Inc., and turned over to the corporation all labels and box covers relating to the 
mark, and thereafter used the mark no more in his business. In 1937 TruVal Manufac- 
turers, Inc., as subsidiary of S. Liebovitz & Sons, Inc., took over from the latter the 
business and good will of the business of selling shirts under the mark “TruVal” and on 
March 15, 1940, S. Liebovitz & Sons, Inc., gave TruVal Manufacturers, Inc., a formal 
written assignment of the trade-mark together with the good will of the business in con- 
nection with which the trade-mark was used. On March 19, 1940, TruVal Manufacturers, 
Inc., secured registration No. 376,349 of the mark “TruVal” for pajamas and sportswear 
for men on application filed November 4, 1939, and in this application the applicant there- 
of—who is the present opposer—is stated to be owner of registration No. 96,306 of April 
14, 1914. Meanwhile registration No. 96,306 had been renewed to S. Liebovitz & Sons, 
Inc., April 14, 1934. 


The Examiner of Interferences rendered two decisions in the case, his second 
being rendered upon petition for reconsideration. 
tion of likelihood of confusion in either decision. 
Commissioner who said: 


.... as I interpret his decisions, of which there are two, he expressed the opinion that 
no business or any good will of any business of the Koblenzer firm with which the mark 
of registration No. 96,306 was associated passed from the firm to the corporation, and 
therefore the purported assignment in 1931 of registration No. 96,306 from the Koblenzer 
firm to the Liebovitz corporation was invalid and the corporation secured none of the 
Koblenzer firm’s rights in and to the trade-mark or registration and in consequence held 
that, because applicant’s registration No. 175,945 established use by applicant of its mark 
“TruTex” on shirts from December, 1922, and prior to 1931, the date when S. Liebovitz 
& Sons, Inc., itself first used the mark “TruVal,” the opposition must be dismissed, not- 
withstanding the renewal by that company of registration No. 96,306 of “TruVal” and the 
registration No. 376,349 of the TruVal Manufacturers, Inc., of the same mark. 


We think it proper to add to the above that in his first decision the Examiner 


Interferences said: 


If confusion in trade would be likely, then it is believed that a ruling to this effect can 
be properly made, if at all, only in the proceeding specified by Section 13, since it does 
not seem clear to the Examiner that it would not be a collateral attack on Registration 
No. 175,945. No ruling on the question of likelihood of confusion in trade is therefore 
made in this proceeding. 





granted to M. Koblenzer & Son April 14, 1914, upon application filed October 30, 
1912. 


He did not pass upon the ques- 
This fact was pointed out by the 
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Accordingly, the notice of opposition is hereby dismissed, without prejudice, however, 
to the right of the opposer to request suspension of this proceeding provided the one 
designated by Section 13 is duly instituted. 


Section 13 is the section which provides for cancellation of registered trade- 
marks, and, obviously, it was the view of the Examiner of Interferences that TruVal 
Manufacturers, Inc. (appellee here) should seek relief under that section, and 
offered it the opportunity to do so. 

The opportunity so offered was not accepted by appellee, for reasons set forth 
in its petition for reconsideration, and the Examiner of Interferences in his second 
decision made final the dismissal of the notice of opposition, which decision the Com- 
missioner reversed. 

Appellant’s reasons of appeal raise several issues which are argued in its brief. 

Logically, the first question to be passed upon is whether the notations “Tru-Tex” 
and “TruVal,” applied as trade-marks to merchandise of the same descriptive prop- 
erties (for the purposes of this case we may limit it to identical merchandise—men’s 
outer shirts) would be “likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers.” 

If the query thus suggested be answered in the negative the case would be ended 
so far as this court is concerned, and appellant would be entitled to the registration 
sought. 

If answered in the affirmative, such other questions as are properly raised by 
appellant must be considered. 

Weare of opinion that the query must be answered in the affirmative. 

Both marks are suggestive in character. We assume that “TruVal” is intended 
to suggest to the purchaser that he is obtaining true value and that “Tru-Tex” is in- 
tended to convey the idea that the materials composing the article are good materials. 
While in a narrow sense there may be some difference in their meaning, in a broad 
sense their significance is quite similar. Both marks have the common prefix “Tru” 
which conveys an identical meaning in each instance, and both contain six letters 
arranged in much the same manner so that they are similar in appearance. The 
situation is quite analogous to that which existed in the case of Marshall Field & Co. 
v. R. H. Macy & Co., Inc., 28. C. C. P. A. (Patents) 807, 115 F. (2d) 921, 47 U.S. 
P. Q. 438, where we held “Crepeglo” and “Crepetex,” applied to women’s hosiery to 
be confusingly similar. 

In connection with the discussion of other questions raised we deem it proper to 
elaborate somewhat upon the statement of facts as given in that part of the Com- 
missioner’s decision above quoted. 

M. Koblenzer & Son to whom registration of the “TruVal’’ mark (No. 96,306) 
was granted April 14, 1914, was a firm (not incorporated) composed of Morris 
Koblenzer (the father) and Sidney J. Koblenzer (the son). The firm was engaged 
in selling shirts. It did not manufacture the shirts which it sold, but contracted 
with manufacturers to make them, and itself applied the labels (or marks) to them. 

Morris Koblenzer, the father, died in 1921. Sidney J. Koblenzer, the son, the 
surviving partner, was the sole heir of his father and he continued the business 
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under the firm name. On January 6, 1931, he executed an instrument under the 
firm name, signing it “By Sidney J. Koblenzer, A Member of the Firm,” conveying 
to S. Liebovitz & Sons, Inc., “all the right, title and interest” in trade-mark regis- 
tration No. 96,306, “and the good will of the business in which said trade-mark is 
used.” It does not appear from the record that any shirts bearing the mark were 
conveyed to the purchaser, but it does appear that all “TruVal” labels on hand were 
delivered to the purchaser, and that the assignor, although continuing to sell shirts 
bearing other labels or marks, did not thereafter sell any bearing the “TruVal” 
mark. 

Upon the basis of the above stated facts appellant raises two questions. 

The first, so far as we can determine from the record, was never suggested to, 
or considered by, the tribunals of the Patent Office, but is presented here for the 
first time and, peculiarly enough, it is the question upon which the brief places great- 
est emphasis. That question relates to the legality of the conveyance of the regis- 
tration (No. 96,306) in the firm name. In substance, it is argued that the death 
of Morris Koblenzer brought the partnership to an end, and that thereafter no 
assignment or sale of a trade-mark, registered in the Patent Office, made in the firm 
name should be held valid in law. We think the contention upon this point is 
without merit. The registration existed at the time of the father’s death and 
thereafter as a valid registration under the United States Trade-Mark Registration 
Act. The son was not only the sole surviving partner of the firm which owned the 
mark, but was the sole heir of his father. So far as anything in this record shows, 
he had the legal right to carry on the business in the original name of the firm, 
rather than in his individual name, if he chose to do so. 

The second contention of appellant is, in meaning (although not specifically so 
stated in its reasons of appeal or in its brief), that the conveyance made, as above 
recited, amounted in law to nothing more than an effort to convey the trade-mark 
registration alone, the reason for the contention being that it is not shown that any 
of the articles (shirts) upon which the mark was being used were included in the 
sale. Appellant invokes the familiar rule of law that a trade-mark is not disseverable 
from the business with which it is associated. 

This question was evidently presented below, at least to the Commissioner in 
whose decision it is said: 

Koblenzer did not manufacture shirts. The business consisted in creating and supply- 
ing the demand for shirts bearing the mark “TruVal.” Upon securing the assignments 

S. Liebovitz, Sons, Inc., began to engage in the business of creating and supplying the 

demand for shirts bearing the same mark “TruVal.” The business of the Koblenzers had 

been carried on for many years, and certainly some good will must have become attached 
thereto. It seems to me that when S. Liebovitz took over from Koblenzer the business of 
selling shirts under the mark “TruVal” the good will of that business did not separate 
therefrom but remained connected therewith. In order to transfer this business and good 
will I do not think it was required of Koblenzer to cease also the business of creating 
and supplying the demand for shirts bearing the marks “Monogram” and “John Adams.” 
Accordingly, I consider the assignment valid and TruVal Manufacturers, Inc., entitled 


to claim use of the mark by itself and its predecessors from October 30, 1912. (Italics 
ours. ) 
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There was nothing unusual about the course of business pursued by Koblenzer 
and, as we view the matter, he did sell a business right with which a good will was 
connected to S. Liebovitz & Sons, Inc., along with the assignment of the mark used 
in that business, and we agree with the Commissioner that the assignment was valid. 
Gehl v. Hebe Co., 276 Fed. 271 [12 T.-M. Rep. 154]. 

Another contention made in the brief of appellant before us is that the assign- 
ment by S. Liebovitz & Sons, Inc., to appellee was null and void, it being claimed 
that “it was merely a naked transfer of said Certificate No. 96,306 for the purpose 
of filing the Notice of Opposition in the name of appellee,” and that no business or 
good will was, in fact, conveyed. 

So far as we can determine from the record, that question is raised for the first 
time before us, and is raised only in appellant’s brief. It was not referred to in the 
decisions below and it is not mentioned in appellant’s reasons for appeal. 

Under such circumstances we are not required to consider it, but inasmuch as 
appellee has accepted it as an issue and discussed it in its brief, we will say that, in 
our opinion, the contention is without merit. The record discloses that appellee is a 
subsidiary of S. Liebovitz & Sons, Inc.; that it was organized to act as a selling 
agent and that the assignment covered the business, good will, etc., which S. Liebovitz 
& Sons, Inc., received by the assignment from Koblenzer. 

After the record in this case had been received in the office of the clerk, and 
prior to its being printed, appellee suggested diminution of the record and applied 
for writ of certiorari to have certified for inclusion in the record the petition for 
reconsideration presented to the Examiner of Interferences following his first 
decision above recited. The application for writ was granted, subject to cost taxa- 
tion, and the matter was certified and included in the printed record. We find that 
the matter was wholly unnecessary in the consideration of the issues before us. So, 
appellee is assessed with the costs. 

For the reasons stated, the decision of the Commissioner is affirmed. 


Lenro0T, J., took no part in the consideration or decision of this case. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Cancellation—Parties 


Redfern, official of company using his name as mark, not entitled to sue to cancel 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences dismissing the petition of Francis Redfern, of Tadworth, Surrey, Eng- 
land, to cancel trade-mark registration No. 392,056, issued December 2, 1941, under 
the provisions of the Act of March 19, 1920, to Brunswig Drug Co., of Los Angeles, 
Calif. 

The First Assistant Commissioner stated that the registered mark, applied to 
whisky, including respondent’s corporate name and certain descriptive matter, but is 
dominated by the word “Redfern.” He also stated that the following facts, pleaded 
and relied on by petitioner, are stipulated in the record: 
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That the opposer [petitioner], Francis Redfern, is an executive officer, to wit a director, 
of The Distillers Company Limited, a limited liability company located at London, England, 
with which company opposer [petitioner] has been associated for many years; said com- 
pany and its predecessors have for more than a generation been engaged in the sale of 
Scotch whiskies in all parts of the civilized world, including the United States of America, 
and opposer’s [petitioner’s] connection with said company is well known to dealers in 
spirituous liquors in the United States. 

That Redfern is and has always been the family name of the opposer [petitioner]. 


It is further stipulated, the First Assistant Commissioner said, that respondent’s 
mark was adopted ‘“‘without knowledge of the opposer [petitioner] and in the belief 
that it was an arbitrary mark,” and has been used by respondent and a predecessor 
in business “since at least as early as 1903.” 


In agreeing with the Examiner of Trade-Mark Interferences that the petition 
should be dismissed, the First Assistant Commissioner stated: 


It will be observed that petitioner himself is not directly engaged in the liquor business, 
and that neither he nor the company with which he is connected has used his name as a 
trade-mark. Nor does it appear that petitioner’s connection with the company preceded 
respondent’s first use of the mark. It is thus difficult to perceive any theory upon which 
petitioner may “deem himself injured,” within the meaning of section 2 of the Act of 1920, 
by the registration sought to be canceled. 

The section referred to authorizes cancellation only when it is made to appear “that the 
registrant was not entitled to the exclusive use of the mark at or since the date of his appli- 
cation for registration thereof, or that the mark is not used by the registrants or has been 
abandoned.” Petitioner pleaded, and now argues, that because “Redfern” is an “ordinary 
surname,” and more particularly because it is the surname of petitioner, respondent is not 
entitled to its “exclusive use.” As employed in the statute, however, the term “exclusive” 
has reference to use as a trade-mark upon the goods for which the mark is registered. 
Technicolor, Inc. v. Koh-I-Noor Bleistiftfabrik L. & C. Hardtmuth, 507 O. G. 1044 [29 
T.-M. Rep. 609]; Certain-Teed Products Corporation v. Clark, 337 O. G. 476, 1025 C. D. 
57 [15 T.-M. Rep. 271]. And the record here presented does not, in my opinion, negative 
respondent’s exclusive right to use the name “Redfern” as a trade-mark for whisky.’ 


Cancellation—Act of 1920 


Decision in opposition under 1905 act not res adjudicata 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences dismissing the petition of Francis Redfern, of Tadworth, Surrey, Eng- 
land, to cancel trade-mark registration No. 391,121, issued October 21, 1941, under 
the provisions of the Act of March 19, 1920, to Brunswig Drug Co., of Los Angeles, 
Calif. 

The First Assistant Commissioner stated that the only ground for cancellation 
pleaded in the petition is in effect that respondent’s right to the involved registration 
is barred by final judgment in an opposition proceeding between the same parties, 
where petitioner’s opposition to the registration of respondent’s mark under the 
provisions of the Act of February 20, 1905, was sustained. 





1. Francis Redfern v. Brunswig Drug Co., Canc. No. 4012, 166 M. D. 271, August 5, 1943. 
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The First Assistant Commissioner concluded that the doctrine of res judicata did 


not apply. In coming to that conclusion, he said: 


The registered mark is the word “Redfern,” and the goods to which it is appropriated 
are described in the registration as “whiskey.” The application upon which the regis- 
tration issued was originally filed under the Act of 1905. It was opposed by petitioner, 
whose opposition was sustained by the Examiner of Interferences on the ground that the 
mark sought to be registered was petitioner’s name. Thereafter, by appropriate amend- 
ment, the application was brought under the Act of 1920, and was granted by the Examiner 
of trade-marks. 

Petitioner cites several cases to the point that decisions in prior opposition proceedings 
are controlling in cancellation proceedings involving the same parties and the same subject 
matter. All of these cases, however, pertain to cancellation proceedings under the Act of 
1905; and in each the doctrine of res adjudicata was applied because the issues presented 
either had been, or might have been, determined in the opposition proceeding. 

In a cancellation proceeding under the Act of 1920, the rule is necessarily of limited 
application. Where an opposition is predicated upon alleged confusing similarity between 
the opposer’s trade-mark and the mark sought to be registered, the decision is conclusive 
in any subsequent proceedings involving the registrability of the same mark under the Act 
of 1920. See Frankfort Distilleries, Incorporated v. Dextora Co., 26 C. C. P. A. 1244, 103 
Fed. (2d) 924 [29 T.-M. Rep. 329]. But in the opposition here relied upon, that question 
was not presented. As correctly stated by the Examiner of Interferences in his decision 
in that proceeding : 

“The allegations of fact contained in the notice of opposition relate to and seek to draw 
in the name clause of section 5(b) of the Act of 1905 as the sole statutory ground for 
negativing the right of registration claimed by the applicant (section 7).” 

The so-called name clause to which the Examiner referred prohibits the registration of 
marks which consist “merely in the name of an individual . . . not written, printed, im- 
pressed, or even woven in some particular or distinctive manner, or in association with a 
portrait of the individual.” The Act of 1920 contains no such prohibition, but expressly 
provides for the registration, subject to certain exceptions that are not pertinent here, of 
“marks not registrable under the Act of February 20, 1905.” It thus appears that peti- 
tioner’s opposition to the registration of respondent’s mark under the Act of 1905 was 
instituted and decided upon a statutory ground that was in no way relevant to the question 
of registrability under the Act of 1920, and that respondent’s rights under the latter act 
were not and could not have been determined.” 


Conflicting Marks 


“Solar” and “Super Solarex” 





Van ArspDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Solar Corporation, of Milwaukee, Wis., to 
the application of Great Lakes Varnish Works, Inc., of Chicago, IIl., for registration 
of the mark “Super Solarex” for ready-mixed paints, paint enamels and varnishes. 
The application, the Assistant Commissioner said, states that the mark has been used 
on said goods in applicant’s business since April 17, 1941. 

The Assistant Commissioner stated that opposer alleged and had established its 
use on identical goods of a mark consisting of the word “Solar” since prior to the 
earliest date of use asserted in applicant’s application. Opposer also contended, he 


2. Francis Redfern v. Brunswig Drug. Co., Canc. No. 4011, 166 M. D. 272, August 5, 1943. 
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That the opposer [petitioner], Francis Redfern, is an executive officer, to wit a director, 
of The Distillers Company Limited, a limited liability company located at London, England, 
with which company opposer [petitioner] has been associated for many years; said com- 
pany and its predecessors have for more than a generation been engaged in the sale of 
Scotch whiskies in all parts of the civilized world, including the United States of America, 
and opposer’s [petitioner’s] connection with said company is well known to dealers in 
spirituous liquors in the United States. 

That Redfern is and has always been the family name of the opposer [petitioner]. 


It is further stipulated, the First Assistant Commissioner said, that respondent’s 
mark was adopted “‘without knowledge of the opposer [petitioner] and in the belief 
that it was an arbitrary mark,” and has been used by respondent and a predecessor 
in business “since at least as early as 1903.” 


In agreeing with the Examiner of Trade-Mark Interferences that the petition 
should be dismissed, the First Assistant Commissioner stated: 


It will be observed that petitioner himself is not directly engaged in the liquor business, 
and that neither he nor the company with which he is connected has used his name as a 
trade-mark. Nor does it appear that petitioner’s connection with the company preceded 
respondent’s first use of the mark. It is thus difficult to perceive any theory upon which 
petitioner may ‘deem himself injured,” within the meaning of section 2 of the Act of 1920, 
by the registration sought to be canceled. 

The section referred to authorizes cancellation only when it is made to appear “that the 
registrant was not entitled to the exclusive use of the mark at or since the date of his appli- 
cation for registration thereof, or that the mark is not used by the registrants or has been 
abandoned.” Petitioner pleaded, and now argues, that because “Redfern” is an “ordinary 
surname,” and more particularly because it is the surname of petitioner, respondent is not 
entitled to its “exclusive use.” As employed in the statute, however, the term “exclusive” 
has reference to use as a trade-mark upon the goods for which the mark is registered. 
Technicolor, Inc. v. Koh-I-Noor Bleistiftfabrik L. & C. Hardtmuth, 507 O. G. 1044 [29 
T.-M. Rep. 609]; Certain-Teed Products Corporation v. Clark, 337 O. G. 476, 1025 C. D. 
57 [15 T.-M. Rep. 271]. And the record here presented does not, in my opinion, negative 
respondent’s exclusive right to use the name “Redfern” as a trade-mark for whisky. 


Cancellation—Act of 1920 


Decision in opposition under 1905 act not res adjudicata 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences dismissing the petition of Francis Redfern, of Tadworth, Surrey, Eng- 
land, to cancel trade-mark registration No. 391,121, issued October 21, 1941, under 
the provisions of the Act of March 19, 1920, to Brunswig Drug Co., of Los Angeles, 
Calif. 

The First Assistant Commissioner stated that the only ground for cancellation 
pleaded in the petition is in effect that respondent’s right to the involved registration 
is barred by final judgment in an opposition proceeding between the same parties, 
where petitioner’s opposition to the registration of respondent’s mark under the 
provisions of the Act of February 20, 1905, was sustained. 


1. Francis Redfern v. Brunswig Drug Co., Canc. No. 4012, 166 M. D. 271, August 5, 1943. 
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In coming to that conclusion, he said: 


The registered mark is the word “Redfern,” and the goods to which it is appropriated 
are described in the registration as “whiskey.” The application upon which the regis- 
tration issued was originally filed under the Act of 1905. It was opposed by petitioner, 
whose opposition was sustained by the Examiner of Interferences on the ground that the 
mark sought to be registered was petitioner’s name. Thereafter, by appropriate amend- 
ment, the application was brought under the Act of 1920, and was granted by the Examiner 
of trade-marks. 

Petitioner cites several cases to the point that decisions in prior opposition proceedings 
are controlling in cancellation proceedings involving the same parties and the same subject 
matter. All of these cases, however, pertain to cancellation proceedings under the Act of 
1905; and in each the doctrine of res adjudicata was applied because the issues presented 
either had been, or might have been, determined in the opposition proceeding. 

In a cancellation proceeding under the Act of 1920, the rule is necessarily of limited 
application. Where an opposition is predicated upon alleged confusing similarity between 
the opposer’s trade-mark and the mark sought to be registered, the decision is conclusive 
in any subsequent proceedings involving the registrability of the same mark under the Act 
of 1920. See Frankfort Distilleries, Incorporated v. Dextora Co., 26 C. C. P. A. 1244, 103 
Fed. (2d) 924 [29 T.-M. Rep. 329]. But in the opposition here relied upon, that question 
was not presented. As correctly stated by the Examiner of Interferences in his decision 
in that proceeding : 

“The allegations of fact contained in the notice of opposition relate to and seek to draw 
in the name clause of section 5(b) of the Act of 1905 as the sole statutory ground for 
negativing the right of registration claimed by the applicant (section 7).” 

The so-called name clause to which the Examiner referred prohibits the registration of 
marks which consist “merely in the name of an individual . . . not written, printed, im- 
pressed, or even woven in some particular or distinctive manner, or in association with a 
portrait of the individual.” The Act of 1920 contains no such prohibition, but expressly 
provides for the registration, subject to certain exceptions that are not pertinent here, of 
“marks not registrable under the Act of February 20, 1905.” It thus appears that peti- 
tioner’s opposition to the registration of respondent’s mark under the Act of 1905 was 
instituted and decided upon a statutory ground that was in no way relevant to the question 
of registrability under the Act of 1920, and that respondent’s rights under the latter act 
were not and could not have been determined.” 


Conflicting Marks 


“Solar” and “Super Solarex” 


Van ArSDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Solar Corporation, of Milwaukee, Wis., to 
the application of Great Lakes Varnish Works, Inc., of Chicago, IIl., for registration 
of the mark “Super Solarex” for ready-mixed paints, paint enamels and varnishes. 
The application, the Assistant Commissioner said, states that the mark has been used 
on said goods in applicant’s business since April 17, 1941. 

The Assistant Commissioner stated that opposer alleged and had established its 
use on identical goods of a mark consisting of the word “Solar” since prior to the 
earliest date of use asserted in applicant’s application. Opposer also contended, he 


2. Francis Redfern v. Brunswig Drug. Co., Canc. No. 4011, 166 M. D. 272, August 5, 1943. 
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said, that applicant’s mark “Super Solarex” is such an appropriation of opposer’s 
corporate name, Solar Corporation, that the name clause of Section 5 of the Act of 
1905 bars registration of applicant’s mark. 

The Assistant Commissioner considered together the questions whether “Super 
Solarex”’ and “Solar” as applied to identical goods are confusingly similar and 
whether “Super Solarex” is such an appropriation of opposer’s corporate name as to 
bar its registration. On these matters he had the following to say: 


As to the corporate name clause, the general rule where the mark in question is not the 
same as the name of the corporation is that the right to registration depends on whether or 
not it appears that the appropriation of the corporate name “is of such character and extent 
that, under the facts of the particular case, it is calculated to deceive the public to the injury 
of the corporation to which the name belongs.” American Steel Foundries v. Robertson 
et al., 269 U. S. 372, 1926 C. D. 289, 342 O. G. 711 [16 T.-M. Rep. 51]. 

Here “Solar” is the identifying name of Solar Corporation; the word “Corporation” 
merely indicating the corporate status. Applicant’s mark is “Super-Solarex.” 

To my mind the principal question is whether “Super Solarex” and “Solar” when 
applied to the identical goods are or are not confusingly similar and that the answer must 
be the same when the word “Solar” is considered as a trade-mark as when the word is 
considered as the identifying name of the corporation. The words remain the same in 
either case. 

The words must be considered in their entireties. However, the word “Solarex” is 
very prominent in applicant’s mark and is so similar in appearance and sound to the word 
“Solar” that in my opinion the concurrent use of “Super Solarex” and “Solar” on the 
identical goods on which they are used would be likely to cause confusion and mistake 
in the mind of the public and to deceive purchasers and to cause injury to opposer. Ac- 
cordingly, it is my opinion that there not only is confusing similarity between “Super 
Solarex” and opposer’s trade-mark “Solar” but also that “Super Solarex” is an appropria- 
tion of opposer’s corporate name of such character and extent as to negative applicant’s 
right to the registration for which it has applied. 


In his decision the Assistant Commissioner also passed upon a number of sub- 
sidiary questions. These questions were raised by motions and arose from the 
offer by applicant of evidence to show that it had used the mark “Solarex” for ready- 
mixed paints, varnishes and paint enamels since prior to opposer’s earliest date of 
use of its mark and prior to the date of opposer’s incorporation as Solar Corpora- 
tion. In discussing these questions, the Assistant Commissioner said: 


Opposer duly noted objections to the testimony and proofs offered by applicant tending 
to establish the use by applicant of the mark “Solarex” prior to April 17, 1941, which is 
the earliest date of use stated in its application, and moved to strike such testimony from 
the record on the ground that applicant had not pleaded such earlier use. The Examiner 
sustained opposer’s objections to the testimony and proofs and granted opposer’s motion 
to strike, holding that the testimony and proofs were directed to an affirmative defense and 
varied materially from anything that was pleaded. 

Applicant had moved to amend its answer, but not until after opposer’s testimony in 
chief had been closed, and the Examiner considered that the motion was not timely and no 
good and sufficient excuse had been shown for applicant’s failure to earlier present the 
motion. With regard to such motions the Examiner has a wide discretion, and under the 
circumstance here present his ruling on the motion to amend will not be disturbed. 

In my opinion the Examiner was also justified in granting opposer’s motion to strike 
applicant’s testimony and proofs relating to applicant’s use of a mark “Solarex” prior to 
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the earliest date of use stated in applicant’s application. The application makes no refer- 
ence to any use of the mark “Solarex,” and the answer does not assert the use by applicant 
of the mark “Solarex,” or of the mark “Super Solarex,” for that matter. Applicant points 
to the allegation in the notice of opposition as to confusing similarity between “opposer’s 
name and trade-marks ‘Solar’ and the trade-mark ‘Solarex’ or ‘Super Solarex’,” but 
there is no allegation in the notice of opposer’s use of the mark “Solar” prior to applicant’s 
use of “Solarex.” Neither in the application nor in the answer doets there appear to be 
any foundation for the introduction of testimony of applicant’s use of the mark “Solarex” 
prior to April 17, 1941. 

The Examiner further points out that the mark “Solarex” is not the same as the mark 
“Super Solarex” which applicant is now seeking to register. That applicant also considers 
these marks to be different is indicated by the statement of applicant’s witness Goldberg 
that “The Super Solarex label, and the Solarex label stand out in comparison as day to 
night” and from the statement in applicant’s Exhibit No. 10 which is a circular letter to 
opposer’s customers, as follows: 

“We know that for years our SOLAREX label failed to merit our customers’ approval. 
Therefore, we finally called in one of the best label artists obtainable and the outcome is 
the new SUPER SOLAREX LABEL attached.” 

As stated in Andrews Radio Company v. Timmons Radio Products Corporation, 1926 
C. D. 39, 345 O. G. 798 [16 T.-M. Rep. 185]: 

“It must be fairly established that matters not pleaded cannot ordinarily be considered 
in a notice of opposition. This is the general and accepted rule of equity pleading.” 

This rule requires that to be considered the affirmative defense must be pleaded, and 
this applicant has failed to do.* 


“Enerels” and Enterabs” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences sustaining the opposition of Abbott Laboratories, of North Chicago, IIl., 
to the application of Premo Pharmaceutical Laboratories, Inc., of New York, N. Y., 
for registration of the word “Enerels” as a trade-mark for “enteric-coated medicinal 
tablets designed to disintegrate in the upper intestinal region and used generally 
in glandular therapy.” 

Opposer relied upon its ownership of the trade-mark “Enterabs,” for “orally 
administered medicaments for intestinal treatment and provided with an enteric 
coating in the form of an envelope made of synthetic resin.” 

No testimony was taken by either party, but applicant stipulated that certain facts 
pleaded in the notice of opposition “may be taken as true.” With reference to one 
fact so pleaded, the First Assistant Commissioner stated : 


One such fact is that the labels attached to the notice, eleven in number, are “typical 
specimens” of labels in use by opposer bearing its registered marks. These labels indicate, 
as stated in applicant’s brief, that opposer’s mark “is not applied to any particular medicinal 
preparation, but is rather a generic name for tablets having an enteric coating.” As 
further stated in the brief: 

“Thus the labels show that these ‘Enterabs’ may be tablets of ammonium chloride, fer- 
rous sulfate, acriflavine, etc. This is of crucial importance because it is clear from this 
fact that no pharmacist or other authorized dispenser of drugs or medicinal preparations 
would know what the doctor or prescription calls for if the name ‘Enterabs’ alone were 





3. Solar Corporation v. Great Lakes Varnish Works, Inc., Opp’n No. 21,687, 166 M. D. 276, 
August 11, 1943. 
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mentioned. For standing alone it can have no significance other than enteric coated 
tablets.” 

But I think that is equally true of applicant’s mark. The specimen labels filed with 
the application, to “show the trade-mark as actually used upon the goods,” are for “Amino- 
phylline Enerels”; and it is there explained that “the word ‘Enerel’ describes a type of 
enteric-coated tablet manufactured by Premo Pharmaceutical Laboratories, Inc.”” Amino- 
phylline is a well-known diuretic and heart stimulant, sold under that name by many manu- 
facturing druggists. It may or may not be useful in glandular therapy, but obviously it is 
not the only item intended to be included in applicant’s description of goods. If it were, the 
description would properly read “enteric-coated aminophylline tablets.” I think the record 
fairly supports a finding that the marks of both parties are applied to a line of enteric- 
coated tablets, and that in using either mark it is necessary to add the name of the par- 
ticular item desired, as, for example, “aminophylline Enerels,” or “acriflavine Enterabs.” 


In then considering whether the marks of the parties are confusingly similar, 
the First Assistant Commissioner said: 


Applicant concedes that opposer’s goods are in part substantially identical with its 
own, but points to the fact that the products of both partiets are recommended for use 
“only by or on the prescription of a physician,” and argues that there is thus less likelihood 
of confusion than if sales were made to the general public. It is, of course, unlikely that 
a doctor would confuse the two marks, because he is trained to distinguish between com- 
petitive medicaments. But there is no proof that these products may not be purchased over 
the counter by the ultimate consumer. They appear to be stock items, packaged and ready 
for sale. A purchase might be made from memory to replenish a supply previously pre- 
scribed, or upon oral recommendation of the patient to a fellow sufferer. Under such cir- 
cumstances I think the danger of confusion would be great, for it is apparent, as observed 
by the Examiner that the two marks “Enterabs” and “Enerels” are “quite similar in 
appearance and pronunciation.” 

Cases are cited by applicant where various pairs of somewhat similar trade-marks 
have been held not confusingly so, and it must be conceded that the marks involved in some 
of those cases were comparable in that respect with those here under consideration. But in 
each case the goods to which the marks were respectively applied were specifically different, 
while here they are in part identical.* 


“Zintox” and “Zotox” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences sustaining the opposition of General Chemical Company, of New York, 
N. Y., to the application of Garden Products Company, of St. Louis, Mo., for regis- 
tration of the word “Zotox” as a trade-mark for “crab grass and chickweed killer.” 

The opposition was predicated upon opposer’s ownership of the registered trade- 
mark “Zintox,” for “insecticides and preparations for control of plant pests.”’ 

The First Assistant Commissioner concluded that the goods of the parties possess 
the same descriptive properties and that their marks are confusingly similar. He 
stated : 

It appears from opposer’s evidence that the products of both parties are arsenical prepa- 


rations, which are intended to be dissolved in water and applied by means of a sprayer. They 
are sold through the same dealers to the same class of purchasers, and are closely related in 


4. Abbott Laboratories v. Premo Pharmaceutical Laboratories, Inc., Opp’n No. 21,545, 166 
M. D. 280, August 12, 1943. 
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use. Opposer’s product is in solid form while applicant’s is a liquid. But there is no limi- 
tation in that regard either in opposer’s registration or in the opposed registration; and it 
seems obvious that a change from solid to liquid, or vice versa, would be merely a matter 
of choice. Clearly, the two items belong to the same class of merchandise and have the same 
descriptive properties, and their sale under identical or closely similar trade-marks would be 
reasonably likely to result in confusion as to their origin. 

Manifestly, the words “Zintox” and “Zotox” are very nearly alike, both in appearance 
and in sound. I agree with applicant that the syllable “tox,” standing alone, is descriptive 
of the goods of both parties; but that does not mean that it may be disregarded in com- 
paring the marks as a whole. Nor is it of material importance that opposer’s labels in- 
clude an additional trade-mark. That again is a matter of choice, and the practice may 
be discontinued at will. Opposer must be presumed to own its “Zintox” mark as regis- 
tered, and in my opinion applicant’s mark so nearly resembles that mark “as to be likely 
to cause confusion or mistake in the mind of the public or to deceive purchasers.’”® 


“Topper Togs” and “Topper Shop” 


Van ArspaLe, A. C.: The Elder & Johnson Company, of Dayton, Ohio, op- 
posed the application of Lehman-Baer Co., Inc., of Baltimore, Md., for registration 
of the mark “Topper Togs,” the word “Togs” being disclaimed, for boys’ and girls’ 
summer suits, sport shirts, overalls and dresses, upon the basis of a trade-mark 
registration, No. 341,131, issued to opposer December 1, 1936. The mark of this 
registration consists of the words “Topper Shop” above the name “Elder’s,” and 
the goods named in the registration are hats for women and girls. 

The Examiner of Trade-Mark Interferences sustained the notice of opposition 
and adjudged applicant not entitled to the registration for which it had applied. 
Appeal was taken by the applicant to the Commissioner of Patents. Following the 
hearing of this appeal, the parties filed a joint stipulation and request that applicant 
be permitted to withdraw its appeal, that the decision of the Examiner of Trade- 
Mark Interferences be vacated, and that the notice of opposition be dismissed without 
prejudice. 

In a decision rendered August 14, 1942, the Assistant Commissioner stated as fol- 
lows upon said stipulation and request : 


In view of the stipulation and request of the parties, applicant’s appeal with regard to 
the notice of opposition is dismissed and the decision of the Examiner of Trade-Mark In- 
terferences in so far as it sustains the notice of opposition, is vacated and the notice of op- 
position is dismissed without prejudice. 

However, since in my opinion the registration of applicant’s mark is properly subject to 
ex parte refusal in view of said Registration Number 341,131, because the mark is con- 
fusingly similar to the mark of said registration and is applied to goods of the same 
descriptive properties, the decision of the Examiner of Trade-Mark Interferences in so 
far as it adjudges applicant not entitled to the registration for which it has made appli- 
cation is affirmed.® 


5. General Chemical Company v. Garden Products Company, Opp’n No. 21,392, 166 M. D. 
282, August 13, 1943. 

6. The Elder & Johnston Company v. Lehman-Baer Co., Inc., Opp’n No. 21,735, 166 M. D. 
283, August 14, 1943. 
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“Spy Smasher” and “Spy” 


VAN ArRSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks 
in refusing registration to Fawcett Publications, Inc., of Greenwich, Conn., of the 
mark “Spy Smasher” for a monthly periodical. Registration was refused by the 
Examiner in view of a prior registration issued to Magazine Publishers, Inc., of 
the mark “Spy” for goods named in the registration as “a magazine published 
monthly and at other intervals. 


Applicant stated that presently it is applying the name “Spy Smasher” to a comic 
cartoon magazine. The Assistant Commissioner noted, however, that applicant is 
seeking registration of the mark for all types of monthly publications, and he con- 
cluded that the concurrent use of the two marks “Spy Smasher” and “Spy” on 


monthly publications would be likely to cause confusion and deception of pur- 
chasers and the public. 


Applicant raised the question of abandonment and relied upon an affidavit fur- 
nished by the registrant, Magazine Publishers, Inc., in response to an inquiry from 
the Examiner. From that affidavit, which was made by the president of said cor- 
poration, the Assistant Commissioner quoted the following portion: 


That Magazine Publishers, Inc., is the owner of the trade-mark “Spy,” which was 
registered on April 2, 1935, and Cert. No. 323,107 issued thereon by the United States 
Patent Office. 

That on June 29, 1942, Magazine Publishers, Inc., received a communication from the 
Examiner in charge of this registration, advising that an application was filed by Fawcett 
Publications, Inc., on June 25, 1941, Ser. No. 444,826, for the registration of a trade-mark 
similar to “Spy.” Your deponent states that Magazine Publishers, Inc., has not aban- 
doned, nor has it any intention of abandoning its said trade-mark “Spy” as the title of a 
magazine. 

Deponent further states that during the years 1928 and 1929, Magazine Publishers, Inc., 
published a magazine bearing the title “Spy”; thereafter from the years 1934, 1935 and 
1936, it published periodically magazines under the titles “Spy Stories” and “Spy Novels.” 
That, although it has not published any magazine bearing the title “Spy” since 1937, it has, 
nevertheless, not abandoned the title, and has every intention, as soon as the marketing 
conditions are right for the publication of a magazine under the title “Spy,” to resume its 
use as the title of a magazine. 


In discussing the question of abandonment, the Assistant Commissioner stated : 


The fact that the registrant is not using the mark now and was not using the mark of 
the registration at the time applicant filed its application, does not in itself necessarily es- 
tablish as a matter of law that the registration and the mark thereof has been abandoned 
by the registrant. Dubonnet Wine Corp. v. Ben-Burk, Inc., 28 C. C. P. A. 1298, 121 F. 
(2d) 508, 533 O. G. 753 [31 T.-M. Rep. 230]. In that case it was held that a registrant 
had not lost ownership of a registration or of the mark thereof even though it had stipu- 
lated that it was not engaged in any commercial business whatsoever in connection with the 
manufacturer or sale of commodities and was not using the mark and that the mark was 
being used by another company and no assertion was made that the registrant intended to 
use or to resume use of the mark in the future. The court said: 

“It is apparent, therefore, that we should give no effect in this case to appellant’s con- 
cession that it is not actively engaged in any commercial business. 





AA DESO aE aia A iy tant Beas 











ii i cs il ea a i eb. Ah EO MRE 


DECISIONS OF COMMISSIONER OF PATENTS 477 





“For the reasons herein expressed, the decision of the Commissioner of Patents that the 
registration pleaded in the notice of opposition constitute no bar to the registration of 
applicant’s mark is reversed.” (Italics added.) 

The registrant corporation is still in existence and it does not appear that it is not 
continuing to publish magazines, and in view of the affidavit of its president that it has 
not abandoned and has no intention of abandoning the trade-mark for a magazine and has 
every intention to resume its use, I agree with the Examiner that the registration and the 
mark thereof should not be held abandoned as a matter of law and bars the granting of 
the registration for which applicant has applied.’ 


“Air Chief” and “Airline” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences sustaining the opposition of Montgomery Ward & Co., Incorporated, of 
Chicago, IIl., to the application of The Firestone Tire & Rubber Company, of Akron, 
Ohio, for registration of a trade-mark for merchandise described in the application 
as “home, automobile, and portable radios and parts thereof, including radio bat- 
teries, radio aerials, radio tubes, and electric record players, automobile horns.” 

Applicant’s mark comprises the name ‘‘Firestone” and the words “Air Chief,” 
displayed in association with the pictorial representation of a winged figure standing 
ona globe. The mark relied upon by opposer, registered and used for radio receiv- 
ing sets and related articles, is the single word “Airline.” The First Assistant Com- 
missioner stated that opposer’s priority of use was conceded and also the substantial 
identity of the goods to which the two marks are respectively applied. The only 
question to be determined, he said, was that of confusing similarity of the marks. 

In discussing this question, the First Assistant Commissioner stated: 


Viewed as a whole, the marks differ widely in appearance ; and the only word common 
to both is “Air.” This word, however, is a prominent feature of both marks; and while 
the name “Firestone” is equally prominent in applicant’s mark, its presence is of but little 
avail in so far as registrability is concerned, if the expression “Air Chief” and “Airline” 
are so similar as to be likely to be confused. California Prune & Apricot Growers Asso- 
ciation v. Dobry Flour Mills, Inc., 26 C. C. P. A. 910, 701 Fed. (2d) 838 [29 T.-M. Rep. 
151]. In other words, if the word “Airline” were substituted in applicant’s mark for the 
words “Air Chief,” I doubt that even applicant’s counsel would argue for registrability ; 
and as the adopted variation is merely one of degree, I think that in the final analysis the 
decision of the case must rest largely upon a comparison of the two expressions alone. 

Applicant relies heavily upon the case of Montgomery Ward & Co., Incorporated v. 
Spiegel, Incorporated, 132 Fed. (2d) 144, 547 O. G. 605 [33 T.-M. Rep. 74], decided by the 
United States Court of Customs and Patent Appeals since the decision here appealed from 
was rendered. In that case it was held that there is no confusing similarity between op- 
poser’s “Airline” mark and a mark applied to identical goods, described by the court as 
“consisting of the words ‘Air Castle’ superimposed upon or in front of a representation of 
a medieval castle, the words ‘Air Castle’ appearing on a ribbon-like scroll.” In the course 
of its opinion the court said: 


“No case in all that have been cited to us is exactly on all fours with the instant one, 
and we have not discovered any such case ourselves. As we view the present situation, 
however, it seems to us that the decision must turn partly upon the difference in appearance 
and sound between the two marks, but more especially upon the difference in meaning 
which must be attributed to them. 





7. Ex parte Fawcett Publications, Inc., Ser. No. 444,826, 166 M. D. 288, August 16, 1943. 
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“We have hereinbefore set out the definitions of ‘air line’ and ‘air castle.’ ‘Air Castle’ 
seems to us to be an arbitrary selection which is suggestive of what might be brought about 
by the use of the ‘Air Castle’ radio. This connotation is wholly different from any sugges- 
tion or meaning that might be attributed to the term ‘air line.’ ” 

Only one definition of “air line” appears in the opinion, namely, “a straight line, as 
through the air; a beeline.” This definition was quoted from Webster’s New International 
Dictionary, which also defines the term as “a system of transportation by aircraft, or the 
equipment with which the system operates.” 

While its association with the particular merchandise involved would doubtless suggest 
other meanings of opposer’s mark, I am clearly of the opinion that this latter definition is 
the one that would immediately occur to the minds of most Americans upon seeing or hear- 
ing the words “air line.” The reason is that recent world events in which air transporta- 
tion has played so important and so dramatic a part, have made the public alertly con- 
scious of current developments and accomplishments in connection with aircraft, and its in- 
creasingly improved adaptability to the requirements of global warfare. 

And by the same token, I think the words “Air Chief” are likely to bear a very similar 
connotation. In the same issue of a local newspaper, for example, I find references to the 
“Chief” of the United States Army Air Forces, the “Chief” of the Imperial Air Forces 
and the “Chief” of the Mediterranean Air Command. Scarcely a day passes that does not 
bring stories concerning the exploits of these officers, and others similarly engaged; and 
presumably such stories are read by everyone who is interested in the thrilling progress of 
our war in the air. To a substantial majority of these readers it seems to me that the 
words “Air Chief” would inevitably suggest some such individual, or at least would connote 
supremacy in relation to the operation of aircraft. 

It may be, as argued by applicant and as intimated by the court in the cited case, that 
the word “air,” standing alone, is descriptive of radio receiving sets. But the court was 
careful to point out that no implication was intended “that any newcomer would be privi- 
leged to register a trade-mark using the word “air,” unlesss the mark as a whole were of 
such character as to eliminate the probability of confusion in trade.” Because applicant’s 
mark is likely to suggest an idea very closely related to the idea suggested by opposer’s 
mark, and thus has a similar significance, it is my opinion that the concurrent use of these 
two marks on identical merchandise would be reasonably likely to cause confusion. 

As further distinguishing the cited case it is quite obvious that the words “Air Chief” 
bear much nearer resemblance to the word “Airline,” in appearance and in sound, than 
do the words “Air Castle.’® 


Descriptive Terms 
“Robe-N-Hood” for sleeping bags 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration under the provisions of the Act of February 20, 1905, to Tidy 
Products Corporation, of New York, N. Y. (Tidy Products Co., assignee, substi- 
tuted), of the notation “Robe-N-Hood.” The Examiner refused registration on 
the ground that the mark is descriptive of the goods to which it is appropriated. 

The First Assistant Commissioner stated that the goods are described in the 
application as “infants” garments, namely, sleeping bags, bonnets, and combinations 
of bonnets and sleeping bags.” Applicant, he said, offered to amend this description 
to read “bunting.” The attitude of the First Assistant Commissioner toward the 
proposed amendment was expressed as follows: 


8. Montgomery Ward & Co., Incorporated v. The Firestone Tire & Rubber Company, 
Opp’n No. 20,339, 166 M. D. 293, August 20, 1943. 
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In Webster’s New International Dictionary this word is defined as “an outdoor gar- 
ment for infants, as a large, loose envelope with hood attached.” While the proposed 
change from sleeping garments to outdoor garments would be in some respects rather 
violent, I doubt that it would alter the case from a trade-mark standpoint. Moreover, 
the amendment would be at variance with applicant’s showing of record that its goods are 
in fact sleeping garments. 


In his decision the First Assistant Commissioner quoted the following portion 
of the Examiner’s statement on appeal: 


The Examiner regards the notation “Robe-N-Hood” as phonetically equivalent to the 
expression “Robe and Hood.’ Whether applicant’s goods are accurately or inaccurately 
described as robes and hoods, is not believed to be material, since infants’ robes and hoods 
are clearly of the same descriptive properties as sleeping bags and bonnets. 


With respect to the position thus taken by the Examiner, the First Assistant 
Commissioner then added: 


Applicant has disclaimed the word “Robe” and the word “Hood” apart from the mark 
as shown, so that nothing is left that may be considered arbitrary with the possible ex- 
ception of the two hyphens and the letter “N,” and these are overshadowed to the point of 
insignificance. Martell & Co. v. Société Anonyme de la Benedictine, 28 C. C. P. A. 851, 
116 Fed. (2d) 516 [31 T.-M. Rep. 23]. However, I think the public, like the Examiner, 
would be likely to regard the letter “N” as a contraction of the word “and,” with the result 
that the mark as a whole is not only descriptive but is actually the name of the goods.® 


“Chill-Gard” for child’s sleeping garment 


FRAZER, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration under the provisions of the Act of February 20, 1905, to Tidy 
Products Corporation, of New York, N. Y. (Tidy Products Co., assignee, substi- 
tuted), of the notation “Chill-Gard,” as a trade-mark for “an infant’s or child’s sleep- 
ing garment.” 

The First Assistant Commissioner agreed with the Examiner that the mark is 
nonregistrable because descriptive of the goods, saying: 


It is now well settled, so far as the Patent Office is concerned, that a mark which 
describes “the intended purpose and function of the goods on which it is used” is descriptive 
of the character or quality of such goods within the meaning of the statute. See Jn re 
General Permanent Wave Corporation, 28 C. C. P. A. 1099, 118 Fed. (2d) 1020 [31 T.-M. 
Rep. 210], and authorities there cited. That applicant’s mark is in that sense descriptive 
seems clear.!° 


Disclaimers 
Disclaimer of “Krispy Krunch” refused as sole arbitrary feature of mark 
Frazer, F. A.C.: Affirmed the action of the Examiner of Trade-Marks in re- 


fusing registration to Lummis & Company, of Philadelphia, Pa., of a mark for a 
peanut confection, here reproduced: 





9. Ex parte Tidy Products Corporation (Tidy Products Co., assignee, substituted), Ser. 
No. 424,144, 166 M. D. 290, August 18, 1943. 

10. Ex parte Tidy Products Corporation (Tidy Products Co., Assignee, substituted), Ser. 
No. 440,068, 166 M. D. 292, August 18, 1943. 
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Applicant disclaimed all wording, thus, the First Assistant Commissioner said, 
conceding that the only arbitrary feature of its mark is the elliptical design. How- 
ever, the First Assistant Commissioner agreed with the Examiner that the mark is 
dominated by the wording, and that the disclaimer does not, therefore, warrant its 
registration. 

Applicant criticized the decision of the First Assistant Commissioner in Ex parte 
Kem Card Sales Corporation, 497 O. G. 785, relied on by the Examiner, as being in- 
consistent with Beckwith v. Commissioner of Patents, 252 U. S. 538, 1920 C. D. 
471 [10 T.-M. Rep. 255]. In discussing the decision so criticized, the First As- 
sistant Commissioner stated. 


In the Kem case I held that to permit the disclaimer of a nonregistrable word that 
dominates a composite mark “would be a mere evasion of the statutory bar to registration.” 
Referring to the Beckwith case, applicant’s counsel say in their brief: 


“In making this decision, the court had before it a trade-mark which consisted of the 
descriptive words ‘Moistair Heating System’ associated with a circle design, and that court 


made it clear that the applicant had a right to disclaim those words and no one can deny 
that they obviously were the dominating nontechnical matter of that trade-mark.” 


As described by the court, however, the mark there under consideration was: 

“A design like a seal, comprising the head of an Indian chief surmounting a scroll bear- 
ing his name, ‘Doe-Wah-Jack,’ and surrounded by a circle, outside of which appear the 
words ‘Round Oak’ and ‘Moistair Heating System’ in a circle, and the whole being sur- 
rounded by a wreath of oak leaves.” 


The court held that the mark to be registrable with an appropriate disclaimer of the 
descriptive words “Moistair Heating System.” Manifestly, the remaining words were 
arbitrary, and the court pointed out that: 


“No question of patent right or of unfair competition, or that the design of the trade- 
mark is so simple as to be a mere device or contrivance to evade the law and secure the 
registration of nonregistrable words, is involved. Nairn Linoleum Co. v. Ringwalt Lino- 
leum Works, 46 App. D. C. 64, 69 [7 T.-M. Rep. 216]. 


The Nairn case, thus cited with apparent approval by the Supreme Court, involved a 
mark quite analogous to applicant’s mark in so far as registrability is concerned. It con- 
sisted in a name and a descriptive word, both disclaimed, and a cigar-shaped figure com- 
parable to applicant’s elliptical design. In holding the mark nonregistrable, the Court of 
Appeals of the District of Columbia said: 


“Indeed, but for the prohibited words there really would be no mark at all, since there 
would remain the entirely meaningless black figure. It is perfectly apparent that this 
meaningless black: figure was employed as a vehicle by which there could be incorporated 
in the mark prohibited descriptive matter. Having in mind, therefore, the intent and purpose 
of the Trade-Mark Act, we repeat what we said in Johnson v. Brandau, 32 App. D. C. 348, 
that the applicant should have been required to omit the objectionable matter from its 
mark.” 
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Counsel for applicant also questioned the right of the Patent Office to say that 
its mark is dominated by any particular feature or features; and criticized as un- 
authorized, uncertain, and impractical, the rule announced by the United States 
Court of Customs and Patent Appeals in the case of In re Sears, Roebuck and Co., 
132 Fed. (2d) 341, 56 U.S. P. Q. 166, cited and relied upon by the Examiner. 


that in considering the registrability of a composite mark it is proper and necessary to de- 
termine its dominant feature. 


sate ted Ti 


In regard to such argument, the First Assistant Commissioner said : 


Entirely aside from the fact that I do not share the views of counsel in this regard, a 
sufficient answer to their argument is that the tribunals of the Patent Office are controlled 
by the rulings of that court. 


The Examiner refused to register applicant’s mark on the additional ground that 
it is confusingly similar to a number of marks previously registered to others. This 
ground was discussed by the First Assistant Commissioner as follows: 


Several of these marks include the word “Krunch” or “Crunch,” which the Examiner 
seems to have regarded as arbitrary when used in connection with goods of the same 
descriptive properties as those here involved. Applicant insists that this word is descrip- 
tive of such goods. Be that as it may, the cited registrations must be assumed to be valid, 
even though entitled to only limited protection, and even though some of the registered 
marks bear closer resemblance one to the other than does applicant’s mark to any of them. 
Pepsodent Co. v. Comfort Manufacturing Co., 23 C. C. P. A. 1224, 83 Fed. (2d) 906 [26 
T.-M. 481]. 

In order to simplify the issue, however, I am willing to disregard all the registrations 
cited by the Examiner, with one exception; and they may be considered withdrawn as 
references. The exception is registration No. 291,121, issued to one Carroll J. Rogers 
prior to applicant’s alleged date of first use. The goods described in the registration are 
“buttered popcorn, candied popcorn, salted peanuts, and peanuts in the natural state.” The 
registered mark is “Krispee Kracks” and the disclaimed descriptive notation “Delicious 

” and Wholesome.” The expressions “Krispy Krunch” and “Krispee Kracks” differ only 
slightly in appearance and in sound and in significance they are substantially identical. 
9 Manifestly, the two expressions are thus confusingly similar; and the situation is not 
Pp remedied by the addition of the name “Lummis” to applicant’s mark. Calfornia Prune 
| & Apricot Growers Association vy. Dobry Flour Mills, Inc., 26 C. C. P. A. 910, 101 Fed. 
(2d) 838 [29 T.-M. Rep. 151]. 

Counsel have requested that in the event the Examiner is affirmed, I indicate whether 
applicant’s mark may be registered under the act of March 19, 1920. In the absence of 
anticipation my answer would be in the affirmative. The Rogers registration, however, 
would constitute a bar under the 1920 act just as it does, in my opinion, under the act of 
\f 1905. It seems proper to add that as this question is not now before me for determination, 
i the view here expressed is not to be considered as binding either by applicant or by the 
Examiner." 


Goods of Same Descriptive Properties 
Cravats and woven, knitted, textile and pile fabrics 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences sustaining the opposition of Cheney Brothers, of South Manchester, 





11. Ex parte Lummis & Company, Ser. No. 449,737, 166 M. D. 259, July 29, 1943. 
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Conn., to the application of Moses Finder Co., Inc., of New York, N. Y., for regis- 
tration of a trade-mark for cravats, comprising the words “Debonair” and “Cravats,” 
the latter being disclaimed, displayed in association with a figure described by the 
Examiner as “a silhouette of a man in evening dress.” The mark, the First As- 
sistant Commissioner stated, clearly is dominated by the word “Debonair.” Appli- 
cant claimed use “‘since 1934.” 

Opposer relied upon its ownership of a registration of the word “Debonair” as a 
trade-mark for “woven, knitted, netted, textile, and pile fabrics in the piece com- 
prised in whole or in part of silk,” issued June 19, 1928, and upon its alleged con- 
tinuous use of this mark on the goods named in the registration, and also on cravats, 
“since a date long prior to 1934.” 

The Examiner of Trade-Mark Interferences sustained the opposition on the 
ground that applicant’s goods are of the same descriptive properties as those for 
which opposer’s mark is registered, and that the two marks are confusingly similar. 
However, as to cravats, the Examiner concluded that opposer had failed to establish 
ownership of the registered mark. 

The First Assistant Commissioner was of the opinion that the opposition was 
properly sustained on the ground stated in the decision of the Examiner. He said: 





The record discloses that opposer is a manufacturer of piece goods used by itself and 
others, including applicant, in making cravats. That cravats possess the same descriptive 
properties as the piece goods from which they are made seems to be fairly well established 
by the authorities cited in the Examiner’s decision, notably the case of Kushner & Gillman 
v. Mayflower Worsted Co., 56 App. D. C. 165, 11 Fed. (2d) 462 [16 T.-M. Rep. 228], 
where the Court of Appeals of the District of Columbia ruled that men’s coats and suits 
are of the same descriptive properties as worsted fabrics used in their manufacture. Op- 
poser’s testimony with respect to the use of its mark on piece goods need not be considered, 
because the registration proves ownership of the mark, and ownership implies use. Rosen- 


gart v. Ostrex Co. (C.C. P. A.), 57 U. S. P. Q. 543 [33 T.-M. Rep. 284]. 





The First Assistant Commissioner stated he was unable to agree with the Ex- 
aminer that opposer had failed to prove ownership of the mark in question for 
cravats. He discussed this issue as follows: 


Opposer’s use of the mark on such goods in 1932, and for several years immediately 
prior thereto, is conclusively evidenced by the testimony of opposer’s witnesses, corrobo- 
rated by documentary exhibits. Having thus established ownership antedating applicant’s 
adoption in 1934 of the mark sought to be registered, the only further requirement was that 
opposer prove nonabandonment at the time its notice of opposition was filed. I think op- 
poser’s record satisfies that requirement. 

Opposer produced three witnesses who testified that opposer had sold neckties bearing 
the mark “Debonair” continuously since 1928. These witnesses were opposer’s vice- 
president and general sales manager, the assistant manager of its cravat department, and 
its credit manager, all of whom had been in opposer’s employ for more than thirty years. 
Their testimony is mutually corroborative, and stands uncontradicted in the record. The 
Examiner, however, was unwilling to accept it as proof. In his decision he said: 

“Tt is true that each of the three witnesses who testified on behalf of opposer states that 
the mark ‘Debonair’ or a label similar to the label of exhibits 4 and 5 was used continu- 
ously from 1928 to date. These witnesses, however, do not define what they mean by the 
statement ‘continuously’ or ‘since 1928’ and it might well be that this general statement 
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merely refers to the fact that ‘Debonair’ was used until 1932 and then used again as part of 
the mark ‘Rio Debonairs’ some ten years later in 1942. In view of the utter lack of any 
documentary evidence indicating 1932 to 1942 and the lack of any explanation of the absence 
of such evidence, the Examiner is of the opinion that opposer has failed to sustain its burden 
in establishing continuous use of the notation in question. Accordingly, in so far as re- 
gards ties the Examiner is of the opinion that the opposer has failed to establish that the 
mark ‘Debonair’ was ‘owned and in use’ by it at or about the date of filing of the notice of 
opposition.” 

It seems to me that the expressions “continuously from 1928 to date” and “continuously 
since 1928” are self-defining, and that the meaning intended to be conveyed by opposer’s 
witnesses is perfectly clear, namely, that opposer had commenced to use the word “De- 
bonaih” as a trade-mark on its neckties in 1928, and had continued such use without sub- 
stantial interruption from that time until the day their testimony was given in July, 1942. 
There is no documentary evidence of actual sales subsequent to 1932; but as was pointed 
out by the Court of Appeals of the District of Columbia in Macauley v. Malt-Diastase Co., 
55 App. D. C. 277, 4 Fed. (2d) 944: 

“Proof may be established either by oral testimony or by documentary evidence. One 
is as competent as the other, and if the oral testimony is sufficient to establish proof, docu- 
mentary evidence is unnecessary, whether such evidence be in the possession of the party 
or not.”!” 


Name of Corporation Under Act of 1920 
“Servel” held registrable 


VAN ArSDALE, A. C.: Passed upon a petition by Servel, Inc., of New York, 
N. Y., for reconsideration of his decision of May 8, 1943 (551 O. G. 738, 57 U. S. 
P. Q. 330). 

In that earlier decision the Assistant Commissioner affirmed the decision of the 
Examiner of Trade-Mark Interferences dismissing the petition of said Servel, Inc., 
for cancellation of a registration of the word “Serval” for slide fasteners, issued on 
March 4, 1941, under the Act of March 19, 1920, to Universal Slide Fastener Com- 
pany, Inc., also of New York, N. Y. 

The complete decision of the Assistant Commissioner upon the petition for recon- 
sideration reads as follows: 


Opposer, Servel, Inc., petitions for reconsideration of my decision of May 8, 1943, 
asserting that the decision failed to consider opposer’s contention that a business cor- 
poration is an organization and therefore the restrictions of the trade-mark statutes as to 
registration of names of organizations apply also to names of businesss corporations. 

The Act of 1905 makes certain provisions where it uses the word “organization” and 
gives certain qualifications for registration, and makes other provisions where it uses the 
word “corporation” and there gives different qualifications for registration. It has long 
been recognized that a business corporation is not embraced by the term “organization” 
as used in the act. The failure to couple the word “corporation” with the word “organi- 
zation” in the act appears to have been intentional and neither the intent or the wording 
of the act appears to be such as to apply to the registration of names of business corpora- 
tions the qualifications and restrictions applied to registration of the names of organiza- 
tions in addition to those applied to registration of names of business corporations. 





12. Cheney Brothers v. Moses Finder Co., Inc., Opp’n No. 21,769, 166 M. D. 263, August 2, 
1943. 
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In Ex parte Gallaher Limited, 1925 C. D. 132, 340 O. G. 842, Dr. Kinnan, as First 


Assistant Commissioner, said: 


“The bar of registration of corporate names, found in the Act of 1905, is not carried 
forward into the 1920 act if the interpretation of such act as set forth in the opinion of 
the Solicitor of the Department of the Interior, 277 O. G. 181, 1920 C. D. 89, is accepted.” 

In Certain-teed Products Corporation vy. Clark, 1925 C. D. 57, 337 O. G. 476 [15 
T.-M. Rep. 271], Assistant Commissioner Fenning stated as follows: 

“Those marks inhibited from registration under the Act of 1920 as defined by the 
Solicitor do not include marks which are merely the name of an individual or a cor- 
poration.” 

+ * * 


“The mere use of a corporate name as the name of a corporation will not prevent es- 
tablishing a trade-mark right to the same name by using it in commerce on goods different 
from those dealt in by the corporation. When that trade-mark right has been established, 
the mark may be registered under the Act of 1920.” 


The petition for reconsideration is granted, but the previous decision is believed to be 
correct and is adhered to.'* 
Non-Conflicting Marks 
“Rox Salve” and “Roche” 

Van ArSDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby dismissed the opposition of Hoffmann-La Roche, Inc., of 
Nutley, N. J., to the application of Roch D. Kawerk, of Birmingham, Ala., for regis- 
tration of a mark consisting of the word “Rox” centered over the hyphenated word 
“Rox-Salve,” the word “Salve” being disclaimed, for a specific kind of pharma- 
ceutical preparation, namely, “salve useful in the treatment of head and chest colds, 
nasal congestion, and as an antiseptic dressing for minor cuts or insect bites.” Ap- 
plicant claimed use since November 29, 1941. 

The opposition was based on, and the Assistant Commissioner stated that the 
record established, use and registration by opposer since prior to applicant’s first use 
of its mark of a mark consisting of the word “Roche” broadly for chemical products 
for use in medicine and pharmacy, disinfectants and perfumes. It was testified on 
behalf of opposer, the Assistant Commissioner said, that opposer manufactures an 
extensive line of products which can be useful in almost any human ailment that is 
known, including colds, cuts and wounds, the products being put up in various dosage 


forms, including the salve form, and that all the products are marketed under differ- ° 


ent specific trade-marks and, in addition to those specific trade-marks, the trade- 
mark “Roche” is also used as a general or house mark. 

The Assistant Commissioner held that the respective marks of the parties are 
applied to identical goods. He also held that opposer’s mark “Roche” and the re- 
peated word “Rox” of applicant’s mark appear to be merely fanciful and arbitrary 
words having no ordinary or suggestive meaning, and that accordingly they have no 
similarity in meaning. He stated that in appearance the mark 


Rox 
“Rox Salve” 


13. Servel, Inc. v. Universal Slide Fastener Company, Inc., Canc. No. 3900, 166 M. D. 275, 
August 9, 1943. 
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is so radically different from the mark “Roche” that, in his opinion, they would not 
be confused because of their appearance. 


The Assistant Commissioner then considered at length whether purchasers would 


be likely to be misled or confused by the sounds of the mark. He said: 








It is recognized that similarity in sound alone is sufficient to constitute confusing simi- 
larity between marks. Traders Oil Mill Company v. Lever Brothers Company, 26 C. C. 
P. A. 899, 100 Fed. (2d) 249, 504 O. G. 291. The general rule for determining confusing 
similarity in sound is stated in Oakite Products, Inc. v. H. Kirk White & Co., 27 C. C. 
P. A. 712, 107 Fed. (2d) 590, 511 O. G. 273, as follows: 

“The rule of phonetic resemblance, if it may be so designated, should not be applied 
because of a mere possibility of occasional confused enunciation of words. There should 
be a reasonable probability at least.” 

In the latter case the court did not think probability of confusion in sound between the 
mark “So-White Hand Cleaner” and the mark “Oakite,” both applied to cleaning prep- 
arations, should be assumed. 

The preparation of both parties are such as are put up anl sold in individual packages 
so that purchasers have the opportunity of seeing the trade-marks which are applied thereto. 
This would tend to prevent purchasers from being deceived or misled as to the manufac- 
turer of the goods actually received by the purchaser. But it may be that some neophyte 
purchasers have never seen either mark and act on verbal recommendations of “Roche” 
products or “Rox Rox Salve” (or possibly “Rox Salve”). The question is: Would such 
purchasers be likely to be misled or confused by the sounds of the marks? 

It is common knowledge that preparations for ailments besides colds, cuts and burns 
are put up in the form of salve, and since opposer’s filed testimony indicates that opposer’s 
line of products includes products “useful in treating almost any human ailment that is 
known” opposer’s line includes such other salves. Accordingly, purchasers desiring a 
particular preparation desired would -not be adequately identified merely by “Roche” or 
likely to ask for the preparation by the name “Roche” or the words “Roche salve” alone, 
but would also name the specific trade-mark applied thereto in addition to the house or 
general mark “Roche,” or would also state the nature of the preparation, or both. The 
particular preparation desired would not be adequately identified merely by “Roche” or 
“Roche salve,” or by “Rox salve” if misunderstood as “Roche Salve.” On the other hand 
the words “Rox salve” identify a particular product of applicant’s, the words being so 
used in the direction appearing on the specimens of cartons filed with the application. 
However, as stated before, it appears that no product is likely to be called for by the terms 
“Roche” or “Roche salve,” and therefore confusion of “Roche salve” for “Rox salve” in 
sound is unlikely. 

Applicant’s trade-mark, however, is “Rox Rox Salve,” and the mark must be con- 
sidered in its entirety, even though “Rox Rox” thereof is recognized as more dominant 
therein than the disclaimed descriptive word “salve.” Thus comparing the marks as to 
sound, and recognizing that applicant’s salve may be called for by the term “Rox Salve,” 
nevertheless, considering that opposer’s mark is a general or house mark which is applied 
to an extensive line of products so that opposer’s products are not likely to be called for 
by the word “Roche” or by the expression “Roche salve” alone, it is my opinion that 
whatever similarity in sound there may be between the word “Roche” and the notation 
“Rox Rox Salve,” or its abbreviated form “Rox Salve,” the similarity is not such that the 
notation “Rox Rox Salve” or “Rox salve’ when spoken indicates opposer or opposer’s 
products nor is such as would be likely in any way to create confusion or mistake in the 
mind of the public or to deceive purchasers or to cause opposer damage. In my opinion, 
the notice of opposition should be dismissed." 


14. Hoffmann-La Roche, Inc. v. Roch D. Kawerk, Opp’n No. 21,907, 166 M. D. 267, August 


3, 1943. 
















































485 





ae ee 


t 


486 THIRTY-THREE TRADE-MARK REPORTER 





“Mission Trails” a design of mission, and “Sunlan” and mission design 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences dismissing the opposition of Consolidated Hat Stores, Ltd., of Los 
Angeles, Calif., to the application of Dalton Hat Company, of Yonkers, N. Y., for 
registration of a trade-mark for men’s hats, comprising the notation “Mission Trails” 
in association with a picture which includes the fagade of a building of mission style. 

Opposer relied upon several registrations of composite trade-marks appropriated 
to the same merchandise. In discussing these registered marks and the question of 
confusing similarity between them and applicant’s mark, the First Assistant Com- 
missioner stated : 


All of these marks include the single feature with which applicant’s mark is alleged 
to conflict. This feature is described by the Examiner of Interferences as “the somewhat 
diagrammatic representation of a mission.” In the absence of that suggestion, it would 
have impressed me as being purely fanciful and entirely meaningless. It is faintly remi- 
niscent of the mission concept, but I doubt that it would be generally regarded as a repre- 
sentation of a mission. Certainly it bears no resemblance to the building portrayed in 
applicant’s mark, nor is it the equivalent of applicant’s notation “Mission Trails.” 

Moreover, opposer’s marks all have other design features of varying prominence, and 
all are dominated by the word “Sunlan.” This, of course, accentuates the differences be- 
tween these marks and applicant’s mark, and in my opinion precludes any reasonable possi- 
bility of confusion in their concurrent use. See Mishawaka Rubber and Woolen Manu- 
facturing Co. v. The H. C. Godman Co., 28 C. C. P. A. 1116, 119 Fed. (2d) 425.15 


Non-Descriptive Terms 


“Campus” for sweaters 


Frazer, F. A. C.: Reversed the action of the Examiner of TradeMarks in re- 
fusing registration to Renart Sportswear Corp., of New York, N. Y., of the nota- 
tion “Campus-Flicker” as a trade-mark for sweaters, without a disclaimer of the 
word “Campus.” The Examiner held the word “Campus” to be descriptive of the 
goods. 


In disagreeing with this holding, the First Assistant Commissioner said: 


The Examiner takes the position that the word “Campus” as applied to sweaters indi- 
cates that they are especially adapted for college wear. While highly suggestive of that 
thought, I am inclined to agree with applicant’s counsel that it falls short of being merely 
descriptive. As pointed out by counsel, sweaters are worn by a wide variety of individuals 
other than collegians, and in numerous surroundings other than those of the campus. 
Moreover, so far as shown by the record here, there is no sweater on the market that is 
designed exclusively, or even primarily, for campus use. 

In the absence of oppositions, it is my opinion that applicant’s mark is registrable as 
presented.?® 





15. Consolidated Hat Stores, Ltd. v. Dalton Hat Company, Opp’n No. 21,719, 166 M. D. 
—, August 26, 1943. 
16. Ex parte Renart Sportswear Corp., Ser. No. 455,275, 166 M. D. 142, July 16, 1943. 
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Non-Geographical Term 


“Western” in “Western Royal” for tableware 


VAN ArRSDALE, A. C.: Reversed the action of the Examiner of Trade-Marks in 


refusing registration to Western Auto Supply Company, of Los Angeles, Calif., of 
the mark “Western Royal” for china tableware in the absence of a disclaimer of the 
word “Western.” 


The Assistant Commissioner concluded that disclaimer of the word “Western’”’ 


of the mark should not be required. In support of that conclusion, he stated: 








The Examiner relies entirely on my decision in Ex parte Western Stove Co., Inc., 163 
M. D. 919, 538 O. G. 751 [32 T.-M. Rep. 452], which involved the mark “Western Holly” 
and in which I expressed the opinion that disclaimer should be made of the word “Western” 
in view of the geographical nature of the word “western” when constituting a part of the 
expression “Western Holly.” Webster’s New International Dictionary, second edition, 
1940, states that “western” as applied to names of American animals and plants designates 
those whose geographical distribution is west of the Mississippi River. Holly is an Ameri- 
can plant, and it seems clear that the word “Western” in the expression “Western Holly” 
has only geographical meaning. See also Ex parte Mid-West Abrasive Company, 166 
M. D. 172, 57 U.S. P. Q. 328. 

The word “Western” alone or when associated with words other than the names of 
American plants or animals does not appear to identify any particular geographical area or 
location. The dictionary referred to does not define the word “western” alone as designat- 
ing the geographical area or section of the country west of the Mississippi, but rather as 
indicating some relatively western locality without identifying any particular geographical 
location. In that respect the word “western” alone is similar to the word “globe,” which 
indicates a celestial body of the planetary type without necessarily identifying any par- 
ticular planet, and the word “globe” was held to be not merely geographical in Champion 
Spark Plug Company, v. Globe-Union Manufacturing Company, 24 C. C. P. A. 1088, 88 
Fed. (2d) 970, 484, O. G. 742. 

Accordingly, it seems to me that the word “Western” as used in the expression 
“Western Royal” should be considered as not merely geographical. Further, I think it 
would be overexacting here to require disclaimer of the word “western” used in association 
with the name of an American animal or plant when it does not appear to be geographical 
in the present mark.!” 


Not a Trade-Mark 






























Van ArspDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Tribune Company, of Chicago, IIl., of the mark “Comic 


Book Magazine” for a supplement or magazine section of a newspaper. 






The Ex- 


aminer held that the mark is not a trade-mark for the goods but is merely the name 
of the goods. 
In agreeing with the holding by the Examiner, the Assistant Commissioner said : 


The specimens filed with the application show the supplement to consist of eight leaves 
assembled together and having a front page featuring the title “Comic Book” with the word 
“Magazine” in small letters therebeneath. The leaves are considerably smaller in size than 
those of the ordinary newspaper. Accordingly the supplement is in book form. 








17. Ex parte Western Auto Supply Company, Ser. No. 455,940, 166 M. D. 235, July 13, 1943. 
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Applicant asserts that it originated and was the first to use the notation “Comic Book 
Magazine” for a newspaper comic supplement and that the notation indicates the origin of 
the goods, and that because it is not necessary to use applicant’s particular combination of 
words in order to describe such a comic supplement the notation is not merely descriptive 
of the supplement. s 

That the notation may have acquired a secondary meaning is no foundation for regis- 
tration. Kay & Ess Company v. Conway P. Coe, Commissioner of Patents, 68 App. D. C. 
3, 92 Fed. (2d) 552, 483 O. G. 2229. Nor may registration be predicated on the fact that 
other notations may be used appropriately to describe the goods. If the notation is merely 
descriptive of the goods, registration is precluded by the Trade-Mark Act of 1905. 

In my opinion the notation “Comic Book Magazine” aptly describes applicant’s comic 
newspaper supplement published periodically in book form, and therefore is not registrable 
for such a supplement under the act of 1905.1® 


Opposition 
Opposer without right to oppose 


Van ArsDALE, A C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby dismissed the opposition of Revere Paint Co., of Phila- 
delphia, Pa., to the application of 20th Century Chemical Company, of Camden, N. J., 
for registration of a mark “20th Century” on a distinctive background for a variety 
of named paints and painter’s materials, including ready-mixed paints. The As- 
sistant Commissioner stated that the application was filed June 7, 1940, and that 
the applicant had not sought to establish any earlier date of use of the mark. 

The notice of opposition, the Assistant Commissioner said, asserted prior and 
continuous use by opposer and its predecessors of the trade-mark “20th Century” 
for identical goods, namely, ready-mixed paints; and also asserted identity of the 
marks and of the goods and likelihood of the registration, if granted, resulting in 
damages to opposer. 

Opposer took proofs and, as stated by the Assistant Commissioner, contended in 
its brief on appeal that they show: 


* * * That while opposer, Revere Paint Company, uses the mark “20th Century” on its 
labels, and in its advertising literature, color cards and display signs the actual selling of 
the products is done by George D. Wetherill & Company, who distribute the goods, bill the 
customers and do the collecting. In other words, the sales of opposer’s goods, bearing the 
trade-mark “20th Century,” are handled entirely by George D. Wetherill & Company, and 
the books are kept by this company. Thus, George D. Wetherill & Company is the com- 
mercial outlet or selling agent for opposer’s “20th Century” brand of goods. 


On the other hand, applicant contended that opposer had failed to establish it has 
ever used or has any right to use or has any title to the notation “20th Century.” 

The Examiner, the Assistant Commissioner said, did not pass specifically on the 
question of opposer’s use or ownership of the mark “20th Century.” The Assistant 
Commissioner quoted as follows from the Examiner’s decision : 


It seems to the Examiner that this question of title as between the opposer and George 
D. Wetherill & Co., Inc., is not of materiality in this proceeding. In either case the appli- 


18. Ex parte Tribune Company, Ser. No. 432,278, 166 M. D. 236, July 14, 1943. 
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cant is in the position of a subsequent user of the mark. This matter of title therefore can 
add nothing to the applicant’s claim of ownership thereof and under the circumstances set 
forth above is accordingly deemed to require no further consideration here. Dubonnet 
Wine Corp. v. Ben-Burk, Inc., 50 U. S. P. Q. 76, 533 O. G. 753, 121 Fed. (2d) 508 (28 
C. C. P. A. 129 [31 T.-M. Rep. 230]). Oxo, Limited v. The Griffith Laboratories, Inc., 53 
U. S. P. Q. 264 (538 O. G. 750 [32 T.-M. Rep. 321]). 


The Assistant Commissioner discussed the cases cited by the Examiner. He 


It is noted that each opposer in the cases cited by the Examiner owned a registration of 
the mark relied on. Here neither opposer nor George D. Wetherill & Company has a 
registration. In the Dubonnet case cited by the Examiner it is clear that he court sus- 
tained the opposition in view of the opposer’s registration and not on the fact that a third 
party was shown to be the actual user of the mark. The court said: 


“It is apparent, therefore, that we should give no effect in this case to appellant’s con- 
cession that it is not actively engaged in any commercial business.” 


This clearly indicates that the court considered the opposer’s registration effective to 
support the opposition and sustained the opposition on opposer’s ownership of that regis- 
tration. The court did not say that the opposer was entitled to prevail on the basis of the 
third party’s use of the mark regardless of whether opposer had a registration or not. 

In United Shoe Machinery Corp. v. Compo Shoe Machinery Corp., 19 C. C. P. A. 1009, 
56 Fed. (2d) 292, 421 O. G. 4 [22 T.-M. Rep. 160], the court said: 


“The statute gives any person who believes he would be damaged the right to oppose, 
and any person who shall deem himself injured the right to petition for cancellation. These 
provisions are very broad and should be broadly construed. Of course, Congress did not 
mean to grant these rights to a mere intermeddler—to one who had no interest in the use 
of the term, and thereby authorized such a person to interfere in the affairs of others and 
in the business of the Patent Office.” 


I do not consider that the decisions cited by the Examiner depart from that pronounce- 
ment. 


It appears that the president of opposer, Revere Paint Company, is also president of 
George D. Wetherill & Company. This gentleman testified some arrangement was entered 
into between these companies as to the manufacture and sale of paints, but apparently the 
arrangement was not reduced to writing and it is not stated when the arrangement was 
made or what the arrangement was. So far as the record shows, opposer, Revere Paint 
Company, is not engaged in any business. 

George D. Wetherill & Company has been engaged for many years in the business of 
manufacturing and selling paints, and since at least as early as the year 1920 applied to one 
of its brands of paints and to color cards therefor the notation “20th Century.” The mark 
appeared on labels affixed to the cans of paint, and both the labels and the color cards 
also carried the name “Revere Paint Company,” as the manufacturer of the paint. Presum- 
ably, opposer consents to such use of its name on these labels and color cards, but that is a 
pure presumption, because the record does not show there was ever any such consent 
given, or in fact any arrangement at all between the two companies, with regard to the use 
by George D. Wetherill & Company of the notation “20th Century” or of opposer’s cor- 
porate name. Nor does it appear why any consent by opposer to the use of the notation 
“20th Century” was at all necessary. 
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The Assistant Commissioner concluded that Revere Paint Co. had not established 
its right to oppose the granting of the registration sought by 20th Century Chemical 
Company. In discussing the position of Revere Paint Co., he said: 
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It is clear from the record that it was George D. Wetherill & Company that applied the 
mark “20th Century” to its own goods in its own business and on its own behalf and not on 
behalf of opposer ; and judging from the testimony of the dealer Kurtz who testified on be- 
half of opposer, that was the understanding in the trade. So the question is whether or not 
the mere appearance of the name “Revere Paint Company” in association with the notation 
“20th Century” on the labels and color cards of George D. Wetherill & Company gives 
opposer such an interest in the mark “20th Century” as qualifies it to oppose registration of 
that mark by applicant. In my opinion it does not. It was George D. Wetherill & Com- 
pany and not opposer that associated the name “Revere Paint Company” with the mark 
20th Century,” and it does not appear that George D. Wetherill & Company did so for any 
benefit to opposer or even at opposer’s request. Even opposer’s consent to the display is 
only inferentially indicated in the record and not shown positively. 

Under the circumstances established by the record, it is my conclusion that opposer has 
not established the acquisition by it of any right to the use of the mark “20th Century” or 
any likelihood of itself being damaged directly or indirectly by the registration of the mark 
by applicant, and that therefore opposer has not establshed its right to oppose the granting 
of the registration. United States Ozone Co. v. United States Ozone Co. of America, 19 
C. C. P. A. 1256, 58 Fed. (2d) 1051, 424 O. G. 3 [22 T.-M. Rep. 304]. The right to oppose 
here concerns only the opposer, Revere Paint Company. George D. Wetherill & Com- 
pany is a party to this proceeding. 


The Assistant Commissioner also discussed, as follows, the question of ex parte 
refusal of registration: 


With regard to the propriety of considering opposer’s testimony and proofs relating to 
the activities of George D. Wetherill & Company for possible grounds for ex parte refusal 
of registration, it is noted that no use or ownership of the mark by George D. Wetherill & 
Company was pleaded and the testimony was not directed to establishing any rights to the 
mark in that company. The notice of opposition and the testimony in support thereof were 
directed solely to establishing use and ownership of the mark by the opposer, Revere Paint 
Company. Consequently, applicant was not called upon to meet the issue of whether 
George D. Wetherill & Company had any right in the mark or to direct its cross-exam- 
nation of opposer’s witness accordingly or to take proofs with regard thereto and obviously 
applicant did not do so. Under these circumstances, coupled with the fact that George 
D. Wetherill & Company has not seen fit to join in opposition, it is believed it would not be 
proper to consider whether the proofs submitted by opposer do or do not show George D. 
Wetherill & Company to have any rights in the mark, or if so, what rights. Accordingly, 
the proofs will not be considered for a possible ground for ex parte refusal of the regis- 
tration for which applicant has applied. On this question the proofs do not have a 
sufficient degree of finality in view of the fact that neither party directed either pleading 
or proof to that issue and applicant was not called upon to meet the issue. As stated be- 
fore, there is no prior registration here involved.’® 


Issue moot on ex parte refusal to register 


Frazer, F. A C.: Dismissed the appeal of Isaacson Iron Works, of Seattle, 
Wash., from the decision of the Examiner of Trade-Mark Interferences in this op- 
position proceeding, on the ground that the question presented had become moot. 
The Examiner had sustained the opposition by Koehring Company, of Milwaukee, 
Wis., and had also refused the registration applied for by said Isaacson Iron Works 


19. Revere Paint Co. v. 20th Century Chemical Company, Opp’n No. 21,604, 166 M. D. 249, 
July 22, 1943. 
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on the ex parte ground that applicant’s mark had not been used in commerce at the 
time the application was filed. As stated by the First Assistant Commissioner, no 
appeal was taken from the ex parte refusal to register ; and as that ruling had become 
final, the application was no longer pending when the appeal from the Examiner’s 
decision sustaining the opposition was argued. 

In his decision the First Assistant Commissioner denied a petition by Isaacson 
Iron Works, filed June 12, 1943, to have the decision of the Examiner of Trade- 
Mark Interferences vacated. The First Assistant Commissioner stated that peti- 
tioner’s theory seemed to be that, because it was not otherwise entitled to the allow- 
ance of its application, the Examiner of Interferences was without authority to pass 
upon the issues raised by the notice of opposition. Petitioner specifically contended 
that its application was “invalid” because of 


“the absence of interstate use prior to filing” 
and that 


the Interference Examiner’s opinion with respect to confusion in trade is illegal, since it is 
based on a defective application. 


In regard to the contention raised by the petitioner, the First Assistant Commis- 
sioner stated: 


It is, of course, well established that in an opposition proceeding the Examiner of Inter- 
ferences is charged with the duty “to determine, ex parte, and without reference to issues 
raised by the notice of opposition, whether the mark was entitled to registration,” and also 
to sustain or dismiss the opposition as the facts of the particular case may warrant. Bur- 
mel Handkerchief Corporation v. Cluett, Peabody & Co., 29 C. C. P. A. 1024, 127 Fed. 
(2d) 318 [32 T.-M. Rep. 306]. That is precisely what was done in the instant case. 

There was nothing “defective” about petitioner’s application. It was there alleged 
under oath that the trade-mark sought to be registered had “been continuously used and 
applied to said goods in applicant’s business since July, 1940,” and “that said trade-mark 
is used by said corporation in commerce among the several States of the United States.” 
This verified application was prima facie proof that petitioner was entitled to the registra- 
tion applied for. General Baking Co. v. Commander-Larabee Corporation, 23 C. C. P. A. 
973, 82 Fed. (2d) 427 [26 T.-M. Rep. 278]. Upon the evidence adduced in the opposition 
proceeding the Examiner of Interferences found that at the time the application was filed 
there had been no use of the mark “in interstate commerce or, in fact, in any commerce.” 
This was a finding of fact, contrary to the express averments of the application. 

Had the application failed to allege interstate use, there might be some merit in peti- 
tioner’s argument. In that event, however, registration would have been refused by the 
Examiner of Trade-Marks, and the mark would not have been published for opposition. 

I am clearly of the opinion that the Examiner of Interferences properly exercised his 
jurisdiction and that his decision should not now be disturbed.”° 


Refusal of Registration 
Two dots spaced horizontally apart 


Van ArspDALe, F. A. C.: Affirmed the action of the Examiner of Trade-Marks 


in refusing registration of a mark applied for by Zotos Corporation of New York, 
wm. E, 


20. Koehring Company v. Isaacson Iron Works, Opp’n No. 21,121, 166 M. D. 229, July 8, 
1943. 



































492 THIRTY-THREE TRADE-MARK REPORTER 





The Examiner refused registration on the ground that the mark which appli- 
cant sought to register is merely a mutilation of the mark actually used by applicant 


upon hair waving pads and devices subject to hair waving heat. 
The Assistant Commissioner in his decision made the following comparison: 


The specimens which the application states show “the trade-mark as actually used by 
applicant upon the goods” show a composite mark printed on blue paper, the mark con- 
sisting of the word “Zotos” associated with a series of vertical wavy lines, a diagonal ar- 
rangement of stars and the word “Vapet.” On the specimens filed the centers of the “O’s” 
of the word “Zotos” are light tan in color, contrasting with the blue color of the paper on 
which the composite mark is printed and with the circles of the O’s, which are white. 
It appears that applicant has separate registrations of the word “Zotos,” of the word 
“Vapet” and of the vertical wavy line design. 

The mark which has been refused registration is shown on the drawing to consist solely 
of two dots or small discs spaced apart a considerable distance horizontally. Applicant 
states “the two spaced discs of the mark at issue are symmetrically superposed on the mark 
‘Zotos’ and lie respectively within the corresponding O’s of said mark,” preferably in color 
contrasting with the color of the background. It so appears on the specimens filed but only 
the two discs appear on the application drawing. 


In upholding the Examiner in his refusal of registration, the Assistant Commis- 
sioner stated : 


It seems to me that in the specimens filed the two spaced discs are not superimposed on 
the word “Zotos” but instead actually form and constitute the centers of the O’s of that 
word and are incorporated in the word “Zotos” as an integral part thereof, and would be so 
viewed by persons viewing the mark applicant actually uses, as shown by the specimens, 
and the colored centers of the O’s would not be considered to be a trade-mark by itself, 
separate and distinct from the word “Zotos” or separable therefrom. 

In my opinion, by reason of the manner and the association in which the mark con- 
sisting of only the two spaced discs has been actually used this mark is so lacking in in- 
dividuality and in indication of constituting a separate trade-mark by itself that it cannot 
be deemed to have been used as an individual or separable trade-mark and therefore is 
not registrable as such. See Ex parte, Kingan & Co., Incorporated, 462 O. G. 681, 159 
M. D. 522, and cases cited therein.” 


22. Ex parte Zotos Corporation, Ser. No. 408,176, 166 M. D. 162, April 29, 1943. 
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PART II 


SKINNER MANUFACTURING COMPANY v. GENERAL FOOD SALES 
COMPANY, INC.; SAME v. KELLOGG SALES COMPANY 


United States District Court, District of Nebraska 
September 30, 1943 


UNFAIR COMPETITION—SUITS—APPLICABLE Law. 
In a suit to enjoin unfair competition involving a trade-mark registered under the Act of 
1920, the validity of such mark should be determined by federal law, but where plaintiff was 
located in Nebraska, held that the question of what law applied was purely academic, in as 


much as the Nebraska courts have uniformly applied in such cases the rules and principles 
of federal law. 


TRADE-MARKS—“RAISIN BRAN” FOR BREAKFAST CEREAL—DESCRIPTIVE TERM. 
The words “Raisin Bran,” used by plaintiff as a trade-mark for a breakfast cereal com- 
posed of raisins and bran, held descriptive, and not subject to exclusive appropriation. 
TRADE-MARKS—REGISTRATION UNDER Act oF 1920—EFFECcT. 
No presumption of validity arises from a registration made under the Act of 1920. 
TRADE-MARKS—DESCRIPTIVE TERMS—EFFECT OF PRESENTATION ON VALIDITY. 

In the case at issue, no advantage can result to plaintiff from the manner in which it has 
written its brand, as the ordinary sound and significance persists, irrespective of the mis- 
spelling, abbreviation, mutilation, capitalization or hyphenation of an otherwise descriptive 
name. 

TRADE-MARKS—DESCRIPTIVE TERMS—SECONDARY MEANING—“RAISIN BRAN.” 

Notwithstanding that plaintiff had a monopoly of the name “Raisin Bran” as used on 
cereals for seventeen years, held that it had failed to give the words a secondary meaning as 
indicating exclusively its product. 

TRADE-MARK INFRINGEMENT—SUITS—DEFENSES. 

Plaintiff by giving another company permission to use the term “Raisin Bran” on a bread 
made and sold in a definite area by said company, held not to have forfeited any rights it 
might have had in such name. 

Unrair CoMPETITION—SUITS—DEFENSES—V ALIDITY. 

The defense that plaintiff was guilty of mislabeling and of misleading advertising, although 
not sustained, is not necessarily to be rejected because the alleged violation of the statutes 
is asserted defensively by a private litigant, rather than affirmatively by a governmental agent, 
nor because of the fact that plaintiff's operations have never encountered governmental 
censure. 

UnFair CoMPETITION—USE OF SIMILAR LABELS—FEATURES PuBLICI JuRIS. 

The use by defendant Kellogg on its cartons of cereal food of the picture of a bowl partly 
filled with cereal and cream, and featuring the words “Cereal with Fruit,” held not unfair 
competition, as these features have long been in common use. 

Unrair CoMPETITION—SvuIts—“PAssInG Orr’—EVIDENCE. 

In the case at issue, where there was no convincing evidence of actual customer confusion 
as between the respective products, but the latter were invariabiy ordered by brand name, 
there was no “passing off.” 

UNFAIR CoOMPETITION—DECEPTIVE INTENT—EFFECT OF PropUCER’s NAME. 

The clear and legible application of a familiar and identifying copyrighted name is a 
potent and distinguishing device and a badge which is persuasive in negativing either confu- 
sion or the purpose to confuse. 





















SKINNER MFG. CO. v. GEN. FOOD SALES Co. 


In equity. Action for unfair competition. Complaints dismissed. 


William Ritchie, M. J. Flannigan, Edward F. Fogarty, and Ritchie & Swenson, all 
of Omaha, Neb., and C. Earl Hovey, Kansas City, Mo., for plaintiff. 

Edgar M. Morsman, Jr., Edgar M. Morsman III, and Morsman & Maxwell, all of 
Omaha, Neb., and Clifton Cooper, New York, N. Y., for defendant General 
Foods Sales Company, Inc. 

George L. DeLacy and Kennedy, Holland, DeLacy & Svoboda, both of Omaha, 
Neb., Matthias Concannon and Lee J. Gary, both of Chicago, Ill., and Edwin L. 
Harding, Battle Creek, Mich., for defendant Kellogg Sales Company. 


DELEHANT, District Judge: 


A single memorandum is being filed in these two cases. That course seems to 
be appropriate. 

The court has no thought that the cases are identical either in their facts or in 
their issues. Although the same plaintiff seeks in both cases injunctive relief for 
the protection of the same asserted property right, it seeks that relief against distinct 
and separate defendants, who, besides being competitors of the plaintiff, are com- 
petitors of each other. It is also true that the precise competitive technique of the 
two defendants is clearly distinguishable. Moreover, as will presently appear, the 
issues by which the defendants severally seek to defeat the plaintiff’s quest for relief 
are more numerous in one case than in the other. 

Yet the cases admittedly have much in common. They were not tried as a single 
case, but during the trial of each case, counsel for the defendant in the other case 
remained in the court room as observers and not always as passive observers, and 
virtually all of the evidence submitted in the case first tried was introduced by stipu- 
lations in the course of the trial of the later one. Then, of necessity, the facts touch- 
ing the plaintiff’s production and marketing of its own product and the history of 
the breakfast cereal business in general are common to both cases and are established 
largely by the same or similar evidence. Factually, the cases differ chiefly in the 
separate activities of the two defendants in the production and marketing of their 
respective products. Finally, the conclusion which the court has reached and the 
grounds upon which it is based apply with identical consequences to both cases. 

So, the court is satisfied that one memorandum should not only suffice in this 
instance but even be more in order than the unnecessary repetition in separate state- 
ments, of facts and legal considerations common to both cases. In each case, com- 
prehensive findings of fact, conclusions of law, and a judgment are being filed, which 
are wholly divorced from those of the companion case. No attempt will be made 
here to restate the facts of the cases in detail and with appropriate distinctions. The 
court will merely set out some of the more salient general facts, and state, without 
any attempt at adequacy in citation of authorities, some of the considerations which 
have chiefly prompted its final judgments. 

The pleadings are voluminous in each case. They have been supported by thou- 
sands of pages of testimony and an almost disconcerting number of exhibits, the 
general instructiveness of which, however, is manifest. The court is under an 
acknowledged obligation to counsel for all of the parties who, with conspicuous dili- 
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gence, industry and legal scholarship, have drawn to its attention virtually all of the 
extensive legal literature upon the subject involved, in many excellent briefs and 
written arguments. The authorities cited have been carefully examined by the court, 
although a fair appraisal of the appropriate length of a memorandum of this character 
forbids the citation of more than a few of them. 

Basically, the relief sought in each case is the same, prevention, through injunc- 
tive process, of alleged unfair competition by the defendant against the plaintiff. The 
plaintiff in each case, Skinner Manufacturing Company, is a Nebraska corporation, 
engaged in the manufacture and sale of food products for human consumption. Gen- 
eral Foods Sales Company, Inc., defendant in Case No. 345 (which will hereafter 
be referred to as “the General Foods case”), is a Delaware corporation, lawfully 
doing business in Nebraska, and is the wholly owned subsidiary and principal mar- 
keting instrumentality of General Foods Corporation, which is and for many years 
has been a major American food manufacturer, one of whose principal lines is the 
well-known “Post’s” group of cereal foods. Kellogg Sales Company, defendant in 
Case No. 361 (which will hereafter be referred to as “the Kellogg case’’) is a Michi- 
gan corporation, lawfully doing business in Nebraska, and is the wholly owned 
subsidiary and principal marketing instrumentality of Kellogg Company, also a 
major American food manufacturer, which manufactures the Kellogg line of cereal 
foods, whose production was initiated by Kellogg Company’s predecessors nearly 
forty years ago. In the general American food market, General Foods Company 
is the producer and marketer of a more diversified group of products than Kellogg 
Company, to which, however, it ranks second in the production of cereal products. 

Originally, the plaintiff's business involved principally, if not always entirely, 
the manufacture and marketing of paste food products for human consumption with 
emphasis upon macaroni, spaghetti and egg noodles. In that field it achieved and 
now retains a prominent position. In 1925, and apparently on or shortly before 
June 13 of that year, it devised a food product consisting of a cereal content of flakes 
composed of whole wheat with added bran and a small quantity of salt, with which 
was mixed a quantity of California raisins. To the product the plaintiff applied the 
name “Raisin-Bran,” which had not theretofore been employed for the identification 
of any breakfast cereal. The approximate proportions by weight of the finished 
product were: whole wheat, 72 per cent and added bran, 8 per cent, with a small 
added amount of salt, rolled into flakes, and raisins, 20 per cent. With only minor 
variations, largely in the character of wheat utilized in the manufacturing process, 
the product has remained unchanged, and its name has never been altered. From 
the time it was first produced, the plaintiff has continuously caused the product to 
be manufactured and packaged for it under successive contracts, by another Omaha, 
Nebraska, food manufacturer and has marketed it only in packages, never in bulk, 
on its own responsibility. That practice still continues. 

After applying unsuccessfully in 1925 for the registration of the term, “Raisin- 
Bran” as a trade-mark under the Act of February 20, 1905, as amended, Title 15, 
U. S. C. A. Section 81, et seq., the plaintiff in 1926 applied for and procured regis- 
tration under the Act of March 19, 1920, Title 15, U. S. C. A., Section 121, et seq. 

Until the advent of the products of the defendants, the plaintiff encountered no 
competition in the American food market for its product known as “Raisin-Bran.” 
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No product of identical, or even similar content (that is, a cereal base with added 
dried whole fruit) was marketed generally in the country, nor was the name or any 
approximation of it applied to any commercially marketed cereal food. 

The distribution of the plaintiff's product was relatively small and narrow at 
first, but it grew steadily both in gross volume and in area. It has consistently been 
given wide advertising by various means, including, among many others, store dis- 
plays, booklets in considerable variety, newspaper, bulletin and magazine publicity, 
publicizing games, contests, and trick devices and the like. In more recent years 
resort has been had to an elaborate and widely disseminated radio publicity cam- 
paign conducted principally through spot programs produced from carefully prepared 
script material. In all, the plaintiff's cost of advertising its product up to the trial 
of the Kellogg case in the summer of 1943 had exceeded $857,000, of which $118,000 
was expended in 1941 and $228,000 in 1942. The sales of the plaintiff’s product in 
dollar volume exceeded $1,500,000 in 1942, and $770,000 in the first five months of 
1943. The plaintiff’s operations in its “Raisin-Bran’” product have been profitable to 
it and this result has been notably achieved during recent years. 

At all times during its marketing of its product, the plaintiff has claimed to have 
a right to the exclusive use of the term “Raisin-Bran” in application to a commer- 
cially marketed breakfast cereal and it has endeavored to promote, foster and safe- 
guard that claim. It has consistently avoided the prefixing of its corporate name, 
or any variation or abbreviation thereof, to the designation “Raisin-Bran” on its 
packages, in its printed advertising or in its radio publicity, and has quite uniformly 
insisted that its product be branded and referred to simply as “Raisin-Bran.” Upon 
its packages it has always identified itself as the origin of the product by a clearly 
legible, though inconspicuous legend, somewhat similar to that presently employed, 
namely, “An exclusive product distributed by Skinner Manufacturing Co., Omaha, 
Neb.,” occupying upon the package a position subordinate to the prominent designa- 
tion of the product simply as “Raisin-Bran.” Wholesale grocers in price sheets, and 
retail grocers in local advertising to the retail trade, even before the advent of the 
competing products, frequently though not always advertised and since the beginning 
of competition quite uniformly advertise the plaintiff's product as “Skinner’s Raisin 
Bran” or “Raisin Bran, Skinner’s.” But this practice appears consistently to have 
been discouraged by the plaintiff, and to have resulted from the merchandisers’ 
fairly general practice of connecting maker and product in advertising. On two 
occasions, and then briefly, publicity for the product devised by advertising agencies 
employed by the plaintiff associated the name “Skinner’s” directly and immediately, 
as a qualification of the product “Raisin-Bran,” but these instances serve rather to 
emphasize than to negative the plaintiff’s claim, for on each such occasion the prac- 
tice upon its discovery by the plaintiff was promptly abandoned on the plaintiff's 
orders. 

The plaintiff's best and most profitable marketing area, prior to and at the onset 
of the competition which it assails included the southern portion of the United States 
westerly from the Atlantic coast to, and including Texas and Oklahoma. That area 
is also the largest sales field for dry prepared breakfast cereals of a general character. 
However, the plaintiff’s coverage is practically nation-wide, though in varying in- 
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tensity ; and it has sold its product to some extent, at least, in all states of the country 
with the possible exception of New Hampshire. 

In the spring of 1942 the defendant in the General Foods case, for itself and its 
corporate owner, announced to the grocery trade its imminent offering to the break- 
fast cereal trade of a cereal to be composed of bran cereal flakes and raisins and to 
be designated as “Post’s Raisin Bran.” Some of the publicity in furtherance of this 
announcement came to the attention of the plaintiff, which, on April 30, 1942, in 
writing demanded of both the defendant in question and its owner that they desist 
from their purpose. However, the protest was fruitless, and during the last week in 
April in 1942, the defendant in the General Foods case initiated the marketing of 
its new product accompanied by an intensive advertising and selling campaign which 
included a temporary combination package sale device (whereby a package of “Post’s 
Raisin Bran” was virtually given to the purchaser of a package of another “Post’s”’ 
product), printed publicity, and especially an expensive radio broadcasting program 
featuring a nationally celebrated radio program sponsoring the sale of “Post’s Raisin 
Bran.” This sales promotion, with the exception of the combination offer, continued 
uninterruptedly down to and through the trial of the General Foods case, and un- 
doubtedly still continues, with variations. It resulted in substantial sales of Post’s 
Raisin Bran in the area covered by the selling effort, which included generally the 
area in which the plaintiff, at the time of the entry into the field of General Foods 
Sales Company, had its most favorable and profitable distribution and did its most 
intensive advertising. 

In somewhat similar manner and at nearly the same time the defendant in the 
Kellogg case announced its proposed entry into the same field. Late in 1941 and 
early in 1942 Kellogg sales department personnel and executives had given con- 
sideration to the advisability of producing, and making experimental marketing tests 
with a packaged bran type cereal product containing added raisins. For this purpose 
they had compared combinations of raisins and one of Kellogg’s part bran flake 
products known as “Pep” with raisins and another of its part bran flake products 
known as “40% Bran Flakes.” They concluded ultimately to manufacture and sell 
the combination of raisins and “40% Bran Flakes.” Then, they had hesitated be- 
tween different possible names for the contemplated product, and finally selected 
“Raisin 40% Bran Flakes” under which name, Kellogg Company packaged, and 
Kellogg Sales Company initiated the sale of, the new Kellogg product, after a warn- 
ing notice from the plaintiff, similar to that given to the producers and sellers of 
“Post’s Raisin Bran.” Kellogg’s marketing operations have differed from those 
of General Foods Sales Company, particularly in this, that Kellogg’s selling has been 
frankly experimental. With that factor in mind Kellogg Sales Company selected 
for a comparative practical study two fields, one in the South where the plaintiff 
had and has its most intensified publicity and sales volume, and the other in the 
central part of the country, notably Ohio, Illinois and Kentucky, where the plaintiff’s 
efforts and sales were less vigorously promoted. It then entered upon a promotional 
campaign in each of these selected areas. However, up to the time of the trial of its 
case its advertising expenditures and sales volume were both upon a scale more 
modest than those of General Foods Sales Company, and its efforts continued to be 
experimental. It proposes to intensify and extend its operations if, in its judgment, 
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the results of the tests vindicate such action, and in any event asserts the right to 
remain in the field. 

Both defendants, prior to their entry into the controversial field, had studied 
the marketing possibilities for their proposed products. For this purpose they had 
utilized their own sales and service forces, available marketing data, and, in the case 
of General Foods, confidential survey studies. Both companies knew of the nature 
of the plaintiff's product, and the extent and relative territorial density of its sales 
and advertising efforts. 

The foregoing factual outline will be enlarged upon at various points in the 
following paragraphs where it is considered that specific facts are directly relevant 
to distinctive questions arising in the cases. 

In May, 1942, the plaintiff instituted the General Foods case in the district court 
of Douglas County, Nebraska, whence it was brought by removal to this court. It 
prayed for a permanent injunction against the defendant, General Foods Sales Com- 
pany, preventing it from advertising, offering for sale, or selling anywhere within the 
United States any food product under the designation “Raisin Bran” and from 
infringing and violating the plaintiff’s claimed right to the exclusive enjoyment of 
the use of its alleged trade-mark “Raisin-Bran” in the distribution of food products. 
Essentially, the defendant in that case denied in its answers to the plaintiff’s plead- 
ings the validity of the plaintiff’s claim to the right exclusively to use the term “Raisin 
Bran” for the designation of a food product and maintained that it had the right to 
proceed as it had in the premises. That case has been fully tried. 

Late in July, 1942, the plaintiff instituted the Kellogg case in this court, and in 
its complaint prayed for an order “permanently enjoining and restraining the de- 
fendant from using the plaintiff’s trade-mark and label and from advertising, offering 
for sale, and selling anywhere within the United States of America, any cereal food 
product under the designation ‘Raisin Bran’ or under a label consisting of a pictorial 
illustration of a bowl filled with breakfast food containing raisins and from using the 
words ‘Cereal and Fruit’ or any notation similar thereto, in connection with said 
product, and from using the plaintiff’s label or copying the same, or from in any way 
infringing or violating the plaintiff’s right to the exclusive use and enjoyment of its 
trade-mark as above described in the description of any of the plaintiff’s cereal food 
products.” The quoted prayer thus takes note of the Kellogg Company’s alleged 
colorable imitation of the plaintiff’s claimed trade-mark as distinguished from its 
utter appropriation. The specific items against which relief is sought have to do 
immediately with certain display material which appears on the Kellogg package 
(vide infra). Kellogg Sales Company also denied generally the plaintiff’s claim 
and asserted its right to market its product in the manner it had pursued. But, in 
addition to those general issues which were also presented in the General Foods 
case, it tendered certain other defenses which will be separately considered. That 
case has also been fully tried. 

It may be noted that the plaintiff makes no claim in either case to the right ex- 
clusively to produce and market its product or one similar thereto or imitative 
thereof. It concedes to each defendant the right to compete with it as to product but 
bases its claim upon its asserted trade-name and its alleged appropriation by one 
defendant and approximation by the other. 
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The question submitted to the court which ought logically to be first in the order 
of consideration is whether in these cases the applicable substantive law is to be 
located among the statutes of Nebraska and the opinions of its Supreme Court or to 
be gathered from pertinent decisions wherever found, and, particularly, those of the 
federal courts. The plaintiff argues, in each case, that by the language and logic of 
Erie Railroad Company v. Tompkins, 304 U. S. 64, 58 S. Ct. 817, 82 L. Ed. 1188, 
the law of some state must rule the decision here; and that the actual or alleged 
circumstances that the federal court considering the issue is that for the district of 
Nebraska ; that the plaintiff is a Nebraska corporation and entitled to prosecute an 
action of this character, among other places, in the state or federal courts within 
Nebraska ; and that the legal situs of the good-will of the plaintiff’s business and the 
impact on it of any damage consequent upon unfair competition with the plaintiff are 
in Nebraska, point to the Nebraska law for the applicable substantive rules. 

The problem is interesting academically, and beyond superficial declarations, 
cannot be regarded as finally settled in all its aspects. The circumstance that juris- 
diction in the instant case rests in part upon the Trade-Mark Act of 1920, and not 
solely upon diversity of citizenship can hardly be disregarded. Still, in considering 
a situation arising under the Trade-Mark Act of 1905, the Circuit Court of Appeals 
for the Seventh Circuit, in Philco Corporation v. Phillips Mfg. Co., 7 Cir., 133 F. 
2d 663, 668 [33 T.-M. Rep. 118], recently said: “If it were held that Congress 
created no substantive rights but only procedural rights, the Erie doctrine would 
require that state law govern substantive questions of trade-mark law, just as that 
doctrine would have required if it had applied before the act was passed.” And it 
was declared in Armstrong Works v. Nu-Enamel Corporation, 305 U. S. 315, 316, 
323, 324, 59 S. Ct. 191, 83 L. Ed. 195 [29 T.-M. Rep. 3], that “The Federal Trade- 
Mark Act of 1920 does not vest any new substantive rights but it does create reme- 
dies in the federal courts for protecting the registrations.” Doubt is thus cast in 
cases where registration, as here, is under the Act of 1920, upon the otherwise 
reasonable rule that, at least as to the validity of the mark for registration under the 
act, federal law exclusively should control. 

Touching the issue of unfair competition alone, it has been asserted repeatedly 
in recent decisions that state law and not federal law governs. Fashion Guild v. 
Federal Trade Commission, 312 U. S. 457, 468, 61 S. Ct. 703, 85 L. Ed. 949 [30 
T.-M. Rep. 421] ; Pecheur Lozenge Co. v. National Candy Co., 315 U. S. 666, 667, 
62 S. Ct. 853, 86 L. Ed. 1103 [32 T.-M. Rep. 194]; Socony-Vacuum Oil Co. v. 
Rosen, 6 Cir., 108 F. 2d 632 (44 U. S. P. Q. 379) ; Addressograph-Multigraph 
Corporation v. American Expansion Bolt & Manufacturing Co., 7 Cir., 124 F. 2d 
706 [32 T.-M. Rep. 50] ; Rytex Co. v. Ryan, 7 Cir., 126 F. 2d 952 [32 T.-M. Rep. 
195] ; Time, Inc. v. Viobin Corporation, 7 Cir., 128 F. 2d 860 [32 T.-M. Rep. 422] ; 
Philco Corporation v. Phillips Mfg. Co., 133 F. 2d 663 [33 T.-M. Rep. 118] ; Adam 
Hat Stores, Inc. v. Lefco, 3 Cir., 134 F. 2d 101 (56 U. S. P. Q. 393); Gum v. 
Gumakers of America, 3 Cir., 136 F. 2d 957 [33 T.-M. Rep. 381]. Yet, it can hardly 
be asserted that the authorities have finally and clearly determined that in such cases 
the rules upon the substantive law of unfair competition applied under the statutes 
and decisions of the state in whose territory the federal action is pending constitute 
the law which must be applied. It is maintainable that the ultimate solution, within 
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the rule declared in Klaxon Company v. Stentor Electric Company, 313 U. S. 487, 
61 S. Ct. 1020, 85 L. Ed. 1477 (49 U. S. P. Q. 515) ; Griffin v. McCoach, 313 U. S. 
498, 61 S. Ct. 1023, 85 L. Ed. 1481; and Sampson v. Channell, 110 F. 2d 754 (Cert. 
den. June 3, 1940), may be that the local law of the state of the forum to be applied 
is that upon the subject of conflicts. In that contingency, these cases sounding in 
tort, the Nebraska law of conflicts would make applicable the lex loci (or, to speak 
more accurately in this situation, the leges locorum) delicti. Olson v. Omaha & 
C. B. Street Railway Co., 131 Neb. 94, 267 N. W. 246; McCown v. Schram, 137 
Neb. 498, 289 N. W. 890, 139 Neb. 738, 298 N. W. 681. 

Either solution involves difficulties if not absurdities whose recognition arises upon 
their mere suggestion. The application of the lex loci delicti is simple enough if 
there is a single situs of the tort against which redress is sought; but it becomes 
complex, if not impossible, when, as here, there are a multitude of states where the 
alleged tort is committed with conceivably conflicting laws. And one need hardly 
point out the probable injustice and confusion which would arise from the deter- 
mination according to the domestic law of a single state adroitly selected as the locus 
fori, of issues resulting from tortious acts no one of which occurred in that state, in 
an action whose object is injunctive relief ultimately on a nation-wide pattern, and 
with immediate impact only in states far remote from the one whose internal law is 
urged as controlling. Thus, the gesture towards conformity and uniformity involved 
in Erie Railroad Company v. Tompkins (supra), will surely “hit mark the archer 
never meant.” 

But in more practical vein the court is persuaded that here, as in the note to 
Kellogg Co. v. National Biscuit Company, 305 U. S. 111, 113, 59 S. Ct. 109, 83 
L. Ed. 73 [28 T.-M. Rep. 569], it may simply and sufficiently be said: “But no 
claim has been made that the local law is any different from the general law on the 
subject, and both parties have relied almost entirely on federal precedents.” The 
second clause of that statement is strictly pertinent here; the first clause practically 
correct. It appears, first, that there is no definitely determined and directly applicable 
Nebraska law upon the issue critically involved in these suits; and, secondly, that 
there is no disparity between the declared views of the Nebraska Supreme Court and 
the prevailing American law upon the general subject of unfair competition. The 
plaintiff correctly asserts that Nebraska has displayed a marked degree of liberality 
in its rulings upon the subject. But the presently predominant opinion in the nation 
generally may likewise be regarded as liberal. That there is no disposition in this 
state to depart from the generally prevailing rule may be inferred from a reading of 
the last reported Nebraska case upon the point, Personal Finance Company v. 
Lincoln State Personal Loan Service, 133 Neb. 373, 275 N. W. 324 [28 T.-M. Rep. 
553], which chiefly cites and follows federal authorities. 

Except in one instance, the Nebraska cases have been concerned mainly about 
the proper protection from piratical appropriation of established corporate names 
under which plaintiffs have organized and transacted business. The corporate name 
“Regent Shoe Manufacturing Company” was protected from invasion in the retail 
shoe trade in the city of Omaha, but not in the wholesale field in which the plaintiff 
was not engaged, in Regent Shoe Manufacturing Co. v. Haaker, 75 Neb. 426, 106 
N. W. 893. “Basket Stores,” as a part of the plaintiff’s name and the manner of 
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designating retail grocery stores of the corporate plaintiff was protected from appro- 
priation by the defendant within the plaintiff’s limited trade territory in the vicinity 
of Lincoln, Nebraska, in Basket Stores of Lincoln, Nebraska v. Allen, 99 Neb. 217, 
15 N. W. 893 [6 T.-M. Rep. 195]. “Carter Transfer and Storage Company” and 
certain distinguishing devices drawing attention to the plaintiff’s business in Lincoln, 
Nebraska, were granted security in Carter Transfer and Storage Co. v. Carter, 106 
Neb. 531, 184 N. W. 113 [11 T.-M. Rep. 347]. “Northwest Ready Roofing Com- 
pany” was given immunity from invasion in Northwest Ready Roofing Co. v. Antes, 
117 Neb. 121, 219 N. W. 848. “Riggs Optical Company,” a long-established 
corporate business name, was secured from improper appropriation by an oculist 
named Riggs in Riggs Optical Co. v. Riggs, 132 Neb. 26, 270 N. W. 667. The 
corporate name “Personal Finance Company” was held to have been sufficiently 
established to be entitled to protection against the use of the name Personal Loan 
Company by a concern competing for precisely identical business in a virtually 
adjacent office building in Personal Finance Company v. Personal Loan Service, 
133 Neb. 373, 275 N. W. 324 [28 T.-M. Rep. 553]. 

In only one Nebraska case of which the writer of this memorandum is aware, 
has a trade-name of a product, wholly unconnected with the corporate name of the 
trader been protected by injunction. Consolidated Fuel Company v. Brooks, 91 Neb. 
421, 136 N. W. 60 [2 T.-M. Rep. 300]. There, the name “Cristo Canon Coal,” as 
applied by the plaintiff in its coal jobbing business to coal sold by it in Nebraska, 
which was mined in Colorado, was protected from appropriation by a newly organ- 
ized competitor. But the name “Cristo Canon” was a purely fanciful device of the 
plaintiff for application in its business to a coal which, at the mines, was known as 
Carbon Canon Coal. Finally, in Chadron Opera House Co. v. Loomer, 71 Neb. 
785, 99 N. W. 649, injunctive relief was denied for the protection of the plaintiff’s 
corporate, and alleged business name because of the inadequacy of the testimony 
to establish prior appropriation and popularization. 

It may appropriately be added that in most of the Nebraska cases the ultimate. 
protective result is founded substantially on the factor of the confusing employment 
of the name of an established business by a recent associate in that business bent on 
the deceptive diversion to himself of its good-will. That personal element serves 
measurably to neutralize such cases as authority upon the broad question of unfair- 
ness in competition at arms length between strangers. 

It is, therefore, considered that there is no disparity between the pertinent sub- 
stantive law, if any, as administered in the state courts of Nebraska, and that which 
is to be gleaned from the American decisions generally, and particularly from the 
federal court decisions. It may be remarked in passing that no Nebraska statutory 
enactment requires consideration. And if, in application of the Nebraska rule upon 
conflicts, the domestic law of some other state or states becomes controlling, let it 
be noted that no party to either suit has indicated what such local state law should 
be explored and applied, or wherein, if at all, it differs from the general American 
rules. Consequently, the question is regarded as purely academic in this instance. 

In the Kellogg case the defendant asserts two separate affirmative defenses, 
which are not alleged in the General Foods case. They should have attention before 
the consideration of the major issues arising upon the plaintiff’s claim, because if 
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they were well taken they might be operative to defeat recovery by the plaintiff 
irrespective of the merits upon its basic claim. 

The first of these separate defenses is a charge that in consequence of its written 
grant to National Tea Company of permission to employ the term “Raisin-Bran” 
as the designation of a bread manufactured and sold in a substantial but defined 
area by the Tea Company, the plaintiff lost all trade-mark rights in, and the right 
to the exclusive use of, the term “Raisin-Bran,” if it ever had such rights and, there- 
fore, cannot prevail against the defendant in the Kellogg case. The incident at 
which this defense is aimed arose after the filing of the Kellogg case and during the 
trial upon its merits of the General Foods case. The time offers a sufficient reason 
why it is not involved in the General Foods case. Upon being confronted with 
evidence in the General Foods case of the marketing by the Tea Company in the 
States of Illinois, Indiana, lowa, Michigan, Wisconsin, Minnesota and the Dakotas 
of a bread containing bran and raisins under the name “Raisin-Bran Bread,” the 
plaintiff promptly asserted its right to intercept such marketing; whereupon and 
while the case was still on trial, the plaintiff and the Tea Company made an agree- 
ment whereby the plaintiff consented to the continuance of such sales, limited to 
bakery products, in the Tea Company’s defined area. 

The court has examined the authorities cited and considered the arguments made 
upon this point and has concluded that, regard being had to the facts underlying 
the written agreement and its own character, the plaintiff did not, through its execu- 
tion, forfeit any rights which it might theretofore actually have perfected within the 
narrow limits of its claim. The plaintiff has never extended its claim under the name 
“Raisin-Bran” beyond its own single product. Bread, cakes, pie and other bakery 
products are not involved in a market competitive with it. The plaintiff, upon con- 
sidered authority, could not have prevented the Tea Company’s operation. Hanover 
Milling Co. v. Metcalf, 240 U. S. 403, 36 S. Ct. 357, 60 L. Ed. 713 [9 T.-M. Rep. 
1]; United Drug Co. v. Rectanus Co., 248 U. S. 90, 39 S. Ct. 48, 63 L. Ed. 141 
[6 T.-M. Rep. 148] ; American Steel Foundries v. Robertson, 269 U. S. 372, 46 S. 
Ct. 160, 70 L. Ed. 317 [13 T.-M. Rep. 289] ; Walgreen Drug Stores v. Obear-Nester 
Glass Co., 8 Cir., 113 F. 2d 956, 962, 963 [30 T.-M. Rep. 477] ; Philco Corporation 
v. Phillips Mfg. Co., 7 Cir., 133 F. 2d 663, 673 [33 T.-M. Rep. 118]. By its con- 
tract it suffered—in extreme construction, licensed—the Tea Company to continue 
what it was always powerless to prevent. This court is unwilling to conclude that 
through inadvertence it thereby abandoned any rights in the name of its product 
which had theretofore accrued to it. If, within the thought of the numerous cases 
cited by Kellogg Sales Company (e.g., Everett O. Fisk & Co. v. Fisk Teachers’ 
Agency, 8 Cir., 3 F. 2d [15 T.-M. Rep. 147], and the many cases cited therein) 
the plaintiff had assumed to assign its alleged trade-mark, otherwise than as an 
incident to the sale of the business and good-will with which it had been associated, 
a different result might be reached. But the pleading defendant seems to the court 
to confer upon the contract a vigor and effect beyond its desserts. 

The second asserted special defense of Kellogg Sales Company is that of unclean 
hands. The premises of this contention explain its absence from the issues in the 
General Foods case, for in no small measure they might be charged impartially 
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against the General Foods Corporation and its owned defendant as well as against 
the plaintiff. 

The defense of unclean hands in this instance is bottomed chiefly upon the em- 
ployment by the plaintiff in the name of its product of the unqualified word, “Bran,” 
and upon certain of its advertising operations. It is asserted, first, that the term 
“Raisin-Bran,” is misdescriptive and deceptive, and purposefully so, chiefly in that 
it allegedly induces a public opinion that the product’s cereal content is whole bran, 
whereas its bran content is approximately one-third of its total cereal weight; 
secondly, that the sale of the plaintiff’s product under the name “Raisin-Bran” vio- 
lates the provisions of the Federal Food, Drug and Cosmetic Act of 1938 (Title 21 
U.S. C. A., Sections 331, 343) ; thirdly, that in its advertising of its product the 
plaintiff acts in violation of the Federal Trade Commission Act (Title 15 U. S. 
C. A., Sections 45, 52, 55 and regulations in furtherance thereof). The defense thus 
asserted is not considered to be well founded. And this conclusion is reached with 
due appreciation of the requirements of fair dealing to which a plaintiff subjects 
himself in. his quest of equitable relief in protection of an alleged exclusive franchise. 

Upon the general—as distinguished from the statutory—ground of misdescriptive 
and deceptive branding and labeling, Kellogg Sales Company argues that bran, 
strictly defined, is the unmixed outer coat of the wheat berry; that it is popularly 
so understood ; and that there is actual deception in the labeling and advertising of 
a food product as “Bran” when, in fact, the product is not whole bran but a com- 
posite product of which bran is only a part. 

That position appears to be a narrow and unrealistic one, and to neglect the 
history of the bran cereal food industry, in the making of which Kellogg Company 
and its predecessor have had a substantial part. Unquestionably, before the develop- 
ment of the breakfast food industry, bran signified to the general public the whole 
bran content of wheat. It was sold in bulk or in large bags, and usually for stock 
food. But the public understanding of terms is inconstant and suffers changes with 
altered conditions and usages. During a period of more than thirty-five years, the 
American public has been instructed in the significance of bran as an element in 
human food, and as a separate article for human consumption. Even before 1925, 
bran type breakfast foods were on the market and had been liberally advertised, and 
in the intervening eighteen years this advertising has been increased in striking 
measure. Some of them have been composed wholly of bran, generally with added 
flavoring agencies; others of whole wheat with added bran in varying percentages 
compressed into flakes or’shreds. The evidence in these cases speaks of the mar- 
keting of bran type cereal foods in terms of hundreds of millions of dollars and 
billions of cartons and of their advertising expense in terms of tens of millions of 
dollars. Though some bran type cereals may have been sold in bulk, they have quite 
generally been marketed in packages. Both Kellogg and Post, as the predecessor of 
General Foods Corporation, were pioneers in the field. Generally, too, though not 
invariably in the branding and advertising of bran type cereals, there has been no 
careful differentiation in the names of the several products, responsive to the per- 
ceritages of their bran content. Thus Kellogg Company in the marketing of what 
it now calls “Kellogg’s 40% Bran Flakes,” admittedly having a bran content no 
higher than 40 per cent, originally sold it as “Kellogg’s Bran Flakes,” and some- 
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times as “Kellogg’s Brand Flakes With Other Parts of Wheat,” and applied to it 
the more exact name of “Kellogg’s 40% Bran Flakes” only in 1938 or 1939. Post 
also marketed a part bran product now known as “Post’s 40% Bran Flakes” which, 
essentially with its present formula, was branded for many years, beginning in 1922 
simply as “Post’s Bran Flakes,” the insertion of the phrase “40%” having occurred 
at relatively the same time as the like rebranding by Kellogg Company. Concur- 
rently with the sale of part bran cereals known simply as “Bran Flakes,” producers 
including Kellogg Company, have marketed whole bran cereals under such names 
as “All Bran” and “100% Bran.” Other bran type cereals have been marketed 
under fanciful names, but their sellers have advertised them as “bran foods” or “bran 
cereals.” In the light of the history of the bran type cereal food industry and its 
advertising, the court has concluded, and has found as a fact, that, by the consuming 
and buying public, the term “bran” when applied to a packaged cereal product, 
offered for sale for human consumption in a grocery store—as distinguished from a 
stock food market—is understood and for many years has been understood as a dry 
prepared breakfast cereal food for human consumption, containing a quantity of 
bran, in varying degrees, higher than that found in whole wheat. The public simply 
could not have escaped such an understanding. 

That the court’s conclusion thus reached is not unfounded may be gathered from 
the following questions and answers in the direct examination, as a witness in the 
General Foods case for the defendant, of its own vice-president and merchandising 
manager, Mr. C. E. Eldridge: 


2067 Q. Now, what do you understand by the term bran as applied to your business? 

A. Bran? 

Q. Yes, bran or bran cereal. 

A. Well, my understanding of bran cereal is one in which there is an amount of bran 
greater, perhaps, than that originally present in whole grain. In other words, added or 
additional extra bran added to the original grain. 


It is also consonant with many essentially similar answers made by miscellaneous 
witnesses in reply to questions seeking their understanding of the terms “bran’”’ and 
“raisin bran.” 


The court, therefore, is satisfied in point of fact that the plaintiff's employment 
of the brand, “Raisin-Bran” neither confused, misled nor deceived the food-purchas- 
ing public, whether wholesale or retail grocers or ultimate consumers ; and that such 
deception or confusion was never either probable or an object of the plaintiff. 

Let it be remarked, at this point, that the court has not been unmindful of certain 
evidence produced by Kellogg Sales Company in the form of selected specifications, 
(a) from the Federal Standard Stock Catalog defining with technical nicety both 
prepared “Wheat-bran products” and “Wheat-products-flakes (25 per cent to 40 
per cent bran)” prepared under authority of Title 41 U. S. C. A., Sections 7 (1) 
and (2), wherein the elements and characteristics of certain supplies “for the execu- 
tive departments and other government establishments in Washington” are declared ; 
and (b) of certain bureaus of various states respecting their required crude fiber 
content for bran foods to be purchased in institutional feeding. But these documents, 
though worthy of consideration, cannot, in the estimation of the court, be controll- 
ingly instructive respecting the impression upon the mind of the American food- 
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consuming public of nearly forty years of fairly consistent selling and advertising 
as bran cereals of products of which bran has been a distinguishing though not the 
exclusive element. Nor can they supersede the impression which, on the whole, the 
court has gathered from the testimony of individual witnesses. The court regards 
as quite uninstructive (a) the definition, by the Federal Security Administrator 
(F. R. page 2574, May 27, 1941) of the milling process in making wheat, and (b) 
various definitions of bran by state boards which patently have reference to that 
material as stock food. 

The element of advertising may be adverted to briefly. The plaintiff’s advertising 
is criticized variously, but chiefly because of (a) its emphasis upon its brand of 
Raisin-Bran, (b) its advertising of its product in newspapers, magazines, and pam- 
phlets, upon cartons, and in radio broadcasts as a superior brand food, a bran product, 
and bran flakes and raisins, and (c) its emphasis through many years upon the 
alleged laxative properties of its product, arising from its bran content. Points (a) 
and (b) seem sufficiently to have been discussed. It may be asserted that the plain- 
tiff, in common with all bran cereal producers, for many years overemphasized in 
advertising the probably valid though mild laxative virtues of its product. And 
Kellogg Company provided the pattern for much of this extravagance. Rather by 
way of explanation of the plaintiff’s participation in the common practice than as 
an intimation of the untenable opinion that Kellogg Company’s course would neces- 
sarily estop it to urge the defense of unclean hands if it were otherwise available, the 
court is prompted to mention a fairly pertinent and well-authenticated admonition. 
John VIII 7. (See also Coca-Cola Co. v. Koke Co., 254 U.S. 143, 145, 147, 41 S. Ct. 
113, 65 L. Ed. 189 [10 T.-M. Rep. 441]). For approximately four years the plain- 
tiff has largely discontinued its emphasis upon this point. That neither Kellogg’s 
nor General Foods’ conversion is wholly without reservation is gathered from the 
following excerpts copied from the publicity appearing upon the edges of the cartons 
in which their respective competing products are now packaged and sold: From 
Kellogg’s: “The benefit of bran in helping supply the bulk-forming properties lack- 
ing in so many diets is well known. In Kellogg’s Raisin 40% Bran Flakes you 
receive a most delightful cereal possessing bulk-forming properties—plus the taste 
thrill of sweet, plump seedless raisins.” From General Foods’: “Five reasons why 
you will enjoy Post’s Raisin Bran * * * 3. Bulk for regularity—People whose 
systems are sluggish, due to lack of bulk in the diet, find Post’s Raisin Bran, eaten 
daily, a real help.” 

Supporting the general assertion of the plaintiff’s deceit, Kellogg Sales Company 
cites and relies in part upon Federal Trade Commission v. Standard Education 
Society, 302 U. S. 112, 58 S. Ct. 113, 82 L. Ed. 141, in which it was held fraudulent 
to sell a loose-leaf encyclopedia upon the representation that the basic volumes were 
being presented to the buyer whose undertaking was to pay only for future main- 
tenance when, in fact, the price included the cost of the basic volumes to an ordinary 
buyer ; Federal Trade Commission v. Winsted Hosiery Company, 258 U. S. 483, 
42 S. Ct. 384, 66 L. Ed. 729 [11 T.-M. Rep. 377], in which the labeling of goods 
with devices indicating a pure wool content, notwithstanding none of them were 
pure wool and some had a wool content of as little as ten per cent, was denounced ; 
W orden Co. v. California Fig Syrup Co., 187 U. S. 516, 23 S. Ct. 161, 47 L. Ed. 282, 
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where injunctive relief was denied to a plaintiff for a brand, Syrup of Figs, whose 
product did not contain figs but had as its active agent a far different element; 
Krauss v. Peebles Sons Co., 58 F. 585, in which similar denial occurred where the 
plaintiff branded whiskey as a specific well-known branded product, when in truth 
the whiskey sold was a blending containing as little as one-third of the advertised 
brand ; Manhattan Medicine Co. v. Wood, 108 U. S. 218, 2 S. Ct. 436, 27 L. Ed. 706, 
in which injunctive relief was refused because in the bottles containing its product 
the plaintiff boldly and falsely identified a well-known and highly regarded maker and 
location as the source of its remedy; Renaud Sales Co. v. Davis, 1 Cir., 104 F. 2d 
683, denying relief to a plaintiff selling a diluted perfume under its former celebrated 
brand for a concentrated product ; and Brooten v. Oregon Kelp Ore Products Co., 
9 Cir., 24 F. 2d 496 [18 T.-M. Rep. 339], in which it was indicated that a branding 
would be invalid if it consisted of a combination of two words indicative of materials 
neither of which was present in the branded substance. In harmony with what has 
hitherto been said upon the general question of deceptive labeling and advertising 
the court regards these, and other similar opinions as inapplicable to the issue, in 
these cases, of unclean hands. The requisite element of customer deception is absent 
here. 

For the same reasons, the court regards as untenable the charges against the 
plaintiff of misleading labeling under the Federal Food and Drug Act, and false and 
misleading advertising under the Federal Trade Commission Act. Both counts 
rest upon the premise of the misleading and deception of the plaintiff's trade; and 
the court considers that such misleading and deception did not occur, were never 
designed or intended, and were never a likely consequence of the plaintiff's course 
of business. | 

The defense is not necessarily to be rejected because the alleged violation of the 
statutes is asserted defensively by a private litigant, rather than affirmatively by a 
governmental instrumentality, nor because of the acknowledged tact that the plain- 
tiff’s operations have never encountered governmental censure, successful or other- 
wise. But the facts, in their proper relation to the history of the cereal food industry, 
simply do not persuade the court that the statutes have been violated. The court is 
of the opinion that the text must be appraised in its abundant context. 

The comment that the issues of abandonment and unclean hands do not appear 
in the General Foods case should be limited to the formal pleadings. The questions 
having arisen during its trial are both discussed to some extent in the briefs. 

Preliminary considerations eliminated, attention is now directed to the principal 
question, whether the plaintiff has affirmatively established its right to injunctive 
relief. In this behalf, the court considers that judgment must be adverse to the 
plaintiff ; and in part by the logic of some of the very reasoning by which it has 
already been absolved from the imputation of unclean hands. 

Such rights in its name and product as the plaintiff may have are not impaired by 
the fact that it has never been the manufacturer of the product. It has consistently 
controlled such manufacture and might well be said to have manufactured by agent. 
“It is not important that the plaintiff does not himself manufacture the articles which 
he sells and upon which he places his trade-mark. It is sufficient that the goods are 
manufactured for him, and that he owns or controls the goods which he offers for 
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sale and upon which he places his trade-mark or trade-name,” Charles Broadway 
Rouss Inc. v. Winchester Co., 2 Cir., 300 F. 706, 722, 723 [14 T.-M. Rep. 159]. 
See also McLean v. Fleming, 96 U. S. 245, 24 L. Ed. 828; C. A. Briggs Co. v. 
National Wafer Co., 215 Mass. 100, 102 N. E. 87, Ann. Cases, 1914 C, 926 [3 T.-M. 
Rep. 323]. 

Upon another phase of these cases the court has already declared its findings 
that the two nouns joined in the name of the plaintiff’s product are descriptive of 
its essential and distinguishing ingredients. As to the element of raisins there can 
be no possible question of the brand’s exact descriptiveness. As to the cereal ele- 
ment, the name is, at the least, strikingly suggestive, and, as the court has already 
declared, it is wholly descriptive when it is employed in relation to a bran type 
breakfast food sold in packages at grocery stores for human consumption. As such, 
it is incapable of appropriation as an exclusive trade-mark for the product to which 
it has been applied. 

That the plaintiff itself has heretofore regarded the name of its product as 
descriptive of its contents cannot be doubted. For example, upon a carton (exhibit 
33 in General Foods case) wherein during its early operations in the cereal trade 
it packaged and sold Durum Bran, another of its products, it printed this advertising 
material, “If you like raisins use Raisin-Bran which is Durum Bran with raisins 
added for flavor and additional food value.” Then, on a side panel on its first Raisin- 
Bran carton appeared the following: “The latest and really the superior Bran food, 
containing the laxative value of Bran, the valuable food elements of Durum Whole 
Wheat and the iron and grape sugar of raisins.” And, on the face of its second 
Raisin-Bran carton, immediately following the name Raisin-Bran, appeared the 
words “With Whole Durum Wheat Toasted”; while on one of its side panels fol- 
lowing the name appeared the words: “with whole durum wheat.” And in its adver- 
tising it has frequently used such phrases as “Raisin-Bran is the most palatable bran 
cereal on the market,” “It is crispy bran flakes mixed with California raisins,” and 
“Bran flakes with fresh California raisins—good and good for you.” And it has 
contemporaneously sold Raisin-Bran and Durum Bran, by that precise name and 
advertised (supra) that “Raisin Bran is Durum Bran with raisins added,” which 
was a strictly correct description until, some years later, the plaintiff replaced Durum 
wheat and bran with ordinary whole wheat and bran in the cereal portion of Raisin- 
Bran. 

The court has considered carefully and rejected as untenable the plaintiff's allega- 
tion that its brand is arbitrary and fanciful. In this relation trade-names are arbi- 
trary or fanciful when they do not, by their usual and ordinary meaning, denote or 
describe the products to which they are applied, but rather come to indicate their 
purpose by application and association. Cresswell v. Grand Lodge (Ga.), 67 S. E. 
188, 191. Examples of arbitrary or fanciful designations in the breakfast cereal 
trade are “Pep,” “Grape-Nuts,” “Vigor” and the like. They need only to be men- 
tioned to exclude from their classification such a brand name as Raisin-Bran in its 
present connotation. 

It is true that the plaintiff's product name has been registered by the plaintiff 
under the Trade-Mark Act of 1920. It was not registrable under the Trade-Mark 
Act of 1905; and an application by the plaintiff for such registration was denied 
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before the making of the application for registration under the Act of 1920. But the 
parties all acknowledge that registration under the Act of 1920 does not confer any 
substantive right on the registrant (vide supra) and the plaintiff does not rest its 
claim upon any alleged substantive right issuing from the registration. It may be 
mentioned also that no presumption of validity arises from registration under the 
Act of 1920. Armstrong Paint and Varnish Works v. Nu-Enamel Corporation, 
305 U. S. 315, 322, 59 S. Ct. 191, 83 L. Ed. 195 [29 T.-M. Rep. 3]. 

In the relatively early case of Canal Company v. Clark, 80 U. S. (13 Wall.) 311, 
323, 20 L. Ed. 581, the rule touching the availability of descriptive names as trade- 
marks was stated thus: “Nor can a generic name or a name merely descriptive of 
an article of trade, of its qualities, ingredients, or characteristics be employed as a 
trade-mark and the exclusive use of it be entitled to legal protection.” That state- 
ment remains essentially unchallenged and is not impaired by the secondary meaning 
rule (vide infra). The principle underlying the foregoing statement, was well ex- 
pressed in the later case of Elgin National Watch Co. v. Illinois Watch Case Co., 
179 U. S. 665, 673, 21 S. Ct. 270, 45 L. Ed. 365. Referring to the expression “trade- 
mark,” the court said: “The term has been in use from a very early date, and, 
generally speaking, means a distinctive mark of authenticity, through which the 
products of particular manufacturers or the vendible commodities of particular 
merchants may be distinguished from those of others. It may consist in any symbol 
or in any form of words, but as its office is to point out distinctively the origin or 
ownership of the articles to which it is affixed, it follows that no sign or form of 
words can be appropriated as a valid trade-mark which from the nature of the fact 
conveyed by its primary meaning, others may employ with equal truth, and with 
equal right for the same purpose.” More modern applications of the principle are 
available. “A name which is merely descriptive of the ingredients, qualities or 
characteristics of an article of trade cannot be appropriated as a trade-mark and the 
exclusive use of it afforded legal protection. The use of a similar name by another 
to truthfully describe his own product does not constitute a legal or moral wrong, 
even if its effect be to cause the public to mistake the origin or ownership of the 
product.” William R. Warner & Co. v. Eli Lilly & Co., 265 U. S. 526, 528, 44 S. 
Ct. 615, 68 L. Ed. 1161 [14 T.-M. Rep. 247]. “The plaintiff has no exclusive right 
to the use of the term ‘Shredded Wheat’ as a trade-name. For that is the generic 
term of the article, which describes it with a fair degree of accuracy; and is the term 
by which the biscuit in pillow-shaped form is generally known to the public. Since 
the term is generic, the original maker of the product acquired no exclusive right to 
use it. As Kellogg Company had the right to make the article, it had, also, the right 
to use the term by which the public knows it.” (Emphasis added.) Kellogg Co. v. 
National Biscuit Co., 305 U. S. 111, 116, 59 S. Ct. 109, 83 L. Ed. 73 [28 T.-M. 
Rep. 569]. See also Standard Paint Company v. Trinidad Asphalt Mfg. Co., 220 
U. S. 446, 453, 31 S. Ct. 456, 55 L. Ed. 536 [1 T.-M. Rep. 10]; Trinidad Asphalt 
Mfg. Co. v. Standard Paint Co., 8 Cir., 163 F. 977, 979 (affirmed in case last cited). 
Brooten v. Kelp Ore Products Co., 9 Cir., 24 F. 2d 496, 497 [18 T.-M. Rep. 339] ; 
Richmond Remedies Co. v. Dr. Miles Medical Co., 8 Cir., 16 F. 2d 598, 601 [17 
T.-M. Rep. 82] ; Ungles-Hoggette Co. v. Farmers Hog & Cattle Powder Co., 8 Cir. 
[6 T.-M. Rep. 300] (affirming District Court for this district), 232 F. 116, 117. 
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The assertedly liberal Nebraska Supreme Court adheres to the rule. “Courts 
are quite unanimous in declaring that descriptive terms or generic words are not 
susceptible of exclusive appropriation by anyone, but may be used by all the world 
in an honestly descriptive or non-descriptive manner. The rule rests upon the 
theory that everyone should have the right to properly describe his goods or business 
and should be able to use all terms necessary or appropriate for that purpose.” 
Personal Finance Co. v. Personal Loan Service, 133 Neb. 373, 378, 275 N. W. 324 
[28 T.-M. Rep. 553]. The same case, with credit to Jowa Auto Market v. Auto 
Market & Exchange (la.), 197 N. W. 321, makes the declaration that, “as a matter 
of law, no one is entitled to the exclusive use of the descriptive adjectives of the 
language.” 

The full appraisal of the effect upon this case of the rule denying the availability 
as an exclusive trade-mark of a descriptive phrase may well be emphasized by 
exemplification. Writing, in 1908, the prevailing opinion of the Circuit Court of 
Appeals for this circuit, in Trinidad Asphalt Mfg. Co. v. Standard Paint Co., 8 Cir., 
163 F. 977, 979, Judge Hook compiled an excellent list of some of the many instances 
in which the rule had heretofore been applied. That list by reference is here re- 
sorted to. In the Trinidad case the word “Ruberoid” as a misspelled version of 
“Rubberoid” was rejected as descriptive, when applied to roofing material con- 
taining no rubber but having some of the properties of rubber. In later cases the 
rule has required the rejection as exclusive trade-names of such terms as “Steem- 
Electric,” in Steem-Electric Corporation v. Herzfeld-Phillipson Co., 7 Cir., 118 
F. 2d 122 [32 T.-M. Rep. 85]; “Kelp-Ore,” in Brooten v. Oregon Kelp Ore 
Products Co., 9 Cir., 24 F. 2d 496 [18 T.-M. Rep. 339]; “Dridip” in Ungles 
Hoggette Mfg. Co. v. Farmers Hog & Cattle Co., 8 Cir., 232 F. 116 [6 T.-M. Rep. 
300] ; “Nervine” in Richmond Remedies Co. v. Dr. Miles Medical Co., 8 Cir., 16 
F. 2d 598 [17 T.-M. Rep. 82] ; “Coco-Quinine” in Warner & Co. v. Eli Lilly & Co., 
265 U. S. 526, 44 S. Ct. 615, 68 L. Ed. 1161; “Toasted Corn Flakes” in Kellogg 
Toasted Corn Flakes Co. v. Quaker Oats Co., 6 Cir., 235 F. 657 [6 T.-M. Rep. 537] ; 
“Shredded Wheat” in Kellogg Co. v. National Biscuit Co., 305 U. S. 111, 59 S. Ct. 
109, 83 L. Ed. 73 [28 T.-M. Rep. 569] ; “Oaties” in Quaker Oats Co. v. General 
Mills Co., 7 Cir., 134 F. 2d 429 [32 T.-M. Rep. 353]; “Cellophane” in duPont 
Cellophane Co. v. Waxed Products Corporation, 2 Cir., 85 F. 2d 75 [26 T.-M. Rep. 
513] ; “No-D-Ka” in No-D-Ka Dentifrice Co. v. Kresge (D. C. Mass.), 24 F. 2d 
726 {18 T.-M. Rep. 203]. The catalogue might be expanded almost indefinitely 
with identical significance. 

Another conclusion will be obvious from the foregoing citation. No advantage 
can result to the plaintiff from the manner in which it has consistently written its 
brand. The ordinary sound and significance persisting with relative fidelity, no 
advantage is to be derived from the misspelling, abbreviation, mutilation, capitaliza- 
tion, or hyphenation of an otherwise descriptive name. 

The plaintiff argues earnestly that it is entitled to the relief it seeks upon the 
basis of the doctrine of secondary meaning. The doctrine is asserted to rest upon 
certain celebrated English cases. Reddaway v. Banham (1896), 13 R. P. C. 218, 
in which a limited and qualified protection was accorded to the plaintiff’s product, 
“camel-hair belting,” and Wotherspoon v. Currie (1872), 5 L. R. E. & I. App. 508, 
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and Montgomery v. Thompson (1891), 8 R. P. C. 361, 41 Ch. D. 47, in the last two 
of which protection was affordeid to names originally local in character which through 
long and favorable use had come to signify with respect to the specific products with 
which they had been associated (Glenfield starch, and Stone ale), “the designation 
of an article manufactured by” the claimants of the names. That the principle of 
secondary meaning issuing from the thought of these cases has become a part of the 
modern American law of unfair competition is unquestioned and acknowledged by 
all parties to the suit. 

The doctrine of secondary meaning has been given judicial definition. It is ex- 
plained thus in Richmond Remedies Co. v. Dr. Miles Medical Co., 8 Cir., 16 F. 2d 
598, 602: “Though a descriptive word cannot . . . . become the subject of a trade- 
mark, nevertheless, when a person has adopted and for a long time used a word or 
words, descriptive or otherwise, as a trade-name until it has acquired a new or 
secondary meaning, viz., a designation of a particular product or business as belong- 
ing to that person, the courts will protect him in his rights in relation to his trade- 
name. This is known as the doctrine of secondary meaning.” See also opinion of 
Fuller, C. J., in Elgin National Watch Co. v. Illinois Watch Case Co., 179 U. S. 665, 
673, 21 S. Ct. 270, 45 L. Ed. 365; Charles Broadway Rouss Inc. v. Winchester Co., 
2 Cir., 300 F. 706, 715, 716 [14 T.-M. Rep. 159]. 

But, as the court is persuaded, the plaintiff has wholly failed to sustain the burden 
resting upon it to establish the acquisition by its brand Raisin-Bran of a secondary 
significance. That burden is not a light one or easily sustained. Textually it is 
declared that ‘““The phrase ‘secondary meaning’ . . . . does not mean a subordinate 
or rare significance. It means rather a subsequent significance added to the previous 
meaning of the designation and becoming in the market its usual and primary signifi- 
cance.” Restatement “Torts” Vol. 3, p. 560, Sec. 716 (b). Speaking as recently 
as 1938 the Supreme Court in Kellogg Co. v. National Biscuit Co., supra: “It is 
contended that the plaintiff has the exclusive right to the name ‘Shredded Wheat’ 
because those words acquired the ‘secondary meaning’ of shredded wheat made at 
Niagara Falls by the plaintiff's predecessor. There is no basis here for applying the 
doctrine of secondary meaning. The evidence shows only that, due to the long 
period in which the plaintiff or its predecessor was the only manufacturer of the 
product, many people have come to associate the product, and as a consequence the 
name by which the product is generally known with the plaintiff’s factory at Niagara 
Falls. But to establish a trade-name in the term ‘Shredded Wheat’ the plaintiff 
must show more than a subordinate meaning which applied to it. It must show 
that the primary significance of the term in the minds of the consuming public is 
not the product but the producer. This has not been done. The showing which it 
has made does not entitle it to the exclusive use of the term shredded wheat, but 
merely entitles it to require that the defendant use reasonable care to inform the 
public of the source of its product.” (The pertinence of the final sentence of the 
quotation in another relation will be recalled later.) See also Steem Electric Cor- 
poration v. Herzfeld-Phillipson Co., supra; duPont Cellophane Co. v. Waxed Prod- 
ucts Corporation, supra. 

The hard task thus assumed, the plaintiff has not performed. Its purpose and 
design to appropriate its brand name as its exclusive prerogative are manifest from 
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the evidence and have been affirmed in specific findings by the court. But the result 
desired is not established. See duPont Cellophane Co. v. Waxed Products Cor- 
poration, supra. The court has heard and upon this issue has particularly reviewed 
and reread the oral evidence, both presented through witnesses appearing personally 
before the court and submitted by deposition ; and is wholly satisfied that no public 
understanding either of the plaintiff as the origin of Raisin-Bran or of Raisin-Bran 
as a product of the plaintiff has even nearly been established. 

The difficulty of establishing by evidence the significance of a term of this charac- 
ter in the minds of purchasers and the interested public is appreciated by the court 
and the plaintiff’s effort in that direction has been appraised sympathetically. But, 
even so, it is inadequate. It cannot be asserted accurately that out of all the testi- 
mony upon this issue any discernible or accurate pattern of understanding emerges ; 
but so far as there is any predominance it is to the effect that down to, and during, 
the trial of these cases, Raisin-Bran, to the public generally signified a breakfast 
cereal, “consisting of,” “composed of,” “containing or including” raisins and bran. 
All of the quoted participles and several more to like effect are included in the expres- 
sions of the witnesses. In other words, despite its monopoly of the field during 
seventeen years, and its manifest purpose to individualize the name of its product, 
the plaintiff has not established for the name any significance other than descriptive. 
And in this connection the court considers that the long history of the marketing of 
bran type cereals upon the American food market has probably been effective to 
prevent a descriptive name within that field from acquiring a secondary significance 
within the proper meaning of that phrase. 

In passing, it may be remarked that the court has not regarded as persuasive 
certain alleged expert testimony, produced by the plaintiff from among (a) its own 
salesmen and representatives, and (b) miscellaneous merchants, wholesale or retail, 
largely customers of the plaintiff. Upon mature examination it is regarded as incom- 
petent. But even accepting it as admissible, it cannot be effective to efface the nega- 
tive conviction mentioned in the preceding paragraph. 

The plaintiff in support of its resort to the secondary meaning doctrine relies 
upon several elements which have been judicially rejected in well-reasoned cases. 
Among these, without grouping them exactly as the plaintiff does, are: (a) an exclu- 
sive and long-continued use of its designation during a period when no competitor 
was in the field ; vide: Kellogg Toasted Corn Flakes Co. v. Quaker Oats Co., 6 Cir., 
235 F. 657, 665, 666 [6 T.-M. Rep. 537]; Kellogg Co. v. National Biscuit Co., 
305 U. S. 111, 118, 119, 59 S. Ct. 109, 83 L. Ed. 73, 78 [28 T.-M. Rep. 569] ; (b) 
a wide distribution of its product ; vide: Kellogg Toasted Corn Flakes Co. v. Quaker 
Oats Co. (supra), and Kellogg Co. v. National Biscuit Co. (supra); (c) a wide 
advertising campaign and large expenditures for advertising the product under the 
designation ; vide: Kellogg Co. v. National Biscuit Co. (supra) ; duPont Cellophane 
Co. v. Waxed Products Corporation (supra) ; and (d), identification of the product 
by its designation on the part of a substantial portion of the purchasing public ; under- 
standing by a substantial portion of the purchasing public and most of the retail and 
wholesale trade that the name signifies a single thing coming from a single source 
and covers a product made and distributed exclusively by the person who claims the 
brand, a recognition in the product of superior quality or excellence by a substan- 
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tial portion of the purchasing public ; vide: Restatement Torts (supra) ; Kellogg Co. 
v. National Biscuit Co. (supra) ; duPont Cellophane Co. v. Waxed Products Cor- 
poration (supra) ; Chivers & Sons v. Chivers & Co., Ltd., 17 R. P. C. 420; Cellular 
Clothing Co. v. Maxton & Murray, L. R. A. C. 326, 16 R. P. C. 397, 68 L. J., P. C. 
72, 80 L. T. Rep. 809. See also Bayer Co. v. United Drug Co. (D. C. N. Y.), 272 
F, 505, 510 [11 T.-M. Rep. 178], wherein the understanding which is to be given 
consideration is asserted to be that of the general consuming public, rather than 
dealers in merchandise. 

Essentially, the foregoing tests proposed by the plaintiff rest upon the vigorous 
promotion and marketing of the maker’s product by its name in an uncompetitive 
field during a substantial period of time and the results in public understanding which 
it is assumed will ensue therefrom. The court has already expressed its adverse 
conclusion upon the testimony touching the creation of such understanding in fact. 
In dealing with a similar situation involving a very well known product it has been 
said : 

From 1898 to 1906 the predecessors of appellant had a virtual monopoly of the food 
product in question and likewise of the term “Sanitas Toasted Toasted Corn Flakes,” and 
so, inclusively, of the words “Toasted Corn Flakes”; but this was only because during that 
period no one else was either making or dealing in the article. The employment of 
descriptive words under such a condition of trade as this does not give to the words a 
secondary meaning denoting only the maker’s product; evidence that such a meaning is 
so acquired is of slight value; this is for the reason that in such circumstances the words 
could not refer to any product except the single and particular one so monopolized; and, 
consequently, the occasion for associating the words with the maker of the product does 


not arise as it must when two or more competitors are making and selling similar prod- 
ucts. Kellogg Toasted Corn Flakes Co. v. Quaker Oats Co., 235 F. 657, 666. 


And many cases, English, Canadian and in the courts of the United States, concur 
in that thought. 

Questioning the pertinence of Kellogg Co. v. National Biscuit Co., supra, fre- 
quently cited herein, the plaintiff asserts that it and similar cases, e.g., Singer Manu- 
facturing Co. v. June Manufacturing Co., 163 U. S. 169, 16 S. Ct. 1002, 41 L. Ed. 
118, and Centaur Co. v. Heinsfurter, 8 Cir., 84 F. 955, are distinguishable from the 
instant proceeding upon the ground that they involved instances where patents had 
expired and the names in question were those which had been applied to the products 
during the term of the patent monopoly. But it is believed that upon the issues 
involved here no distinction exists save in the method by which certain terms become 
a part of the public domain in commerce. The plaintiff’s position was asserted in 
Trinidad Asphalt Co. v. Standard Paint Co., 8 Cir., 163 F. 977, 982 [1 T.-M. Rep. 
10], and received the following answer: “True, in both these cases there were 
patents which had expired, and the names ‘Singer’ and ‘Castoria’ had become the 
generic names of the articles during the existence of the monopoly. When the 
patent expired and the exclusive right to manufacture ceased, the right to use the 
names also became a public one through a species of dedication. But in respect of 
the question now being considered those cases are indistinguishable from the one 
before us. It is immaterial that names like ‘Singer’ and ‘Castoria’ became public 
property by acquiescence of those who first employed them, instead of being naturally 
so by reason of structure and original meaning, as is the case with an ordinary appel- 
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lative like ‘rubberoid.’ The important thing is the fact that they are public property, 
not how they became so. If they are, it follows from that quality alone that all may 
truthfully apply them to their products, and that no one can lawfully monopolize 
them. Though the cases cited also involve other questions, they recognize and 
enforce the established rule that unfair competition cannot arise from the mere use 
of words belonging to the public, accompanied by a fair and truthful statement of 
the ownership and source of manufacture.” See also Saxlehner v. Wagner, 216 
U. S. 375, 380, 381, 30 S. Ct. 298, 54 L. Ed. 525. 

And so here, what the court concludes and declares is that, “by reason of struc- 
ture and original meaning” the term Raisin-Bran was in its inception a descriptive 
term and therefore in the public domain, and that its use by the plaintiff has not been 
effective to withdraw it from the public domain, in which situation, it is considered 
that the reasoning of the criticized cases is of some significance upon the present issue. 

The plaintiff insists that its position is to be sustained upon the authority of the 
Coca-Cola cases, chief among which is Coca-Cola Co. v. Koke Co. of America, 235 
F. 408, 255 F. 894, 254 U. S. 143, 41 S. Ct. 113, 65 L. Ed. 189 [10 T.-M. Rep. 441]. 
But the Coca-Cola trade-mark was registered under both the Act of 1881 and that 
of 1905. Upon this point the plaintiff argues that the registration of Coca-Cola 
under the Act of 1905 conferred no rights upon the registrant beyond those received 
by the plaintiff under the Act of 1920. But a careful reading of Theodore Davids 
Co. v. Davids Manufacturing Co., 233 U. S. 461, 34 S. Ct. 648, 58 L. Ed. 1046 
[4 T.-M. Rep. 175], would seem to lead to the contrary conclusion. (See especially 
language on page 470 of official report.) Upon the issue of the acquisition of a 
secondary significance, the facts respecting the Coca-Cola product are universally 
recognized as so exceptional as almost to stand alone. There is no historical parity 
between the history of Raisin-Bran and that of Coca-Cola. This court cannot con- 
ceive of a product history more persuasive of the acquisition in fact of a strict 
secondary meaning than that of Coca-Cola. Besides, as has already been noted, the 
congressional inference of the acquisition of a valid secondary meaning has been 
asserted as a basis for the allowance of the registation under the 1905 Act of descrip- 
tive trade-names for which a use by the registrant during the period of at least ten 
years before the passage of the act could be established (see citation supra to Davids 
case). 

In approaching the question whether there is actionable unfairness in the com- 
petitive technique of the defendants, the court recognizes that the two cases diverge 
sharply in their facts. The defendants are competing separately, and each in its own 
way. To begin with, they have branded their respective products differently. Gen- 
eral Foods Corporation calls its product Post’s Raisin Bran. Kellogg Company sim- 
ply prefixes the words Kellogg’s Raisin to the name of its familiar product, 40% 
Bran Flakes, and uses the name Kellogg’s Raisin 40% Bran Flakes. 

It appears clear to the court that here, as in Kellogg Co. v. National Biscuit Co., 
305 U.S. 111, 118, 119, 59 S. Ct. 109, 83 L. Ed. 73 [28 T.-M. Rep. 569], “The 
showing which it (the plaintiff) has made does not entitle it to the exclusive use of 
the term... . but merely entitles it to require that the defendant(s) use reasonable 
care to inform the public of the source of .... (their) product.” Upon this branch 
of the case the law is settled that competition is not forbidden but rather unfairness 
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in competition and that the essence of actionable unfairness in competition is the 
creation by one come newly into a competitive field of a situation that is reasonably 
calculated to result in the passing off of his goods as those of his competing prede- 
cessor in the market. Again, the new competitor is not held to the obligation of an 
insurer against some confusion, but is required only to use reasonable care to inform 
the public of the source of its product, to use every reasonable means to prevent con- 
fusion. Pointedly, he is not obliged so to guard his competitive methods that even 
the negligent or inattentive purchaser will be protected from confusion. As the cases 
in some instances have put it, he is not required to make the market “fool proof.” 
Kellogg Co. v. National Biscuit Co., supra; Quaker Oats Co. v. General Mills, 7 Cir., 
134 F. 2d [33 T.-M. Rep. 178] ; Allen B. Wrisley Co. v. Iowa Soap Co., 8 Cir., 122 
F. 796 ; Viavi Co. v. Vimedia Co., 8 Cir., 245 F. 289 [7 T.-M. Rep. 609] (Cert. den. 
246 U. S. 664) ; Trinidad Asphalt Mfg. Co. v. Standard Paint Co., 8 Cir., 163 F. 
977 ; Richmond Remedies Co. v. Dr. Miles Medical Co., 8 Cir., 16 F. 2d 598, 603 
[17 T.-M. Rep. 82] ; Postum Cereal Co. v. American Health Food Co., 7 Cir., 119 
F. 848. 

It is acknowledged, and found to be a fact, that both defendants entered the field 
deliberately and after careful study of the existing marketing conditions. Both 
entered actively into the plaintiff's most profitable territory in the southern states. 
Both advertised extensively, by radio and otherwise, recommending their respective 
products, General Foods Sales Company’s as Post’s Raisin Bran, and Kellogg Sales 
Company’s as Kellogg’s Raisin 40% Bran Flakes, though in the publicity touching 
the products each frequently characterized its product as a raisin bran cereal. 

In the findings of fact in the separate cases the court has undertaken to set out in 
exact detail the descriptions of the cartons in which the competing products are 
packaged and sold, especially as to their faces. These descriptions will not be re- 
peated here, except for the assertion that, while the cartons are relatively identical in 
size, they are not otherwise similar. In their color schemes they are very different, 
each from both of the others. The defendant in the General Foods case distinguishes 
its product by placing the word Post’s, its familiar copyrighted name, in clear blue 
letters on a white field conspicuously above the words Raisin Bran, indicating the 
name of the product. Likewise, Kellogg Company packages its product in a carton 
identical in general structure and color with the cartons in which, for many years, it 
has packaged and sold nearly all of the units of its entire cereal line, and places its 
copyrighted name, Kellogg’s, in bright red script on a clear white field just above 
the name of its product. With all three cartons under long and careful scrutiny, the 
court can observe no reason for customer confusion as between them. They simply 
do not resemble each other. 

The court is persuaded, therefore, that in the physical appearance of the con- 
tainers in which the products have been marketed, the several defendants have used 
due and reasonable care to distinguish their respective products from each other and 
from that of the plaintiff. And the descriptive name Raisin Bran being available to 
either of them, such due and reasonable care is the measure of their duty in the 
matter of packaging. The court considers that there is nothing legally objectionable 
in the employment by Kellogg Company of the name Raisin 40% Bran Flakes, and 
that it might with propriety have utilized the exact name Raisin Bran, as did Gen- 
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eral Foods Corporation, assuming, of course, that it did not employ it without due 
care to give notice of itself as the origin of its product. 

Neither does the court perceive any exceptionable practice in selling on the part 
of either defendant. The plaintiff points out in its petition (supra) that Kellogg 
Company, on its cartons, employs two customer attraction devices that are similar 
to parts of the plaintiff's carton; first, a picture of a cereal bowl, partially filled with 
the product and cream; and secondly, the words Cereal with Fruit, which approxi- 
mate the phrase, Cereal and Fruit, on plaintiff's package. The elimination of these 
devices, of course, is not the prime objective of the plaintiff's suit in the Kellogg 
case. They are scarcely more than incidental details, Kellogg Co. v. National Bis- 
cuit Co., supra. But the court also considers that in the light of the whole evidence 
they are not objectionable. The pictured bowl cannot be the subject of exclusive 
use, for it is and long has been a common suggestive item. And it is, and for many 
years has been employed very largely in the packaging of cereal products. More 
than a hundred different specimen cartons were introduced in evidence in the Kellogg 
case, showing the employment of this general form of display by Kellogg Company 
and other companies in packaging and advertising cereals and similar products. Nor 
is the phrase, cereal and fruit, which is an exact description of the product in the 
package either deceptive in fact or the subject of any merchandiser’s exclusive 
appropriation. 

Finally, the evidence upon the issue of actual customer confusion is not affirma- 
tively convincing. To be sure, some instances are shown of customers at self-serve 
retail grocery stores who, during the early days of competition, inattentively selected 
a competing product when they desired to secure the plaintiff's with which alone they 
had theretofore been acquainted. But within the rules of law above suggested that 
is not the test of unfair competition or even of customer confusion. Then, too, for 
some period following the advent of the Kellogg and Post products, customers order- 
ing Raisin Bran without other particularization in service grocery stores, and expect- 
ing to receive the plaintiff's product (which originally was the only product of that 
character of which they knew), were frequently served with one or another of the 
competing cereals. Grocers explained these incidents variously, some saying that 
they delivered “whichever raisin bran was handy,” or “whichever raisin bran was in 
stock,” and a few, more frank perhaps than the others “whichever one was the more 
profitable to the seller.” Like incidents, though very few in number, occurred in 
sales from wholesalers to retailers. But in both the wholesale and the retail trade 
the practice developed quickly of inquiring of the purchaser which brand was desired 
and making delivery accordingly if the preferred item was available. 

On the whole evidence upon the issue of confusion in ultimate marketing, the 
court is satisfied that there is a failure to show any passing off for the plaintiff’s 
product of the cereal of either defendant ; and certainly that there is an utter failure 
to establish any design or intention on the part of either defendant to that end. Each 
defendant urges convincingly in its own behalf that its greatest asset in its selling 
operations in its field is its own registered brand, “Kellogg’s” or “Post’s” as the case 
may be, and that its brand has here been used, and properly and successfully used 
to distinguish its product and to prevent confusion. 
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The plaintiff argues correctly that the employment by one engaged in unfair 
competition of his own registered brand or mark, especially if it is minimized or 
employed craftily or deceptively, will not absolve him from the imputation of unfair- 
ness, and may even aggravate his tortious conduct. But where the competitive field 
is available, the cases make it manifest that the clear and legible application of a 
familiar and identifying producer’s copyrighted name is a potent distinguishing 
device and a badge which is substantially persuasive in negativing either confusion 
or the purpose to confuse. And particularly is that true when otherwise the mar- 
keting containers of the competing products are not confusingly similar but, on the 
contrary, readily distinguishable. 

That the defendants may profit, that they even formally desired and planned to 
profit, from the advertising of the plaintiff's product through many years, especially 
in the South, seems probable. But that is held not to be objectionable, in many cases 
of which a striking example follows: “Kellogg Company is undoubtedly sharing 
in the good-will of the article known as ‘Shredded Wheat’ ; and thus is sharing in a 
market which was created by the skill and judgment of plaintiff's predecessor and 
has been widely extended by vast expenditures in advertising persistently made. 
But that is not unfair. Sharing in the good-will of an article unprotected by patent 
or trade-mark is the exercise of a right possessed by all—and in the free exercise 
of which the consuming public is deeply interested.” Kellogg Company v. National 
Biscuit Company, supra. The distinction seems to lie between sharing in the good- 
will of a product which is lawful and appropriating the good-will of a producer which 
is not to be tolerated. 

One asserted fact may be mentioned briefly. The plaintiff requested a finding of 
fact in the General Foods case to the effect that prior to the time when the defendant 
introduced Post’s Raisin Bran upon the market the plaintiff's business had been 
increasing at a rate of approximately fifty per cent over the previous year, but that 
between the advent of competition late in April, 1942, and the month of September, 
1942, the plaintiff's percentage of increase in business fell to approximately twelve 
and one-half per cent. The court has declined to make the finding, not because it 
is wholly unsupported by proof or because it is effectively disputed, but rather because 
it is not established in proper association with practical experience in seasonal fluctua- 
tions and the general surrounding circumstances and might readily lead to unantici- 
pated and unfounded inferences. Commercially, 1942 was a notoriously unstable 
year, and the element of sales volume could have undergone substantial recession or 
increase from a variety of causes quite unconnected with competition. Besides, 
evidence in the case discloses that in the plaintiff’s desirable southern marketing area 
which was also the field of greater competitive effort, seasonal factors influence sales 
in the dry cereal field. 

The plaintiff also insists that unfair competition is to be inferred from the adop- 
tion by the defendants of the several names of their respective products, and asserts 
that many other names effectively descriptive of the products were readily available— 
even obvious. Among these, it suggests “40% Bran Flakes with Raisins,” prefixed 
at the producers’ option with their respective trade-mark names “Post’s” and “Kel- 
logg’s.” That the name suggested and perhaps several other names were available 
is true. But to the court, and for reasons already suggested, so, it seems, was 
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“Raisin Bran,” or any reasonable variation or adoption of it. And that is the crux 
of the matter. If the names selected by the defendants were permissibly open to 
them, it lay within their discretion whether they would select them. The judgment in 
that respect was not a prerogative of the plaintiff. 

The proceedings have received due consideration and upon the essential founda- 
tion of the plaintiff's claim the issues have been resolved against it. The court has 
concluded that the plaintiff’s selected name Raisin-Bran is not a fanciful or arbi- 
trary device, but is rather a fair and faithful description of its product especially in 
the light of the history of the bran cereal industry and the practice in identifying 
bran type foods as bran flakes or simply as bran; that the name is not susceptible of 
employment as a technical trade-mark or exclusive appropriation as a common-law 
trade-mark ; that the name has not acquired a secondary meaning within the defini- 
tion of the law upon that question ; that there is a failure of proof of unfair competi- 
tion as against either defendant ; and that the equities in the two cases are with the 
several defendants thereto and against the plaintiff. The judgment of the court in 
each instance is, therefore, for the dismissal of the plaintiff’s action with costs. Ex- 
ceptions are allowed. 

The court is not unmindful of the indefensible length of this memorandum. 
However, there is no present intention that it be published ; and it is considered that 
counsel who have favored the court with their orderly and exhaustive briefs and 
arguments and with the comprehensive presentation of evidence and testimony in 
the cases, are entitled, at the hands of the court, to a reasonably complete statement 
of the considerations by which the court has been prompted to its rulings. 





SWANSON MFG. CO., et aL. v. FEINBERG-HENRY MFG. CO., Et At. 
United States District Court, Southern District of New York 
July 13, 1943 


UnFair COMPETITION—LABELS—FUNCTIONAL FEATURE OF Goons. 

No one can claim a monopoly for a bill fold just large enough to hold paper currency or 
having a pocket of just the right size to hold stamps, since the use of a purse determines 
largely what its size shall be. 

UnFair CoMPETITION—“JIFFY” AND “MAYFLOWER” FoR PursES—USE OF UNPATENTED FEATURE. 

In a suit to enjoin defendant from putting out purses of a size and shape like plaintiff’s, 
the fact that defendant made use of a distinctively shaped coin rack, claimed as a patent by 
plaintiffs, but held invalid for lack of invention, copied only the functional feature of plain- 
tiff’s purse and differentiated its purse from plaintiff’s by use of the trade-mark “Mayflower,” 
in contrast to plaintiff’s use of the mark “Jiffy,” held not to constitute unfair competition. 

UnFair COMPETITION—SUITS—APPLICABLE LAw. 

Since the acts of alleged unfair competition were initiated in the state of suit and in certain 
instances completely performed therein, it is a question of state law whether the conduct was 
tortious. 

UnFairR COMPETITION—COoPYING TRADE SLOGAN—‘NEw SMART Way To Carry Money.” 

Defendant’s use on a display card of certain advertising matter similar to plaintiff’s, 
together with plaintiff’s slogan “New Smart Way to Carry Money,” held unfair competition 
and was enjoined. 
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UNFAIR CoMPETITION—UsE oF DISTINGUISHING MARKS—PROTECTION oF CASUAL PURCHASER. 

If the carton or sales display card in the case at issue are sufficiently alike to mislead the 
public, it matters not that on the article itself defendant places some distinguishing marks by 
which it could be identified by a careful and discriminating purchaser, as it is the casual or 
ordinary purchaser who must be protected. 


In equity. Action for patent infringement* and unfair competition. Judgment 
for plaintiffs in part and for defendants in part. 


Plaintiffs’ second claim (cause of action) is for unfair competition. Plaintiffs 
allege that Swanson Mfg. Co. and its predecessors in title have for many years been 
engaged in the manufacture and sale of coin purses and have established in the 
public mind a reputation for the quality, durability and value of their purses ; that 
in August, 1928, the corporate plaintiff’s predecessor adopted and began to use the 
trade-mark “Jiffy” in order to distinguish its coin purses from those of other manu- 
facturers on the market, and extensively advertised under the trade-mark both to 
the trade and to the purchasing public, at great expense. The above allegations 
were established in part only. 

The amended complaint also alleged that the coin purses manufactured under 
plaintiffs’ letters patent have become so associated with the plaintiff in the public 
mind as to have acquired such a secondary meaning that any coin purses of the same 
appearance would be ascribed to the plaintiff as the source of production. This 
allegation has not been proven either directly or inferentially. 

The proof in respect to plaintiff's sales and advertising, in the period between 
August, 1938, when it first made the “Jiffy” plastic coin rack and October, 1939, 
when defendant, Feinberg-Henry, put its “Mayflower” plastic coin rack on the mar- 
ket, is not such as to justify the conclusion that a purse with a plastic coin rack had 
“become so well associated with the plaintiff’ (or plaintiffs’ trade-mark “Jiffy”) “as 
to acquire a secondary meaning” and “cause any purse of the same appearance” hav- 
ing a plastic coin rack “to be ascribed to the plaintiff as the source of production.” 
[See Lewis v. Vendome Bags, 108 F. 2d 16.] The fact is that plaintiff's predecessor 
had used the trade-mark “Jiffy” on a coin purse with a metal coin rack, which plain- 
tiff had sold as far back as 1928. Plaintiff continued to make metal coin racks until 
1942. Plaintiff's advertising undoubtedly informed jobbers, wholesalers and retailers 
in the period between August, 1938, and October, 1939, that plaintiff's “Jiffy” purse 
with a plastic coin rack was on the market, but neither the sales to the purchasing 
public nor the advertising so directed were of such volume as to have created a public 
impression that coin purses with plastic coin racks had only the plaintiff as their 
source. Plaintiff spent about $2,500 in 1938 in advertising these “Jiffy” plastic rack 
purses, and about $5,800 in 1939. Plaintiff’s sales of these “Jiffy” purses for 1938 
amounted to about $8,000 and in 1939 to about $67,000. In the latter part of 1939 
defendant Feinberg-Henry Mfg. Co. entered the field with its “Mayflower’’ plastic 
coin rack purses. In June, 1940, the defendant Columbia Mfg. Co. began manufac- 
turing purses containing “Mayflower” plastic coin racks. There was not enough 
time nor a broad enough market in the period between August, 1938, and October, 


* The portion of the decision relating to the alleged patent infringement is here omitted.—Eb. 
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1939, for plaintiff to have built up in the public mind the impression that all plastic 
coin rack purses had the plaintiff as their source. 

It is also alleged in the amended complaint that “each of the defendants has made 
or sold infringing coin purses of the identical appearance and as precise copies and 
substantial counterfeits of the said coin purses of the plaintiff, with the intent and 
the result of profiting by the inevitable public confusion created by defendants’ said 
substantial counterfeits.” At an examination of Mr. Swanson before trial on this 
issue, plaintiff's attorney stipulated (in lieu of a bill of particulars) : 


. ... that the combination of the following elements produce a design which it is alleged 
has been so advertised to be recognized by the public as the “Jiffy” purse manufactured by 
the plaintiff corporation. These include general size and shape of the purse, plurality of 
pockets arranged to receive bills or other articles, one of which pockets is extended to form 
a hinge on which is mounted a distinctively shaped coin rack which is made so that it will 
lie flat within the purse and so that the coins will be positioned in the racks at an angle. 
And also included among the elements are the closure means used comprising a snap 


fastener or a zipper arrangement. The color scheme is an additional element, as well as 
the leather used. 


The general size and shape of plaintiff's purse (not uncommon) were determined 
by two things—the functional purposes and the manner in which the purse would be 
carried. One of the main purposes of the purse was to contain a coin rack for small 
change. In this country the coin racks in use were designed to carry in separate 
grooves coins of four denominations, quarters, dimes, nickels and cents. The space 
necessary for these four grooves would be determined by the size of the coins and 
the uprights forming the grooves. The size of the coins is fixed by the Government ; 
the width of the above uprights would be determined by the strength required and 
the resiliency of the material used. The capacity of the coin rack:would be governed 
by the average shopper’s need for change. This would not call for a large rack. If 
the same material (a plastic) is used by the manufacturers of coin racks, and each, 
for the sake of economy in space and cost, uses a minimum of plastic material, the 
uprights of the grooves of the coin racks would be about the same size. No one 
could properly claim a monopoly for a bill fold just large enough to hold government 
paper currency, or having a pocket therein just the right size for stamps. The use 
for which a purse is designed determines in a great measure what its size will be. 

Plaintiff advertises that its purse fits the hand—or hand bag. Such a purse, of 
course, would be small. A wallet opening like the covers of a book and intended to 
be carried in the inside packet of a man’s coat or blouse would be made to fit the size 
of the pocket. A bill fold to be carried in the trouser’s pocket would be smaller than 
a wallet. The thickness of the bill fold purse would depend upon the number of its 
compartments and whether or not it had a key rack or a coin rack. The number 
of compartments and gadgets would be governed in part by the price at which the 
purse would be sold. As a result, purses of many different sizes and shapes are 
manufactured for the trade. A woman’s handbag is usually of such a generous size 
that a purse, small enough to fit into a man’s pocket, could easily be stowed therein. 
As one of plaintiff's advertisements put it—the coin purses were “designed for men” 
and “acclaimed by women.” They were manufactured “in masculine tones for 
men” and in “costume colors for women.” 








os 
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Many of defendants’ purses were of the same size as plaintiffs’ and they all had 
a plurality of pockets arranged to receive bills or other articles. Purses have been 
so constructed for many years, as we all know. I do not believe that a purchaser 
would assume that a purse was plaintiffs’ product because it was of a conventional 
size or shape or had a plurality of pockets. Whatever good-will there might be in 
that is common property. The trade-mark did not cover it—nor did the patent. 

It may be that the size of the purse is as much functional as the pillow-shape 
was in the “Shredded Wheat” case (Kellogg Co. v. National Biscuit Co., 305 U. S. 
111 at page 122). The cost of the purse would be increased if defendants were 
required to make theirs larger. It could not be made smaller and yet hold the coin 
rack. Since the coin rack may be manufactured by all (its patent is invalid) plaintiff 
could not assert exclusive rights in the form “in which the public had become accus- 
tomed to see the article.” Defendants in turn were free to use that form of coin 
rack and purse but there rested upon them the duty to identify their product lest it 
be mistaken for plaintiffs’ and to use means which would reasonably distinguish 
defendant’s product from that of plaintiff. (Kellogg Co. v. National Biscuit Co., 
supra.) 


In the absence of some recognized right at common law, or under the statutes—and the 
plaintiff claims neither—a man’s property is limited to the chattels which embody his inven- 
tion. Others may imitate these at their pleasure. ... This is confirmed by the doctrine of 
“non-functional” features, under which it is held that to imitate these is to impute to the 
copy the same authorship as the original. . .. These decisions imply that, except as to these 
elements, any one may copy the original at will. Cheney Bros. v. Doris Silk Corporation, 
35 F. 2d 279. [See also J. C. Penny Co. v. H. D. Lee Mercantile Co., 120 F. 2d 949, for 
a discussion of the term “functional.” ] 


There is nothing unlawful in copying the unpatented products of another dealer down 
to the last detail, except in so far as the resulting similarity may become a means of secur- 
ing his customers through their belief, so induced, that your goods are his. Electric Auto- 
Lite Co. v. P. & D. Mfg. Co., 109 F. 2d 566. 


We have all come to know the bill fold, with a hinged leather framed compart- 
ment in which an identification card or license may be carried. To have a coin rack 
similarly hinged lying flat within the purse, when coin racks became popular, was 
a natural development in the art. No one, by being the first to do it, could bar others 
from doing the same thing. And if he closed the purse with a zipper arrangement 
or a snap fastener, others could also use the same common means of holding the sides 
of the purse together. A snap fastener for a purse is older than any of the litigants 
and zippers have been in use for closure purposes on all serts of leather goods, bags 
and brief cases for many years. Indeed, defendant Feinberg-Henry advertised in 
1938 a purse with a zipper fastener. 

Coin rack purses have been made by plaintiff and defendants in many varied 
colors and in leather of different types. Plaintiff did not limit itself to one or several 
special colors or types of leather. Plaintiff’s purses, marked as exhibits at the trial, 
were in almost every color and type of leather purchasable on the market and adapt- 
able to the manufacture of purses. Defendants’ purses also embraced a similarly 
wide range. The luggage shops, at different seasons, feature certain leathers and 
colors. Plaintiffs do not claim that they had any special leather manufactured in a 
design and color for their coin rack purses. 
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This brings us to the remaining element which plaintiffs contend served the 
purpose of producing a design which the public would recognize as the plaintiff’s 
“Jiffy” purse. I refer to what plaintiffs term “a distinctively shaped coin rack which 
is made so that it will lie flat within the purse and so that the coins will be positioned 
in the racks at an angle.” All this was the subject of the patent claims which I have 
held invalid for lack of invention. Should plaintiffs nevertheless be given, on a claim 
of unfair competition, the same monopoly which they sought under the patent statute ? 
Defendants have copied only so much of plaintiff’s coin rack as comprise its func- 
tional features and assert that they took proper precautions to distinguish their coin 
rack from the plaintiffs. These identifying measures were—the trade-mark “May- 
flower” impressed on the plastic coin rack ; trade-names and special designs stamped 
on the purse itself; advertising matter inserted in the purse. 

The amended complaint alleges that the defendant Feinberg-Henry manufactures 
the “coin purses herein complained of,” that Columbia Manufacturing Co. and 
E. Behrman & Co. act as jobbers and distributors, that the Hoffritz stores distribute 
and sell the coin purses to the purchasing public and “have advertised, sold and 
passed off the coin purses herein complained of, as plaintiff’s coin purses.” It is 
further alleged that the defendants, Columbia and Behrman, “have offered for sale 
and sold, and are offering for sale and selling, the infringing coin purses as and for 
plaintiff's ‘Jiffy’ coin purses, and have filled orders from retailers specifically calling 
for the plaintiff’s ‘Jiffy’ coin purses with the infringing counterfeit of plaintiff’s 
‘Jiffy’ coin purses.” The defendants are alleged to have been fully aware “of plain- 
tiffs’ rights in the premises.” 

Paragraph 26 of the amended complaint states : 


26. All of the aforementioned acts of the defendants are in violation of plaintiffs’ 
rights under United States Letters Patent No. 2,185,359 and constitute acts of unfair 
competition with corporate plaintiff, which, by deception of the purchasing public, have 
damaged plaintiffs’ business, good-will and reputation, and which, unless restrained by 
this Honorable Court, will irreparably damage plaintiff’s business and good-will. 


The prayer for relief is as follows: 


Wherefore, plaintiffs demand a temporary restraining order and a preliminary and 
final injunction against further infringement by the defendants, and those controlled by 
defendants, of said letters patent, and against further unfair competition in respect to coin 
purses infringing upon said letters patent, and also an accounting for profits and damages, 
and an assessment of costs against the defendants. 


Plaintiffs’ plastic racks were put on the market in August, 1938. They were 
advertised in some magazines, for the purchasing public. Defendant Feinberg-Henry 
did not complete its blueprints for its plastic molds until May, 1939. It began the 
manufacture and sale of plastic coin racks in the fall of 1939. The inference is war- 
ranted from the evidence that the plastic coin racks of plaintiff had come to the atten- 
tion of Feinberg-Henry some time prior thereto and that Feinberg-Henry decided 
to make plastic coin racks when it learned of plaintiff’s product. 

The plaintiff did not put any distinguishing mark on the outside of its coin rack 
purses. It did place its trade-mark “Jiffy” on one of the uprights of the coin rack, 
inside the purse. Otherwise there was no distinguishing mark on the inside or 
outside of plaintiff's purses. Later plaintiff inserted in the bill pocket of some of 
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its purses a printed slip containing “Directions for using the Jiffy.” The directions 
referred to the “Jiffy” plastic purse and appeared below illustrations of “Jiffy” purses 
and a “Jiffy” wallet. At the end of the directions there was the notation “Copy- 
righted 1940 by Swanson Mfg. Co.” 

There was very little direct proof of confusion in the mind of the purchasing 
public. Ina few instances a defective coin rack, not of plaintiff’s manufacture, was 
returned to plaintiff for credit or repair. In another instance, where entrapment 
was resorted to, an order sent to the Columbia Manufacturing Co. for “Jiffy” coin 
purses was filled by the shipment of a dozen Scotch Coin Purses with Columbia’s 
trade-mark (Wales) on the purses and with Feinberg-Henry’s trade-mark (May- 
flower) on the coin rack. Some retail stores operated by defendant Hoffritz sold a 
customer defendants’ purses when she asked for “Jiffy” purses. Hoffritz displayed 
both kinds in their show window and in a counter case placed near a card adver- 
tising “Jiffy” purses. A defendant manufacturer is “not responsible for substitutions 
made by unscrupulous” retailers, if defendant “does nothing to further their prac- 
tices.” Electric Auto-Lite Co. v. P. & D. Mfg. Co., 109 F. 2d 566. 

The defendant, Feinberg-Henry Mfg. Co., Inc., is a New York corporation with 
a place of business in New York County. The defendant, Columbia Manufacturing 
Co., is a co-partnership having a place of business in New York County. The acts of 
these defendants which constituted unfair competition with plaintiff, Swanson Mfg. 
Co., were at least initiated in this State and in some instances were completely per- 
formed here. Whether or not their conduct was tortious is a question of state law, 
under Erie R. Co. v. Tompkins, 304 U. S. 64. See Fashion Guild v. Trade Commis- 
sion, 312 U. S. 457 at page 468. 

The applicable legal principles under New York law are summed up and clearly 
stated in an excellent opinion by Mr. Justice Davis (Supreme Court, Madison Co., 
N. Y.) in Oneida, Ltd. v. National Silver Co., 25 N. Y. Supp. 2d 271, from which 
I quote the following (pp. 275-6) : 


The question of whether equitable relief will be granted or withheld, depends upon the 
facts developed in the particular case, which accounts for the variances in results in adju- 
dicated cases. The courts will inquire beyond the adroitness used in simulation, and dis- 
regard minor differences, for the test of offensive simulation is in general resemblance, not 
incidental differentiation. Unfair competition is a species of fraud, where fraudulent intent 
is a necessary ingredient. The test is whether the simulation or other acts result in the 
deception, or the likelihood thereof, practiced on the inexperienced public, the casual or 
ordinary purchaser of goods, or of confusion in the public mind concerning the source of 
the competing product. In certain cases the court will take the ensemble which the com- 
peting party has made up for the public display of their goods, and compare it with that 
of the original vendor. The essence of unfair competition is to be found in cases where the 
simulated article is “palmed off” or “passed off” as the goods of another, involving, of 
course, the intent to deceive. This consists not only in the sale of the original vendor to 
dealers or retailers, but also the acts of these latter persons in actual or attempted sub- 
stitution. The rule is that he who induces another to commit a fraud and furnishes the 
means, is equally guilty with the one who perpetrates the fraud. The fact that dealers 
who have become familiar with both articles and can readily distinguish the difference is 
not important. Courts will not tolerate a deception devised to delude the consuming pur- 
chaser by simulating some well-known product. It is not necessary that any particular 
person has been actually deceived—it is the opportunity afforded for deception and the 
likelihood of confusion or deception which the courts take into consideration. The con- 
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trolling question in all cases where the equity power of the courts is invoked is whether 
the acts are fair or unfair, according to principles recognized in equity, and not by “the 
morals of the market place.” 


FEINBERG-HENRY Mere. Co., INc. 


The sale of the accused coin purses to the trade by the manufacturing defendants 
did not constitute unfair competition in so far as they used proper means to identify 
their product “lest it be mistaken for that of the plaintiff.” Kellogg Co. v. National 
Biscuit Co. (supra). In most instances that was done. The coin racks manufac- 
tured by defendant Feinberg-Henry and sold by the other defendants all had the 
trade-mark “Mayflower” molded on the front of the rack, with as much prominence 
as plaintiffs’ racks bore the trade-mark “Jiffy.” Both trade-marks appear on the 
central upright of the coin rack. They are necessarily limited in size and position 
by the size and functions of the rack itself. The trade-mark “Mayflower” was regis- 
tered by defendant Feinberg-Henry in August, 1939. It does not resemble plain- 
tiff’s trade-mark. Its spelling and sound are different. There was no proof of any 
use of the trade-mark “Jiffy” by any of the manufacturing defendants. Plaintiff’s 
trade-mark “Jiffy” has not been infringed. However, “a state of facts may be suffi- 
cient to show unfair competition even though insufficient to support a claim of tech- 
nical trade-mark infringement.” Grocers Baking Co. v. Sigler, 132 F. 2d 498, 
citing cases. 

For a time the defendant Feinberg-Henry copied certain advertising material 
of plaintiff’s and used it in the sale of a Feinberg-Henry purse which it termed a 
“Mon-E-Pak.” As to this unfair practice I have made the following findings of fact : 


31. The defendant, Feinberg-Henry Mfg. Co., Inc., deliberately copied plaintiff’s 
illustrations and also certain reading material, including one of plaintiff’s advertising 
slogans, “New Smart Way to Carry Money,” with knowledge of the plaintiff’s prior use. 

32. The coin rack illustration and the advertising slogan appearing on the card on 
which the defendant, Feinberg-Henry Mfg. Co., Inc., mounted and sold its Mon-E-Pak 
purses were substantially copies of the illustration on the back of plaintiff, Swanson Mfg. 
Co.’s card, on which its purses were mounted and introduced to the market in April, 1939, 
and of the slogan on the front of said card. The “Mayflower” Mon-E-Pak card, exem- 
plified by exhibit 26 contained instructions on the reverse side thereof, the wording of 
which was a substantial copy of the directions on the reverse side of plaintiff’s “Koin 
Kaddy” card, exhibit 27. 


While defendant Feinberg-Henry marked all its coin racks with its own trade- 
mark “Mayflower” and on some types of purses had the word “Mayflower” stamped 
on the leather, yet in the display card to which one of its cheaper purses was attached, 
it copied the size of the card, the manner of attaching the purse to the card, some of 
the advertising matter such as plaintiff’s slogan, the “New Smart Way to Carry 
Money”—“for men, women and children,” and the instructions for use on the back 
of plaintiff's card. Feinberg-Henry’s display card had attached to it defendant’s 
Mon-E-Pak purse so that the purchaser received both the card and the purse. The 
card was in effect a “container.’”” So was plaintiff’s card which Feinberg-Henry 
copied in part. 

Such practices should be enjoined and as the sales thereby effected I am of the 
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opinion that plaintiff is entitled to an opportunity to prove plaintiff’s resulting damage 
and to an accounting of Feinberg-Henry’s profits therefrom. 


CoLUMBIA MANUFACTURING Co. 


There were somewhat similar practices on the part of defendant, Columbia Manu- 
facturing Co., in certain instances which are described in Findings of Fact Nos. 54, 
55 and 58, as follows: 


54. Defendant Columbia Manufacturing Co. took one of plaintiff's display cards and 
copied it, in all details, except for the use of the word “Scotch” in place of the trade-mark 
“Jiffy,” and enclosed said card in its shipment to dealers, at least to the extent of 5,000 
cards. 


55. Defendant Columbia Manufacturing Co. likewise used on its boxes and in its 


advertising the slogan “A New Way To Carry Money,” originated and featured by the 
plaintiff in its advertising. 

58. Defendant, Columbia Manufacturing Co., filled one order for twelve “Jiffy” purses 
of its own manufacture, with the trade-mark “Wales” clearly embossed in a suitable place 
thereon, and billed these twelve purses as “Scotch” purses on its company invoice. 


These practices will also be enjoined and as to the sales effected by these means 
plaintiffs are entitled to an accounting and damages. 

Defendant Columbia copied in every detail (except one word) a counter display 
card of plaintiff Swanson Mfg. Co. The only difference was the substitution of 
Columbia’s name “Scotch” in place of plaintiffs’ name “Jiffy,” in the bottom display 
line of the card. The defendant’s card (Ex. 53) can be superimposed line for line 
upon plaintiff's card, exhibit 52. Plaintiff’s display cut and advertising slogan, “New 
Way To Carry Money,” appeared on each. Even the tobacco-brown printer’s ink 
was copied, although not quite the same shade. That all this was deliberately done 
was admitted by Columbia’s president. It must have been done for purposes of 
deception and together with the similar appearance of the closed coin purse it may 
be inferred that in many cases deception resulted. This was hardly fulfilling Colum- 
bia’s obligation that it distinguish its product from plaintiff’s. Just the opposite was 
intended. 

On the sides of the large flat box, in which the dozen purses were sent to Roline 
by Columbia (the entrapment order), there was printed plaintiffs’ advertising slogan 
—‘‘A New Way to Carry Money.” A label on one side contained the words “Scotch 
Coin Purses.” A display paper sign enclosed in the box also carried plaintiff's 
advertising slogan and the words “Scotch purses.” The invoice bore the Columbia 
billhead with references to its trade-mark names “Wales” and “Scotch” and the 
goods were described as “Scotch Purses.” A small cardboard holder, for the display 
of a purse, had printed thereon the words—“The Wales Scotch Purse. A New Way 
to Carry Money.” Each of the dozen purses in this sale to Roline was packed in a 
small plain box. The coin purses were of different colors and bore no trade-mark 
on the outside—only the words “alligator calf.” Each purse was closed with a 
zipper. When opened, the purses showed a plastic coin rack with the word “May- 
flower” on the central groove finger. In each groove was a round piece of cardboard, 
printed like a coin with the name “Wales” thereon. On the lining of the purse there 
were stamped in gold print the words “Wales Deluxe Scotch Purse.” In one of the 
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purse pockets was some stage money bearing a dollar sign and the statement “The 
Wales’ Scotch-Fold. A new way tocarry money. Made in all leathers. Guaranteed 
& Manufactured by Columbia Manufacturing Co., New York City.” 

Columbia Manufacturing Company has been in business for about twenty-five 
years, making leather goods, wallets, bill folds, key cases and the like and has regis- 
tered and used the trade-name and mark “Wales” to identify its products for about 
nineteen years. It has also used the trade-name “Scotch” in the sale of its leather 
goods and has packaged some of its goods in boxes bearing the name “Scotch Wales 
Purse,” “Wales Scotch Fold,” “Scotch Purse” and “Scotch Fold.” Its products 
have been advertised among retailers, who have also been furnished with “mats” 
for local newspaper advertising. 


E. H. BEHRMAN & Co. 


E. H. Behrman & Co. have purchased “Mayflower” coin racks from defendant 
Feinberg-Henry. The purses made by Behrman Co. included these racks, which 
bore the “Mayflower” trade-mark. There do not appear to have been any other 
distinguishing mark on the Behrman purses, which resembled plaintiff's purses in 
size. Behrman Co. did no advertising. No charge of any deliberate attempt to 
palm off its purses as plaintiffs’ is made against Behrman Co. That company no 
longer manufactures coin rack purses. The evidence connecting them with any 
invasion of plaintiff’s rights by unfair methods of competition is scattered and rather 
weak. I have directed that the complaint as against Behrman Co. be dismissed, but 
without costs. 

An injunction may properly issue against a defendant who in the sale of a com- 
peting product appropriates and uses plaintiff’s advertising slogans. The court may 
also enjoin the use by defendant of plaintiff’s printed directions and information for 
the use of its product. NuEnamel Corp. v. Nate Enamel Co., Inc., 243 App. Div. 
292, affirmed 268 N. Y. 574. 

It is the possibility of passing off defendant’s product for that of the plaintiff, 
rather than the fact itself, that is important. (Martin, J.’s dissent in Smith Co. v. 
Ame-ican Pharmaceutical Co., 244 App. Div. 702, reversed 270 N. Y. 184.) 

Where a defendant is shown to have pushed the sale of its product at the expense 
of the plaintiff through unfair practices, which had as their objective to confuse the 
public mind so that the public would purchase defendant’s product thinking it was 
plaintiffs’, we may infer that defendants accomplished the result they intended. When 
a competitor copies another’s carton or advertising matter and both sell the same 
article, it is reasonable to assume that he intended thereby to acquire some of the 
other’s good-will and business. Socony Vacuum Co. v. Rosen, 108 F. 2d 632 at p. 
636; J. C. Penny Co. v. H. D. Lee Mercantile Co., 120 F. 2d 949 at page 955; 
O. & W. Thum Co. v. Dickinson, 245 F. 609. 

If the carton or sales display card are sufficiently alike to mislead the public, it 
matters not that on the article itself the defendant places some “distinguishing marks 
by which it could be identified by a careful and discriminating purchaser” because 
“it is the casual or ordinary purchaser who must be protected, and as to him the test 
is general appearance.” Cheeseborough Mfg. Co. v. Old Gold Chemical Co., 70 F. 
2d 383. 
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At the end of the trial I thought that a limited form of injunction would afford 
plaintiff's adequate relief. But as I have studied the record in Chambers I have 
come to the conclusion that an injunction would serve only to protect plaintiff 
Swanson Mfg. Co. from future violations and would not compensate plaintiff for 
any damages it sustained as a result of defendants’ unfair practices. Further, unless 
accompanied by a decree requiring defendants, Feinberg-Henry Mfg. Co. and 
Columbia Manufacturing Co., to account for any profits they realized from sales 
which were accompanied by the unfair practices, those defendants would be per- 
mitted to retain the fruits thereof. Socony Vacuum v. Rosen, 108 F. 2d 632 at 
page 636. 

The following quotations from Michel Cosmetics, Inc. v. Tsirkas, 282 N. Y. 195, 
are applicable : 


The defendants have wronged the plaintiff. They must pay to the plaintiff the damages 
they have caused the plaintiff by that wrong. .. . The wrong inflicted upon the plaintiff 
is analogous to the wrong suffered by an owner through the infringement of his patent or 
trade-mark, and the rule of damages is similar. An infringer must compensate the owner 
of a trade-mark, a patent, a process or a formula for the profits which the owner would 
have acquired in his business except for such infringement. 

* 


& x 





A wrongdoer who has imitated the containers of the plaintiff and has used the secret 
formulas and processes belonging to the plaintiff might be compelled “to yield up his gains 
to the true owner, upon a principle analogous to that which charges a trustee with the 
profits acquired by wrongful use of the property of the cestui que trust.” (Hamilton- 
Brown Shoe Co. v. Wolf Bros. & Co., 240 U. S. 251, 259.) 


See also Wescott Chuck Co. v. Oneida Nat. Chuck Co., 199 N. Y. 247. 

If only an injunction were granted, with no provision for an accounting by de- 
fendants Feinberg-Henry and Columbia, or the ascertainment of plaintiffs’ damage, 
plaintiffs would not be given their day in court. That point was before the New 
York Court of Appeals in Warren, Inc. v. Turner's Gowns, Ltd., 285 N. Y. 62. 
The trial court has granted an injunction and directed that plaintiff have judgment 
for the damages it sustained as well as an accounting of the profits which defendants 
had made by their wrongful acts of unfair competition. The Appellate Division 
modified the judgment of the trial court so as to limit plaintiffs’ recovery to the 
injunctive relief granted. On appeal to the New York Court of Appeals the judg- 
ment of the Appellate Division was modified so as to reinstate the decision and 


judgment of the trial court. Judge Conway of the Court of Appeals wrote (pages 
67 and 68) : 


The result of the modification is that plaintiffs have had no opportunity to establish 
their damages and defendants’ profits either before the trial justice or the referee later 
appointed. Plaintiffs are clearly entitled to their day in court on those matters. The rule 
in such a case is well stated in Merriam Co. v. Saalfield, 198 F. 369, 371: “.... the usual 
practice contemplates an accounting and that such practice should be followed, and an 
accounting ordered, unless it is made clearly and certainly to appear that neither upon the 
existing record, nor upon any record which complainant can make before the master, 
could there be any substantial recovery. If there remains any fair probability that the 
complainant can produce the necessary proof, or that, upon final hearing, and as aided by 
all such proof, the trial court or the reviewing court may think that complainant is entitled 
to a recovery of damages or profits (beyond the amount of any which may be tendered, 
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if a tender is made) then the complainant should have the opportunity to make and present 
his case.” (See also Michel Cosmetics, Inc. v. Tsirkas, 282 N. Y. 195, 203; Underhill 
v. Schenck, 238 N. Y. 7, 17, 18.) 






* * * 





Inability to prove damages would not preclude plaintiffs from recovering, on an ac- 
counting, profits realized from sales unlawfully made, together with interest thereon from 
the time of the commencement of the action. (Cutting v. Gudebrod Brothers Co., 190 
N. Y. 252.) Cf. Michel Cosmetics, Inc. v. Tsirkas, 282 N. Y. 195, 199, where there were 
no profits made by defendant and so only damages were recoverable. 







I am filing herewith findings of fact and conclusions of law as required by Rule 
52 (a) F.R.C. P. Settle decree on two days’ notice. 







THE LEHON COMPANY v. H. WENZEL TENT & DUCK COMPANY 
United States District Court, Eastern District of Missouri 
July 26, 1943 








TRADE-MARKS—TARPAULINS AND LocoMOTIVE Cas CoveRINGS—Goops OF SAME DESCRIPTIVE 
PROPERTIES. 
Tarpaulins of waterproof canvas held to be of the same descriptive properties as loco- 
motive cab curtains of waterproof canvas, waterproof caboose canvas and railroad car roofing. 
TRADE-MARK INFRINGEMENT—“MULE-HipE”—Svuits——LACHES. 
: Where defendant’s infringement of the trade-mark “Mule-Hide” began in 1931 and plain- 
. tiff protested in 1937 and again in 1941 and brought suit in 1942, plaintiff was not guilty of 
laches, since it did not conceal any fact from defendant, or fail to speak or assert its rights 
when by not so doing defendant would be misled, or deceived or caused to act to its dis- 
advantage, there being no unreasonable delay in bringing suit. 
TRADE-MARK INFRINGEMENT—SUITS—ACCOUNTING. 
In the case at issue, an accounting was ordered from the date of institution of action, 
although infringement commenced in 1931. 
















In equity. Action for trade-mark infringement. Decree for plaintiff. 






L. B. Mann, Chicago, Ill., and Delos G. Haynes, St. Louis, Mo., for plaintiff. 
L. C. Kingsland and Edmund C. Rogers, both of St. Louis, Mo., for defendant. 







CotteT, District Judge (orally) : 







FINDINGS OF FACT 





1. This is an action arising under the trade-mark laws of the United States. The 
plaintiff is and was on the date this action was filed a corporation domiciled in the 
State of Illinois. The defendant is and was on all material dates a Missouri corpora- 
tion with its principal place of business at St. Louis, Missouri. The amount in dis- 
pute exceeds three thousand dollars. 

2. Since 1906, plaintiff has continually been engaged in the manufacture and 
sale of prepared roofing. 

In 1908, plaintiff adopted the fanciful and arbitrary designation ‘“Mule-Hide” 
and the arbitrary and fanciful silhouette of a mule’s head and neck as a trade-mark 
for its prepared roofing ; and since that date, plaintiff has continuously applied and 
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now applies that trade-mark to its products, which are sold in large volume through- 
out the United States and the city of St. Louis. 


3. The trade-mark ‘“Mule-Hide” has been registered by plaintiff in the U. S. 
Patent Office, as follows: 


79,287 (renewed), dated August 23, 1910, for rubber roofing, claiming use since Sep- 
tember, 1908. 


133,271 (renewed), dated July 20, 1920, for asphalt roofing in rolls and sheets, asphalt 
roofing-shingles, asphalt roofing-strips, waterproof insulating and sheathing paper, water- 
proof insulating and sheathing fabrics, plastic roof-coatings, mastic flooring, mastic build- 
ing compounds, and asphalt flooring in rolls, fabric base, claiming use since September, 


1908. 


233,815, dated October 11, 1927, for asphalt roofing in rolls and sheets, asphalt roofing 
shingles, asbestos shingles, asphalt roofing strips, waterproof insulating and sheathing 
paper, waterproof insulating and sheathing fabrics, plastic building compounds, and asphalt 
flooring in rolls, fabric base, claiming use since September, 1908. 


233,871, dated October 11, 1927, for asbestos shingles, claiming use since September, 
1908. 


318,152, dated October 16, 1934, for asphaltic and bituminous paints and asphaltic and 
bituminous aluminum paints, claiming use since January, 1914, on asphaltic and bitu- 
minous paints and since September, 1932, on asphaltic and bituminous aluminum paints. 

318,195, dated October 16, 1934, for asphaltic and bituminous paints and asphaltic and 
bituminous aluminum paints, claiming use since January, 1914, on asphaltic and bituminous 
paints and since September, 1932, on asphaltic and bituminous aluminum paints. 

318,196, dated October 16, 1934, for asphaltic and bituminous paints and asphaltic and 
bituminous aluminum paints, claiming use since January, 1914, on asphaltic and bitu- 
minous paints and since September, 1932, on asphaltic and bituminous aluminum paints. 


4. The proof establishes the fact that plaintiff has so extensively advertised and 
sold its products under the trade-mark “Mule-Hide” in interstate commerce that 
the trade-mark ‘“‘Mule-Hide” has come to mean and is now understood to mean to 
the trade and the public throughout the United States the plaintiff's prepared roofing 
products, which are meritorious in quality. 

5. In addition to the products specifically mentioned in the registration referred 
to in paragraph 3 hereof, the plaintiff has, since 1914, continuously and extensively 
engaged in the manufacture and sale of locomotive cab curtains and canvas railroad 
car and caboose roofing materials made of waterproof canvas or duck. For a period 
of four or five years, beginning in 1914, plaintiff made up and sold finished tarpaulins 
with its waterproof canvas or duck material, under the trade-mark and trade-name 
of “Mule-Hide.” Subsequent to 1918, plaintiff has discontinued its sewing depart- 
ment and has not actually sold the completed tarpaulins, but has continuously sold 
its prepared material for tarpaulins under the trade-mark “Mule-Hide.” 

6. The trade-mark ‘“Mule-Hide” symbolizes a valuable good-will throughout the 
United States, including the State of Missouri and the city of St. Louis, which good- 
will belongs to the plaintiff. 

7. The trade-mark “‘Mule-Hide” has come to be known by the building trade and 
the general public as a symbol of plaintiff's complete line of roofing products manu- 
factured and sold for use as a protection from the elements. 

8. The defendant company is an old established business which has for approxi- 
mately fifty years been engaged in the manufacture and sale of certain tarpaulins 
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and other waterproof canvas products. Late in the year 1930, or early in the year 
1931, the defendant adopted, without registration, an arbitrary, fanciful designation 
of its various grades and weights of tarpaulins under the names Beaver Brand, Deer- 
skin Brand, Mulehide Brand, Rawhide Brand, Alligator Brand, Moose Brand, and 
Bison Brand. 

9. Since 1931, defendant has advertised and sold in interstate commerce its 
waterproof tarpaulins under the designation Mulehide Brand. The defendant either 
knew or a most casual effort would have revealed to it the fact that the trade-mark 
‘“‘Mule-Hide” had for many years been registered and used by plaintiff as the trade- 
mark of plaintiff’s line of roofing and waterproof canvas products. 

10. In 1937, plaintiff protested to defendant concerning defendant’s use of the 
designation “Mulehide.” Defendant asserted the right to use and continued to use 
that designation on its tarpaulins. In 1941 the objection was renewed and this action 
was filed in 1942. The defendant continues to use that designation and asserts three 
defenses to the present action, namely : 

First: That the plaintiff does not now possess the right of its predecessor cor- 
poration to the trade-mark in question. 

Second: That plaintiff is guilty of laches and should be estopped from now 
asserting any right to the trade-mark. And, 

Third: That defendant’s tarpaulins are not merchandise of substantially the 
same descriptive properties as those covered by plaintiff’s registrations and manu- 
factured and sold by plaintiff. 

11. The original Lehon Company (incorporated in 1906) and another corpora- 
tion were merged into the present Lehon Corporation in 1937, and the representa- 
tives of the old Lehon Company have made an assignment of the rights of the former 
Lehon Company to the present plaintiff. Plaintiff is now the owner of all rights 
under the registrations and under the common law to the use of the trade-mark and 
designation “Mule-Hide” as applied to any products of the same or substantially the 
same descriptive qualities. 

12. There is no evidence of concealment by plaintiff of any fact from defendant 
or the misrepresentation by plaintiff of any fact to defendant, or the failure on the 
part of the plaintiff to speak, or assert its rights when by not doing so the defendant 
would be misled, or deceived, or caused to act to its disadvantage. There was no 
unreasonable delay in the institution of this action. 

13. The tarpaulins manufactured and sold by defendant under the designation 
“Mulehide” are of substantially the same descriptive properties as the waterproof 
canvas products manufactured and sold by plaintiff and used as locomotive cab 
curtains, and the waterproof canvas roofing material manufactured and sold by © 
plaintiff and used for caboose and railroad car roofing. Tarpaulins are essentially 
a roofing material and used principally, if not exclusively, as a protection from the 
elements. The tarpaulins manufactured and sold by plaintiff fall in the same general 
classification, in the mind of the average person in the building trade, as the class to 
which the plaintiff’s products belong. 

14. Actual confusion has resulted and will reasonably be expected to result in 
the future in the mind of the general public. The continued use of the trade-mark 
“Mulehide” by defendant, applied to tarpaulins, will lead the general public to believe 
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that the defendant’s product is the plaintiff’s product, and will deprive the plaintiff 
of the valuable right to the exclusive use of the trade-mark on products similar to 
. plaintiff's. 
CoNcLusions oF Law 

First: The court has jurisdiction of the parties and the subject matter of this 
action. 

Second: Plaintiff is entitled to the exclusive right to the use of the trade-mark 
or designation “ Mule-Hide”’ in the advertisement, manufacture and sale of tarpaulins. 

Third: The plaintiff is the legal owner of all of the rights vested in the original 
Lehon Company. 

Fourth: The decree should be entered in favor of the plaintiff for the relief 
sought, including an accounting from the date of the institution of this action. 


WAMSUTTA MILLS v. CANNON MILLS COMPANY, Et At. 
United States District Court, Southern District of New York 
December 17, 1942 


TRADE-MARK INFRINGEMENT—“SUPERCALE” AND “SUPERVINE PERCALE” ON SHEETS AND PILLOW 
CasES—CONFUSION OF PURCHASERS. 

In an action brought to recover damages for infringement of a registered trade-mark, 
consisting of the word “Supercale” used on sheets and pillow cases, by the use by defendant 
of the term “Supervine Percale,” where the court was in doubt whether defendant’s acts may 
not create such confusion in the minds of purchasers as the registration act was designed to 
prevent, the motion to dismiss the complaint was denied. 

TRADE-MarKs—How AcQuIRED. 


While the trade-mark act does not create a trade-mark but merely provides for its regis- 
tration, it is the use rather than the mere adoption of the mark which gives the registrant 
protection. 

In equity. Action for trade-mark infringement. On motion of Montgomery 
Ward & Co., Inc., to dismiss the complaint and for bill of particulars. Motion 
denied. 


Breed, Abbott & Morgan, New York, N. Y.., for plaintiff. 

Gerdes & Montgomery, New York, N. Y., for defendant Cannon Mills, Inc. 

Hodges, Reavis, Pantaleoni & Downey, New York, N. Y., for defendant Mont- 
gomery Ward & Co., Inc. 






Hu.sert, District Judge: 


Plaintiff sues to recover damages for infringement of a trade-mark registered in 
the United States Patent Office on or about November 24, 1931. 

Upon the motion of the defendant Montgomery Ward & Co., Inc., to dismiss, 
the allegations of the complaint must be accepted as true. 

While the act does not create a trade-mark but merely provides for its registra- 
tion, it is the use rather than the mere adoption of the trade-mark which gives the 
‘ registrant protection intended in appropriating it to a particulaar class of goods, to 
; distinguish his product from like goods sold by others with the hope that it will come 
i to symbolize good-will. 

From the record before me it appears that up to June 30, 1942, the gross sales 
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of sheets and pillow cases manufactured by the plaintiff under its trade-mark “Super- 
cale” amounted to $8,701,564.72 and up to July 31, 1942, plaintiff spent the sum of 
$609,499 for advertising its product. 

The defendant Cannon Mills Co. manufactures sheets and pillow cases under 
the trade-mark “Supervine Percale” which defendant Cannon Mills, Inc., a wholly 
owned subsidiary and sales agent of the manufacturer, sells under said trade-mark 
to other parties throughout the United States, including the defendant Montgomery 
Ward & Co., Inc., which, in turn, sells said sheets and pillow cases under said trade- 
mark to the general public. 

There is a doubt in my mind whether the acts of the defendant as alleged in the 
complaint may not create such confusion in the minds of the purchasing public as 
the act itself was designed to prevent, and which is sufficient to justify the taking of 
proofs and the motion to dismiss is denied. 

The same defendant also moves for a bill of particulars. 

Its counsel is apprehensive that the language of the complaint may be susceptible 
to a construction, or that facts may later develop, which would entitle him, or even 
require him, to plead defenses of which he is not now aware. 

This argument appears to be without merit. If, however, after issue joined, any 
such situation should develop, on application to the court to amend the answer 
(F. R. C. P. 15a) the present motion, in that event, might well prove to have been 
precautionary and protective. 

The alternative motion is denied. Settle order if not agreed upon as to form. 


THE COCA-COLA COMPANY v. DIXI-COLA LABORATORIES, INC., 
ET AL. 


United States District Court, District of Maryland 
Auaust 9, 1943 


UNFAIR CoMPETITION—SUITS—POwWERS OF SPECIAL MASTER. 

Defendants’ contention that the Special Master may determine to what extent, if any, 
there has been any unfair competition on the part of defendants held unsound, in as much as 
the Special Master cannot reopen and retry the case. 

UnFAIR CoMPETITION—“Dr1xI-CoLa” AND “MARBERT COLA” ON BEVERAGES—PERMISSION TO USE 
—Score oF DATA FOR ACCOUNTING. 

Where the court permitted defendants to use the names “Dixi-Cola” and “Marbert Cola” 
on their products, they were not required to furnish information as to sales, etc., of their 
bottled products, as requested by the Special Master. 

UnFair CoMPETITION—SUITS—ACCOUNTING. 

A Special Master should reserve his ruling as to the question of recovery until both sides 
have been heard with respect to the extent and character of such recovery as should be 
allowed plaintiff. 


In equity. Action for trade-mark infringement and unfair competition. On 


defendants’ exceptions to master’s interim accounting report. Exceptions sustained 
in part and overruled in part. For earlier decision see 31 T.-M. Rep. 39. 


Hilary W. Gans, Baltimore, Md., for plaintiff. 
W. Hamilton Whiteford and Paul F. Due, both of Baltimore, Md., and J. S. Mead, 
Birmingham, Ala., for defendants. 
















COCA-COLA CO. v. STAND. BOT. CO. 


CoLeMAN, District Judge: 


This case is now before the court on numerous exceptions to the interim report 
of the Special Master, William L. Rawls, appointed July 14, 1942, for the purpose of 
taking testimony and making an accounting as to damages sustained by the plaintiff 
and profits realized by defendant, and making findings as to what award should be 
made to plaintiff. 

First, we do not agree with plaintiff's contention that the Special Master’s report 
is not such a report within the provisions of Rule 53 (e) of the Rules of Civil Pro- 
cedure, to which exceptions may be filed or ruled upon by this court. Taken as a 
whole and summarized, the various exceptions of defendants would, if sustained, 
affect very materially the character and extent of the testimony which the Special 
Master would be required to hear and pass upon. While it is true we are of the 
opinion that most if not all of the questions presented by these exceptions could and 
should have been more quickly resolved had the Special Master, on his own initiative 
at the commencement of the taking of testimony, when objection was raised to vari- 
ous parts of the summons which he had issued, himself requested further instruc- 
tions of the court ; and while we are further of the opinion that the Special Master 
has taken an inordinately long time to render a decision on these preliminary ques- 
tions, we, nevertheless, feel that it is appropriate for the court now to rule upon them. 

Whatever is done by this court or by the ruling of the Circuit Court of Appeals, 
summarized in the last paragraph of that court’s opinion as follows (117 F. 2d 


352,361) : 


The decree of the District Court will therefore be affirmed except in so far as it 
adjudicates an infringement by the use of the names “Dixi Cola,” “Marbert Cola” and 
“Marbert the Distinctive Cola,” or prohibits the use of said names or of any name which 
includes the word “Cola,” or from supplying the product on calls for “cola” or from com- 
mitting any acts calculated to cause its product to be known as “cola.” 


When carefully analyzed, this ruling is entirely clear. Summarized, the appellate 
court’s modification of the decree of this court amounts simply to this: First, as to 
infringement: Whereas this court had held that the word “cola” could not lawfully 
be used either separately or in combination with other words as a name or part of 
a name or trade-mark, the Court of Appeals held (1) that it could be used as a 
suffix, that is, as part of a name or trade-mark, provided that such name or trade- 
mark is not so similar to the name “Coca Cola” as to be misleading, whether spelled 
with a “c” or a “k”; but that (2) it could not be used separately, that is, as the name 
or trade-mark, whether spelled with a “c” or a “k.” Second, as to unfair competi- 
tion: The Court of Appeals made no modification of any of the findings of this 
court. Plaintiff contends, however, that the fact that Dixi Cola Laboratories and the 
Marbert Company have not been by the Court of Appeals expressly relieved from 
the charge of unfair competition, leaves it open for the Special Master to determine 
to what extent, if any, there has, in fact, been any unfair competition on the part 
of either or both of these companies. But with this, I cannot agree. The Special 
Master cannot reopen and retry the case. He must be guided by the findings made 
by this court and approved by the Court of Appeals. 

What, then, do these findings disclose with respect to any unfair competition on 
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the part of the Dixi and Marbert Companies when they are granted, as they have 
been, by the Court of Appeals’ decision, the right to continue to use on their products 
their trade-names “Dixi Cola” and “Marbert Cola”? 

I made no findings of unfair competition with respect to anything which the 
Dixi and Marbert Companies did independently of the use of their respective labels 
(which I banned but which the Court of Appeals now permits), as respects con- 
tainers, except the one instance found in my findings of fact (No. 12) which it is 
conceded by plaintiff relates solely to the use by the Marbert Company only of whole- 
sale containers. 

It follows from the aforegoing that the Special Master’s requirement that the 
Dixi and Marbert Companies produce the information in regard to their sales, etc., 
as set forth in paragraphs G, H and I of the summons issued by the Special Master 
was erroneous in so far as relating to bottled products, and these defendants will, 
therefore, not be required to do so. 

The various defendants contend that the Special Master is in error in asserting 
that plaintiff shall be entitled to both profits and damages. The Special Master has 
not yet made his accounting or findings as to the amount that should be awarded to 
the plaintiff because he is yet to take the testimony, without which the amount of 
profits and the amount of damages cannot be computed. Until this has been done 
and all other testimony taken material to the issues involved, the Special Master 
should, of course, reserve his ruling as to the question of the recovery to be allowed 
plaintiff. In other words, he should not by any ruling at this time, preclude counsel 
for both sides from being heard further with respect to the character and extent of 
the recovery that should be allowed plaintiff. 

Suffice it to say at this time that both profits and damages may be awarded 
if not inconsistent with the principles as set forth in such decisions as Hamilton- 
Brown Shoe Co. v. Wolf Bros., 240 U. S. 251 [6 T.-M. Rep. 169], and Popular 
Mechanics v. Fawcett Publications, 92 F. 2d 181 [25 T.-M. Rep. 579]. 

With the exceptions and modifications as above set forth, the Special Master’s 
findings are approved. It is believed that enough has been said to indicate this 
court’s reason for such approval without discussing separately the various exceptions. 

Finally, because of the obvious need for bringing this entire proceeding to a 
conclusion as promptly as possible, consistent with fairness to all concerned, it is 
deemed appropriate to impose the requirement that. (1) the Special Master shall 
commence the taking of testimony not later than September 15, 1943; (2) shall 
conclude all his hearings not later than January 1, 1944; and (3) shall file his final 
report with the court not later than February 15, 1944. It should be added that the 
court would not be disposed to allow as much time as it is hereby doing, for the com- 
pletion of the Special Master’s duties, were it not for the fact that as counsel for both 
sides have agreed, the taking of a considerable amount of testimony by depositions, 
at rather distant points, is believed to be necessary and some additional time is, 
therefore, being granted on this account. 

An order will be signed in conformity with this opinion. 


a  — 
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COCA-COLA COMPANY v. STANDARD BOTTLING COMPANY 
United States District Court, District of Colorado 
December 22, 1942 


TRADE-MarKs—“CoLa” AS COMPONENT OF BEVERAGE NAMES—RIGHT TO USE. 

Inasmuch as the name “cola” has become descriptive of a class of drinks, rather than the 
name of plaintiff’s product, it seems to be the law that plaintiff’s competitors have the right to 
use the word “cola” with a prefix which distinguishes it from “Coca-Cola.” 

TRADE-MARK INFRINGEMENT—SUITS—REHEARING—MODIFICATION OF DECREE. 


The court can modify its own decree when circumstances have changed or other good and 
sufficient reasons are shown. 


In equity. Action for trade-mark infringement. On defendant’s motion to modify 
final consent decree. Motion granted. 


Pershing, Bosworth, Dick & Dawson, Denver, Colo., for plaintiff. 
Grant, Shafroth & Toll, Denver, Colo., for defendant. 


Symes, District Judge: 


This suit, started in February, 1925, by the plaintiff filing its bill, asks for protec- 
tion of its trade-mark rights to its Coca-Cola syrup, and asks that defendant be 
restrained from selling or exposing for sale any products under a similar name, or a 
name that would be a colorable imitation of the trade-mark of the plaintiff, to wit, 
“Coca-Cola,” or selling or delivering in response to calls for “Coca-Cola” any bever- 
age other than that made of the Coca-Cola syrup manufactured by the plaintiff, or 
infringing upon the rights of the plaintiff. Shortly thereafter the parties composed 
their differences, and a final decree was entered by consent of the parties. This was 
short, concise, and very clear. It restrained the defendant from infringing the trade 
rights of the Coca-Cola Company, or selling and delivering in response to calls for 
Coca-Cola any beverage other than that made from the syrup manufactured by the 
plaintiff, or from marketing a product of the same identical or similar color long 
used by the Coca-Cola Company in its product which may be or might be used as a 
substitute for Coca-Cola, or from selling or exposing for sale any beverage other 
than the product of the Coca-Cola Company having the peculiar distinctive color and 
appearance of the plaintiff’s product or any approximation thereof likely to deceive 
the public, without such differentiation as will effectually prevent the passing off of 
a spurious product as that of the Coca-Cola Company. 

Defendant was further restrained from selling or offering for sale its certain 
products under the name of “Cherry Cola,” “Ayers Cola,” “Standard Cola” or any 
like word, name or names, or from selling or exposing for sale any product other 
than genuine Coca-Cola manufactured by the Coca-Cola Company in response to 
calls for “Coke.” 

This consent decree stood until September 3, 1941, when the defendant filed this 
petition to modify the consent decree, asking that the same be modified so that it 
could put out a new product and use the word “cola” in connection therewith. The 
whole controversy centers around the particular word “cola” and whether the court 
can modify the decree and permit the defendant to use that word as part of the name 














































) 





536 THIRTY-THREE TRADE-MARK REPORTER 


of a product it desires to put upon the market. The particular name defendant 
desires to use has not been disclosed and is not now material. 

The first question is the right of the court to modify a consent decree, which 
plaintiff claims is an agreement, having been entered by consent of the parties. For 
reasons heretofore stated the court feels the chancellor can modify his own decree 
when circumstances have changed since the entry of the decree, or other good and 
sufficient reasons are shown which appeal to the chancellor as sufficient to justify a 
change in the decree. This court has heretofore held that it has the right to modify 
this decree. 

The Coca-Cola Company has made a great business success of this product. 
Necessarily, such a successful article of trade has been imitated. Many attempts 
have been made to reap the benefit of plaintiff’s advertising and the tremendous 
business that it has developed. This has resulted in a great deal of litigation in the 
state and federal courts, and there is hardly a volume of the reported decisions of 
the federal courts that does not contain a case on some of the many questions arising 
out of these attempts to cash in, so to speak, upon the success of the plaintiff’s prod- 
uct, Coca-Cola. In fact the plaintiff’s chief trouble, as I read the cases, seems to be 
it has been too successful. The appellate courts have come to the conclusion that its 
monopoly resulting from the large demand it has created for its product has resulted 
in Coca-Cola becoming almost a national drink, and that the term “cola drinks” 
means a class of drinks distinguished from the plaintiff's particular product. 

Judge Learned Hand in the Second Circuit recently said that in disputes as to 
what the law is on a particular point, lower courts have the right to follow what he 
called the trend of the decisions on any particular question; that is, where the de- 
cisions of the appellate courts tended in a certain direction, it was an indication to 
the lower courts they should follow the trend, and in a sense anticipate the trend. 

The plaintiff, of course, has an exclusive right to the use of the word Coca-Cola, 
and the defendant or nobody else has any right to use that term or to put upon the 
market any product which in any way imitates it or deprives the plaintiff of the 
benefit of the name. However, as I read the decisions, including some late cases in 
the Supreme Court, I am impressed with the statement made in Dixi-Cola Labora- 
tories v. Coca-Cola Co., 117 F. 2d 352, at page 359 [32 T.-M. Rep. 39]: 

No reported case has come to our attention which distinctly holds that the word “cola” 
cannot be used as part of a name of a beverage provided that the whole name is not con- 
fusingly similar to “Coca-Cola.” 

Thus the word “cola” has become descriptive of a class of drinks, rather than the 
name of the plaintiff's product, or that of any individual bottler. 

I have not seen the decision of the Privy Council of the House of Lords of Eng- 
land, but i am informed by counsel, and it is not disputed, that it held the word 
“cola” cannot be monopolized, and that a trade-mark such as Pepsi-Cola does not 
infringe Coca-Cola. That seems to be the law. It therefore seems to be or soon will 
be the law, if the question ever comes squarely before the Supreme Court, that the 
plaintiff's competitors have the right to use the word “cola” with a prefix which 
distinguishes it from Coca-Cola. 

This court feels competent, and it has the power, to supervise the name used by 
the defendant if it attempts to use the word “cola” as a result of the modified decree. 











COCA-COLA CO. v. DIXI-COLA LAB. 537 
We will scan very carefully any name that defendant may adopt to see that it does 
not infringe any rights of the plaintiff or does not in any way enable the defendant 
to pass its product off as that of the plaintiff or as Coca-Cola. 

This case is somewhat similar to three cases: 

Ist. The Shredded Wheat case, Kellogg v. National Biscuit Co., 305 U. S. 111 
[28 T.-M. Rep. 569], holding that the term “shredded wheat” is generic and the 
general designation of a product, and no exclusive right to its use may be acquired. 

2nd. The Aspirin case, Bayer Co. v. United Drug Co., 272 F. 505 [11 T.-M. 
Rep. 178], where the plaintiff lost the exclusive right to the use of the name of the 
drug ; that if buyers of a drug sold by plaintiff under a trade-name understand by 
the name only the kind of goods sold, plaintiff is not entitled to prevent the use of 
the name by others, whatever efforts it may have made to get buyers to understand 
the name as referring to the source of origin. 

3rd. DuPont Cellophane Co. v. Waxed Products Co., 85 F. 2d 75 [26 T.-M. 
iRep. 513], where the court found in a suit for infringement of the trade-mark 
“Cellophane” the evidence established that “ordinarily the term signified transparent 
cellulose film rather than article of manufacture of trade-mark owner, and hence 
dealer in such film of manufacture other than that of trade-mark owner would be 
required only to designate the maker of the film in advertising and filling orders for 
‘Cellophane.’ ” 

The same I think is true here, or soon will be. “Cola” designates a type of drink 
which plaintiff has created a great demand for, but which now to the public and con- 
sumers of soft drinks means a type of drink rather than the product produced by 
the plaintiff corporation. 

Considerable evidence was introduced yesterday of psychological experiments 
made upon students of the Denver University and also at the Barnes Commercial 
School. That testimony showed the reaction the students gave to the word “cola” 
was due to plaintiff’s very successful advertising. The tests actually reflected the 
impressions made on the students by the advertising of the Coca-Cola Company, 
which seems to have been very effective in putting its name before the public and 
creating a demand for its product. 

As to this particular cola nut which it is claimed is the source of the flavor of these 
so-called cola drinks, it seems to be established that the cola nut and its derivatives 
in the form of extracts and powders are now known as the cola flavor. It is con- 
ceivable that a person may know the taste or flavor of cola, and that it means a par- 
ticular type of drink, without having any knowledge at all of the original cola nut or 
where it grows. We may know a great deal about an article without knowing its 
origin or where its component parts come from. It is apparent that no cola product 
has very much of this flavoring in it. Coca-Cola is made up, according to counsel’s 
statement, of sugar and water and a little bit of cola extract. That is true of every 
soft drink, whether it is Coca-Cola, lime juice, orange juice or any similar beverage 
designated by the name of a particular flavor. 

The law is very well stated by the so-called inferior state judge of Delaware in 
the case of Coca-Cola Co. v. Nehi Corp., Del. Ch., 25 A. 2d 364 [32 T.-M. Rep. 291]. 
I have been quite impressed by the reasoning and his full citation of authorities in 
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that opinion. I have relied upon it in the decision which I hereby make. It contains 
a very clear review of all the decisions. 

The court will permit the consent decree to be modified, and take up with counsel 
in any manner indicated the extent to which the decree shall be modified. Anything 
in the decree which prevents the defendant from putting out a product which is a 
spurious imitation of plaintiff’s product, or the selling of its product under the name 
of the defendant, will be restrained:in the future as in the past. The decree will be 
amended only to allow the free use of the word “cola” as a part of a descriptive name 
of a defendant’s product, if it cares to put one out. 


































AMERICAN BIO-CHEMICAL CORPORATION v. COE, COM’R PATS.; 
MILES LABORATORIES, INC., INTERVENOR 


United States District Court, District of Columbia 
February 19, 1943 


TRADE-M ARKS—“VITA-SELTZER” AND “ALKA-SELTZER”’—CONFLICTING MARKS. 
The word “Vita-Seltzer” held to be confusingly similar to “Alka-Seltzer,” both words 
being used on effervescent preparations. 
TRADE-MARKS—EFFERVESCENT TABLET AND ANTI-ACID EFFERVESCENT PREPARATION—GOODS OF 
SAME DESCRIPTIVE PROPERTIES. 
An effervescent preparation in tablet form for upset stomach, headache and similar ail- 
ments held to have the same descriptive properties as an anti-acid effervescent preparation. 





Action under R. S. 4915 to obtain the registration of a trade-mark, in which 
Miles Laboratories, Inc., intervened as party defendant. Complaint dismissed. 


Eugene E. Stevens, Washington, D. C., and A. W. Murray, Chicago, IIl., for 
plaintiff. 

W. W. Cochran, Solicitor, U. S. Patent Office, for defendant. 

Edward S. Rogers, William T. Woodson, and James H. Rogers, all of Chicago, IIl., 
and Thomas L. Mead, Jr., Washington, D. C., for intervenor. 


LeEtTs, Justice: 
FINDINGS OF FACT 


, 1. This is an action under R. S. 4915 (U.S. C. title 35, sec. 63) in which it was 
sought to have the court find that plaintiff, American Bio-Chemical Corporation, is 
) entitled to the issuance of a certificate of registration of the words “Vita-Seltzer” as 
. a trade-mark for an “Effervescent Preparation in Tablet or Powder Form for Upset 
Stomach, Headaches and Similar Ailments.” 
2. Plaintiff’s application for registration of the mark here in question was filed 
on October 6, 1938, and alleges continuous use of the mark since June 24, 1938. 
3. The Intervenor-Defendant, Miles Laboratories, Inc., is the owner of trade- 
mark Registration No. 283,831, which was registered on June 9, 1931, for the words 
“Alka-Seltzer” as a trade-mark for an “Anti-Acid Effervescent Preparation.” 
4. The goods of the plaintiff are of the same descriptive properties as the goods 
of the Intervenor Defendant. 
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5. The plaintiff’s mark “Vita-Seltzer” so nearly resembles the registered trade- 
mark “Alka-Seltzer” of the Intervenor-Defendant as to be likely to cause confusion 
or mistake in the mind of the public and to deceive purchasers. 


CONCLUSIONS OF LAW 


1. Plaintiff is not entitled to registration of the words “Vita-Seltzer” as a trade- 
mark for an effervescent preparation in tablet or powder form for upset stomach, 
headache and similar ailments. 

2. The complaint should be dismissed. 


CALIFORNIA PRUNE & APRICOT GROWERS ASSOCIATION v. THE 
H. R. NICHOLSON COMPANY 


California Superior Court, Santa Clara County 
November 9, 1943 


TRADE-MARK INFRINGEMENT—“SUNSWEET” ON FRUIT JUICES. 

Defendant’s use of the phrase “Nicholson’s Sunsweet” or the name “Sunsweet” alone as 
a trade-mark for fruit concentrates used in connection with foodstuffs, held to infringe plain- 
tiff’s right to the word as a trade-mark for dried fruit, prune juice, fruit butter and jam. 

TRADE-MARKS—PATENT OFFICE CLASSIFICATION—EFFECT. 

The Patent Office classification is not of importance in ascertaining whether two articles 

are of the same class and descriptive properties. 
TRADE-MARKS—EXTENT OF RIGHT—EXPANSION TO RELATED Goons. 

The protection accorded a trade-mark extends to all goods of the same class, even though 
the alleged infringement is not upon the same species of articles. After adopting and using 
the mark “Sunsweet” on fruit juices, therefore, plaintiff had a right to extend such use to 
dried fruits. 


In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment for plaintiff. 


Naylor and Lassagne (James M. Naylor, of counsel), of San Francisco, Calif., and 
Gerald H. Hagar, of Oakland, Calif., for plaintiff. 

Ogden, Crocker & Steelman, Kenneth A. White, and Samuel Steelman, all of Los 
Angeles, Calif., for defendant. 


Det Mvorto, Justice: 


The plaintiff, California Prune & Apricot Growers Association, brought this 
action against the defendant, The H. R. Nicholson Company, to enjoin defendant 
from infringing plaintiff's alleged trade-mark “Sunsweet,” and restraining said 
defendant from manufacturing, offering for sale, and selling, in intrastate and inter- 
state commerce, various fruit concentrates or fruit beverage bases bearing the trade- 
mark “Sunsweet,” both with and without an associated sunburst design. It is also 
charged by plaintiff that defendant is competing unfairly by causing its infringing 
trade-mark to be displayed in a manner similar to plaintiff. It asks for damages, 
and an accounting of defendant’s profits and the destruction of the bottles, caps, 
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plates, etc., belonging to the defendant, together with the cancellation of any regis- 
tration of said trade-mark which defendant may have in any state of the Union. 

The question of the jurisdiction of this court over the defendant and the subject 
matter and the appropriation of the trade-mark “Sunsweet” as a proper subject of 
ownership has been heretofore decided by Judge Wm. F. James of this court in 
another proceeding in this case. 

Plaintiff makes the claim that it is the prior user of the trade-mark “Sunsweet,” 
said trade-mark having been adopted and put into use by its predecessor, California 
Prune & Apricot Growers, Inc., in the year 1917 in connection with fruit prepared 
in the various small processor firms under contract with the grower members. 
Several exhibits were introduced by plaintiff showing the use of the word “Sunsweet”’ 
with and without an associated sunburst design in its advertising in the year 1917, 
in connection with packaged dried fruit. Extension of the trade-mark ‘“‘Sunsweet”’ 
to prune juice occurred in the year 1932. Prior to 1932, and as far back as the year 
1921, an advertisement of “Sunsweet’’ prunes gave the consumer simple directions 
for making prune juice to be served with plain, or carbonated water. Plaintiff also 
offered proof that as early as 1921 its predecessor had added new items to the “Sun- 
sweet” line, such as fruit butter and jam. In 1932 plaintiff added certain other fruit 
juices and fruit concentrates used in making beverages. 

Beginning with the year 1933 large sums of money were expended by plaintiff 
in advertising prune juice sold under the trade-mark “Sunsweet.” The trade-mark 
had also been extensively advertised all over the United States prior thereto in 
connection with the products mentioned above. 

Defendant in this case claims ownership of the registration of the trade-mark 
“Nicholson’s Sunsweet” in the United States Patent Office under Class 45 (bever- 
ages non-alcoholic) which it claims is dissimilar to plaintiff’s registration of the 
trade-mark “Sunsweet” in Class 46 (foods and ingredients of foods). Defendant 
contends that this difference in classification is a controlling factor in the decision 
of this case. The cases on this point, however, hold that the Patent Office classifica- 
tion of articles is not of importance in the ascertainment of whether two articles are 
of the same class and descriptive properties. (Harland-Wallins Coal Corporation 
v. Transcontinental Oil Co., 64 F. 2nd, 122 [23 T.-M. Rep. 208] ; and Aluminum 
Cooking Utensil Co. v. Sargoy, 276 F. 447 [12 T.-M. Rep. 53].) Plaintiff con- 
tends, and rightly so, that if defendant had any rights whatever in the trade-mark 
“Sunsweet” it should use it along with the name “Nicholson’s.” Defendant used 
both “Nicholson’s Sunsweet” and “Sunsweet” in its advertising, dropping the name 
“Nicholson’s” in 1930 and using only “Sunsweet”’ thereafter. 

In the case of American Trading Co. v. Heacock Co., 285 U. S. 247 [22 T.-M. 
Rep. 127], the court said: 

The federal statute did not attempt to create exclusive substantive rights in marks or 

to afford a refuge for piracy through registration under the act, but to provide appropriate 

procedure and to give the described protection and remedy where property rights existed. 

A registered trade-mark serves public notice that the creation must not be used 
without permission, but it gives the creator no new rights in its own adoption. If 
a man writes a story or a poem, or advertises and sells goods with a certain trade- 
mark, no process of law is needed to make it his property. 
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Defendant makes the further point that the name “Sunsweet” is so commonplace 
and general that no one individual or group can appropriate the same to the exclu- 
sion of others. The defendant relies strongly on the case of France, etc. v. Wash- 
burn, etc., 7 Fed. 2nd 304 [15 T.-M. Rep. 185]. Washburn had adopted the phrase 
“Gold Medal” as its trade-mark for wheat flour. France had been putting out pre- 
pared pancake and buckwheat flour under the name of “Gold Medal.” The court 
held that the phrase “Gold Medal” was commonplace and had been registered 
upwards of sixty times during the forty-four years Washburn had used it as a 
trade-mark, and had been “applied to articles as diverse as fishing rods and finishing 
wax, kidney medicine and beer, and almost every kind of food products.” The court 
further said that the phrase “Gold Medal” is not in the same class as “Kadak” or 
“Aunt Jemima.” The phrase “Gold Medal” signifies a badge of merit. It is not 
new nor striking nor a new creation of words. In the case at bar plaintiff and 
defendant had been the only users of the trade-mark “Sunsweet.” Plaintiff claims 
that the trade-mark “Sunsweet” is “arbitrary, strange, and fanciful.” It is unlike 
the name Lackawanna (Delaware and Hudson Canal Company v. Clark, 80 U. S. 
311), where one of the parties attempted to make use of the name of a region as a 
trade-mark. 

The further contention of defendant that plaintiff was principally in the dried 
fruit business is untenable. As far back as 1921 plaintiff had been giving the ultimate 
users of its products simple directions on how to make prune juice. It was also 
selling fruit butter and jam. In 1932 it added fruit concentrates used in making 
beverages. Defendant and his predecessors had engaged only in the business of 
manufacturing and selling fruit concentrates for carbonated beverages. In shipping 
some of its concentrates under labels giving directions as to the use of the product 
in connection with foodstuffs such as for the punch bowl—water ice and sherbet— 
defendant was engaged in more than the beverage business. If the plaintiff has 
invaded the field of defendant by advertising beverages under the trade-mark “Sun- 
sweet,’ defendant has also invaded the field of plaintiff by selling its beverages under 
labels giving directions on how to make foodstuffs. 

Defendant attempts to make the fine distinction that it is not in competition with 
plaintiff and is not producing goods of a similar character, and that it adopted the 
trade-mark “Nicholson’s Sunsweet” prior to the time plaintiff started the sale of 
prune juice, and it could, at its pleasure, drop the name “Nicholson’s.” Was the 
selling of dried prunes with simple instructions to the consumer on how to make 
prune juice, with or without carbonated water, and was the selling of fruit butter 
jam a similar business to that of defendant, who was engaged in the business of 
selling fruit concentrates for beverages? To put it in other words, are fruit butter, 
jam, and dried prunes with directions on the package on how to make prune juice, 
of the same class and descriptive properties as fruit concentrates for beverage pur- 
poses? Surely prune juice, whether made by the consumer from dried prunes with 

or without carbonated water, or by the manufacturing company, is a beverage with 
fruit as a base. Fruit concentrates, mixed with carbonated water, as put out by 
defendant, is also a beverage. From the foregoing it would seem then that plaintiff 
and defendant were engaged in a similar business and competing with each other. 
It is not necessary to prove that defendant has attempted to pass off its goods as 
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that of plaintiff, nor to prove that the public has been deceived as to the source of the 
particular goods. (Schwarz v. Schwarz, 93 C. A. 252; Sun-Maid Raisin Growers 
v. Mosesian, 84 C. A. 485 [17 T.-M. Rep. 385].) 

Defendant urges the further point that this court can rule only on questions 
arising in the State of California, and none other. This argument was answered by 
the ruling of Judge James on defendant’s demurrer and motion to strike, and it is 
not necessary to go into it further here. The ruling on the demurrer and motion to 
strike was adverse to the defendant. The ruling was in substance that, if plaintiff 
prevailed in its cause of action, the plaintiff was entitled to judgment as prayed for 
in the complaint. It must be remembered that this action is not a local one restricted 
to the confines of this State between two citizens of this State. Plaintiff has for many 
years advertised its trade-mark in every state of the Union. The allegation in 
defendant’s answer that it is not doing business in the State of California was not 
proved. Plaintiff proved conclusively that defendant had been doing business in 
this State as “The H. R. Nicholson Co., San Pedro, Calif.” 

Another question to be decided in this case is whether, once a firm has adopted 
and advertised its particular goods under a certain trade-mark, it can reasonably 
expand its business and embrace other lines made from the same original products 
and apply its trade-mark to the new line. Plaintiff began the use of the trade-mark 
“Sunsweet,” applicable to dried fruits, in 1917. Defendant adopted the trade-mark 
“Nicholson’s Sunsweet” in 1920, but it appears from testimony that the defendant 
did not commence to do business under that trade-mark until 1921 or 1922, as the 
Ver Vac Company, dealing in carbonated beverages. Defendant’s exhibit H, a 
printed copy of Registration 181,902, contains the following: “The trade-mark 
has been continuously used in the business of said corporation since March 31, 1922.” 

Plaintiff commenced the advertising and sale of ready-to-serve prunes, canned 
prunes, fruit butter and jam, in 1921. It also sold packaged dried prunes with 
simple instructions to the consumer on how to make prune juice, in 1921. De- 
fendant began to do business under the trade-mark “Nicholson’s Sunsweet” in 1921 
or 1922. The registration in the Patent Office says that it had continuously used 
the trade-mark since March 31, 1922. From the foregoing facts, plaintiff estab- 
lished a beverage line before, or to give defendant the benefit of the doubt, at about 
the same time as defendant. For about five years before, however, plaintiff had 
advertised “Sunsweet” in connection with dried fruits. 

Now as to the question whether a firm can reasonably expand its business to 
other lines. The celebrated case of Aunt Jemima Mills Co. v. Rigney Co., 247 F. 
407 [8 T.-M. Rep. 163], answers this question thoroughly. A good supporting 
case is California Fruit Growers Exchange v. Windsor Beverages, 118 F. 2nd 149, 
where the court said: 


From these and other precedents we conclude that it is now settled in this country that 
a trade-mark protects the owner not only against its use upon the articles to which he has 
applied it, but also upon such other articles as might naturally and reasonably be sup- 
posed to come from it. The protection extends to all goods of the same class even though 
the alleged infringement is not upon the same species of articles. 

To the most casual observer, it is apparent that a beverage said to be an “orange” 
drink, whether synthetic or real, when labeled in glaring form with plaintiff’s trade-mark, 
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indicates that plaintiffs have begun to supplement their business of producing foods and 
beverages by including carbonated beverages. 
Though merchandise of others may be dissimilar, if the trade-mark is the same or 


similar, and the merchandise such as reasonably may be attributed to plaintiffs, deceit 
results. 





Let judgment be entered for the plaintiff as prayed for in the complaint, plaintiff 
to prepare Findings of Fact and Conclusions of Law. 


LESTER v. LESTER 
Maryland Circuit Court of Baltimore City 
May 1, 1943 


UNFAIR COMPETITION—“THE GREAT LESTER”—USE oF SAME NAME AS STAGE NAME—ABSENCE 
OF COMPETITION. 


The use by defendant of the name “The Great Lester,” first used by him in 1900, in 
connection with acts of stage magic, held not to be unfair competition with plaintiff, who 
had appeared in theaters, at home and abroad, under the same name, but principally as a 
ventriloquist, in as much as no damage was shown to plaintiff, and, moreover, the name 
“Lester” was an assumed rather than a natural name. 

UnNFarIrR CoMPETITION—SUITS—LACHES. 


In the case at issue, held that, because of failure to bring suit for seven years against 
defendant, the plaintiff was guilty of laches and barred from relief. 


In equity. Action for unfair competition in which defendant filed cross bill for 
unfair competition. Bill and cross bill dismissed. 


Harry Leeward Katz and Wilfred T. McQuaid, both of Baltimore, Md., for plaintiff. 
R. Palmer Ingram and Nathan J. Felsenberg, both of Baltimore, Md., for defendant. 


DICKERSON, Judge: 


The plaintiff, who was born Maryan Szaijkowski, filed his bill of complaint in 
this cause against Noel Lester for an injunction to restrain the defendant from using 
the name “The Great Lester” in theatrical performances, and for damages for the 
alleged wrongful use of this name, on the ground that the plaintiff has the prior 
right to its use, and that the defendant, in his use of the name, has been guilty of 
unfair competition. The plaintiff alleged in his bill that he is an actor of inter- 
national fame and is known in the theatrical profession as the world’s foremost 
artistic ventriloquist, that he has received acclaim from foreign and domestic rulers 
and statesmen and has performed in nearly all the leading theaters at home and 
abroad ; that he has been known as “The Great Lester” in his theatrical career, has 
built up an enviable reputation under that name, has performed with many famous 
actors and actresses and has been featured in leading newspapers and magazines as 
the world’s greatest ventriloquist, has received as high as $1,500 for weekly per- 
formances, and that by 1926 he had amassed a large fortune and had retired to live 
on it, lost his fortune and was compelled to return to the theater for a living; that 
in 1933 he discovered the plaintiff had pirated his good-will and was appearing under 
the name of “The Great Lester” on the New York stage. He alleged that he had 
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obtained an injunction to restrain the defendant’s use of that name, which use he 
claimed has created confusion and has compelled the plaintiff to go to trouble and 
expense to establish his identity, as a result of which he has had difficulty in obtain- 
ing theatrical engagements. He laid much stress on the value of the actor’s name 
and the dependence of his earning capacity upon the favorable public establishment 
of his name. He alleged that his artistic ability is not confined to ventriloquism but 
that he also enjoys a world-wide reputation as a magician. 

The defendant, in his answer, disclaimed all knowledge of the plaintiff’s claim to 
fame under the sobriquet of “The Great Lester,’”’ denies that he has pirated the plain- 
tiff’s title, and, on the contrary, avers that at the age of ten he joined the Sells-Floto 
Circus as a magician and remained with the circus until World War One, when 
he joined the Navy; that at the conclusion of the war, he began playing in the 
theaters as a master magician and that the name of “The Great Lester” was given 
to him by the theatrical world, and that he has since been booked under that name and 
has covered every state in the Union, using the name “The Great Lester as a Master 
Magician,” and his Magic Revue, while the plaintiff is known only as a ventriloquist, 
playing at night clubs in the East. He denies that any injunction was ever issued 
against him restraining his use of the name “The Great Lester,” or that in the use of 
that name he has been committing any fraud upon the public or causing any embar- 
rassment or damage to the plaintiff, and charges the plaintiff with appropriating the 
name of Harry Lester in lieu of his correct name. At the conclusion of the testimony 
leave was given to the defendant to file a cross bill with the understanding that no 
further testimony would be taken ; a cross bill was filed and answered by the plaintiff, 
in which the respective claims of the parties were reiterated. 

Who is The Great Lester? Is he Maryan Szajkowski, who assumed the name 
of Harry Lester, or the defendant, who was born Noel Lester? It may be conceded 
that the plaintiff is “The Great Lester” in the field of ventriloquism, while the de- 
fendant claims to be “The Great Lester” in the field of magic, but these observations 
do not solve the problems of the instant case. 

As far back as 1909 the plaintiff was advertised in the public press as appearing 
at the Maryland Theater in Baltimore in vocal deceptions, the equivalent of ven- 
triloquism. He was then at the highest pinnacle of success, headlined, billed, adver- 
tised and acclaimed as the world’s most famous ventriloquist, occupying a leading 
place on the programs of leading theaters at home and abroad, acclaimed of kings 
and lesser personages as well, all of which was demonstrated by the voluminous 
exhibits introduced at the trial of this case, but his fame is built on ventriloquism, 
which, beyond a doubt, was, is and has always been his forte, though in a much less 
degree he has performed minor magic. The high note of his career has been ven- 
triloquism, which has sounded and resounded throughout this country and abroad. 
He testified that his occupation since 1892 has been ventriloquism and magic, thus 
differentiating in his own mind these two fields of entertainment. He testified that 
he first used the name of “The Great Lester” in 1904, and before that the names of 
Lester and Harry Lester. His first performance in New York as a ventriloquist 
was in 1904, following performances of fire eating, sword swallowing and body 
stretching under the name of Kaloofa, the Hindu. He testified “I quit doing magic 
as an act and paid more attention to ventriloquism until 1920.” He claims to have 
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given magic shows from 1927 to 1933. In 1913 he was hailed by Pat Casey in his 
cartoon as “A magician—a past master for four decades.” From 1910 on, for many 
years, he was at the height of his success, but it was in ventriloquism rather than 
in magic that he made his claim to public favor and received public acclaim. 

Philip E. Thomas testified that he heard of the defendant as “The Great Lester, 
the Magician,’ many years ago as performing the decapitation trick at the Garden 
Theater in Baltimore. Wilbur Christopher saw him performing major magic at the 
State Theater in Baltimore many years ago, and read of the defendant as “The 
Great Lester, the Magician,” in professional magazines. James Denby has known 
of the defendant as “The Great Lester, the Magician,” since 1930. Walter J. Lester 
testified that he and his brother were known as “The Great Lester” as far back as 
1900, and played under that name in that year in the capital of Lithuania; that the 
witness went by this name from fifteen to twenty-five years ago, and was billed as 
such in minor magic eighteen years ago. He testified that he met the defendant’s 
father twenty-five years ago in a small town in the South, when their respective 
shows converged, and that they both were recognized as “The Great Lester” in their 
respective shows. Arthur B. Gans first knew of the defendant as “The Great Lester” 
through professional magazines fifteen or sixteen years ago. Diane Lester, wife of 
the defendant, testified she first saw the defendant perform as “The Great Lester, 
the Magician,” in a Boston theater in 1924. The defendant testified that he was 
doing magic with his father in a circus side show in 1907, and that they were known 
as “The Big and Little Lesters,’’ and that the banner on the side show bore the 
device, ‘““The Great Lester, Magician”; that with the exception of one year, when 
he played as “The Variety Boy” on circuit, he has played in theaters as ““The Great 
Lester, the Magician,” since 1919; that with one exception, about a year ago, he has 
never played a night club ; that he knew his father used the name “The Great Lester, 
the Magician,” as far back as 1903. His performances in Baltimore as ““The Great 
Lester, the Magician,’ were at the Garden Theater twenty years ago, the Hippo- 
drome in 1933, the State Theater in 1935, and at the Maryland Theater in the current 
year. He last played in New York in 1936, and then toured the South, West, Hawaii 
and Australia as ‘““The Great Lester, the Magician.”’ He testified that he first heard 
of the plaintiff in 1933 when sued in New York. 

From these various claims to the title of “The Great Lester,” the court is asked 
to designate the plaintiff as having the paramount right to the use of this name to 
the exclusion of all others, irrespective of whether engaged in the same line of enter- 
taining or some other, and presently to exclude the defendant from the use of this 
name, even though the court may regard the parties to this suit as following dif- 
ferent lines. 

The plaintiff has reached the highest pinnacles of success in ventriloquism, and 
the passage of time, the decline of variety theaters, and a fickle public have cumula- 
tively denied him a continuance of fame and fortune. The court has reached the 
conclusion, on the whole evidence, that the plaintiff has not made out a case entitling 
him to exclude the defendant from the use of the name of “The Great Lester” in the 
field of magic. 

Although the defendant has used this name since 1919, the plaintiff testified that 
he had never heard of “The Great Lester, the Magician,” until 1929, and that he 
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did not, in fact, know of the use of the name by the defendant until 1933. He has 
not played in the same city as the defendant within the last twenty years, and he has 
not played on the stage as a magician during the last ten years, nor has he been 
advertised as a magician playing on the stage in the last twenty years. Nearly all of 
his programs featured him a ventriloquist. In some undesignated year, presumably 
since 1933, he had some undefined trouble in obtaining his mail at a Cincinnati book- 
ing office, some trouble in booking in Detroit in 1936, and the trouble of convincing 
the proprietor of the 21 Club in Baltimore in 1943 that he was “The Great Lester’’ 
the proprietor had booked for the night club, and that the plaintiff was not two- 
timing him by also playing at the Maryland Theater. No other damage, injury, or 
inconvenience has been sustained by him. Although his path for the past seven years 
has been among the night clubs and restaurants, no other confusion or inconvenience 
than that above mentioned was related by him. There is nothing in the evidence 
from which the court may conclude that the defendant has fraudulently used the 
name of ““The Great Lester,” or that his use of that name has worked any real damage 
or injury to the plaintiff. To restrain the defendant from using the name of “The 
Great Lester” while he is on the high road to success, even if the court should be of 
the opinion, which it is not, that the plaintiff has the paramount right to the use of 
this name, would work great harm to the defendant with little or no benefit to the 
plaintiff, who testified that he was last billed as a headliner in 1925, but was unable 
to name the theater. In his sworn bill of complaint he said he had retired in 1926 
after his fortune was swept away, but later returned to his profession. But his 
testimony was that it was only a sort of vacation and that he did not give up his 
work entirely and only took a longer than usual vacation. He declined to perform 
magic at the trial or to touch proffered magical paraphernalia, which left the court 
under the impression that, while he was an excellent ventriloquist, as he demon- 
strated at the trial, he could not give an equivalent performance in magic, and the 
conclusion of the court is that magic is not a strong role with the plaintiff. 

After stating in his sworn bill of complaint that he had obtained an injunction 
against the defendant’s use of the name “The Great Lester” in New York in 1933, 
he admitted in his testimony that no injunction was issued and testified that an 
agreement was reached between counsel for the parties to this suit that the defendant 
would cease the use of the name “The Great Lester,’ while the defendant’s version 
was that each was to retain the right to use this name in their respective fields of 
ventriloquism and magic. In 1933 the defendant was in court at the suit of the 
plaintiff, who had abundant opportunity to press his case to a conclusion. If he felt 
that he had a good cause, then it is hard to understand why he would agree to settle 
for fifty dollars, this sum to be applied to the expenses of the suit, but this is the 
uncontradicted testimony, and the promissory note for the fifty dollar settlement was 
produced at the trial of this cause. If the agreement was that the defendant was to 
discontinue the use of the name of “The Great Lester,” it is again hard to understand 
why the defendant’s attorney was pressing for a final discontinuance of the suit, as 
shown by the correspondence between the attorneys for the parties in the New York 
suit. Unless that suit was abandoned by the plaintiff, why did he prepare papers for 
filing suit against the defendant in Michigan? He says the defendant left Michigan 
before he could have him served with process, that the defendant went with his show 
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to the neighboring State of Ohio and that the plaintiff did not have the money with 

which to follow him. There was no need to bring the defendant into court in Michi- 
gan or in Ohio—the New York suit was still pending and could have been pressed 
to a conclusion. For nearly seven years after the intended Michigan suit, and for 
nearly ten years after the institution of the New York suit, the defendant has used 
the name of “The Great Lester,” as a magician, unmolested, and in that period has 
risen from the situation of a man whose attorney wrote in 1934 the defendant could 
not pay a fifty dollar promissory note but could pay interest on it, to the position of 
a high priced actor, using three trucks to convey his ten tons of magical equipment 
throughout every state in the Union and in Hawaii and Australia, and employing a 
cast of twenty persons. 

It seems entirely clear that the plaintiff has been guilty of laches, and cannot in 
this suit assert rights, if he once had them, on which he has slumbered so long. 
Vigilantibus non dormientibus equitas subvemit seems definitely applicable to the facts 
of this case. It is said in Nims on Unfair Competition and Trade-Marks, Third 
Edition, page 126, that, after one person has acquired a reputation under a trade- 
name, another will not be permitted to use that name to pass off his goods for those 
of the former, but the author observes: “To this last proposition there is again a 
limitation. If the first maker has slept upon his rights and allowed the name to be 
used by others until it has become publici juris, the court will not interfere.” 

In Adam Hat Stores, Inc. v. Lefco, et al., 44 F. Supp. 442 [32 T.-M. Rep. 203], 
after a corporation, which sold hats under a trade-name acquired by it, had brought 
suit in a state court to enjoin the defendant’s use of a similar name in the sale of 
men’s clothing, and after the corporation withdrew its application for a preliminary 
injunction and was denied the right to continue, the defendants opened other stores 

. during succeeding years, and engaged in an extensive advertising campaign. Five 
i years later the corporation brought suit in a federal court for similar relief, and it 
was held that its claim was barred by laches. 

In Dwinell Wright Company v. White House Milk Company, Inc., 44 F. Supp. 
423 [32 T.-M. Rep. 102], the plaintiff and its predecessors had used the words 
“White House” in connection with the sale of coffee since 1888, and from some time 
prior to 1910, in connection with the sale of tea. The defendant since 1917 had con- 
tinuously used the words “White House” in connection with the sale of evaporated 
milk and registration of these words as a trade-mark was issued to it in 1921. In 
1936 the plaintiff filed a suit in a federal court to enjoin the use by the defendant 
of the trade-mark “White House” in connection with the sale of its evaporated milk 

i and similar products. The court held that laches was a complete defense to the suit, 
and said: 






The conduct on the part of the plaintiff and its attitude over a course of years toward 
the use of a trade-mark “White House” as applied to evaporated milk makes it inequitable 
for this court to interfere at this late date by enjoining its use... . It would be most 
unconscionable to allow the plaintiff to strike down at this time a business built up on the 
“White House” mark over a period of years while the plaintiff sat idly by and watched 
it grow to such gigantic proportions. 
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The court has reached the conclusion that the plaintiff does not have the para- 
mount right to the use of the name “The Great Lester,” and that if he once had, 
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the respective performances of the parties to this suit are so distinct and distinguish- 
able from each other that there is no reasonable apprehension that injury or damage 
to the plaintiff will result from a similar use by the defendant and finally, that the 
defense of laches is a bar to the claim asserted by the plaintiff in the instant case. 

An order will be signed, upon presentation, dismissing both the original and the 
cross bills of complaint. 


ALEXANDER’S DEPARTMENT STORES, INC. v. OHRBACH’S, INC., 
ET AL. 


New York Supreme Court, Appellate Division, First Department 
July 2, 1943 


UNFAIR COMPETITION—STATE STATUTES, NEw YorK—HorIZONTAL AGREEMENT IN RESTRAINT 
OF TRADE. 

Where both parties, operating retail department stores, bought goods from the same manu- 
facturers and sold them in competition, defendant Ohrbach, by inducing said manufacturers 
to refuse to sell certain garments to complainant, but to sell to defendant exclusively, held 
guilty of unfair competition, and the judgment dismissing the complaint was reversed. 

UNFAIR COMPETITION—SUITS—APPLICABLE LAw. 

As the agreement involved was exclusively intrastate, the court did not consider federal 

statutes or decisions thereunder. 


In equity. Action for unfair competition. From a judgment for defendants, 


plaintiff appeals. Reversed; J. J. Cohn and Callahan dissenting, without opinion. 


Leo J. Bondy (Edward R. Finch, J. Norman Lewis, and Edward Kurland, of coun- 
sel), all of New York, N. Y., for appellant. 

Kresel, Hershkopf, Marin & Meyerson (Isidor J. Kresel and Wm. Peyton Marin, 
of counsel), all of New York, N. Y., for respondent Ohrbach’s, Inc. 

Goldwater & Flynn (Monroe Goldwater and Milton Small, of counsel), all of New 
York, N. Y., for respondents Siegel Brothers, Kiki Maid Koats, Inc., and Leed 
Ltd. Coats, Inc. 


Before MartTIN, Presiding Justice, and UNTERMYER, DorE, CoHN and CALLa- 
HAN, Justices. 


Dore, Justice: 


Plaintiff appeals from a judgment dismissing the complaint on the merits after 
trial in an action for an injunction and damages charging defendants with making 
an arrangement between them to eliminate plaintiff's competition in garments made 
by defendant manufacturers in violation of Section 340 of the General Business Law. 

Plaintiff (herein designated “Alexander”) operates two retail stores in the 
Borough of Bronx, New York, specializing in women’s apparel at the popular or 
so-called “underselling” price range. Defendant Ohrbach’s, Inc. (herein designated 
“Ohrbach”) also operates two retail stores of the same general character, one at 
14th Street, Borough of Manhattan, New York; the other in Newark, New Jersey. 
The issues do not relate to the Newark store. Defendants, Siegel Brothers, Kiki 
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Maid Koats, Inc., and Leeds Ltd. Coats, Inc. (herein designated “defendant manu- 
facturers”) are makers of widely advertised women’s coats and suits. 

Ohrbach has been doing business with defendant manufacturers for thirteen or 
fifteen years, and for the seven years prior to September, 1942, purchased from them 
an aggregate of $2,200,000 of merchandise. Alexander has been doing business 
with the same manufacturers for seven years and during that time purchased from 
them $326,500 of their products. 

Among other articles, defendant manufacturers sold a reversible lining ladies’ 
coat with patented elastic gusset, nationally advertised as a “Double-Action” coat and 
sold in most of the leading stores including the so-called better type stores where the 
coat retails at higher prices. 

Ohrbach’s settled policy, consistently followed for many years, is to undersell all 
stores in its class. There have been occasional price wars between underselling re- 
tailers in which garments were finally sold far below cost price. Ohrbach claims that 
to avoid such price wars, retailers thereafter refused to reorder the same garment 
with a consequent loss of business to manufacturers. 

From time to time, Ohrbach has endeavored to obtain exclusive arrangements 
by buying from manufacturers on the express condition that the same coat, style or 
fabric would not be sold to a competing store. These arrangements were referred to 
in the evidence as “exclusives” and they are sought by other underselling stores as 
well as Ohrbach. 

When Alexander began to emerge as a keen competitor of Ohrbach, the latter 
complained to defendant manufacturers against selling Alexander identical garments 
which Ohrbach believed should be confined to it. The complaints increased until 
in the latter part of 1940, Ohrbach’s president vigorously complained to Mr. Siegel, 
president of both defendant manufacturers (Siegel and Leeds being affiliated), about 
Alexander’s competition with Ohrbach in the same garments. Siegel attempted to 
compose the differences of his two retail customers so as to hold both. Among other 
things he tried to get Alexander to raise the price of its garments so as to be higher 
than Ohrbach’s price, but Alexander refused. 

Finally, in September, 1942, a conference was held, at which Ohrbach’s president, 
Siegel and others were present. As a result of that conference Siegel promised 
Ohrbach that neither of defendant manufacturers would sell any of their products 
to Alexander, and Ohrbach assured Siegel that if he made the arrangement he need 
not worry about surplus and end of season lots and that Ohrbach would make up, 
by its orders, any loss defendant manufacturers would sustain by refusing to sell any 
of their products to Alexander. Thereafter and in pursuance of the arrangement 
made with Ohrbach defendant manufacturers refused to sell merchandise to Alexan- 
der and this action was instituted. 

As the agreement here involved is exclusively intrastate, we do not consider 
federal statutes, or decisions thereunder. 

Defendants contend that assuming (without conceding) that the arrangement 
charged was made, an agreement between one retailer with what is, in effect, a single 
producer, not to sell his products to another retailer is not within the condemnation 
of Section 340, as each of the parties is merely serving his own legitimate commercial 
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interests and any incidental damage to the other retail competitor is not actionable 
though defendants act in concert. 

On appeal Alexander makes no claim of monopoly, boycott or price fixing, but 
limits its charge essentially to restraint of competition in violation of Section 340 of 
the General Business Law. That section, as far as relevant, provides: 


1. Every contract, agreement, arrangement or combination whereby 
+ * + 





Competition or the free exercise ... . in this state in the manufacture, production... . 
or sale .... of any article ....is or may be restrained or prevented. ... 
. » is hereby declared to be against public policy, illegal and void. 


In interpreting the statute the rule of reason should be applied ; the court in each 
case must scrutinize the particular conditions and purposes revealed by the evidence. 
In our opinion this record establishes that defendants entered into the arrangement 
charged, and on all the facts and circumstances disclosed herein we think it is within 
not merely the precise language but the purpose and intent of the act. 

This is not a case of a manufacturer freely refusing to sell his products to a 
particular retailer. Nor is it the case of a manufacturer giving one retailer a so- 
called “exclusive” on merely one fabric, style or garment. On the contrary, we think 
the evidence shows that Ohrbach, using its superior economic buying power, finally 
prevailed upon defendant manufacturers to refuse to sell to Alexander, not merely 
one line or fabric, but any merchandise whatever, and that the object and effect of 
such arrangement was to destroy Alexander as a competitor of Ohrbach in defend- 
ants’ products which Alexander had been selling for years. We think, too, the 
record sufficiently indicates that what Ohrbach has achieved by the combination 
against Alexander, it has tried to accomplish with other competitors. 

The combination attacked herein was not the so-called vertical agreement by 
which a producer arranges with retailers to maintain a price on his products as in 
Marsich v. Eastman Kodak Co., 244 App. Div. 295, affd. 269 N. Y. 621. It is more 
analogous to what was condemned in Bertini v. Murray, 262 App. Div. 893, appeal 
dismissed 287 N. Y. 751. In that case some of the defendants had refused to sell 
ice to the plaintiff who had previously bought ice from a subdistributor of the 
Knickerbocker Ice Company, and Rubel Corporation, and these last named com- 
panies tried to compel plaintiff to continue to purchase from such subdistributors. 
The court held that the refusal to sell to plaintiff was in furtherance of an arrange- 
ment between the defendants to restrain or prevent the free exercise of marketing 
and selling of ice, and granted an injunction restraining the two defendants from 
refusing to sell ice to plaintiff. The case was decided under that part of Section 340, 
of the General Business Law, which prevents the free exercise of either marketing 
or selling. 

There are, it is true, other coat manufacturers from whom Alexander can pur- 
chase ladies’ coats and garments, the “double action” detachable lining coat in par- 
ticular, are, it is claimed, among the best in the market, widely advertised, obviously 
of considerable benefit to any underselling store, as such garments are also sold at 
many higher priced stores throughout the city of New York, and especially valuable 
to a retailer who has built up good-will for them among his own customers for 
many years. 
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A manufacturer has a right to pick his own customers, and refuse to sell to a 
particular customer provided that such refusal is not the result of a combination 
with others to destroy competition so far as the whole product of important manu- 
facturers is concerned. We think that Section 340 was intended to prevent the 
practice that Ohrbach here engaged in, whereby a larger competitor using the pres- 
sure of superior buying power seeks to eliminate one by one smaller competitors by 
seeking arrangements with manufacturers, such as the one here in question, to 
refuse to sell to competitors and cut off their supply, though they have been buying 
the products and competing in them for years. 

Ohrbach’s claim of the lack of any intent to injure Alexander in making the 
arrangement must be weighed in the light of the fact that Ohrbach’s president, fre- 
quently mentioned in the testimony, called by his own employee “the head of the 
business,”’ and indeed the prime mover of the whole arrangement, failed to take the 
stand and testify. In Peekskill Theatre, Inc. v. Advance Theatrical Co., 206 App. 
Div. 138 [13 T.-M. Rep. 432], this court, granting an injunction restraining de- 
fendant motion picture producers therein from inducing or coercing distributors not 
to deal with the plaintiff theater, said (at p. 140) : 


Where a wrong is being perpetrated for malicious purposes, the court will not look for 
technical reasons to refuse relief; but, on the other hand, speedy relief should be granted, 
both that the plaintiff may be protected and that the public may learn that the principles 
of fair play and free competition are a part of the fundamental and the statutory law of 
this state and nation. 


While no personal malice was shown, the acts complained of were planned and 
deliberate and, as the court said in the Peekskill Theatres case, supra, at p. 142. 


.... the law condemns all acts trespassing upon the legal rights of others as malicious, 
as matter of law, and will grant reparation in damages, or an injunction... . 


To establish infringement, it is not necessary to show monopoly. As was said 
in Barns v. Dairymen’s League Cooperative Assn., 220 App. Div. 624, 640, there 
must appear “‘at least some of the circumstances which would lead a court in good 
conscience to say that a given set of defendants were overstepping the bounds of 
reasonable ambition and fair play and were becoming a nuisance to their fellow 
men.” 

The judgment appealed from should be reversed, with costs to the appellant ; 
and judgment directed in plaintiff's favor, vacating the arrangement between 
Ohrbach and defendant manufacturers and enjoining defendants from carrying out 
such arrangement; and appointing a referee to compute plaintiff's damages, with 
costs. 


MarTIN, Presiding Justice, and UNTERMYER, Justice, concur; CoHN, CALLA- 
HAN, Justices, dissent and vote to affirm on the opinion of Mr. Justice SHEINTAG 
at Special Term. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Act of 1920—Cancellation 


Prior registration under main act ground for denying motion 


Frazer, F. A. C.: Denied a motion by The Pfaffman Company, of Cleveland, 
Ohio, respondent in this cancellation proceeding, that trade-mark registration No. 
391,424, issued November 4, 1941, under the Act of March 19, 1920, to the petitioner, 
A. Zerega’s Sons, Inc., of Brooklyn, New York, be canceled. 

In denying the motion, the First Assistant Commissioner stated : 


In its petition to cancel respondent’s registration, petitioner pleaded its ownership of this 
registration, and also of a registration of the same mark under the Act of 1905 for some- 
what similar goods. Respondent’s registration was canceled on the ground that respon- 
dent’s mark was confusingly similar to the mark of petitioner’s 1905 registration, the 
Examiner of Interferences expressly refusing to consider petitioner’s 1920 registration as 
evidence of ownership. 

The theory of the present motion seems to be that, because the marks of the parties have 
been held to be confusingly similar, and respondent’s canceled registration was issued before 
petitioner’s 1920 registration, petitioner was not entitled to the exclusive use of its mark at 
the time the latter registration was applied for. Petitioner’s 1905 registration, however, 
was issued many years prior to respondent’s claimed date of first use, and is prima facie 
evidence of petitioner’s ownership of the mark for all goods of the same descriptive proper- 
ties as those set forth in the registration. 

Moreover, the Patent Office has authority to cancel a registration only in a proceeding 
instituted for that purpose and conducted in accordance with the statute.’ 


Conflicting Marks 


“Junior Commando” and “Commander” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Marks re- 
fusing registration to L. Abelson & Son, of New York, New York, of the words 
“Junior Commando” as a trade-mark for various articles of children’s outer cloth- 
ing, on the ground that applicant’s mark is confusingly similar to the word “Com- 
mander,” twice registered in 1928 for goods of the same descriptive properties as 
applicant’s goods.” 

“Apco” and “Amoco” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of The American Oil Company, of Baltimore, 
Maryland, to the application of Anderson-Prichard Oil Corporation, of Oklahoma 
City, Oklahoma, for registration of the notation ““Apco” as a trade-mark for “gaso- 
line, kerosene, and industrial naphthas.” 

The opposition was predicated upon opposer’s ownership of the trade-mark 
“Amoco,” registered May 8, 1923, for “gasoline, motor fuels, and lubricating oils,” 
and June 16, 1936, for “naphtha.” The only issue for determination by the First 
Assistant Commissioner was whether or not the two marks “Amoco” and “Apco” 


1. A. Zerega’s Sons, Inc. v. The Pfaffman Company, Canc. No. 4002, 166 M. D. 222, June 
23, 1943. 
2. Ex parte L. Abelson & Son, Ser. No. 456,523, 166 M. D. 302, September 13, 1943. 
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bear such resemblance as to be likely to confuse purchasers when applied to identical 
merchandise of the character involved in the opposition proceeding. 

The First Assistant Commissioner decided that the marks are confusingly simi- 
: lar, and, in so doing, said: 


The issue is simple, and requires but brief discussion. Manifestly, the marks differ in 
some respects; but they are nevertheless quite similar both in appearance and in sound. 
Applicant insists that the Examiner of Interferences was wrong in refusing to accord any 
weight to the alleged fact that the parties do business in widely separated localities. Even 
if proved, that circumstance would add nothing to applicant’s right to register. No one 
would mistake one mark for the other if they were seen side by side. But having pur- 
chosed “Amoco” gasoline in Richmond, it seems to me that a motorist finding “Apco” 
gasoline for sale in applicant’s home town in Oklahoma (after the war, of course), may 
be very likely to believe that it was the same brand. 

I agree with the Examiner of Interferences that “there is a reasonable likelihood of 
resultant confusion in the trade” if both marks are concurrently used on the merchandise 
described ; and the fact that no actual confusion has been shown is immaterial.® 


- lial ints ~via AB 


“Medico Pedic” and “Practipedic” 



















Van ArspaLe, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of The Scholl Mfg. Co., Inc., of Chicago, 
Illinois, to the application of The Schiff Company, of Columbus, Ohio, for registra- 
tion of a composite mark for shoes consisting of the expression “Medico Pedic” 
spaced above the expression “For Foot Health,” both expressions being framed in 
rectangular lines and extending across an arrangement of lines forming a back- 
ground effect, the expression “For Foot Health” and the word “Medico” being 
disclaimed. 

The Examiner sustained the opposition upon a prior registration to opposer of 
the mark “Practipedic” for shoes, boots and slippers. The Assistant Commissioner 
stated that this registration concededly antedates applicant’s first use of its mark 
for the identical goods. Only the question of confusing similarity between the marks, 
the Assistant Commissioner said, required determination by him. 

The question of confusing similarity was discussed by the Assistant Commis- 
sioner as follows : 


pci rm cam cn 



















Appellant contends that the word “Pedic” is descriptive of shoes, and that applicant’s 
composite mark has “features” which distinguish it from opposer’s mark, one of the features 
being the “tongue twister” character of opposer’s mark. 

I do not agree that the word “Pedic” is descriptive. So far as I am aware, the word 
has no descriptive or other ordinary meaning and does not appear as a word in the dic- 
tionary. “Pedi” is a combining form meaning foot, but it is not a word and “Pedic” is not 
the combining form “pedi.” 

I agree that there is a considerable degree of dissimilarity in the appearances of the 
marks, but the dominating spoken part of applicant’s mark is the expression “Medico 
Pedic” and in my opinion this expression and opposer’s mark “Practipedic” are so similar 
in sound that the concurrent use of the marks on shoes would be likely to cause confusion 
and mistake in the mind of the public and to deceive purchasers. As stated in Traders Oil 
Mill Company v. Lever Brothers Company, 26 C. C. P. A. 899, 100 F. (2d) 249, 504 
O. G. 291: 


3. The American Oil Company v. Anderson Prichard Oil Corporation, Oppn. No. 21,321, 
166 M. D. 223, June 24, 1943. 
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“That similarity in sound alone is sufficient to constitute confusing similarity between 
marks is well established. E-Z Mills, Inc. v. Martin Borthers Company, 25 C. C. P. A. 
(Patents) 992, 95 F. (2d) 269.4 


“Springweave” and “Springer” 


VAN ARSDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby sustained the opposition of M. & W. Thomas Corporation, 
of New York, New York, to the application of Goodall Worsted Company, of San- 
ford, Maine, for registration of the mark “Springweave” for fabric piece goods. 

The opposition was based, the Assistant Commissioner asserted, on a prior regis- 
tration issued to and owned by opposer of a mark consisting of the word “Springer” 
above a picture of a dog (apparently a springer spaniel) for fabric piece goods. 

The Examiner of Interferences held the marks not to be confusingly similar and 
dismissed the opposition. In disagreeing with this holding and sustaining the oppo- 
sition, the Assistant Commissioner said: 


Based on a consideration of the marks in their entireties and keeping in mind the 
nature of the goods to which the marks are applied and the fact that the parties apply the 
marks to identical goods, it is my opinion that the words “Springweave” and “Springer” 
are so similar in appearance and in sound that their concurrent use by the parties on 
identical fabric piece goods would be likely to cause confusion and mistake in the mind 
of the public and to deceive purchasers, and that the notice of opposition should have been 
sustained. It seems to me that the confusing similarity between the entire marks results 
principally from the prominence of the syllable “Spring” in the mark “Springweave” 
and the close similarity between that syllable “Spring” and the mark “Springer,” coupled 
with the fact that the words of both marks are single words and are the only spoken parts 
of the marks. In my opinion the fact that the words of the marks may have different 
meanings and that the one includes a picture of a dog and the other has no picture does not 
render the marks not confusingly similar.® 


“Duoviron” and “All-Vi-Ron” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Marks re- 
fusing the application of Charles C. Haskell & Co., Inc., of Richmond, Virginia, to 
register the word “Duoviron” as a trade-mark for “hypochromic anemia tablets,” 
on the ground that this mark is confusingly similar to the notation “All-Vi-Ron” 
previously registered for 


preparations composed of various vitamins and iron, for supplementing diets deficient in 
vitamins and iron, 


and is likewise confusingly similar to the notation “Glyco-Viron” previously regis- 
tered for 


reconstructive tonics for increasing appetite and promoting gastric secretion, indicated in 
debilitated conditions and convalescence from acute infections or surgical operations.® 


4. The Scholl Mfg. Co., Inc. v. The Schiff Company, Oppn. No. 21,629, 166 M. D. 211, 
June 15, 1943. 

5. M. & W. Thomas Corporation v. Goodall Worsted Company, Oppn. No. 21,612, 166 M. D. 
213, June 21, 1943. 

6. Ex parte Charles C. Haskell & Co., Inc., Ser. No. 449,048, 166 M. D. 314, September 
29, 1943. 
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Corporate Names 
“Vitab” held unregistrable 


Frazer, F. A. C.: Reversed the decision of the Examiner of Interferences who 
had dismissed the opposition of The Vitab Corporation, of Emeryville, California, 
to the application of Melvin N. Creal, of Dover, Ohio, for registration of the notation 
“Vitabolin” as a trade-mark for “linseed oil capsules containing vitamins A and B,.” 


The opposition was based upon ownership of two registrations of the trade- 
mark “Vitab” for 


bread, brown rice, crisp bread, soya bean flour and rice polishings, 
and for 
a flour-like preparation of wheat germ and rice polishings, 


upon appropriation of opposer’s corporate name and upon continuous use of the 
same mark for a liquid concentrate of rice bran containing as ingredients vitamin B, 
and other vitamins of the B complex. 

It was held that the goods covered by opposer’s registrations are not of the same 
descriptive properties as those named in the application. It was also held that, 
although opposer had failed to prove that it had applied the trade-mark “Vitab” to 
merchandise of the same descriptive properties as applicant’s goods prior to appli- 
cant’s use of the trade-mark “Vitabolin,” nevertheless opposer had been selling 
continuously, since prior to any date of use established by applicant, opposer’s rice 
bran concentrate, a product very closely related to applicant’s product, if not directly 
competitive therewith, and purchasers who are familiar with this fact, regardless of 
the trade-mark under which opposer’s concentrate may have been sold, would be 
very likely to assume that a vitamin capsule bearing a mark in which opposer’s 
name, “Vitab,” is so conspicuously incorporated as in the word “Vitabolin,” had 
its origin in opposer, so that registration of applicant’s mark is barred by the so- 
called name clause of the statute.’ 


Description of Goods 


Change in classification refused 


Van ArspDALE, A. C.: Denied a petition for reconsideration of his decision dated 
August 14, 1943, holding that a proposed amendment to change the description of 
the goods in an application of Lehman-Baer Co., Inc., of Baltimore, Maryland, for 
a trade-mark for boys’ and girls’ clothing, including named articles, to “Boys’ cloth- 
ing, namely, . . .” did not render the mark registrable over the registration over 
which applicant’s mark had been refused registration, namely, a registration for 
goods including girls’ hats.* 


Van ArsDALE, A. C.: A petition for rehearing and reconsideration of his deci- 
sion of August 16, 1943, having been filed by Fawcett Publications, Inc., of Green- 


7. The Vitab Corporation v. Melvin N. Creal, Oppn. No. 21,783, 166 M. D. 316, September 
30, 1943. 

8. The Elder & Johnson Company v. Lehman-Baer Co., Inc., Oppn. No. 21,735, 166 M. D. 
308, September 16, 1943. 
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wich, Connecticut, the Assistant Commissioner held that applicant’s offer to change 
the description of the goods in the application from “a monthly periodical” to “a 
comic cartoon magazine,” was insufficient to render applicant’s mark registrable in 
view of a prior registration of the mark “Spy” for a magazine published monthly 
and at other intervals.® 


Descriptwe Terms 


“Toolmaker” for grinders 


Van ArspAaLe, F. A. C.: Affirmed the decision of the Examiner of Trade- 
Marks refusing The Delta Manufacturing Company, of Milwaukee, Wis., registra- 
tion of the word “Toolmaker” for goods described as “Grinders with Reciprocating 
Beds,” on the ground that the word “Toolmaker” applied to such grinders is 
descriptive in that it describes the grinders as being adapted for use in the making 
of tools and as being suitable for use by toolmakers.”” 


“Catering Industry Employee” for publication 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Marks re- 
fusing registration to Hotel and Restaurant Employees’ International Alliance and 
Bartenders’ International League of America, of Cincinnati, Ohio, of the notation 
“Catering Industry Employee” (the title of the publication involved), as a trade- 
mark for a periodical publication, on the ground that the mark is descriptive of the 
goods, since the mark describes the publication to which it is applied as being of the 
character read by persons employed in the catering industry.” 


Geographical Terms 


“Foxhall” for ‘metal ware 


Van ArsbA_Le, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to The Watson Company, of Attleboro, Massachusetts, of the 
mark ‘“‘Foxhall” for precious metal flatware and hollowware. The Examiner refused 
registration of said mark on the ground that the mark is primarily a geographical 
term. 

The Assistant Commissioner quoted the following description of the mark in- 
cluded in the application : 


The mark is the name of a deceased celebrity, viz., the owner of the foundry in what 
is now the District of Columbia where “the finest guns in America” were said to be made. 
It is reported that Admiral Perry refused to fight the battle of Lake Erie until his ships 
were fitted with Foxhall guns. One object of the British attack on Washington in 1814 
was to destroy this gun factory. The sparing of this foundry due to act of God resulted 
in Foxhall donating ground for what is still known as “Foundry Methodist Church.” 
Foxhall Ordnance Foundry was established in 1797 and is commemorated by Foundry 
Branch, Foundry Parkway, and Foxhall Road in the District of Columbia as well as by 


9. Ex parte Fawcett Publications, Inc., Ser. No. 444,826, 166 M. D. 301, September 1, 1943. 

10. Ex parte The Delta Manufacturing Company, Serial No. 457,541, 166 M. D. 320, Octo- 
ber 4, 1943. 

11. Ex parte Hotel and Restaurant Employees’ International Alliance and Bartenders’ Inter- 
national League of America, Ser. No. 442,595, 166 M. D. 312, September 28, 1943. 
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a marker on the site of the old foundry. The Foxhall-McKenney House at 3123 Dum- 
barton Ave., Washington, D. C., was built by Foxhall for his daughter and remains an 
outstanding example of federal architecture. 


He then added: 


The mark is the name of a town in Galway, Ireland, and of a town in Queensland, 
Australia, and the Examiner states that the mark is primarily a geographical name. Appli- 


cant contends the mark is primarily the name of the deceased celebrity identified in the 
application. 


I am constrained to agree with the Examiner that the historical significance or meaning 
of the name “Foxhall” as developed by applicant does not, even in this country, outweigh 
the geographical character or meaning of the name, and consider the Examiner properly 
refused registration of the mark as predominantly a geographical name. Ex parte Wol- 
verine Manufacturing Company, 152 O. G. 487, 1910 C. D. 41.22 


Goods of Different Descriptive Properties 


Mineral water and an antiseptic 


Frazer, F. A. C.: Reversed the decision of the Examiner of Interferences, who 
had sustained the opposition of Skol Company, Inc., of New York, New York, to 
the application of Nels L. Olson, of Detroit, Michigan, for registration of a trade- 
mark including the notation “Skoal,” of which the letter “O” is larger than the re- 
maining letters, inclosing a picture of a hand holding a glass of effervescent liquid, 
appropriated to natural carbonated mineral water. 


Opposer relied upon its ownership of the trade-mark “Skol,” previously regis- 
tered for 


lotion for preventing sunburn and for promoting tanning, and for after-shaving lotion; 


for 


antiseptic and germicide for relief of sunburn, windburn, and chapping, for cuts, blisters, 
cold sores, ringworm, athlete’s foot, hives, burns, abrasions, scalds, and other skin irrita- 
tions ; 


and for “eye glasses.” It was held that the goods of the parties are of different 
descriptive properties, so that the similarity of their marks becomes immaterial. 

Upon the question of appropriation by applicant of opposer’s corporate name, 
it was held that opposer’s name is not “Skoal,” but “Skol,” and while complete 
identity is not necessary successfully to oppose registration, nevertheless, on the facts 
presented, it was not believed that use of applicant’s mark would cause any confusion 
as to origin, or that opposer would suffer any damage as a result of the proposed 
registration.” 


Goods of Same Descriptiwe Properties 
Carpet sweepers and rugs and carpets 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of Mohawk Carpet Mills, Inc., of Amsterdam, 


12. Ex parte The Watson Company, Ser. No. 446,747, 166 M. D. 217, June 22, 1943. 


ae Skol Company, Inc. v. Nels L. Olson, Oppn. No. 21,541, 166 M. D. 309, September 27, 
3. 
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wich, Connecticut, the Assistant Commissioner held that applicant’s offer to change 
the description of the goods in the application from “a monthly periodical” to “a 
comic cartoon magazine,” was insufficient to render applicant’s mark registrable in 
view of a prior registration of the mark “Spy” for a magazine published monthly 
and at other intervals.° 


Descriptive Terms 


“Toolmaker” for grinders 


Van ArspaLe, F. A. C.: Affirmed the decision of the Examiner of Trade- 
Marks refusing The Delta Manufacturing Company, of Milwaukee, Wis., registra- 
tion of the word “Toolmaker” for goods described as “Grinders with Reciprocating 
Beds,” on the ground that the word “Toolmaker” applied to such grinders is 
descriptive in that it describes the grinders as being adapted for use in the making 
of tools and as being suitable for use by toolmakers.”° 


“Catering Industry Employee” for publication 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Marks re- 
fusing registration to Hotel and Restaurant Employees’ International Alliance and 
Bartenders’ International League of America, of Cincinnati, Ohio, of the notation 
“Catering Industry Employee” (the title of the publication involved), as a trade- 
mark for a periodical publication, on the ground that the mark is descriptive of the 
goods, since the mark describes the publication to which it is applied as being of the 
character read by persons employed in the catering industry.” 


Geographical Terms 


“Foxhall” for ‘metal ware 


Van ArsbALe, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to The Watson Company, of Attleboro, Massachusetts, of the 
mark “Foxhall” for precious metal flatware and hollowware. The Examiner refused 
registration of said mark on the ground that the mark is primarily a geographical 
term. 
The Assistant Commissioner quoted the following description of the mark in- 
cluded in the application : 


The mark is the name of a deceased celebrity, viz., the owner of the foundry in what 
is now the District of Columbia where “the finest guns in America” were said to be made. 
It is reported that Admiral Perry refused to fight the battle of Lake Erie until his ships 
were fitted with Foxhall guns. One object of the British attack on Washington in 1814 
was to destroy this gun factory. The sparing of this foundry due to act of God resulted 
in Foxhall donating ground for what is still known as “Foundry Methodist Church.” 
Foxhall Ordnance Foundry was established in 1797 and is commemorated by Foundry 
Branch, Foundry Parkway, and Foxhall Road in the District of Columbia as well as by 


9. Ex parte Fawcett Publications, Inc., Ser. No. 444,826, 166 M. D. 301, September 1, 1943. 

10. Ex parte The Delta Manufacturing Company, Serial No. 457,541, 166 M. D. 320, Octo- 
ber 4, 1943. 

11. Ex parte Hotel and Restaurant Employees’ International Alliance and Bartenders’ Inter- 
national League of America, Ser. No. 442,595, 166 M. D. 312, September 28, 1943. 
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a marker on the site of the old foundry. The Foxhall-McKenney House at 3123 Dum- 
barton Ave., Washington, D. C., was built by Foxhall for his daughter and remains an 
outstanding example of federal architecture. 


He then added: 


The mark is the name of a town in Galway, Ireland, and of a town in Queensland, 
Australia, and the Examiner states that the mark is primarily a geographical name. Appli- 


cant contends the mark is primarily the name of the deceased celebrity identified in the 
application. 


I am constrained to agree with the Examiner that the historical significance or meaning 
of the name “Foxhall” as developed by applicant does not, even in this country, outweigh 
the geographical character or meaning of the name, and consider the Examiner properly 
refused registration of the mark as predominantly a geographical name. Ex parte Wol- 
verine Manufacturing Company, 152 O. G. 487, 1910 C. D. 41.22 


Goods of Different Descriptive Properties 


Mineral water and an antiseptic 


Frazer, F. A. C.: Reversed the decision of the Examiner of Interferences, who 
had sustained the opposition of Skol Company, Inc., of New York, New York, to 
the application of Nels L. Olson, of Detroit, Michigan, for registration of a trade- 
mark including the notation “Skoal,” of which the letter “O” is larger than the re- 
maining letters, inclosing a picture of a hand holding a glass of effervescent liquid, 
appropriated to natural carbonated mineral water. 

Opposer relied upon its ownership of the trade-mark “Skol,” previously regis- 
tered for 
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lotion for preventing sunburn and for promoting tanning, and for after-shaving lotion; 


for 





antiseptic and germicide for relief of sunburn, windburn, and chapping, for cuts, blisters, 
cold sores, ringworm, athlete’s foot, hives, burns, abrasions, scalds, and other skin irrita- 
tions ; 
and for “eye glasses.” It was held that the goods of the parties are of different 
descriptive properties, so that the similarity of their marks becomes immaterial. 
Upon the question of appropriation by applicant of opposer’s corporate name, 
it was held that opposer’s name is not “Skoal,” but “Skol,” and while complete 
identity is not necessary successfully to oppose registration, nevertheless, on the facts 
presented, it was not believed that use of applicant’s mark would cause any confusion 
as to origin, or that opposer would suffer any damage as a result of the proposed 
registration.” 


Goods of Same Descriptive Properties 


Carpet sweepers and rugs and carpets 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of Mohawk Carpet Mills, Inc., of Amsterdam, 





12. Ex parte The Watson Company, Ser. No. 446,747, 166 M. D. 217, June 22, 1943. 
we” Skol Company, Inc. v. Nels L. Olson, Oppn. No. 21,541, 166 M. D. 309, September 27, 
3. 
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New York, to the application of Bissell Carpet Sweeper Co., of Grand Rapids, 
Michigan, for registration of the word “Mohawk” as a trade-mark for carpet 
sweepers. 


The Examiner sustained the opposition because of opposer’s established prior 


use of the same mark on rugs and carpets, and because the mark was found to be 
the salient feature of opposer’s corporate name. 

The First Assistant Commissioner stated that the soundness of the decision 
appealed from, as to both grounds, depended upon the answer to a single question: 
Are carpet sweepers merchandise of the same descriptive properties as rugs and 
carpets? Like the Examiner of Interferences, the First Assistant Commissioner 
answered that question in the affirmative. He said: 


While it is unusual for the same manufacturer to deal in both items, this is not true 
of retailers. As stated by the Examiner of Interferences in his decision: 

“It appears from the record that in some cases, at least, carpet sweepers are sold in the 
same department of stores as rugs and carpets and that it is sometimes the practice of 
salesmen to try and sell a carpet sweeper in connection with the sale of a rug or carpet. 
In some cases, in furtherance of this trade practice, it appears that, even though carpet 
sweepers in the main are carried in the houseware department, they are also on display in 
the rug and carpet department. It would therefore seem that the trade in some instances 
has attempted to closely associate these articles in the mind of the public and it would 
appear that purchasers, having become accustomed to this practice and seeing a ‘Mohawk’ 
carpet or rug and likewise ‘Mohawk’ carpet sweepers in the same department and being 
urged to buy a carpet sweeper under the same name as the rug which they purchased, 
would reasonably expect that both articles emanate from the same source.” 

While I agree with the conclusion thus reached by the Examiner, I am further of the 
opinion that because carpet sweepers and floor coverings are so closely related in actual 
use, their sale under identical trade-marks would lead many purchasers to assume that 
they had a common origin. It so happens that I am more familiar with the “Bissell” 
mark as applied to sweepers than with the “Mohawk” mark as applied to rugs. If I should 
see the word “Bissell” on a rug I would be inclined to take it for granted that the rug was 
manufactured or sold by the present applicant, as would others, I believe, who are equally 
familiar with applicant’s well-known mark. And I have no doubt that an application by 
another to register the word “Bissell” for rugs would be vigorously and successfully 
opposed by Bissell Carpet Sweeper Co., by reason of its ownership of the mark for 
sweepers. 

The goods of the parties being of the same descriptive properties, and their trade-marks 
being identical, the proposed registration is expressly forbidden by the first proviso of 
Section 5 of the Act of February 20, 1905. Philadelphia Inquirer Company v. Coe, 133 
Fed. (2d) 385 [33 T.-M. Rep. 56]. Whether it is also forbidden by the second proviso 
depends upon the interpretation to be given the rule announced by the Supreme Court in 
American Steel Foundries v. Robertson, 269 U. S. 372, 1926 C. D. 289 [13 T.-M. Rep. 
289], that “where less than the whole name has been appropriated, the right of registration 
will turn upon whether it appears that such partial appropriation is of such character and 
extent that, under the facts of the particular case, it is calculated to deceive or confuse the 
public to the injury of the corporation to which the name belongs. It seems clear to me 


that in the instant case applicant’s partial appropriation of opposer’s corporate name is so 
calculated to deceive.’ 





14. Mohawk Carpet Mills, Inc. v. Bissell Carpet Sweeper Co., Oppn. No. 20,705, 166 M. D. 
201, June 8, 1943. 
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Corn meal and white flour, and Indian corn 


VAN ARSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Schier Brothers, of Sealy, Texas, of the mark “Safe-Way” 
for goods which the Assistant Commissioner said were identified merely as “feed 
for livestock and poultry.” 

The Examiner refused registration in view of a prior registration to another of 
the mark “Safe-Way” for certain kinds of jams and canned vegetables, berries, fruits, 
and fish, and salad oil, olive oil, honey, vinegar, corn meal and white flour. 

The Examiner predicated his refusal of registration on the decision in The 
Quaker Oats Company v. Holland-O’Neil Milling Co., 146 M. D. 382, in which it 
was held that white flour and chicken feed are goods of the same descriptive proper- 
ties. Applicant contended that said decision has been overruled, or at least out- 
moded, by the more recent decisions of Kellogg Co. v. Bremner Bros., 163 M. D. 488, 
45 U. S. P. QO. 446, 515 O. G. 837, and Pabst-Ett Corporation v. Dr. W. J. Ross 
Company, 163 M. D. 504 [32 T.-M. Rep. 338]. 

The Assistant Commissioner stated that, in the former of these cases, it was 
held that crackers are not goods of the same descriptive properties as dog foods, 
poultry foods, and other animal foods, and that, in the latter case, it was held that 
canned dog and cat food do not possess the same descriptive properties as cheese. 
The Assistant Commissioner noted that in another earlier case, Imperial Cotton 
Sales Co. v. The N. K. Fairbanks Co., 50 App. D. C. 250, 170 Fed. Rep. 686, 284 
O. G. 961 [10 T.-M. Rep. 47]), the court sustained a notice of opposition based on 
the use of a mark for a cooking fat made from cotton-seed oil and oleostearin against 
registration of an identical mark for an animal-feed meal composed principally of 
cotton-seed. 

Upon review of all these decisions, the Assistant Commissioner concluded that 
the registration applied for was properly refused in view of the prior registration 
cited. He stated: 


I do not think the cases relied on by applicant go so far as to hold that feed for live- 
stock and poultry and food for human consumption can never be goods of the same descrip- 
tive properties, and the comparison here is between goods specifically different from the 
goods which were compared in those cases. 

In my opinion at least, corn meal and white flour, which goods are named in the cited 
registration, are goods of the same descriptive properties as some products which are used 
as feed for livestock or poultry; as, for instance, Indian corn, either whole or cracked, 
corn meal and flour, all of which products are embraced within the broad scope of the 
application. 


The Assistant Commissioner found another ground for refusing the registration 
applied for. With reference thereto he said: 


There is a further ground which seems to me to require refusal of the registration 
applied for and that is that in the application the identification of the goods to which the 
mark is applied is so broad and indefinite as to convey no definite or intelligible idea of 
the particular goods to which the mark is applied, the identification merely, in effect, 
specifying any and all products, without naming any, which may be designated as feed for 
livestock and poultry. There are many different kinds of livestock and many different 
kinds of feed differently suitable for different kinds of livestock; and the same holds true 
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for poultry. Such feeds may well include products not having similar descriptive proper- 
ties. Applicant has not complied with the statutory requirement for a statement of the 
particular goods upon which the mark has been used. In re A. G. Spalding and Bros., 
27 App. D. C. 314, 123 O. G. 321, 1906 C. D. 674.2° 


Interference 


“Mohawk” held registrable by neither party 


Frazer, F. A. C.: This trade-mark interference involves an application of Bissell 
Carpet Sweeper Co., of Grand Rapids, Michigan, for registration of the word 
“Mohawk” as a trade-mark for carpet sweepers, and four applications of Mohawk 
Export and Import Corporation, of Amsterdam, New York, for registration of 
marks for the same goods, each including the same word as its essential feature. 

The Examiner of Trade-Mark Interferences held that, as between the parties to 
the proceeding, Bissell Carpet Sweeper Co. had established prior use of the trade- 
mark in question. He adjudged Mohawk Export and Import Corporation “not 
entitled to the registrations for which it has made application.” He did not adjudi- 
cate the right of Bissell Carpet Sweeper Co. to registration of the mark. Instead, 
he referred to his decision in Opposition No. 20,705, where he had sustained the 
opposition of Mohawk Carpet Mills, Inc., to the application of Bissell Carpet Sweeper 
Co. involved in this interference. 

In his decision the First Assistant Commissioner Frazer modified the decision 
of the Examiner of Trade-Mark Interferences. He adjudged that neither party to 
the interference owns the trade-mark “Mohawk” as applied to carpet sweepers, and 
that none of the interfering applications may be allowed. 

In his decision the First Assistant Commissioner referred to the parties as 
Bissell Company and Mohawk Corporation, and stated: 


This case and the opposition proceeding to which the Examiner of Interferences made 
reference were submitted on the same record. The opposer was Mohawk Carpet Mills, 
Inc., of which Mohawk Corporation is said to be a wholly owned subsidiary. It is clearly 
established by the record, and is disputed by no one, that for many years prior to the date 
of first use of the trade-mark “Mohawk” by either of the parties to the instant proceeding, 
Mohawk Carpet Mills, Inc., had used this mark on carpets and rugs. The Examiner of 
Interferences ruled that carpet sweepers are merchandise of the same descriptive proper- 
ties as carpets and rugs, and thus sustained the opposition. That case was appealed, and 
in a decision rendered concurrently herewith I have affirmed the decision of the Examiner 
of Interferences (Mohawk Carpet Mills, Inc. v. Bissell Carpet Sweeper Co., 166 M. D. 
201) (see p. 558 ante). As the mark here sought to be registered was owned by another 
at the time of its adoption by each of the parties to this proceeding, and appropriated to 
merchandise of the same descriptive properties as that for which registration is now pro- 
posed, neither party is entitled to register the mark upon any of the interfering applications. 
See The Penetrene Corporation v. Plough, Inc., 29 C. C. P. A. 1029, 128 Fed. (2d) 591 
[31 T.-M. Rep. 321], and cases there cited. 

Mohawk Corporation argues that it “must be regarded as the successor to a part of 
the business of Mohawk Carpet Mills and may claim exclusive rights to the use of the 
mark ‘Mohawk’ on carpet sweepers from the dates of first use of the mark on carpets and 
rugs by Mohawk Carpet Mills.” Bissell Company argues that “when Mohawk Carpet 


15. Ex parte Schier Brothers, Ser. No. 446,660, 166 M. D. 216, June 22, 1943. 
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Mills, Inc., authorized or permitted the use by Mohawk Corporation of ‘Mohawk’ on 
carpet sweepers, it definitely abandoned any right that it might have had therein, so it is 
a question of priority as to use as between Bissell Carpet Sweeper Company and Mohawk 
Export and Import Corporation.” But there is not a scintilla of evidence in the record 
to support either argument. There is testimony to the effect that Mohawk Corporation 
was organized for the purpose of selling products of Mohawk Carpet Mills, Inc., in foreign 
countries; but nothing to indicate the transfer of any business, good-will, or trade- 
mark rights. It is true, as pointed out in the brief of Mohawk Corporation, that its appli- 
cations to register were not opposed by Mohawk Carpet Mills, Inc.; but that circumstance 
falls far short of proving any contractual relationship between these two concerns suffi- 
cient to endow Mohawk Corporation with the right to register the trade-mark of Mohawk 
Carpet Mills, Inc. The paramount interest to be protected is that of the public. 

It is insisted by Mohawk Corporation that Bissell Company had made no use of the 
mark at the time of filing its application. In the view I take of the case that question 
becomes immaterial and need not be discussed. Suffice it to say that in my opinion the 
use relied upon by Bissell Company is sufficient to support registration if its application 
were otherwise allowable, and that such use antedated the first use by Mohawk Corporation 
of any of the marks involved in the interference.'® 


Prior use of “Motor Life” on lubricating fluid 


Frazer, F. A. C.: This trade-mark interference involves an application filed 
June 8, 1940, by Famous Lubricants, Inc., of Chicago, Illinois (Famous Lubricants, 
Assignee Substituted), for registration of the words “Motor Life” as a trade-mark 
for “lubricating fluid,” and an application filed October 14, 1940, by Cushing Refin- 
ing & Gasoline Co., of Cushing, Oklahoma, for registration of the notation “Motor- 
life” as a trade-mark for “motor oil.” 

Both parties conceded that the marks and the goods are substantially identical. 
The Examiner of Trade-Mark Interferences awarded priority of adoption and use 
to Famous Lubricants, Inc., and adjudged that party entitled to registration. 

The First Assistant Commissioner Frazer affirmed the decision of the Examiner 
of Trade-Mark Interferences. In that decision he referred to Famous Lubricants, 
Inc., as “Famous” and Cushing Refining & Gasoline Co. as “Cushing.” He dis- 
cussed the priority proofs of the parties as follows: 


ees, Sl tO ES 


Each party relies upon use by a series of alleged predecessors to establish present 
ownership of the mark. Famous professes to have shown such use since 1915, while 
Cushing asserts that its evidence proves use since 1917. The Examiner of Interferences 
was of the opinion that Cushing had established use commencing “at some undetermined 
date, at least prior to January 25, 1927,” and that the evidence of Famous “is deemed to 
establish continuous use of the mark since December 1, 1923.” 

In their applications to register, Cushing claimed use of the mark since January, 1920, 

: and Famous claimed use since 1922. Proof of use as of an earlier date than that so claimed 
must be clear and convincing. Anchor Products Co. v. Hospital Import Corporation, 
484 O. G. 982; National Dairy Products Corporation v. Allied Mills, Inc., 469 O. G. 773. 
Neither party has met this requirement. As I view the case, however, the evidence relied 
upon by Famous in this connection need not be considered, because I agree with the 
Examiner of Interferences that Famous has otherwise clearly established a date of first 
use earlier than that proved by Cushing. 





16. Mohawk Export and Import Corporation v. Bissell Carpet Sweeper Co., Trade-Mark 
Int. No. 3306, 166 M. D. 203, June 8, 1943. 
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Disregarding non-corroborated oral testimony, the first sale of motor oil under the 
“Motor Life” trade-mark, which inures to the benefit of Famous, was made by a partner- 
ship known as Famous Sales Company on February 5, 1926. This sale is evidenced by 
the testimony of the witness Hapeman, and by a copy of the invoice marked exhibit 12. 
There is also proof that Famous is a successor in title to Famous Sales Company, and that 
the mark has been in continuous use since that date by Famous, or by one or another of 
its predecessors. 

Cushing’s attempted proofs of use prior to February 5, 1926, consist in the testimony of 
witnesses based upon their mere recollection many years after the event. This testimony, 
for the most part, is very general in character. No specific sale is attempted to be fixed 
either as to date or as to identity of the purchaser. A reading of Cushing’s record leaves 
one with the conviction that several, and perhaps all, of its alleged predecessors made some 
use of the trade-mark in question. But it is impossible to say that such use was continuous 
over any particular period of time, or had not been abandoned prior to the date of first use 
definitely established by Famous. As junior party the burden of proof was upon Cushing, 
and all doubts must be resolved against it. Brewster-Ideal Chocolate Co. v. Dairy Maid 
Confectionery Co., 20 C. C. P. A. 848, 62 Fed. (2d) 844 [23 T.-M. Rep. 86]. So resolving 
doubts it is my opinion that the Examiner of Interferences reached the right result.** 


Showing held insufficient to warrant relief 


Frazer, F. A. C.: Denied a petition on behalf of Dr. Edwin H. Dixon, of New 
York, New York, that his time to appeal from the decision of the Examiner of Trade- 
Mark Interferences in this trade-mark interference proceeding be extended. 

The First Assistant Commissioner stated that the Examiner of Trade-Mark 
Interferences adjudged that neither Dixon nor his opponent, Denthol Company, of 
San Francisco, California, is entitled to registration of the trade-mark involved in 
the interference. The Examiner in his decision on petition for reconsideration, 
dated March 1, 1943, set times of appeal to expire April 20 for Dixon and April 30 
for Denthol Company. Denthol Company filed an appeal on April 26. The Dixon 
appeal was received on June 8, together with the petition that the time for its filing 
be extended to the date of its receipt. 

The First Assistant Commissioner concluded that the showing made was “utterly 
insufficient to warrant the relief requested.” In criticizing the showing, he said: 


In support of the petition is the affidavit of one of Dixon’s attorneys to the effect that 
he wrote his client on March 30 asking whether an appeal should be taken, and, for 
reasons that are not material here, did not receive a reply “until after April 20.” The 
attorney’s delay of nearly a month in writing Dixon, after the limit of appeal had been 
fixed, is not explained; nor is his failure to ask for an extension before the time set had 
expired.16 


Non-conflicting Marks 
“Wheat Nut Bread” and “Grape Nuts” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Interferences dis- 
missing the opposition of General Foods Corporation, of New York, New York, to 
the application of E. Morris Kinslow, of Los Angeles, California, for the registration 


17. Cushing Refining & Gasoline Co. v. Famous Lubricants, Inc. (Famous Lubricants, 
Assignee Substituted), Trade-Mark Int. No. 3283, 166 M. D. 219, June 22, 1943. 
j 18. — Edwin H. Dixon v. Denthol Company, Trade-Mark Int. No. 3354, 166 M. D. 221, 
une 23, 1943. 
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of a trade-mark comprising the notation “Kinslow’s Wheat Nut Bread” (the last 
three words being disclaimed), displayed in association with a design appropriated 
to bread. The opposition is based upon opposer’s ownership and use of the trade- 
mark “Grape-Nuts” used in connection with a cereal breakfast food, but it was held, 
considering the specific differences in goods which are of the same general descrip- 
tive character, that there is no likelihood of confusion, either as to the character or 
origin of the respective goods. 

It was held proper for the Examiner of Interferences, after dismissing the notice 
of opposition, to pass upon the registrability of applicant’s mark and the decision 
of the Examiner of Interferences denying registration of applicant’s mark as being 
confusingly similar to the prior registration of the words “Wheat Nut” as a mark 
for wheat flour was affirmed, notwithstanding the inclusion of applicant’s name 
“Kinslow’s.” 

Additionally, the First Assistant Commissioner refused registration in view of 
a mark “Wheatnut” for bread and rolls, it being held that ““Wheatnut” and “Wheat 
Nut” are so nearly the same that, applied to identical merchandise, they would 
inevitably lead to confusion.” 


“Robo-Matic” and “Robot” 


VAN ArsDALE, A. C.: Reversed the action of the Examiner of Trade-Marks in 
refusing registration to The Bullard Company, of Bridgeport, Connecticut, of the 
mark “Robo-Matic” for metal-working lathes with automatic controller. The Ex- 
aminer had refused registration in view of a prior registration, to another, of the 
mark “Robot” for similar machine tools. The Examiner held the marks to be con- 
fusingly similar. The Examiner stated that he considered the words “Robot” and 
“Robo” to have substantially the same pronunciation and that both marks convey 
the idea of automatic action. 

In overruling the Examiner and granting registration, the Assistant Commis- 
sioner said: 


In considering the marks in their entireties, as is proper, it is noted that only the first 
syllables “Ro” thereof are the same; the second syllables “bot” and “bo” being quite 
different in sound and are not identical in appearance. 

“Robo-Matic” is a four-syllable word of which the part “matic” has no counterpart in 
the two-syllable word “Robot.” 

“Robo” and “matic” are arbitrary and fanciful terms, whereas “Robot” is a dictionary 
word, and I do not believe persons will consider the “Robo” part of “Robo-Matic” the 
equivalent of “Robot” or to have the same trade-mark significance. However, I agree that 
the mark “Robot” because it means a robot indirectly suggests automatic action, and that 
some persons may receive the same impression from the part “matic” of “Robo-Matic,” 
even though “matic” is not found in the dictionary as a combining form or as a word; but 
“Robo-Matic” does not mean or suggest a robot as such, as does the word “Robot.” 

The machine tools to which the marks are applied are extremely costly, and are pur- 
chased with the greatest of care and discrimination and for long use. 

Considering the marks in their entireties and the nature of the goods to which the 
marks are applied, it is my opinion that they are so dissimilar in appearance, sound and 
meaning that, notwithstanding the similarities which they do have, their concurrent use 








19. General Foods Corporation v. E. Morris Kinslow, Oppn. No. 20,759, 166 M. D. 303, 
September 15, 1943. 













































j 
i 
| 


a ae tet 29S as 


564 THIRTY-THREE TRADE-MARK REPORTER 


on the machine tools to which they are applied would not be likely to cause confusion or 
mistake in the mind of the public or to deceive purchasers. It seems to me the marks are 
in the same category as the marks “Rotarex” and “Roto-Verso” which were held not to be 
confusingly similar when applied to laundry machines in The Apex Electrical Manufac- 


turing Company v. Landers, Frary, and Clark, 17 C. C. P. A. 1184, 41 Fed. (2d) 99, 
398 O. G. 708.° 


Scandalous Matter 
“Agnus Dei” held unregistrable 


Frazer, F. A.C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration to Summit Brass and Bronze Works, Inc., of North Bergen, 
N. J., of a mark for “metallic tabernacle safes,” comprising the words “Agnus Dei” 
and a pictorial representation of the Agnus Dei. 

The Examiner refused the registration applied for on two grounds. He held the 
mark to be nonregistrable because comprising “scandalous matter” within the mean- 
ing of section 5(a) of the Act of February 20, 1905, and because devoid of trade- 
mark significance in relation to the goods described in the application. 

The First Assistant Commissioner considered either one of the two grounds re- 


lied upon by the Examiner for refusing registration independently sufficient. He 
stated : 


To commercialize an emblem of such highly sacred religious significance would, I think, 
be offensive to most individuals of the Christian faith, and thus scandalous within the 
meaning of the statute. Jn re Riverbank Canning Co., 25 C. C. P. A. 1028, 95 Fed. (2d) 
327 [28 T.-M. Rep. 257]. Nor am I able to agree with applicant’s counsel that the 
religious character of the merchandise to which the mark is applied warrants the proposed 
registration. It is applicant’s attempted appropriation of the mark to indicate commercial 
origin that is objectionable. Counsel asserts that applicant’s conduct in that respect has 
the apparent approval of the Catholic clergy, and that “the fact that the article is ordered 
and purchased through the use of this name by priests and bishops clearly proves that it is 
unobjectionable from a religious standpoint.” There is no evidence, however, that such 
purchasers regard the Agnus Dei as a trade-mark. In fact, it seems incomprehensible 
that they could so regard it. 

By the same token, it is my opinion that neither the words nor the picture of applicant’s 
mark are capable of trade-mark significance when applied to any article in the nature of 
religious paraphernalia. They are so commonly used for purposes of sacred adornment 
that their appearance on a metallic tabernacle safe would inevitably impress the Christian 
observer as nothing more than appropriate embellishment.” 


20. Ex parte The Bullard Company, Ser. No. 436,563, 166 M. D. 210, June 15, 1943. 
21. Ex parte Summit Brass and Bronze Works, Inc., Ser. No. 431, 135, 166 M. D. 287, 
August 16, 1943. 
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160,000 Americans die of cancer 
annually. Authorities say mony 
of these deaths could be avoided! 


Help us spread the knowledge 
that cancer can, in many cases, be 
cured. Enlist today in your local 
unit of the Women’s Field Army. 


In the Metropolitan Area, ad- 
dress the New York City Cances 
Committee, 130 East 66th Street! 
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